Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA765946
Filing date: 08/22/2016

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name International Code Council, Inc.

Granted to Date 08/21/2016
of previous ex-
tension

Address 3060 Saturn Street, Suite 100
Brea, CA 92821-1732
UNITED STATES

Attorney informa- | David O. Johanson, Esq.

tion Morgan, Lewis & Bockius LLP

One Federal Street

Boston, MA 02110

UNITED STATES

trademarks@morganlewis.com, david.johanson@morganlewis.com,
bwright@ipcounselors.com

Applicant Information

Application No 79172418 Publication date 02/23/2016
Opposition Filing | 08/22/2016 Opposition Peri- 08/21/2016
Date od Ends
International Re- 1264661 International Re- | 04/23/2015
gistration No. gistration Date
Applicant CHAMBRE DE COMMERCE INTERNATIONALE

33-43 avenue du PrAG®sident Wilson

FRANCE

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Computer software and downloadable mo-
bile applications for providing reference information and data access for education and business sup-
port for use in the fields of international trade and business, including banking and financial services,
of policy development, self-regulatory rules, codes and guidelines for business and international
trade, and of alternative dispute resolution; electronic publications, namely, e-books, audio and visual
presentations, and films, in electronic form, recorded on data carriers, or downloadable on-line from a
computer database or the Internet; all the aforesaid in the fields of international tradeand business,
including banking and financial services, of policy development, self-regulatory rules, codes, and
guidelines for business and international trade, and of alternative dispute resolution

Class 016. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Printed publications, namely, books,
magazines, newsletters, bulletins, postersreports, guides, codes, rules, policy papers, research pa-
pers in the fields of international trade and business, including banking and financial services, of
policy development, self-regulatory rules, codes and guidelines for business and international trade,



http://estta.uspto.gov

and of alternative dispute resolution; photographs, printedand instructional and teaching materials in
the fields of international trade and business, including banking and financial services, of policy de-
velopment, self-regulatory rules, codes, and guidelines for business and international trade,and of al-
ternative dispute resolution

Class 035. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Business research, advisory and consulting
services in the fields of international trade and business, of policy development, self-regulatory rules,
codes, andguidelines for business and international trade, and of alternative dispute resolution; com-
puter database compilation; business advisory services namely, provision of business information us-
ing databases of businesses and business servicesand business database services to facilitate the
forming of business relationships online or using the internet; organisation of exhibitions for business
and trade purposes; conducting business surveys, opinion polls, economic forecasts; market studies
and research; business information services relating to international trade and business, to policy de-
velopment, self-regulatory rules, codes, andguidelines for business and international trade, and to al-
ternative dispute resolution

Class 041. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Educational and training services, namely,
distance learning and on-line education and training services in the fields of international trade and
business, banking and financial services, policy development, self-regulatory rules, codes and
guidelines for business and international trade, and alternative dispute resolution; providing seminars,
courses and conferences, and organization of examinations and certification of education and train-
ing, in the fields of internationaltrade and business, banking and financial services, policy develop-
ment, self-regulatory rules, codes and guidelines forbusiness and international trade, and alternative
dispute resolution; organization of competitions, and providing recognition and incentives in the form
of prizes and awards, for excellence in the fields of international trade and business, banking and fin-
ancial services, policydevelopment, self-regulatory rules, codes and guidelines for business and inter-
national trade, and alternative dispute resolution; production of audio, video and film recordings; writ-
ing and publication of books, journals and texts, in anymedium, including in electronic form; providing
non-downloadable on-line electronic publications, namely, books, magazines, newsletters, bulletins,
posters, reports, guides, codes, rules, policy papers and research papers in the fields of international
trade and business, banking and financial services, policy development, self-regulatory rules, codes
and guidelines for business and internationaltrade, and alternative dispute resolution; providing in-
formation in the fields of education and training

Class 042. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Accreditation of trainers and training
courses, namely, developing, evaluating,and testing standards for education andtraining services for
the purpose of accreditation; computer software and mobile applications development in the fieldsof
international trade and business, including banking and financial services, of policy development,
self-regulatory rules, codes, and guidelines for businessand international trade, and of alternative dis-
pute resolution

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2242343 Application Date 06/11/1996

No.

Registration Date | 05/04/1999 Foreign Priority NONE
Date

Word Mark ICC INTERNATIONAL CODE COUNCIL




Design Mark

ICC

INTERNATIONAL
CODE COUNCIL

Description of
Mark

NONE

Goods/Services

Class 016. First use: First Use: 1995/12/18 First Use In Commerce: 1995/12/18

series of monographs, series of books, pamphlets and printed materials com-
piledin loose-leaf and bound volume format, all dealing with construction stand-
ards directed to government officials, architects, engineers and others con-
cerned with such standards

U.S. Registration | 3578864 Application Date 01/16/2008

No.

Registration Date | 02/24/2009 Foreign Priority NONE
Date

Word Mark

ICC INTERNATIONAL CODE COUNCIL

Design Mark

INTERNATIONAL
CODE COUNCIL

Description of
Mark

The mark consists of the stylized letters "ICC", the stylized wording "INTERNA-
TIONAL CODE COUNCIL" and the design of a portion of a globe formed by
lines inside a shaded square. The letters "ICC" appear in the top right of the
shaded square, and the wording "INTERNATIONAL CODE COUNCIL" appears
to the right of the shaded square.

Goods/Services

Class 009. First use: First Use: 2007/01/05 First Use In Commerce: 2007/01/05

Electronic publications, namely, books and manuals in the field of building, con-
struction and safety codes and standards recorded on computer media and
downloadable books and manuals in the field of building, construction and safety
codes and standards

Class 035. First use: First Use: 2007/01/05 First Use In Commerce: 2007/01/05

Association services, namely, promotingthe interests of building, construction-




and safety codes and standards developers, enforcers and users

Class 041. First use: First Use: 2007/01/05 First Use In Commerce: 2007/01/05
Training services in the field of building, construction and safety codes and
standards; educational services, namely, conducting classes, seminars, confer-
ences, and workshops in the field of building, construction and safety codes and
standards

U.S. Registration | 3574969 Application Date 01/16/2008

No.

Registration Date | 02/17/2009 Foreign Priority NONE
Date

Word Mark ICC INTERNATIONAL CODE COUNCIL

Design Mark

---=
INTERNATIONAL
CODE COUNCIL

Description of
Mark

The mark consists of the stylized letters "ICC", the stylized wording "INTERNA-
TIONAL CODE COUNCIL" and the design of a portion of a globe formed by
lines inside a shaded square. The letters "ICC" appear in the top right of the
shaded square, and the wording "INTERNATIONAL CODE COUNCIL" appears
below the shaded square.

Goods/Services

Class 009. First use: First Use: 2007/01/05 First Use In Commerce: 2007/01/05

Electronic publications, namely, books and manuals in the field of building, con-
struction and safety codes and standards recorded on computer media and
downloadable books and manuals in the field of building, construction and safety
codes and standards

Class 016. First use: First Use: 2007/01/31 First Use In Commerce: 2007/01/31

Series of monographs, series of books, pamphlets and printed materials in the
nature of books, booklets, and hand-outs compiled in loose-leaf and bound
volume format, all featuring building, construction and safety codes and stand-
ards

Class 035. First use: First Use: 2007/01/05 First Use In Commerce: 2007/01/05
Association services, hamely, promotingthe interests of building, construction-
and safety codes and standards developers, enforcers and users

Class 041. First use: First Use: 2007/01/05 First Use In Commerce: 2007/01/05
Training services in the field of building, construction and safety codes and

standards; educational services, namely, conducting classes, seminars, confer-
ences, and workshops in the field of building, construction and safety codes and




standards

U.S. Registration | 3998452 Application Date 01/09/2008

No.

Registration Date | 07/19/2011 Foreign Priority NONE
Date

Word Mark

ICC INTERNATIONAL CODE COUNCIL

Design Mark

NTERNATIUNAL
CODE COUNCIL

ERYEH)
--El-

--ﬂ-n-‘

Description of
Mark

The mark consists of the stylized letters "ICC", the stylized wording "INTERNA-
TIONAL CODE COUNCIL" and the design of a portion of a globe formed by
lines inside a shaded square. The letters "ICC" appear in the top right of the
shaded square, and the wording "INTERNATIONAL CODE COUNCIL" appears
to the right of the shaded square.

Goods/Services

Class 037. First use: First Use: 2008/04/01 First Use In Commerce: 2008/04/01

Providing an on-line searchable database in the fields of building construction;
Providing an on-line searchable database in the fields of building construction,
maintenance and repair for searching and retrieving information from recom-
mended building, construction, and safety codes, standards, regulations and
rules

Class 042. First use: First Use: 2008/04/01 First Use In Commerce: 2008/04/01

Providing an on-line searchable database in the fields of commercial and resid-
ential building design for searching and retrieving information from recommen-
ded building, construction and safety codes,standards, regulations and rules;
providing a website that gives computer usersthe ability to subscribe to online
publications permitting searches of recommended building, construction and
safety codes, standards, regulations and rules

Class 045. First use: First Use: 2008/04/01 First Use In Commerce: 2008/04/01

Providing an on-line searchable database of recommended laws and regulations
inthe fields of building codes and standards, construction codes and standards,
and safety codes and standards

U.S. Registration | 3971601 Application Date 03/22/2010

No.

Registration Date | 05/31/2011 Foreign Priority NONE
Date

Word Mark ICC




Design Mark

Description of
Mark

The mark consists of a square containing a stylized portion of a globe's lines of
latitude and longitude, and a stylized depiction of a computer mouse, with the
capital letters "ICC" in the top rightportion of the square.

Goods/Services

Class 041. First use: First Use: 2010/02/01 First Use In Commerce: 2010/02/01

Educational services, namely, providingonline classes, seminars, lectures, prac-
tice exams and tutorials, all dealing with building, construction and safety codes,
standards, regulations and rules, directed to government officials, architects, en-
gineers and others concerned withbuilding, construction and safety codes,
standards, regulations and rules

U.S. Registration | 4718932 Application Date 12/23/2013

No.

Registration Date | 04/14/2015 Foreign Priority NONE
Date

Word Mark ICC

Design Mark

Description of NONE

Mark

Goods/Services

Class 009. First use: First Use: 2005/12/31 First Use In Commerce: 2005/12/31

Computer software and downloadable computer software for use in the creation
ofand to facilitate searching of electronic versions of international, federal, state
and local building design and construction codes, standards, regulations and
rules, identifying and accessing said codes, standards, regulations and rules ap-




plicable in a particular jurisdiction and across jurisdictions, checking compliance
of buildings or other structures or environments with such codes, standards, reg-
ulations and rules, and identifying areas of non-compliance; Computer software
and downloadable computer software for use by government agencies and offi-
cials, architects, engineers, consultantsand others in monitoring compliance with
codes, standards, regulations and rules; Downloadable electronic publica-
tions,namely, books, e-books and manuals in the field of building, construction
and safety codes, standards, regulations and rules; downloadable electronic
publications, namely, books, e-books and manuals in the field of environmentally
sound building, construction and safety codes, standards, regulations and rules;
downloadable mobile application for accessing, purchasing and reading books,
e-books and manuals in the field of building, construction and safety codes,
standards, regulations and rules, CD-ROMs and DVDs containing building con-
struction and safety codes, standards, rules and regulations, commentary re-
lated to said codes, standards, rules and regulations, and training in compliance
with said codes, standards, rules and regulations

Class 016. First use: First Use: 2005/12/31 First Use In Commerce: 2005/12/31

Dictionary series, periodical magazinesand newsletters directed to government
officials, architects, engineers, and others concerned with building, construction,
and safety codes, standards, rules and regulations; Series of monographs,
series of books, pamphlets and printed materials in the nature of written articles-
and written informational materials compiled in loose leaf and bound volume
format, all dealing with building, construction and safety codes, standards, rules
and regulations directed to government officials, architects, engineers and oth-
ers concerned with said codes, standards,rules and regulations; Newsletters,
magazines and catalogs related to the construction industry; Printed materials,
namely, puzzle books and activity sheets, stickers, pamphlets, brochures,
books, posters, all in the field of promoting thepublic awareness in children of
building construction and building safety

Class 025. First use: First Use: 2005/12/31 First Use In Commerce: 2005/12/31
Shirts
Class 035. First use: First Use: 2005/12/31 First Use In Commerce: 2005/12/31

Association services, namely, promotingthe interests of building, construction,
and safety code developers, enforcers,and users, and promoting awareness of
the special needs of disabled persons forhomes free of obstacles and restric-
tions; computerized on-line ordering services featuring products relating to con-
struction codes, standards, regulations and rules in the nature of monographs,
series of books, manuals, materials in the nature of written articles and written
informational materials compiled in loose-leaf and bound volume format, com-
puter software, CD-ROMs and DVDs directed to government officials, architects,
engineersand others concerned with construction codes, standards, regulations
and rules;Promoting the public awareness in children of building safety

Class 037. First use: First Use: 2005/12/31 First Use In Commerce: 2005/12/31

Providing an on-line searchable database in the fields of building construction,
maintenance and repair for searching and retrieving information from recom-
mended building, construction, and safety codes, standards, regulations and
rules for use in the fields of building construction, maintenance and repair

Class 038. First use: First Use: 2013/11/30 First Use In Commerce: 2013/11/30
Online forum that allows users and participants to participate and assist in the
development of, discuss, share comments about, monitor, review, and vote on
development of, and changes, enhancements or improvements in, international,
federal, state and local building design and construction codes, standards, regu-
lations and rules

Class 041. First use: First Use: 2005/12/31 First Use In Commerce: 2005/12/31

Educational services, namely, conducting classes, seminars, conferences, and
workshops for children in the field of building construction and building safety;




educational services, namely, conductinginformal on-line programs for children
in the field of building construction and building safety; entertainment services,
namely, providing a website targeted to children featuring puzzles, pre-recorded,
nondownloadable music, and online video games and online computer games,
all in the field of building construction and building safety; education, trainingand
certification services, namely, conducting and providing group, individual and
online classes, training, workshops,seminars, conferences in the field of build-
ing, construction and safety codes, standards, regulations and rules; providing
online publications, namely, books, e-books, magazines, newsletters, articles,
announcements and informational materials in the nature of brochures, all deal-
ing with building, construction and safety codes, standards, regulations and
rules, directed to government agencies andofficials, architects, engineers, con-
sultants and others concerned with building, construction and safety codes,
standards, regulations and rules

Class 042. First use: First Use: 2005/12/31 First Use In Commerce: 2005/12/31

Providing an on-line searchable database in the fields of commercial and resid-
ential building design for searching and retrieving information from recommen-
ded building, construction and safety designs; Providing a website that gives
computer users the ability to subscribe to online publications permitting
searches of electronic versions of international, federal, state and local building
design and construction codes and standards; Providing online non-
downloadable software for use in the development of building, construction, and
safety codes standards, regulations and rules; Providing temporary use of on-
line non-downloadable software for transmitting messages among online users
in the field of international, federal, state and local building design and construc-
tion codes, standards, regulations and rules; Testing, analysis and evaluation of
the goods and services of others for the purpose of certification; testing, analys-
is, and evaluation ofthe knowledge, skills and abilities of others for the purposes
of licensing andcertification in the field of building,construction and safety codes,
standards, regulations and rules; accreditation services, namely, developing and
administering standards, tests and procedures for licensing and certifying indi-
viduals in the field of building, construction and safety codes, standards, regula-
tions and rules

Class 045. First use: First Use: 2005/12/31 First Use In Commerce: 2005/12/31

Providing an on-line searchable database of recommended laws and regulations
inthe fields of building, construction and safety codes, standards, regulations
and rules; Providing an on-line database for searching and retrieving legal in-
formation from recommended international, federal, state and local building and
construction codes, standards, regulations and rules
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.



Signature

/Jane W. Wise/

Name

Jane W. Wise

Date

08/22/2016




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

International Code Council, Inc,

Opposer,
Opposition No.
V.
Application No. 79/172,418
Chambre de Commerce Internationale,
Mark: ICC ACADEMY
Applicant.

NOTICE OF OPPOSITION

Opposer, International Code Council, Inc. (“Opposer” or “ICC”) believes that it will be
damaged by the issuance of a registration for the mark ICC ACADEMY, as applied for in
Application Serial No. 79/172,418 (the “Application”), filed by Chambre de Commerce
Internationale (“Applicant”), and hereby opposes the same.

As grounds for opposition, Opposer alleges the following, upon actual knowledge with
respect to itself and its own acts, and upon information and belief as to other matters:

Opposer and its ICC Marks

1. ICC is a corporation organized and existing under the laws of California, with its
principal place of business at 3060 Saturn Street, Suite 100, Brea, CA 92821.

2. Since at least as early as 1994, ICC has engaged in the development, provision,
distribution, sale, advertising and promotion in the United States and abroad of building and
construction codes and standards, including the testing, analyzing and evaluation of the goods
and services of others for the purpose of certification.

3. As shown below, ICC owns numerous federal registrations for its marks
comprised of or containing the term “ICC” and a globe design, as well as registration of its mark
ICC (collectively “Opposer’s ICC Marks”). In accord with 37 C.F.R. § 2.122(d), copies of the

registration certificates for each of Opposer’s ICC Marks are attached as Exhibit A hereto.



Mark

Reg. No.
Reg. Date

Goods/Services
First Use in Commerce

ICC

INTERNATIONAL
CODE COUNCIL

2242343
May 04, 1999

16. Series of monographs, series of books, pamphlets
and printed materials compiled in loose-leat and
bound volume format, all dealing with construction
standards directed to government officials,
architects, engineers and others concerned with such
standards

First use in commerce 12-18-1995

g [NTERNATIONAL
%1 CODE COUNCIL

3578864
Feb. 24, 2009

9. Electronic publications, namely, books and
manuals in the field of building, construction and
safety codes and standards recorded on computer
media and downloadable books and manuals in the
field of building, construction and safety codes and
standards

First use in commerce 01-05-2007

35. Association services, namely, promoting the
interests of building, construction and safety codes
and standards developers, enforcers and users First
use in commerce 01-05-2007

41. Training services in the field of building,
construction and safety codes and standards;
educational services, namely, conducting classes,
seminars, conferences, and workshops in the field of
building, construction and safety codes and standards
First use in commerce 01-05-2007

-
INTERNATIONAL
CODE COUNCIL

3574969
Feb. 17, 2009

9. Electronic publications, namely, books and
manuals in the field of building, construction and
safety codes and standards recorded on computer
media and downloadable books and manuals in the
field of building, construction and safety codes and
standards

First use in commerce 01-05-2007

16. Series of monographs, series of books, pamphlets
and printed materials in the nature of books,
booklets, and hand-outs compiled in loose-leaf and
bound volume format, all featuring building,
construction and safety codes and standards

First use in commerce 01-31-2007

35. Association services, namely, promoting the

2




Mark

Reg. No.
Reg. Date

Goods/Services
First Use in Commerce

interests of building, construction and safety codes
and standards developers, enforcers and users
First use in commerce 01-05-2007

41. Training services in the field of building,
construction and safety codes and standards;
educational services, namely, conducting classes,
seminars, conferences, and workshops in the field of
building, construction and safety codes and standards
First use in commerce 01-05-2007

Ty
Ly

INTERNATIONAL
CODE COUNCIL

3998452
Jul. 19, 2011

42. Providing an on-line searchable database in the
fields of commercial and residential building design
for searching and retrieving information from
recommended building, construction and safety
codes, standards, regulations and rules; providing a
website that gives computer users the ability to
subscribe to online publications permitting searches
of recommended building, construction and safety
codes, standards, regulations and rules

First use in commerce 04-01-2008

45. Providing an on-line searchable database of
recommended laws and regulations in the fields of
building codes and standards, construction codes and
standards, and safety codes and standards

First use in commerce 04-01-2008

ICC

3971601
May 31, 2011

41. Educational services, namely, providing online
classes, seminars, lectures, practice exams and
tutorials, all dealing with building, construction and
safety codes, standards, regulations and rules,
directed

to government officials, architects, engineers and
others

concerned with building, construction and safety
codes,

standards, regulations and rules

First use in commerce 02-01-2010

ICC

4718932
Apr. 14, 2015

9. Computer software and downloadable computer
software for use in the creation of and to facilitate
searching of electronic versions of international,
federal, state and local building design and
construction codes, standards, regulations and rules,
identifying and accessing said codes, standards,
regulations and rules applicable in a particular
jurisdiction and across jurisdictions, checking




Mark

Reg. No.
Reg. Date

Goods/Services
First Use in Commerce

compliance of buildings or other structures or
environments with such codes, standards, regulations
and rules, and identifying areas of noncompliance;
Computer software and downloadable computer
software for use by government agencies and
officials, architects, engineers, consultants and others
in monitoring compliance with codes, standards,
regulations and rules; Downloadable electronic
publications, namely, books, e-books and manuals in
the field of building, construction and safety codes,
standards, regulations and rules; downloadable
electronic publications, namely, books, e-books and
manuals in the field of environmentally sound
building, construction and safety codes, standards,
regulations and rules; downloadable mobile
application for accessing, purchasing and reading
books, e-books and manuals in the field of building,
construction and safety codes, standards, regulations
and rules, CD-ROMs and DVDs containing building
construction and safety codes, standards, rules and
regulations, commentary related to said codes,
standards, rules and regulations, and training in
compliance with said codes, standards, rules and
regulations

First use in commerce 12-31-2005

16. Dictionary series, periodical magazines and
newsletters directed to government officials,
architects, engineers, and others concerned with
building, construction, and safety codes, standards,
rules and regulations; Series of monographs, series
of books, pamphlets and printed materials in the
nature of written articles and written informational
materials compiled in loose leaf and bound volume
format, all dealing with building, construction and
safety codes, standards, rules and regulations
directed to government officials, architects,
engineers and others concerned with said codes,
standards, rules and regulations; Newsletters,
magazines and catalogs related to the construction
industry; Printed materials, namely, puzzle books
and activity sheets, stickers, pamphlets, brochures,
books, posters, all in the field of promoting the
public awareness in children of building construction
and building safety




Mark

Reg. No.
Reg. Date

Goods/Services
First Use in Commerce

First use in commerce 12-31-2005

25. Shirts
First use in commerce 12-31-2005

35. Association services, namely, promoting the
interests of building, construction, and safety code
developers, enforcers, and users, and promoting
awareness of the special needs of disabled persons
for homes free of obstacles and restrictions;
computerized on-line ordering services featuring
products relating to construction codes, standards,
regulations and rules in the nature of monographs,
series of books, manuals, materials in the nature of
written articles and written informational materials
compiled in loose-leaf and bound volume format,
computer software, CD-ROMs and DVDs directed to
government officials, architects, engineers and others
concerned with construction codes, standards,
regulations and rules; Promoting the public
awareness in children of building safety

First use in commerce 12-31-2005

37. Providing an on-line searchable database in the
fields of building construction, maintenance and
repair for searching and retrieving information from
recommended building, construction, and safety
codes, standards, regulations and rules for use in the
fields of building construction, maintenance and
repair

First use in commerce 12-31-2005

38. Online forum that allows users and participants
to participate and assist in the development of,
discuss, share comments about, monitor, review, and
vote on development of, and changes, enhancements
or improvements in, international, federal, state and
local building design and construction codes,
standards, regulations and rules

First use in commerce 11-30-2013

41. Educational services, namely, conducting
classes, seminars, conferences, and workshops for
children in the field of building construction and
building safety; educational services, namely,




Mark

Reg. No.
Reg. Date

Goods/Services
First Use in Commerce

conducting informal online programs for children in
the field of building construction and building safety;
entertainment services, namely, providing a website
targeted to children featuring puzzles, pre-recorded,
nondownloadable music, and online video games
and online computer games, all in the field of
building construction and building safety; education,
training and certification services, namely,
conducting and providing group, individual and
online classes, training, workshops, seminars,
conferences in the field of building, construction and
safety codes, standards, regulations

and rules; providing online publications, namely,
books, e-books, magazines, newsletters, articles,
announcements and informational materials in the
nature of brochures, all dealing with building,
construction and safety codes, standards, regulations
and rules, directed to government agencies and
officials, architects, engineers, consultants and others
concerned with building, construction and safety
codes, standards, regulations and rules

First use in commerce 12-31-2005

42. Providing an on-line searchable database in the
fields of commercial and residential building design
for searching and retrieving information from
recommended building, construction and safety
designs; Providing a website that gives computer
users the ability to subscribe to online publications
permitting searches of electronic versions of
international, federal, state and local building design
and construction codes and standards; Providing
online non-downloadable software for use in the
development of building, construction, and safety
codes standards, regulations and rules; Providing
temporary use of on-line non-downloadable software
for transmitting messages among online users in the
field of international, federal, state and local building
design and construction codes, standards, regulations
and rules; Testing, analysis and evaluation of the
goods and services of others for the purpose of
certification; testing, analysis, and evaluation of the
knowledge, skills and abilities of others for the
purposes of licensing and certification in the field of




Reg. No. Goods/Services
Mark Reg. Date First Use in Commerce

building, construction and safety codes, standards,
regulations and rules; accreditation services, namely,
developing and administering standards, tests and
procedures for licensing and certifying individuals in
the field of building, construction and safety codes,
standards, regulations and rules

First use in commerce 12-31-2005

45. Providing an on-line searchable database of
recommended laws and regulations in the fields of
building, construction and safety codes, standards,
regulations and rules; Providing an on-line database
for searching and retrieving legal information from
recommended international, federal, state and local
building and construction codes, standards,
regulations and rules

First use in commerce 12-31-2005

4. The foregoing registrations are valid and subsisting and constitute prima facia
evidence of, and those registrations that are incontestable constitute conclusive evidence of,
Opposer’s ownership of and exclusive right to use Opposer’s ICC Marks in commerce in
connection with the goods and/or services listed in the registrations (“Opposer’s Goods and
Services”).

Applicant and its ICC ACADEMY Mark

5. Chambre de Commerce Internationale is an Association organized under the
French Law of 1901, with an address of 33-43 avenue du Président Wilson, F-75116 Paris,
France.

6. Applicant is the listed owner of the Application, which was filed on Apr 23, 2015,
under Section 66(a), and subsequently amended on January 20, 2016, for the ICC ACADEMY
mark (“Applicant’s Mark™) in connection with the following goods and services (‘“Applicant’s
Goods and Services”):

(Int’l Cl. 9) Computer software and downloadable mobile applications for
providing reference information and data access for education and business

7




support for use in the fields of international trade and business, including banking
and financial services, of policy development, self-regulatory rules, codes and
guidelines for business and international trade, and of alternative dispute
resolution; electronic publications, namely, e-books, audio and visual
presentations, and films, in electronic form, recorded on data carriers, or
downloadable on-line from a computer database or the Internet; all the aforesaid
in the fields of international trade and business, including banking and financial
services, of policy development, self-regulatory rules, codes, and guidelines for
business and international trade, and of alternative dispute resolution

(Int’l CI. 16) Printed publications, namely, books, magazines, newsletters,
bulletins, posters reports, guides, codes, rules, policy papers, research papers in
the fields of international trade and business, including banking and financial
services, of policy development, self-regulatory rules, codes and guidelines for
business and international trade, and of alternative dispute resolution;
photographs, printed and instructional and teaching materials in the fields of
international trade and business, including banking and financial services, of
policy development, self-regulatory rules, codes, and guidelines for business and
international trade, and of alternative dispute resolution

(Int’] CI. 35) Business research, advisory and consulting services in the fields of
international trade and business, of policy development, self-regulatory rules,
codes, and guidelines for business and international trade, and of alternative
dispute resolution; computer database compilation; business advisory services
namely, provision of business information using databases of businesses and
business services and business database services to facilitate the forming of
business relationships online or using the internet; organisation of exhibitions for
business and trade purposes; conducting business surveys, opinion polls,
economic forecasts; market studies and research; business information services
relating to international trade and business, to policy development, self-regulatory
rules, codes, and guidelines for business and international trade, and to alternative
dispute resolution

(Int’l Cl. 41) Educational and training services, namely, distance learning and on-
line education and training services in the fields of international trade and
business, banking and financial services, policy development, self-regulatory
rules, codes and guidelines for business and international trade, and alternative
dispute resolution; providing seminars, courses and conferences, and organization
of examinations and certification of education and training, in the fields of
international trade and business, banking and financial services, policy
development, self-regulatory rules, codes and guidelines for business and
international trade, and alternative dispute resolution; organization of
competitions, and providing recognition and incentives in the form of prizes and
awards, for excellence in the fields of international trade and business, banking
and financial services, policy development, self-regulatory rules, codes and
guidelines for business and international trade, and alternative dispute resolution;
production of audio, video and film recordings; writing and publication of books,
journals and texts, in any medium, including in electronic form; providing non-
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downloadable on-line electronic publications, namely, books, magazines,
newsletters, bulletins, posters, reports, guides, codes, rules, policy papers and
research papers in the fields of international trade and business, banking and
financial services, policy development, self-regulatory rules, codes and guidelines
for business and international trade, and alternative dispute resolution; providing
information in the fields of education and training

(Int’l Cl. 42) Accreditation of trainers and training courses, namely, developing,
evaluating, and testing standards for education and training services for the
purpose of accreditation; computer software and mobile applications development
in the fields of international trade and business, including banking and financial
services, of policy development, self-regulatory rules, codes, and guidelines for
business and international trade, and of alternative dispute resolution

7. On February 23, 2016, the Application was published for opposition in the
Official Gazette, and Opposer subsequently filed timely extensions of time to oppose on March
22,2016, and June 21, 2015 (with Applicant’s consent).

Likelihood of Confusion, 15 U.S.C. § 1052(d)

8. ICC repeats and realleges each and every allegation set forth above.

9. ICC has priority with respect to Opposer’s Goods and Services based on
its valid and subsisting registrations for Opposer’s ICC Marks set forth in Paragraph 3
above. ICC also has priority based on its prior common law use of Opposer’s ICC Marks
in connection with Opposer’s Goods and Services.

10.  Applicant’s Mark includes the term “ICC” together with only the
descriptive word “ACADEMY” (disclaimed by the Applicant), which is an element of
Opposer’s ICC Marks and the entirety of Opposer’s ICC mark, Reg. No. 4,718,932.

11.  Moreover, Applicant’s Goods and Services are identified so broadly in the
application that certain of such goods and services are the same as and/or overlap with
and/or are related to Opposer’s Goods and Services.

12. Accordingly, Applicant’s Mark so resembles Opposer’s ICC Marks in

appearance and sound, as to be likely, when used and registered in connection with those



of Applicant’s Goods and Services that are the same as and/or overlap with and/or are
related to Opposer’s Goods and Services, to cause confusion, or to cause mistake, or to
deceive in violation of Section 2(d), 15 U.S.C. § 1052(d); and will thereby injure and
damage Opposer and the goodwill and reputation symbolized by Opposer’s ICC Marks.
WHEREFORE, ICC respectfully requests that the opposition be sustained, and

that registration of the mark in Application Serial No. 79160195 be refused.

Respectfully submitted,
International Code Council, Inc.

Dated: August 22, 2016 By: /David O. Johanson/
David O. Johanson, Esq.
Morgan, Lewis & Bockius LLP
One Federal Street
Boston, MA 02110
Telephone: (617) 951-8304
david.johanson(@morganlewis.com

Jane W. Wise

Morgan, Lewis & Bockius LLP
1111 Pennsylvania Ave., N.W.
Washington, DC 20004
Telephone: (202) 739-5596
Facsimile: (202)739-3001
jane.wise(@morganlewis.com

Attorneys for Opposer
International Code Council, Inc.
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CERTIFICATE OF SERVICE
I hereby certify that on August 22, 2016, I caused a true and complete copy of the
foregoing NOTICE OF OPPOSITION to be sent to the Applicant via First Class U.S. Mail at the
following address:
William C. Wright
Epstein Drangel LLP
60 East 42nd Street, Suite 2410
New York, NY 10165

By: /Jane W. Wise/
Jane W. Wise
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Exhibit A



Int. Cl.: 16

Prior U.S. Cls.: 2, 5, 22, 23, 29, 37, 38 and S0

United States Patent and Trademark Office

Reg. No. 2,242,343
Registered May 4, 1999

TRADEMARK
PRINCIPAL REGISTER

ICC

INTERNATIONAL
CODE COUNCIL

INTERNATIONAL CODE COUNCIL, INC.
(CALIFORNIA CORPORATION)

5360 SOUTH WORKMAN MILL ROAD

WHITTIER, CA 90601

FOR: SERIES OF MONOGRAPHS, SERIES OF
BOOKS, PAMPHLETS AND PRINTED MATE-
RIALS COMPILED IN LOOSE-LEAF AND
BOUND VOLUME FORMAT, ALL DEALING
WITH CONSTRUCTION STANDARDS DI-
RECTED TO GOVERNMENT OFFICIALS, AR-

CHITECTS, ENGINEERS AND OTHERS CON-
CERNED WITH SUCH STANDARDS, IN CLASS
16 (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50).
FIRST USE 12-18-1995; IN COMMERCE
12-18-199s.
SEC. 2(F) AS TO “INTERNATIONAL CODE
COUNCIL"”.

SER. NO. 75-117,099, FILED 6-11-1996.

PAUL F. GAST, EXAMINING ATTORNEY



Int. Cls.: 9, 35 and 41

Prior U.S. Cls.: 21, 23, 26, 36, 38, 100, 101, 102 and 107

United States Patent and Trademark Office

Reg. No. 3,578,864
Registered Feb. 24, 2009

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

INTERNATIONAL CODE COUNCIL, INC. (CALI-
FORNIA CORPORATION)

5360 WORKMAN MILL ROAD

WHITTIER, CA 90601

FOR: ELECTRONIC PUBLICATIONS, NAMELY,
BOOKS AND MANUALS IN THE FIELD OF BUILD-
ING, CONSTRUCTION AND SAFETY CODES AND
STANDARDS RECORDED ON COMPUTER MEDIA
AND DOWNLOADABLE BOOKS AND MANUALS
IN THE FIELD OF BUILDING, CONSTRUCTION
AND SAFETY CODES AND STANDARDS, IN
CLASS 9 (U.S. CLS. 21, 23, 26, 36 AND 38).

FIRST USE 1-5-2007; IN COMMERCE 1-5-2007.

FOR: ASSOCIATION SERVICES, NAMELY, PRO-
MOTING THE INTERESTS OF BUILDING, CON-
STRUCTION AND SAFETY CODES AND
STANDARDS DEVELOPERS, ENFORCERS AND
USERS, IN CLASS 35 (U.S. CLS. 100, 101 AND 102).

FIRST USE 1-5-2007; IN COMMERCE 1-5-2007.

FOR: TRAINING SERVICES IN THE FIELD OF
BUILDING, CONSTRUCTION AND SAFETY
CODES AND STANDARDS; EDUCATIONAL SER-
VICES, NAMELY, CONDUCTING CLASSES, SEMI-

INTERNATIONAL
CODE COUNCIL

NARS, CONFERENCES, AND WORKSHOPS IN THE
FIELD OF BUILDING, CONSTRUCTION AND
SAFETY CODES AND STANDARDS, IN CLASS 41
(U.S. CLS. 100, 101 AND 107).

FIRST USE 1-5-2007; IN COMMERCE 1-5-2007.

OWNER OF U.S. REG. NOS. 2,242,343, 3,259,781
AND OTHERS.

THE MARK CONSISTS OF THE STYLIZED LET-
TERS "ICC", THE STYLIZED WORDING "INTER-
NATIONAL CODE COUNCIL" AND THE DESIGN
OF A PORTION OF A GLOBE FORMED BY LINES
INSIDE A SHADED SQUARE. THE LETTERS "ICC"
APPEAR IN THE TOP RIGHT OF THE SHADED
SQUARE, AND THE WORDING "INTERNATIONAL
CODE COUNCIL" APPEARS TO THE RIGHT OF
THE SHADED SQUARE.

SEC. 2(F) AS TO "INTERNATIONAL CODE
COUNCIL".

SER. NO. 77-373,374, FILED 1-16-2008.

JAY BESCH, EXAMINING ATTORNEY



Int. Cls.: 9, 16, 35 and 41

Prior U.S. Cls.: 2, 5, 21, 22, 23, 26, 29, 36, 37, 38, 50,

100, 101, 102 and 107

United States Patent and Trademark Office

Reg. No. 3,574,969
Registered Feb. 17, 2009

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

f
INTERNATIONAL
CODE COUNCIL

INTERNATIONAL CODE COUNCIL, INC. (CALI-
FORNIA CORPORATION)

5360 WORKMAN MILL ROAD

WHITTIER, CA 90601

FOR: ELECTRONIC PUBLICATIONS, NAMELY,
BOOKS AND MANUALS IN THE FIELD OF BUILD-
ING, CONSTRUCTION AND SAFETY CODES AND
STANDARDS RECORDED ON COMPUTER MEDIA
AND DOWNLOADABLE BOOKS AND MANUALS
IN THE FIELD OF BUILDING, CONSTRUCTION
AND SAFETY CODES AND STANDARDS, IN
CLASS 9 (U.S. CLS. 21, 23, 26, 36 AND 38).

FIRST USE 1-5-2007; IN COMMERCE 1-5-2007.

FOR: SERIES OF MONOGRAPHS, SERIES OF
BOOKS, PAMPHLETS AND PRINTED MATERIALS
IN THE NATURE OF BOOKS, BOOKLETS, AND
HAND-OUTS COMPILED IN LOOSE-LEAF AND
BOUND VOLUME FORMAT, ALL FEATURING
BUILDING, CONSTRUCTION AND SAFETY
CODES AND STANDARDS, IN CLASS 16 (U.S. CLS.
2,5,22,23,29, 37, 38 AND 50).

FIRST USE 1-31-2007; IN COMMERCE 1-31-2007.

FOR: ASSOCIATION SERVICES, NAMELY, PRO-
MOTING THE INTERESTS OF BUILDING, CON-
STRUCTION AND SAFETY CODES AND
STANDARDS DEVELOPERS, ENFORCERS AND
USERS, IN CLASS 35 (U.S. CLS. 100, 101 AND 102).

FIRST USE 1-5-2007; IN COMMERCE 1-5-2007.

FOR: TRAINING SERVICES IN THE FIELD OF
BUILDING, CONSTRUCTION AND SAFETY
CODES AND STANDARDS; EDUCATIONAL SER-
VICES, NAMELY, CONDUCTING CLASSES, SEMI-
NARS, CONFERENCES, AND WORKSHOPS IN THE
FIELD OF BUILDING, CONSTRUCTION AND
SAFETY CODES AND STANDARDS, IN CLASS 41
(U.S. CLS. 100, 101 AND 107).

FIRST USE 1-5-2007; IN COMMERCE 1-5-2007.

OWNER OF U.S. REG. NOS. 2,242,343, 3,259,781
AND OTHERS.

THE MARK CONSISTS OF THE STYLIZED LET-
TERS "ICC", THE STYLIZED WORDING "INTER-
NATIONAL CODE COUNCIL" AND THE DESIGN
OF A PORTION OF A GLOBE FORMED BY LINES
INSIDE A SHADED SQUARE. THE LETTERS "ICC"
APPEAR IN THE TOP RIGHT OF THE SHADED
SQUARE, AND THE WORDING "INTERNATIONAL
CODE COUNCIL" APPEARS BELOW THE SHADED
SQUARE.

SEC. 2(F) AS TO "INTERNATIONAL CODE
COUNCIL".

SER. NO. 77-373,331, FILED 1-16-2008.

JAY BESCH, EXAMINING ATTORNEY



nited

States of Ampy,,

Anited States Patent and Trademark Office (?

Reg. No. 3,998,452
Registered July 19, 2011

Int. Cls.: 37, 42, and 45

SERVICE MARK
PRINCIPAL REGISTER

Director of the United States Patent and Trademark Office

INTERNATIONAL
CODE COUNCIL

INTERNATIONAL CODE COUNCIL, INC. (CALIFORNIA CORPORATION)
5360 WORKMAN MILL ROAD
WHITTIER, CA 90601

FOR: PROVIDING AN ON-LINE SEARCHABLE DATABASE IN THE FIELDS OF BUILDING
CONSTRUCTION; PROVIDING AN ON-LINE SEARCHABLE DATABASE IN THE FIELDS
OF BUILDING CONSTRUCTION, MAINTENANCE AND REPAIR FOR SEARCHING AND
RETRIEVING INFORMATION FROM RECOMMENDED BUILDING, CONSTRUCTION,
AND SAFETY CODES, STANDARDS, REGULATIONS AND RULES, IN CLASS 37 (U.S.
CLS. 100, 103 AND 106).

FIRST USE 4-1-2008; IN COMMERCE 4-1-2008.

FOR: PROVIDING AN ON-LINE SEARCHABLE DATABASE IN THE FIELDS OF COMMER-
CIAL AND RESIDENTIAL BUILDING DESIGN FOR SEARCHING AND RETRIEVING IN-
FORMATION FROM RECOMMENDED BUILDING, CONSTRUCTIONAND SAFETY CODES,
STANDARDS, REGULATIONS AND RULES; PROVIDING A WEBSITE THAT GIVES
COMPUTER USERS THE ABILITY TO SUBSCRIBE TO ONLINE PUBLICATIONS PERMIT-
TING SEARCHES OF RECOMMENDED BUILDING, CONSTRUCTIONAND SAFETY CODES,
STANDARDS, REGULATIONS AND RULES, IN CLASS 42 (U.S. CLS. 100 AND 101).

FIRST USE 4-1-2008; IN COMMERCE 4-1-2008.

FOR: PROVIDING AN ON-LINE SEARCHABLE DATABASE OF RECOMMENDED LAWS
AND REGULATIONS IN THE FIELDS OF BUILDING CODES AND STANDARDS, CON-
STRUCTION CODES AND STANDARDS, AND SAFETY CODES AND STANDARDS , IN
CLASS 45 (U.S. CLS. 100 AND 101).

FIRST USE 4-1-2008; IN COMMERCE 4-1-2008.

OWNER OF U.S. REG. NOS. 2,242 343, 3,259,781, AND OTHERS.

SEC. 2(F) AS TO "INTERNATIONAL CODE COUNCIL".

THE MARK CONSISTS OF THE STYLIZED LETTERS "ICC", THE STYLIZED WORDING
"INTERNATIONAL CODE COUNCIL" AND THE DESIGN OF A PORTION OF A GLOBE
FORMED BY LINES INSIDE A SHADED SQUARE. THE LETTERS "ICC" APPEAR IN THE
TOP RIGHT OF THE SHADED SQUARE, AND THE WORDING "INTERNATIONAL CODE
COUNCIL" APPEARS TO THE RIGHT OF THE SHADED SQUARE.

SN 77-367.974, FILED 1-9-2008.

JAY BESCH, EXAMINING ATTORNEY



B nited

States of Ampy,,

Anited States Patent and Trademark Office (?

Reg. No. 3,971,601
Registered May 31,2011
Int. Cl.: 41

SERVICE MARK
PRINCIPAL REGISTER

Director of the United States Patent and Trademark Office

ICC

INTERNATIONAL CODE COUNCIL, INC. (CALIFORNIA CORPORATION)
5360 WORKMAN MILL ROAD
WHITTIER, CA 90601

FOR: EDUCATIONAL SERVICES, NAMELY, PROVIDING ONLINE CLASSES, SEMINARS,
LECTURES, PRACTICE EXAMS AND TUTORIALS, ALL DEALING WITH BUILDING,
CONSTRUCTION AND SAFETY CODES, STANDARDS, REGULATIONS AND RULES,
DIRECTED TO GOVERNMENT OFFICIALS, ARCHITECTS, ENGINEERS AND OTHERS
CONCERNED WITH BUILDING, CONSTRUCTION AND SAFETY CODES, STANDARDS,
REGULATIONS AND RULES, IN CLASS 41 (U.S. CLS. 100, 101 AND 107).

FIRST USE 2-1-2010; IN COMMERCE 2-1-2010.

OWNER OF U.S. REG. NOS. 2,242,343, 3,578,864, AND OTHERS.

THE MARK CONSISTS OF A SQUARE CONTAINING A STYLIZED PORTION OF A GLOBE'S
LINES OF LATITUDE AND LONGITUDE, AND A STYLIZED DEPICTION OF A COMPUTER
MOUSE, WITH THE CAPITAL LETTERS "ICC" IN THE TOP RIGHT PORTION OF THE
SQUARE.

SN 77-965,241, FILED 3-22-2010.

LEIGH LOWRY, EXAMINING ATTORNEY



qited States of Fnyp,.

Anited States Patent and Trabemark Office IC‘?

Reg. No. 4,718,932
Registered Apr. 14, 2015
Int. Cls.: 9, 16, 25, 35, 37,
38,41, 42 and 45
TRADEMARK

SERVICE MARK
PRINCIPAL REGISTER

N csette X Lo

Director of the United States
Patent and Trademark Office

1CC

INTERNATIONAL CODE COUNCIL, INC. (CALIFORNIA CORPORATION)
3060 SATURN STREET, SUITE 100
BREA, CA 928211732

FOR: COMPUTER SOFTWARE AND DOWNLOADABLE COMPUTER SOFTWARE FOR
USE IN THE CREATION OF AND TO FACILITATE SEARCHING OF ELECTRONIC VER-
SIONS OF INTERNATIONAL, FEDERAL, STATE AND LOCAL BUILDING DESIGN AND
CONSTRUCTION CODES, STANDARDS, REGULATIONS AND RULES, IDENTIFYING
AND ACCESSING SAID CODES, STANDARDS, REGULATIONS AND RULES APPLICABLE
IN A PARTICULAR JURISDICTION AND ACROSS JURISDICTIONS, CHECKING COMPLI-
ANCE OF BUILDINGS OR OTHER STRUCTURES OR ENVIRONMENTS WITH SUCH
CODES, STANDARDS, REGULATIONS AND RULES, AND IDENTIFYING AREAS OF NON-
COMPLIANCE; COMPUTER SOFTWAREAND DOWNLOADABLE COMPUTER SOFTWARE
FOR USE BY GOVERNMENT AGENCIES AND OFFICIALS, ARCHITECTS, ENGINEERS,
CONSULTANTS AND OTHERS IN MONITORING COMPLIANCE WITH CODES, STAND-
ARDS, REGULATIONS AND RULES; DOWNLOADABLE ELECTRONIC PUBLICATIONS,
NAMELY, BOOKS, E-BOOKS AND MANUALS IN THE FIELD OF BUILDING, CONSTRUC-
TIONAND SAFETY CODES, STANDARDS, REGULATIONS AND RULES; DOWNLOADABLE
ELECTRONIC PUBLICATIONS, NAMELY, BOOKS, E-BOOKS AND MANUALS IN THE
FIELD OF ENVIRONMENTALLY SOUND BUILDING, CONSTRUCTION AND SAFETY
CODES, STANDARDS, REGULATIONS AND RULES; DOWNLOADABLE MOBILE APPLIC-
ATION FOR ACCESSING, PURCHASING AND READING BOOKS, E-BOOKS AND
MANUALS IN THE FIELD OF BUILDING, CONSTRUCTION AND SAFETY CODES,
STANDARDS, REGULATIONS AND RULES, CD-ROMS AND DVDS CONTAINING
BUILDING CONSTRUCTIONAND SAFETY CODES, STANDARDS, RULES AND REGULA-
TIONS, COMMENTARY RELATED TO SAID CODES, STANDARDS, RULES AND REGU-
LATIONS, AND TRAINING IN COMPLIANCE WITH SAID CODES, STANDARDS, RULES
AND REGULATIONS, IN CLASS 9 (U.S. CLS. 21, 23, 26, 36 AND 38).

FIRST USE 12-31-2005; IN COMMERCE 12-31-2005.

FOR: DICTIONARY SERIES, PERIODICAL MAGAZINES AND NEWSLETTERS DIRECTED
TO GOVERNMENT OFFICIALS, ARCHITECTS, ENGINEERS, AND OTHERS CONCERNED
WITH BUILDING, CONSTRUCTION, AND SAFETY CODES, STANDARDS, RULES AND
REGULATIONS; SERIES OF MONOGRAPHS, SERIES OF BOOKS, PAMPHLETS AND
PRINTED MATERIALS IN THE NATURE OF WRITTEN ARTICLES AND WRITTEN INFORM-
ATIONAL MATERIALS COMPILED IN LOOSE LEAF AND BOUND VOLUME FORMAT,



Reg. No. 4,718,932 ALL DEALING WITH BUILDING, CONSTRUCTION AND SAFETY CODES, STANDARDS,
RULES AND REGULATIONS DIRECTED TO GOVERNMENT OFFICIALS, ARCHITECTS,
ENGINEERS AND OTHERS CONCERNED WITH SAID CODES, STANDARDS, RULES AND
REGULATIONS; NEWSLETTERS, MAGAZINES AND CATALOGS RELATED TO THE
CONSTRUCTION INDUSTRY; PRINTED MATERIALS, NAMELY, PUZZLE BOOKS AND
ACTIVITY SHEETS, STICKERS, PAMPHLETS, BROCHURES, BOOKS, POSTERS, ALL IN
THE FIELD OF PROMOTING THE PUBLIC AWARENESS IN CHILDREN OF BUILDING
CONSTRUCTION AND BUILDING SAFETY, IN CLASS 16 (US. CLS. 2, 5, 22, 23, 29, 37, 38
AND 50).

FIRST USE 12-31-2005; IN COMMERCE 12-31-2005.
FOR: SHIRTS, IN CLASS 25 (U.S. CLS. 22 AND 39).
FIRST USE 12-31-2005; IN COMMERCE 12-31-2005.

FOR: ASSOCIATION SERVICES, NAMELY, PROMOTING THE INTERESTS OF BUILDING,
CONSTRUCTION, AND SAFETY CODE DEVELOPERS, ENFORCERS, AND USERS, AND
PROMOTING AWARENESS OF THE SPECIAL NEEDS OF DISABLED PERSONS FOR
HOMES FREE OF OBSTACLES AND RESTRICTIONS; COMPUTERIZED ON-LINE ORDER-
ING SERVICES FEATURING PRODUCTS RELATING TO CONSTRUCTION CODES,
STANDARDS, REGULATIONS AND RULES IN THE NATURE OF MONOGRAPHS, SERIES
OF BOOKS, MANUALS, MATERIALS IN THE NATURE OF WRITTEN ARTICLES AND
WRITTEN INFORMATIONAL MATERIALS COMPILED IN LOOSE-LEAF AND BOUND
VOLUME FORMAT, COMPUTER SOFTWARE, CD-ROMS AND DVDS DIRECTED TO
GOVERNMENT OFFICIALS, ARCHITECTS, ENGINEERS AND OTHERS CONCERNED
WITH CONSTRUCTION CODES, STANDARDS, REGULATIONS AND RULES; PROMOTING
THE PUBLIC AWARENESS IN CHILDREN OF BUILDING SAFETY, IN CLASS 35 (U.S. CLS.
100, 101 AND 102).

FIRST USE 12-31-2005; IN COMMERCE 12-31-2005.

FOR: PROVIDING AN ON-LINE SEARCHABLE DATABASE IN THE FIELDS OF BUILDING
CONSTRUCTION, MAINTENANCE AND REPAIR FOR SEARCHING AND RETRIEVING
INFORMATION FROM RECOMMENDED BUILDING, CONSTRUCTION, AND SAFETY
CODES, STANDARDS, REGULATIONS AND RULES FOR USE IN THE FIELDS OF
BUILDING CONSTRUCTION, MAINTENANCE AND REPAIR, IN CLASS 37 (U.S. CLS. 100,
103 AND 106).

FIRST USE 12-31-2005; IN COMMERCE 12-31-2005.

FOR: ONLINE FORUM THAT ALLOWS USERS AND PARTICIPANTS TO PARTICIPATE
AND ASSIST IN THE DEVELOPMENT OF, DISCUSS, SHARE COMMENTS ABOUT, MON-
ITOR, REVIEW, AND VOTE ON DEVELOPMENT OF, AND CHANGES, ENHANCEMENTS
OR IMPROVEMENTS IN, INTERNATIONAL, FEDERAL, STATE AND LOCAL BUILDING
DESIGN AND CONSTRUCTION CODES, STANDARDS, REGULATIONS AND RULES, IN
CLASS 38 (U.S. CLS. 100, 101 AND 104).

FIRST USE 11-30-2013; IN COMMERCE 11-30-2013.

FOR: EDUCATIONAL SERVICES, NAMELY, CONDUCTING CLASSES, SEMINARS, CON-
FERENCES, AND WORKSHOPS FOR CHILDREN IN THE FIELD OF BUILDING CONSTRUC-
TION AND BUILDING SAFETY; EDUCATIONAL SERVICES, NAMELY, CONDUCTING
INFORMAL ON-LINE PROGRAMS FOR CHILDREN IN THE FIELD OF BUILDING CON-
STRUCTION AND BUILDING SAFETY; ENTERTAINMENT SERVICES, NAMELY,
PROVIDING A WEBSITE TARGETED TO CHILDREN FEATURING PUZZLES, PRE-RECOR-
DED, NONDOWNLOADABLE MUSIC, AND ONLINE VIDEO GAMES AND ONLINE
COMPUTER GAMES,ALL IN THE FIELD OF BUILDING CONSTRUCTIONAND BUILDING
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Reg. No. 4,718,932 SAFETY; EDUCATION, TRAINING AND CERTIFICATION SERVICES, NAMELY, CON-
DUCTING AND PROVIDING GROUP, INDIVIDUAL AND ONLINE CLASSES, TRAINING,
WORKSHOPS, SEMINARS, CONFERENCES IN THE FIELD OF BUILDING, CONSTRUCTION
AND SAFETY CODES, STANDARDS, REGULATIONS AND RULES; PROVIDING ONLINE
PUBLICATIONS, NAMELY, BOOKS, E-BOOKS, MAGAZINES, NEWSLETTERS, ARTICLES,
ANNOUNCEMENTS AND INFORMATIONAL MATERIALS IN THE NATURE OF BRO-
CHURES, ALL DEALING WITH BUILDING, CONSTRUCTION AND SAFETY CODES,
STANDARDS, REGULATIONS AND RULES, DIRECTED TO GOVERNMENT AGENCIES
AND OFFICIALS, ARCHITECTS, ENGINEERS, CONSULTANTS AND OTHERS CONCERNED
WITH BUILDING, CONSTRUCTION AND SAFETY CODES, STANDARDS, REGULATIONS
AND RULES, IN CLASS 41 (U.S. CLS. 100, 101 AND 107).

FIRST USE 12-31-2005; IN COMMERCE 12-31-2005.

FOR: PROVIDING AN ON-LINE SEARCHABLE DATABASE IN THE FIELDS OF COMMER-
CIAL AND RESIDENTIAL BUILDING DESIGN FOR SEARCHING AND RETRIEVING IN-
FORMATION FROM RECOMMENDED BUILDING, CONSTRUCTION AND SAFETY
DESIGNS; PROVIDING A WEBSITE THAT GIVES COMPUTER USERS THE ABILITY TO
SUBSCRIBE TO ONLINE PUBLICATIONS PERMITTING SEARCHES OF ELECTRONIC
VERSIONS OF INTERNATIONAL, FEDERAL, STATE AND LOCAL BUILDING DESIGN
AND CONSTRUCTION CODES AND STANDARDS; PROVIDING ONLINE NON-DOWN-
LOADABLE SOFTWARE FOR USE IN THE DEVELOPMENT OF BUILDING, CONSTRUC-
TION, AND SAFETY CODES STANDARDS, REGULATIONS AND RULES; PROVIDING
TEMPORARY USE OF ON-LINE NON-DOWNLOADABLE SOFTWARE FOR TRANSMITTING
MESSAGES AMONG ONLINE USERS IN THE FIELD OF INTERNATIONAL, FEDERAL,
STATE AND LOCAL BUILDING DESIGN AND CONSTRUCTION CODES, STANDARDS,
REGULATIONS AND RULES; TESTING, ANALYSIS AND EVALUATION OF THE GOODS
AND SERVICES OF OTHERS FOR THE PURPOSE OF CERTIFICATION; TESTING, ANA-
LYSIS, AND EVALUATION OF THE KNOWLEDGE, SKILLS AND ABILITIES OF OTHERS
FOR THE PURPOSES OF LICENSING AND CERTIFICATION IN THE FIELD OF BUILDING,
CONSTRUCTION AND SAFETY CODES, STANDARDS, REGULATIONS AND RULES;
ACCREDITATION SERVICES, NAMELY, DEVELOPING AND ADMINISTERING STAND-
ARDS, TESTS AND PROCEDURES FOR LICENSING AND CERTIFYING INDIVIDUALS IN
THE FIELD OF BUILDING, CONSTRUCTION AND SAFETY CODES, STANDARDS, REGU-
LATIONS AND RULES, IN CLASS 42 (U.S. CLS. 100 AND 101).

FIRST USE 12-31-2005; IN COMMERCE 12-31-2005.
FOR: PROVIDING AN ON-LINE SEARCHABLE DATABASE OF RECOMMENDED LAWS
AND REGULATIONS IN THE FIELDS OF BUILDING, CONSTRUCTION AND SAFETY
CODES, STANDARDS, REGULATIONS AND RULES; PROVIDING AN ON-LINE DATABASE
FOR SEARCHING AND RETRIEVING LEGAL INFORMATION FROM RECOMMENDED
INTERNATIONAL, FEDERAL, STATE AND LOCAL BUILDING AND CONSTRUCTION
CODES, STANDARDS, REGULATIONS AND RULES, IN CLASS 45 (U.S. CLS. 100 AND
101).

FIRST USE 12-31-2005; IN COMMERCE 12-31-2005.

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NOS. 3,815,299, 4,198,797 AND OTHERS.
SER. NO. 86-151,661, FILED 12-23-2013.

SALLY SHIH, EXAMINING ATTORNEY
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