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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Scott Hendrickson

Granted to Date 07/13/2016
of previous ex-
tension

Address 4788 Flower St
Wheat Ridge, CO 80033
UNITED STATES

Attorney informa- | Tamara Pester

tion Tamara S. Pester, LLC

100 Fillmore Street #500

Denver, CO 80206

UNITED STATES

info@tamarapester.com Phone:303-333-4696

Applicant Information

Application No 86784851 Publication date 03/15/2016
Opposition Filing | 06/28/2016 Opposition Peri- 07/13/2016
Date od Ends

Applicant mathews, Jake

16404 coral dr
Nampa, ID 83687
UNITED STATES

Goods/Services Affected by Opposition

Class 016. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Stickers

Class 025. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Beanies; Boxer shorts; Coats; Hats; Long-
sleeved shirts; Pants; Rain coats; Socks; Sweatpants; T-shirts

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)
Dilution by blurring Trademark Act Sections 2 and 43(c)
False suggestion of a connection with persons, Trademark Act Section 2(a)

living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-
ute

Mark Cited by Opposer as Basis for Opposition


http://estta.uspto.gov

U.S. Application 86948810 Application Date 03/22/2016
No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark RUTTUFF

Design Mark

RutTuft

Description of NONE
Mark

Goods/Services Class 025. First use: First Use: 2014/11/13 First Use In Commerce: 2014/12/18
Hats; Sweatshirts; T-shirts

Attachments 86948810#TMSN.png( bytes )
RUT TOUGH RUT TUFF Opposition final.pdf(83475 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Tamara Pester/
Name Tamara Pester
Date 06/28/2016




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of:

Scott Hendrickson,

V.

Jake Matthews,

Opposer
Opposition No.:

Trademark Application Serial No. 86/784,851
Trademark: RUT TOUGH

Applicant.

NOTICE OF OPPOSITION

Opposer, Scott Hendrickson, an individual, believes he is or will be damaged by registration on
the Principal Register of the mark RUT TOUGH shown in Application No. 86/784,851, and

hereby opposes the same. The grounds for opposition are as follows:

1.

Petitioner Scott Hendrickson (“Opposer”) is an individual with a primary residence at 4788
Flower Street, Wheat Ridge, CO 80033.

Since at least as early as 2014, Opposer has been engaged in the development,

advertising, distribution and sale of clothing as well as the sale of stickers.

Opposer has been manufacturing and selling clothing including hats, sweatshirts, and T-
shirts under the mark RUTTUFF (the “RUTTUFF Mark”).

Opposer has been manufacturing and selling stickers under the mark RUTTUFF (the
“‘RUTTUFF Mark”).

Opposer owns a valid U.S. trademark application number 86/948,810 for the mark
RUTTUFF.

RUTTUFF is inherently distinctive; it is a fanciful and coined term with no meaning other

than to identify Opposer’s goods.

Since as early as November 13, 2014, Opposer has continuously used the mark RUTTUFF
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10.

11.

12.

13.

14.

15.

on or in connection with apparel.

Since as early as May 10, 2015, Opposer has continuously used the mark RUTTUFF on or

in connection with stickers.

Since as early as December 18, 2014, Opposer has continuously used the mark RUTTUFF

in interstate commerce on or in connection with apparel.

Since as early as May 10, 2015, Opposer has continuously used the mark RUTTUFF in

interstate commerce on or in connection with stickers.

The RUTTUFF Mark has become a valuable asset of Opposer’s business, identifying its
apparel and stickers, and distinguishing Opposer’s products from the products and services

of others.

When used in connection with Opposer's goods, the RUTTUFF Mark is inherently

distinctive.

The RUTTUFF Mark has been advertised in the United States, and has appeared on or in
relation to products, hang tags, and other promotional materials for products sold, offered
and advertised, and/or has been used in connection with stickers, hats, sweatshirts and t-

shirts advertised, offered, conducted and/or promoted in the United States.

Opposer has expended considerable time, money and effort in advertising and promoting
the RUTTUFF Mark, the clothing and stickers sold under the mark, and in developing
substantial and exclusive goodwill and reputation in connection with the mark and the goods

associated therewith.

Opposer has engaged in various promotional and advertising efforts including
advertisements in periodicals; Facebook ads and posts; Instagram posts; organizing and
supervising a field staff team that promotes Opposer via social media and word of mouth
advertising; a “wrap” advertisement on an automobile; an advertisement with International
Sportsman’s Expo (Denver); large banners at trade shows; donations to the Rocky Mountain
Elk Foundation in exchange for promotion at banquets and on social media; and other

promotional giveaways.



16.

17.
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24,
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26.

27.

Opposer’s goods are sold in multiple retail stores in the United States.

Opposer has spent more than $5000 to promote its goods.

Opposer has engaged in more than 500 promotional giveaways of its goods.

Annual sales of Opposer’s branded goods exceed 1000 units sold in the United States.

Since the inception of the brand, Opposer has sold over $20,000 worth of products.

Opposer has more than 220 Facebook “followers” and over 200 “likes” of 25 posts.

Opposer has more than 200 Instagram followers and more than 1000 “likes” of 165 posts.

By virtue of Opposer’s substantial use, sales, advertising, and promotion of the RUTTUFF
mark throughout the United States, the publicity and media attention accorded the mark,
and the inherently distinctive nature of the mark, RUTTUFF has become a well-known mark,

and has become distinctive of Opposer’s product.

Applicant filed Application Serial No. 86/784,851 on October 12, 2015 for the trademark
RUT TOUGH based on intent to use the mark in commerce in connection with the
International Class 16 goods set forth in the application, namely “stickers,” as well as on the
intent to use the mark in commerce in connection with the International Class 25 goods set
forth in the application, namely "beanies, boxer shorts, coats, hats, long-sleeve shirts, pants,

rain coats, sock, and sweatpants, and t-shirts."

Opposer’s application for RUTTUFF has priority over Applicant’s proposed use of the mark
for apparel because Opposer’s use of the mark RUTTUFF for apparel predates Applicant’s

date of its application and proposed use of RUT TOUGH for apparel by almost one year.

Opposer’s application for RUTTUFF has priority over Applicant’s proposed use of the mark
for stickers because Opposer’s use of the mark RUTTUFF for stickers predates Applicant’s
date of its application and proposed use of RUT TOUGH for stickers by more than five

months.

According to the U.S. Patent and Trademark Office records, Applicant has an address at
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28.

29.

30.

31.

32.

33.

34.

16404 Coral Drive, Nampa, Idaho, 83687-8355.

Opposer has used the RUTTUFF Mark extensively on directly competitive goods and
services, such use being prior to Applicant’s proposed use of the RUT TOUGH trademark

and/or Applicant’s filing date of its Application.

Applicant’s mark dilutes Opposer's mark in violation of Sections 43(c) and 45 of the
Trademark Act by lessening of the capacity of Opposer to identify and distinguish goods and

services that originate from it.

Applicant’s mark RUT TOUGH, which is phonetically identical to RUTTUFF, so resembles
Opposer’s previously used RUTTUFF Mark as to be likely, when applied to the apparel in
International Class 25 and stickers in International Class 16, to cause confusion, mistake or
deception among purchasers, users, and the public as to the source of Applicant’s goods
and services, thereby damaging Opposer in violation of Section 2(d) of the Trademark Act,
15 U.S.C. §1052(d), and interfering with Opposer’s prior use of its trademark and causing

irreparable harm to Opposer.

The goods and services for which Applicant seeks to register the mark RUT TOUGH are the
same as, used for the same or similar purposes, and/or are within the natural zone of

expansion, of Opposer’s goods and services.

Applicant’s goods and services appeal to the same class of consumers and/or are or will be
advertised and promoted to and directed at the same trade channels, and are or will be

used in the same environment as Opposer’s products and related goods and services.

Simultaneous use of Applicant's mark and Opposer's mark on its goods and related
services as set forth above is likely to cause confusion, mistake or deception among

purchasers, users, and the public, thereby damaging Opposer.

Applicant’'s RUT TOUGH mark so resembles the term RUTTUFF as to be likely, when
applied to the goods set forth in Applicant’s registration, to falsely suggest a connection with
Opposer within the meaning of 15 U.S.C. § 1052(a), because:

a. Opposer's RUTTUFF mark has become so well known among the relevant consuming
population that the term RUTTUFF serves as an identity for Opposer among a
substantial portion of the public;



35.

36.

37.

38.

39.

b. RUT TOUGH is a close approximation of Opposer’s identity, would be recognized as
such, and points uniquely and unmistakably to Opposer;

c. Opposer is not connected with any goods that might be sold by Applicant under the
RUT TOUGH mark; and

d. Opposer’s name or identity is of sufficient fame or reputation that if the RUT TOUGH
mark were used on the goods specified in the subject registration, a connection with
Opposer would be presumed.

Use by Applicant of the alleged mark RUT TOUGH on the subject goods and services is
likely to lead to the mistaken belief that Applicant’s goods and services are sponsored by,
affiliated with, approved by, or otherwise emanate from Opposer, thereby damaging

Opposer.

Because Applicant’s mark is substantially similar in sound and appearance to Opposer’s
distinctive and famous trademark, Applicant's mark impairs and is likely to impair the
distinctiveness of the Opposer’s trademark and causes and is likely to cause dilution by
blurring of that mark, and Applicant’s mark harms and is likely to harm the reputation of

Opposer’s trademark and causes and is likely to cause dilution by tarnishment of that mark.

Accordingly, Applicant’s mark is likely to dilute the distinctive quality of Opposer’s distinctive
and famous trademark within the meaning of 15 U.S.C. § 1125(c)(1).

Applicant knew or should have known of Opposer’s prior adoption and use of its RUTTUFF
mark, and therefore could not have formed the requisite good faith belief that no other
person, firm, corporation or association has the right to use said mark in commerce, and
consequently knew that such use is and would be in derogation and violation of Opposer’s

rights.

Opposer will be seriously damaged by the registration of RUT TOUGH, Application Serial
No. 86/784,851 as applied to the goods in International Classes 16 and 25, and therefore
respectfully requests that this opposition be sustained and that Application Serial No.
86/784,851 be refused.



The statutory fee for the Notice of Opposition was paid at the time of the filing.

Respectfully Submitted,

By: /Tamara Pester/
Tamara S. Pester
Tamara S. Pester, LLC
Attorney for Opposer

CERTIFICATE OF SERVICE

| hereby certify that a true and correct copy of the foregoing NOTICE OF OPPOSITION is being
served on June 28, 2016 on Applicant by deposit of same in the United State Mail, first class
postage prepaid, in an envelope addressed to:

JAKE MATHEWS

16404 CORAL DRIVE
NAMPA, |ID 83687-8355

With a copy via electronic mail to ruttough@gmail.com



