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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Application Serial No. 79/167,561

Chatam International Incorporated Opposition No. 91228479

Mark: VIA SAINT JACQUES
Opposer,

)
)
)
)
)
)
)
)
M CHAPOUTIER )
)
)

Applicant.

ANSWER TO NOTICE OF OPPOSITION

Applicant, M CHAPOUTIER, employing the same defined terms used in the Notice of
Opposition of Opposer, Chatam International Incorporated, if any, hereby responds to that Notice
of Opposition as follows:

1. Applicant is without information sufficient to either admit or deny paragraph one.

2. Applicant admits that Opposer is listed as the owner of U.S. Trademark Reg. No.

JBCQULy

0435863 for the stylized mark as associated with brandy, gin, rum and
alcoholic cordials and liqueurs and U.S. Trademark Reg. No. 1,245,562 for the mark
JACQUIN’S as associated with brandy, gin, rum, alcoholic cordials and liqueurs, whiskey,

prepared alcoholic cocktails and vodka (hereinafter, “JACQUIN marks”). Applicant is without

information sufficient to either admit or deny the remainder of paragraph two.



3. Admitted.

4. Denied.

5. Applicant is without information sufficient to either admit or deny Opposer’s
beliefs. Applicant denies that Applicant’s VIA SAINT JACQUES trademark has a confusingly
similar commercial impression to either of the JACQUIN marks. Applicant further denies that
Applicant’s VIA SAINT JACQUES trademark is associated with goods identical to those listed
in the JACQUIN mark registrations to be sold in the same channels of trade. To the contrary,
Applicant’s mark is associated with wine and the JACQUIN marks are associated with hard
liquors, cordials liqueurs, and whiskey, which are in many instances sold in different channels of
trade.

6. Denied. There is no likelihood of confusion between Applicant’s VIA SAINT
JACQUES trademark and Opposer’s JACQUIN marks. The U.S. Trademark Office has already
recognized that U.S. consumers are able to distinguish between much closer marks: wines
associated with different JACQUES-containing marks. The U.S. Trademark Office has allowed
Applicant’s trademark VIA SAINT JACQUES in light of several already registered and co-
existing registrations provided in Exhibit A:

e JACQUES ARNOUL in association with wines (U.S. Reg. No. 879,227);

e JACQUES REYNARD in associated with sparkling wine (U.S. Reg. No. 1,594,487);

e JACQUES-VYES in association with wine (U.S. Reg. No. 2,749,723); and

e JACQUES BONET in association with champagne (U.S. Reg. No. 1,299,827).
All four of these registrations have been co-existing for over ten years. Applicant’s trademark
joins this group, being the most easily distinguished by its beginning of VIA SAINT.

Opposer’s JACQUIN marks are even further removed from these co-existing JACQUES-



containing trademarks for wines since Opposer’s marks do not contain the term JACQUES and
are not associated with wine. Even when a trademark does contain JACQUES and is associated
with brandy (goods more similar to those associated with Opposer’s marks), the U.S. Trademark
Office has also found no likelihood of confusion. See Exhibit B; U.S. Reg. No. 2,536,674 for
JACQUES CARDIN.

It is clear that U.S. consumers are able to distinguish between different JACQUES-
containing marks associated with wine and other alcoholic beverages and there is no likelihood
of confusion between these trademarks. Opposer’s JACQUIN marks stand starkly apart from all
of these co-existing JACQUES registrations. Applicant’s trademark is the most different from
Opposer’s JACQUIN marks because it does not begin with JACQUES, but instead begins with
VIA SAINT. There is simply no likelihood of confusion between Opposer’s JACQUIN marks

and Applicant’s VIA SAINT JACQUES mark.

7. Denied.
8. Denied.
9. Denied.

10. Applicant admits the first sentence of paragraph ten. Applicant denies the

remainder of paragraph ten.

SEPARATE DEFENSES

Applicant asserts that the following defenses bar Opposer’s requested relief in its Notice
of Opposition.
FIRST SEPARATE DEFENSES

One or more of Opposer’s claims fail to state a claim upon which relief may be granted.



SECOND SEPARATE DEFENSES
One or more of Opposer’s claims are barred by the equitable defenses of laches,
acquiescence, waiver, or estoppel.
THIRD SEPARATE DEFENSES
Limitation of Applicant’s Mark to the stated goods eliminates any likelihood of
confusion.
FOURTH SEPARATE DEFENSES
Applicant hereby gives notice that it may rely on any other defenses that may become
available or appear proper during discovery, and hereby reserves its right to amend tis Answer to

assert any such defenses.

WHEREFORE, Applicant respectfully requests that the Opposition be dismissed and that
Application Serial No. 79/167,561 be allowed.

MEUNIER CARLIN & CURFMAN LLC
Attorneys for Applicant

Dated: July 25,2016 By: /Lisa C. Pavento/
Atlanta, Georgia Lisa C. Pavento
999 Peachtree Street NE, Suite 1300
Atlanta, Georgia 30309




CERTIFICATE OF ELECTRONIC TRANSMISSION

I hereby certify that this correspondence is being transmitted electronically through

ESTTA pursuant to 37 C.F.R. § 2.195(a) on July 25, 2016.

/Lisa C. Pavento/
Lisa C. Pavento

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing ANSWER TO NOTICE
OF OPPOSITION has been served on Opposer’s attorney of record by mailing said copy on

July 25, 2016, via first-class mail, postage prepaid to:

Paul M. Lewis, Esquire
2633 Trenton Avenue
Philadelphia, PA 19125

Dated: July 25, 2016
/Lisa C. Pavento/
Lisa C. Pavento




EXHIBIT A



Int. Cl.: 33
Prior U.S. Cl.: 47

United States Patent and Trademark Office

10 Year Renewal

Reg. No, 879,227
Registered Oct, 2§, 1969
Renewal Term Begins Oct. 21, 1999

TRADEMARK
PRINCIPAL REGISTER

JACQUES ARNOUL

GOLD STANDARD ENTERPRISES, INC.
(ILLINOIS CORPORATION)

5100 DEMPSTER

SKOKIE, IL 60077, BY MERGER ZIM-
MERMAN'S CUT RATE LIQUOR
STORFE, INC. (JLLINOIS CORPORA-
TION) CHICAGO, 1L

“JACQUES ARNOUL" IS NOT THE
NAME OF ANY PARTICULAR LIVING
INDIVIDUAL.

FOR: WINES, IN CLASS 47 (INT. CL.
).
FIRST USE 3-0-1967; IN COMMERCE
2-1-1968.

SER. NO. 72-297.121, FILED 5-1-1968.

In testimony whereof I have hereunto set my hand
and caused the seal of The Patent and Trademark

Office to be affixed on Apr. 18, 2000.

COMMISSIONER OF PATENTS AND TRADEMARKS




Int. Cl.: 33
Prior U.S. Cl.: 47

United States Patent and Trademark Office

10 Year Renewal

Reg. No. 879,227
Registered Oct. 21, 1969
Renewal Approved Jan. 8, 1990

TRADEMARK
PRINCIPAL REGISTER

JACQUES ARNOUL

ZIMMERMAN’S CUT RATE LIQUOR
STORE, INC. (ILLINOIS CORPORA-
TION)

213 W. GRAND

CHICAGO, IL 60610

“JACQUES ARNOUL” IS NOT THE
NAME OF ANY PARTICULAR LIVING
INDIVIDUAL.

FOR: WINES, IN CLASS 47 (INT. CL.
33).

FIRST USE 3-0-1967, IN COMMERCE
2-1-1968.

SER. NO. 72-297,121, FILED 5-1-1968.

In testimony whereof I have hereunto set my hand
and caused the seal of The Patent and Trademark
Office to be affixed on Feb. 20, 1990.

COMMISSIONER OF PATENTS AND TRADEMARKS




879,227

United Sta‘tes P a'tent Omce Registered Oct. 21, 1969

PRINCIPAL REGISTER
Trademark

Ser. No. 297,121, filed May 1, 1968

JACQUES ARNOUL

For: WINES, in CLASS 47 (INT. CL. 33).

Zimmerman’s Cut Rate Liquor Store, Inc. (Illinois cor-
First use March 1967; in commerce Feb. 1, 1968.

poration)
24(? W. Randolph St. “Jacques Arnoul” is not the name of any particular
Chicago, Ill. 60606 living individual.

L. STRICKMAN, Examiner




Int. Cl.: 33
Prior U.S. Cl.: 47

Reg. No. 1,594,487

United States Patent and Trademark Office Rregistered May 1, 1990

TRADEMARK
PRINCIPAL REGISTER
e JACQUES REYNARD
WEIBEL INCORPORATED  (CALIFORNIA FIRST USE 9-0-196; IN COMMERCE

CORPORATION), AKA VALLEY VINE-
YARDS

1250 STANFORD AVENUE

MISSION SAN JOSE, CA 94538

FOR: SPARKLING WINE, IN CLASS 33 (U.S.
CL. 47).

9-0-1966.

THE NAME “JACQUES REYNARD” IS A
FICTITIOUS NAME AND IS NOT THE NAME
OF ANY LIVING PERSON.

SER. NO. 73-818,207, FILED 8-10-1989.
JILL E. JOHNSON, EXAMINING ATTORNEY




Int. Cl.: 33
Prior U.S. Cls.: 47 and 49

Reg. No. 2,749,723
United States Patent and Trademark Office  Registered Aug. 12, 2003

TRADEMARK
PRINCIPAL REGISTER
JACQUES-VYES
PRODUCTA (FRANCE JOINT STOCK COMPA- "JACQUES-YVES" DOES NOT IDENTIFY THE
NY) ' NAME OF A LIVING INDIVIDUAL.

21 COURS XAXIER ARNOZAN
33000 BORDEAUX, FRANCE

FOR: WINE, IN CLASS 33 (U.S. CLS. 47 AND 49). SER. NO. 76-401,304, FILED 4-29-2002.

OWNER OF FRANCE REG. NO. 023161375, DA-
TED 4-24-2002, EXPIRES 4-24-2012. KENNETH D. BATTLE, EXAMINING ATTORNEY



Int. ClL: 33

Prior U.S. Cl.: 47
. ‘ Reg. No. 1,299,827
United States Patent and Trademark Office Registered Oct. 9, 1984

TRADEMARK
Principal Register

JACQUES BONET

" ISC Wines of California, Inc. (California corporation) For: CHAMPAGNES, in CLASS 33 (US. CL

One Maritime Plz. 47)

San Francisco, Calif. 94111, change of name, assignee
of, by assignment

United Vintners, Inc. (California corporation)

San Francisco, Calif.

First use May 24, 1976; in commerce May 24,

1976.
Owner of U.S. Reg. Nos. 429,591 and 758,950.

The name “Jacques Bonet” is fanciful and does not
identify a particular individual.
Ser. No. 429,591, filed Jun. 10, 1983.

ROGER KATZ, Examining Attorney



EXHIBIT B



Int. CL: 33

Prior U.S. Cls.: 47 and 49
: Reg. No. 2,536,674
United States Patent and Trademark Office Registered Feb. 5, 2002
TRADEMARK
PRINCIPAL REGISTER
JACQUES CARDIN

SIDNEY FRANK IMPORTING CO., INC. (NEW THE NAME "JACQUES CARDIN" IN THE MARK

YORK CORPORATION) DOES NOT IDENTIFY A PARTICULAR LIVING
20 CEDAR STREET INDIVIDUAL.
NEW ROCHELLE, NY 10801

FOR: FRENCH BRANDY, IN CLASS 33 (U.S. CLS. SER. NO. 76-293,386, FILED 8-1-2001.
47 AND 49).

FIRST USE 1-25-1968; IN COMMERCE 1-25-1968. ROBERT LORENZO, EXAMINING ATTORNEY
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