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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Wheel Pros, LLC

Opposition No. 91228424
Application No. 86640743
Mark: KMC

Opposer,
V.

KMC Chain Industrial Co., Ltd.

R N N N g N S N

Applicant.

ANSWER TO NOTICE OF OPPOSITION

Applicant, by its attorneys Ladas & Parry LLP, for its Answer to the Notice of

Opposition filed by Wheel Pros, LLC, hereby states as follows:

1. The Applicant seeks to register KMC as a trademark for the following goods in
International Class 012, "bicycle chains; change-speed gears for bicycles; motorcycle accessories
namely, motorcycle drive chains; motorcycle gears; motorcycle sprockets; roller chains for land
vehicles; automobile chains in the nature of chains for motor cars; driving chains for land
vehicles; reduction gears for land vehicles; transmission chains for land vehicles " as is
evidenced by the publication of said mark in the May 17, 2016 issue of the Official Gazette.

ANSWER:
Applicant admits that it filed its application for KMC, No. 86640743, that it was published on

May 17, 2016, and that the application speaks for itself.

2. Opposer has used the marks KMC and KMC WHEELS in interstate commerce
since at least as early as June 1, 1985 in connection with automotive vehicle wheels, golf cart
wheels, all terrain vehicle wheels, accessories and components thereof, well before Applicant's
first use in commerce date of January 10, 1987.

ANSWER:

Applicant is without knowledge as to the truth of the allegations of Paragraph 2 of the Notice.

3. Opposer desires to bring to the Board's attention the fact that Opposer and
Applicant are not only involved in this Opposition but also an Opposition in Brazil, an invalidity
action and a cancellation action in the European Union and a recently concluded Opposition in
Canada in which Applicant ultimately abandoned its Application. The parties have attempted to
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draft a worldwide co-existence agreement but the negotiations have not been productive. During
this period of time Applicant continues to file new Applications in various territories such as the
one in the present case in the hopes of expanding its recitation of goods thereby bringing them
"closer" to Opposer's Automotive related goods all the while claiming a barely earlier date of
first use. On information and belief, Applicant believes that these new Applications are being
filed by Applicant in order to frustrate Opposer in hopes that Opposer will give up its fight to
clear its KMC and KMC WHEELS trademark applications.

ANSWER:

Applicant denies the factual allegations and legal conclusions of Paragraph 3.

4. Opposer is the owner and relies on U.S. Trademark Registration No. 4,941,362
(See Exhibit A) for the mark KMC WHEELS (words plus design) for "clothing, namely, t-shirts,
shirts, sweat shirts, tank tops; headgear, namely, hats and caps" in International Class 025 which
was registered as a trademark with the U. S. Patent and Trademark Office on April 19, 2016.

ANSWER:

Applicant admits that a registration matching this registration number is listed in the records of
the United States Patent and Trademark Office, but is without knowledge of the remaining

allegations of Paragraph 4.

5. Opposer is the owner and relies on U.S. Trademark Registration No. 4,919,386
(See Exhibit B) for the mark XD SERIES KMC WHEELS (words plus design) for "automotive
vehicle wheels and components thereof’ in International Class 012 which was registered as a
trademark with the U. S. Patent and Trademark Office on March 15, 2016.

ANSWER:

Applicant admits that a registration matching this registration number is listed in the records of
the United States Patent and Trademark Office, but is without knowledge of the remaining

allegations of Paragraph 5.

6. Opposer is the owner and relies on U.S. Trademark Registration No. 4,817,228
(See Exhibit C) for the mark KMC WHEELS (words plus design) for "automotive vehicle
wheels and components thereof' in International Class 012 which was registered as a trademark
with the U.S. Patent and Trademark Office on September 22, 2015.

ANSWER:



Applicant admits that a registration matching this registration number is listed in the records of
the United States Patent and Trademark Office, but is without knowledge of the remaining

allegations of Paragraph 6.

7. Opposer is the owner and relies on U.S. Trademark Registration No. 3,182,731
(See Exhibit D) for the mark KMC BUZZ (words only) for "online retail information and retail
news in the field of product offerings, namely, wheels, wheel accessories, toys and apparel" in
International Class 035 and "online information and news in the field of automotive trends" in
International Class 039 and "online information and news in the fields of fashion and culture" in
International Class 045 which was registered as a trademark with the U. S. Patent and Trademark
Office on December 12, 2006 and this registration has since achieved incontestable status under
15 U.S.C. Sec. 1065.

ANSWER:

Applicant admits that a registration matching this registration number is listed in the records of
the United States Patent and Trademark Office, but is without knowledge of the remaining

allegations of Paragraph 7.

8. Opposer is the owner and relies on U.S. Trademark Registration No. 3,234,295
(See Exhibit E) for the mark KMC (words only) for "toys, games and playthings, namely, toy
model vehicles and related accessories sold as units, die cast toy cars, toy trucks, and toy
vehicles and related accessories sold as units, and remote-controlled toy vehicles and related
accessories sold as units" in International Class 028 which was registered as a trademark with the
U.S. Patent and Trademark Office on April 24, 2007 and this registration has since achieved
incontestable status under 15 U.S.C. Sec. 1065.

ANSWER:

Applicant admits that a registration matching this registration number is listed in the records of
the United States Patent and Trademark Office, but is without knowledge of the remaining

allegations of Paragraph 8.

9. Opposer is the owner and relies on U.S. Trademark Registration No. 3,027,059
(See Exhibit F) for the mark KMC (words only) for "accessories for automobiles, light trucks,
sport utility vehicles, vans, golf cars, and all-terrain vehicles, namely, wheels; Wheel parts and
accessories for automobiles, light trucks, sport utility vehicles, vans, golf cars, and all-terrain
vehicles, namely, lug nuts, wheel covers, wheel rims, wheel spokes, hub caps and center caps” in
International Class 012 which was registered as a trademark with the U.S. Patent and Trademark



Office on December 13, 2005 and this registration has since achieved incontestable status under
15 U.S.C. Sec. 1065.

ANSWER:

Applicant admits that a registration matching this registration number is listed in the records of
the United States Patent and Trademark Office, but is without knowledge of the remaining

allegations of Paragraph 9.

10. Opposer is the owner and relies on U.S. Trademark Registration No. 3,010,893
(See Exhibit G) for the mark KMC (words only) for "wearing apparel, namely, sweatpants,
jackets, coats, t-shirts, sweatshirts, underwear, tank tops, hats and caps" in International Class
025 which was registered as a trademark with the U.S. Patent and Trademark Office on
November 1, 2005 and this registration has since achieved incontestable status under 15 U.S.C.
Sec. 1065.

ANSWER:

Applicant admits that a registration matching this registration number is listed in the records of
the United States Patent and Trademark Office, but is without knowledge of the remaining

allegations of Paragraph 10.

11. Opposer is the owner and relies on U.S. Trademark Application No. 86/950,602
(See Exhibit H) for the mark XD KMC (words plus design) for "automotive vehicle wheels and
components thereof' in International Class 012 which was filed with the U.S. Patent and
Trademark Office on March 23, 2016.

ANSWER:

Applicant admits that an application matching this application number is listed in the records of
the United States Patent and Trademark Office, but is without knowledge of the remaining

allegations of Paragraph 11.

12. Opposer is the owner and relies on U.S. Trademark Application No. 86/853,911
(See Exhibit I) for the mark XD KMC (words plus design) for "Clothing, namely, t-shirts, shirts,
sweat shirts, tank tops; headgear, namely, hats and caps" in International Class 025 which was
filed with the U.S. Patent and Trademark Office on December 18, 2015.

ANSWER:



Applicant admits that an application matching this application number is listed in the records of
the United States Patent and Trademark Office, but is without knowledge of the remaining

allegations of Paragraph 12.

13. Opposer is the owner and relies on U.S. Trademark Application No. 86/751,455
(See Exhibit J) for the mark KMC WHEELS (words plus design) for "automotive vehicle wheels
and components thereof’ in International Class 012 which was filed with the U.S. Patent and
Trademark Office on September 9, 2015.

ANSWER:

Applicant admits that an application matching this application number is listed in the records of
the United States Patent and Trademark Office, but is without knowledge of the remaining

allegations of Paragraph 13.

14. On May 26, 2015, Applicant applied to register the mark KMC (Serial No.
86/640,743) on a use-in-commerce basis in International Class 012 for "bicycle chains;
changespeed gears for bicycles; motorcycle accessories namely, motorcycle drive chains;
motorcycle gears; motorcycle sprockets; roller chains for land vehicles; automobile chains in the
nature of chains for motor cars; driving chains for land vehicles; reduction gears for land
vehicles; transmission chains for land vehicles.”

ANSWER:
Applicant admits that it filed its application for KMC, No. 86640743, on May 26, 2015, and that

the application speaks for itself.

15. Applicant was well aware of Opposer's KMC, KMC WHEELS brands, its marks
and its widespread commercial success when the Applicant electronically signed and submitted
Application Serial No. 86/640,743. Additionally, it attested to the following declaration under
penalty of perjury which states: "PTO-Application Declaration: The undersigned, being hereby
warned that willful false statements and the like so made are punishable by fine or imprisonment,
or both, under 18 U.S.C. 0 1001, and that such willful false statements may jeopardize the
validity of the Application or any resulting registration, declares that he/she is properly
authorized to execute this Application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the Application is
being filed under 15 U.S.C. 0 1051 (b), he/she believes applicant to be entitled to use such mark
in commerce; to the best of his/her knowledge and belief no other person, firm, corporation, or
association has the right to use the mark in commerce, either in the identical form thereof or in
such near resemblance thereto as to be likely, when used on or in connection with the
goods/services of such other person, to cause confusion, or to cause mistake, or to deceive; and



that all statements made of his/her own knowledge are true; and that all statements made on
information and belief are believed to be true."

ANSWER:

Applicant denies the factual allegations and legal conclusions of Paragraph 15 of the Notice.

16. Upon information and belief, Applicant in its May 26, 2015 Application
fraudulently claimed that its KMC mark has been in use anywhere since April 1, 1985 and in use
in commerce since January 10, 1987.

ANSWER:

Applicant denies the factual allegations and legal conclusions of Paragraph 16 of the Notice.

17. Upon information and belief, such declarations of the dates of first use and use of
the mark on the goods were made in bad faith in an attempt to perpetuate a fraud upon the
USPTO because only certain goods of Applicant were in use anywhere or in commerce by those
dates. Upon information and belief, the remaining goods have never been in use by Applicant.
As stated earlier, Opposer believes that this Application was filed by Applicant solely in the hope
of fraudulently expanding its description of goods and fraudulently claiming a barely earlier date
of first use for this ever expanding recital of goods thereby frustrating Opposer and gaining the
upper hand in the worldwide dispute that Applicant and Opposer are involved in.

ANSWER:

Applicant denies the factual allegations and legal conclusions of Paragraph 17 of the Notice.

18. Despite Applicant's prior knowledge of Opposer's use of the KMC and KMC
WHEELS marks, upon information and belief, Applicant fraudulently claimed it was entitled to
use such mark in commerce and to the best of its knowledge and belief no other person, firm,
corporation, or association has the right to use the mark in commerce, either in the identical form
thereof or in such near resemblance thereto.

ANSWER:

Applicant denies the factual allegations and legal conclusions of Paragraph 18 of the Notice.

19. Reasonably relying on the truth of such materially false statements, the USPTO
approved Applicant's Application Serial No. 86/640,743 which was then published in the
Official Gazette on May 17, 2016.

ANSWER:



Applicant admits that its application for KMC, No. 86640743, was published on May 17, 2016,
and that the application speaks for itself. Applicant denies the remaining factual allegations and

legal conclusions of Paragraph 19 of the Notice.

20. Upon information and belief, the conduct of Applicant constitutes fraud on the
USPTO and therefore, the KMC Trademark Application Serial No. 86/640,743 should not
proceed to registration.

ANSWER:

Applicant denies the factual allegations and legal conclusions of Paragraph 20 of the Notice.

21. There is no issue of priority. Opposer's date of first use is at least as early as June
1, 1985, and Opposer's date of first use in interstate commerce is at least as early as June 1, 1985.
Applicant's date of first use in interstate commerce is at least as early as January 10, 1987.
Opposer's use of the KMC and KMC WHEELS marks have not been abandoned and the
Registrations cited in Paragraphs 3, 4, 5, 6, 7, 8, 9, and 10 and the Applications cited in
Paragraphs 11, 12 and 13 are valid and subsisting.

ANSWER:

Applicant is without knowledge as to the truth of the allegations of Paragraph 21 of the Notice.

22. Opposer's valid, continuous and diverse use of the marks KMC and KMC
WHEELS has developed exceedingly valuable goodwill and recognition in respect to the marks
KMC and KMW WHEELS.

ANSWER:

Applicant is without knowledge as to the truth of the allegations of Paragraph 22 of the Notice.

23. By virtue of its efforts and the expenditure of considerable sums for promotional
materials and advertisements and the quality of its goods and services, Opposer has gained a
valuable reputation for the marks KMC and KMC WHEELS and these marks have acquired
great value as an identification of Opposer's goods and services and the marks distinguish such
goods and services from the goods and services of others.

ANSWER:

Applicant is without knowledge as to the truth of the allegations of Paragraph 23 of the Notice.

24, If Applicant is permitted to use and register its mark as specified in the
application herein opposed, confusion is likely to result because of the use of the identical term
"KMC" in Applicant's mark and Opposer's marks. Therefore, it is very likely that persons
familiar with Opposer's mark would assume that Applicant was associated with Opposer and any
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such confusion would inevitably result in damage to Opposer. Furthermore, any objection or
fault found with Applicant's goods would necessarily reflect upon and seriously injure the
reputation that Opposer has established under its marks. Thus, if Applicant is allowed to use and
register ACE the resulting confusion and assumed affiliation will be damaging to the Opposer's
established goodwill under the marks KMC and KMC WHEELS.

ANSWER:

Applicant denies the factual allegations and legal conclusions of Paragraph 24 of the Notice.

25. Further, if Applicant is granted the registration herein opposed, it would thereby
obtain at least a prima facie exclusive right to the use of its mark thereby casting a cloud over
Opposer's family of KMC and KMC WHEELS marks. Applicant would also appropriate the
considerable goodwill and recognition that Opposer has established through years of exclusive
use and marketing. Such registration would be a source of damage and injury to Opposer.

ANSWER:

Applicant denies the factual allegations and legal conclusions of Paragraph 25 of the Notice.

26. Applicant has no license, consent or permission from Opposer to use or register
Applicant's mark.
ANSWER:

Applicant admits that it has no license from Opposer, but denies that it needs such a license.

WHEREFORE, Applicant prays that this Opposition be rejected, and that its application be

allowed to proceed to the issuance of a Notice of Allowance.

Respectfully submitted,
/ Kevin A. Thompson /
One of the Attorneys for Applicant

Kevin A. Thompson
LADAS & PARRY LLP
224 S. Michigan, Suite 1600
Chicago, IL 60604

(312) 427-1300
kthompson(@ladas.net
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CERTIFICATE OF ELECTRONIC FILING

I hereby certify that this paper is being electronically filed with the United States Patent and
Trademark Office on this 23" day of August, 2016.

/ Kevin A. Thompson /
Kevin A. Thompson

CERTIFICATE OF SERVICE

The undersigned, one of Applicant’s attorneys, hereby certifies that on August 23, 2016,
he caused true and correct copies of the foregoing ANSWER to be served upon Opposer’s
counsel by First Class mail, postage pre-paid at the following address:

Mark I. Reichenthal

Branfman Law Group, P.C.

708 Civic Center Drive

Oceanside, CA 92054
/ Kevin A. Thompson /
Kevin A. Thompson




