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L. INTRODUCTION.

At first blush this case might appear to be “just” a fairly typical (albeit important)
trademark Opposition which essentially poses the following question: is the Applicant entitled
to registration of the mark it has applied for, or should Applicant’s application be denied due to
the Opposer’s superior rights? And on one level this IS a case that poses that question. But it is
also much more than that because this case is just one of five (5) or more trademark disputes
between these same parties around the world where the Applicant KMC Industrial Chain Co.
(“Applicant”) has either:

1) Filed and then abandoned trademark applications once Opposer Wheel Pros LLC

(“Opposer”) has challenged those applications;

2) Filed challenges to Opposer’s trademark applications and/or registrations and then
abandoned those challenges; or
3) Filed trademark applications but abandoned efforts to prosecute those applications

because Applicant cannot support its use.

This has happened with the EUIPO, in Canada, in Brazil, and in this very Opposition
where Applicant readily admits that its Application was filed for goods not sold within the
United States. This behavior and these actions by Applicant have been designed to frustrate and
harass Opposer by virtue of Applicant’s worldwide game of whack-a-mole. As will be
demonstrated in this brief — notably by virtue of Applicant’s failure to serve ANY discovery on
Opposer, plus Applicant’s failure to serve its Pretrial Disclosures on Opposer, plus Applicant’s
failure to submit ANY testimony during its Trial Period — Applicant is once again playing

possum and forcing Opposer to spend considerable time, effort and money to pursue this



Opposition so that Opposer can protect its legitimate trademark rights. It is also forcing the
Board to expend its valuable and precious resources for something that could easily be avoided.
Once Applicant decided to stop defending this Opposition, it could have easily withdrawn the

trademark application at issue in this proceeding; but it has glaringly failed to do so.

1L STATEMENT OF THE ISSUES.

The issues before the Trademark Trial and Appeal Board are as follows:

a) Whether the “KMC” mark of Applicant KMC Chain Industrial Co., Ltd. (again,
“Applicant”) for use in connection with bicycle chains; change-speed gears for bicycles;
motorcycle accessories namely, motorcycle drive chains; motorcycle gears; motorcycle
sprockets; roller chains for land vehicles; automobile chains in the nature of chains for motor
cars; driving chains for land vehicles; reduction gears for land vehicles; transmission chains for
land vehicles in Class 012 (Ser. No. 86/640,743) (the “Application” or “Applicant’s Mark™) is
likely to be confused with Opposer Wheel Pros, LLC’s (again, “Opposer”) following U.S.

trademark registrations (referred to collectively as the “Registrations”):

1. U.S. Trademark Registration No. 3,027,059 for the word mark “KMC” issued
December 13, 2005 (with a claimed date of first use of at least as early as June
1, 1982, and first use in commerce of at least as early as June 1, 1985) for
“accessories for automobiles, light trucks, sport utility vehicles, vans, golf cars,
and all-terrain vehicles, namely, wheels; Wheel parts and accessories for
automobiles, light trucks, sport utility vehicles, vans, golf cars, and all-terrain
vehicles, namely, lug nuts, wheel covers, wheel rims, wheel spokes, hub caps
and center caps” in International Class (“Class’) 012. This registration is valid,
subsisting and incontestable.

2. U.S. Trademark Registration No. 3,234,295 for the word mark “KMC” issued
April 24, 2007 (with a claimed date of first use in commerce of at least as early
as May 3, 2004) for "toys, games and playthings, namely, toy model vehicles
and related accessories sold as units, die cast toy cars, toy trucks, and toy
vehicles and related accessories sold as units, and remote-controlled toy
vehicles and related accessories sold as units” in Class 028. This registration is
valid, subsisting and incontestable.



. U.S. Trademark Registration No. 3,010,893 for the word mark “KMC” issued
November 1, 2005 (with a claimed date of first use in commerce of at least as
early as June 1, 1995) for “wearing apparel, namely, sweatpants, jackets, coats,
t-shirts, sweatshirts, underwear, tank tops, hats and caps” in Class 025. This
registration is valid, subsisting and incontestable.

. U.S. Trademark Registration No. 4,817,228 for the mark “KMC WHEELS and
Design” issued September 22, 2015 (with a claimed date of first use in
commerce of at least as early as June 1, 1985) for "automotive vehicle wheels
and components thereof” in Class 012. This registration is valid and subsisting.
The complete registered trademark is reproduced below:

KNG

WHEELS

. U.S. Trademark Registration No. 4,941,362 for the mark “KMC WHEELS and
Design” issued April 19, 2016 (with a claimed date of first use in commerce of
at least as early as June 30, 2015) for "clothing, namely, t-shirts, shirts, sweat
shirts, tank tops; headgear, namely, hats and caps" in Class 025. This
registration is valid and subsisting. The complete registered trademark is
reproduced below:

KIMC

W H E E L &

. U.S. Trademark Registration No. 5,000,097 for the mark “KMC WHEELS and
Design” issued July 12, 2016 for “automotive vehicle wheels and components
thereof” in Class 012. This registration is valid and subsisting. The complete
registered trademark is reproduced below:

IKIMCG

W H E E L S

. U.S. Trademark Registration No. 4,919,386 for the mark “XD SERIES KMC
WHEELS and Design” issued March 15, 2016 for "automotive vehicle wheels
and components thereof" in Class 012. This registration is valid and subsisting.
The complete registered trademark is reproduced below:

XD-SERIES
KMNMC




8. U.S. Trademark Registration No. 4,919,386 for the mark “XD SERIES KMC
WHEELS and Design” issued March 15, 2016 for "automotive vehicle wheels
and components thereof" in Class 012. This registration is valid and subsisting.
The complete registered trademark is reproduced below:

XI] *ERIES

9. U.S. Trademark Registration No. 5,008,028 for the mark “XD KMC and
Design” issued on July 26, 2016 (with a claimed date of first use in commerce
of at least as early as October 31, 2015) for “Clothing, namely, t-shirts, shirts,
sweat shirts, tank tops; headgear, namely, hats and caps” in Class 025. This
registration is valid and subsisting. The complete registered trademark is
reproduced below:

%D

10. U.S. Trademark Registration No. 5,072,714 for the mark “XD KMC and
Design” issued November 01, 2016 (with a claimed date of first use in
commerce of at least as early as October 31, 2015) for “automotive vehicle
wheels and components thereof” in Class 012. The registration is valid and
subsisting. The complete registered trademark is reproduced below:

»BD

when the goods under the respective marks are substantially similar and/or identical and

marketed and sold to the same class of purchasers through the same and related channels of
trade. [Status and Title Copies of the foregoing Opposer’s registrations have been entered via

Notice of Reliance, TTABVUE Entry No. 20, Pages 6-79 (Exhibit “A”)];

b) Whether Applicant committed fraud on the United States Patent and Trademark
Office (“USPTO”) by filing the Application with full knowledge’s of Opposer’s Registrations

and Opposer’s rights in and to its KMC trademarks;



c) Whether Applicant committed fraud on the USPTO by filing an over-broad
U.S. trademark application that included goods not actually sold by Applicant, as admitted by

Applicant; and

d) Whether Applicant committed fraud on the USPTO by filing a U.S. trademark
application with a claimed date of first use that is years before Applicant actually sold any of
its good within the United States in order to support Applicant’s worldwide, ongoing

trademark dispute with Opposer.

III. THE RECORD IN THE PROCEEDING.

On May 26, 2015, Applicant filed the Application for “KMC” for various goods in Class
012. The USPTO published the Application in the Official Gazette of Trademarks of May 17,
2016. Opposer timely filed its Notice of Opposition against the Application on June 14, 2016.

The Parties agreed to an Extension of Time to Answer on July 20, 2016. On August 23,
2016, Applicant filed an Answer with a simultaneous Motion to Amend Application. In that
Motion to Amend Application, Applicant requested that the Board delete certain goods in the
Application because “Applicant underwent strict scrutiny of the goods alleged to be in use in the
Application and needs to amend to delete certain goods which Applicant, a Taiwanese limited
company, is no longer certain to be in use in the United States.” See TTABVUE Entry No. 6,
Page 1, Paragraph 1. Opposer filed an Opposition to the Motion to Amend Application on
September 07, 2016. See TTABVUE Entry No. 9. Applicant filed a Reply in Support of the
Motion to Amend Application on September 12, 2016. See TTABVUE Entry No. 10. Opposer
then filed an Amended Notice of Opposition on September 13, 2016. See TTABVUE Entry No.

11. On September 22, 2016, the Board deferred consideration of the Motion to Amend



Application until final disposition of the Notice of Opposition. See TTABVUE Entry No. 12,
Page 1, Paragraph 1.

Opposer filed its Notice of Reliance on March 20, 2018. See TTABVUE Entry No. 20
(consisting of Exhibits A-AL, and the Declaration of Edward Burns in Support of Opposer’s
Notice of Reliance). Applicant did not file a Notice of Reliance or otherwise submit any

testimony during its Trial Period.

IV. RECITATION OF RELEVANT FACTS.

Opposer is a Delaware limited liability company that designs, manufactures, and sells
unique but widely-distributed tires and tire accessories for land vehicles (“Opposer’s Wheel
Products”). Opposer has used and continues to use its KMC trademark in association with
Opposer’s Wheel Products since at least as early as June 01, 1982. See TTABVUE Entry No. 20,
Pages 8; 58 (Exhibit “A”). Opposer is the owner of the registrations cited in Section I(1), supra.

Opposer makes sales of Opposer’s Wheel Products via its online website and numerous
physical and online retailers. See TTABVUE Entry No. 20, Pages 85-152 (Exhibits “C-I"); Pages
184-213 (Exhibit “N”). Opposer has sold millions of wheels and wheel products, and currently
sells thousands of different, unique tires and tire accessories. Opposer’s notoriety and fame
through widespread sales of Opposer’s Wheel Products are evidenced by the uncountable online
news articles featuring Opposer’s Wheel Products. See TTABVUE Entry No. 20, Pages 168-183
(Exhibits “K-M”). Opposer spends large sums of time, money, and energy defending Opposer’s
trademark rights — a large portion of which is allocated toward the worldwide dispute with
Applicant.

Applicant is a Taiwanese company that sells parts for land vehicles. Applicant filed its

U.S. trademark application KMC (Ser. No. 86/640,743) for bicycle chains; change-speed gears
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for bicycles; motorcycle accessories namely, motorcycle drive chains; motorcycle gears;
motorcycle sprockets; roller chains for land vehicles; automobile chains in the nature of chains
for motor cars; driving chains for land vehicles; reduction gears for land vehicles; transmission
chains for land vehicles in Class 012 on May 26, 2015.

Opposer and Applicant have been involved in a worldwide trademark dispute since at
least as early as the middle of 2006. See TTABVUE Entry No. 20, Page 365, Section 5. These
disputes include (but are not limited to) an Opposition filed against Applicant in Canada, an
Opposition filed against Applicant in Brazil, and a Cancellation action filed against Applicant in
the European Union. During the last several years, Applicant has continued to file trademark
applications in numerous territories that Opposer believes infringe on Opposer’s registered
trademarks. Applicant has displayed a continuous pattern of filing but then abandoning
trademark applications once Opposer has challenged those applications, filing but then
abandoning challenges to Opposer’s trademark applications, and filing trademark applications to
which Applicant is not entitled, and then abandoning efforts to prosecute those applications

because Applicant cannot support its use.

V. ARGUMENT.

1) REGISTRATION SHOULD BE DENIED BECAUSE APPLICANT'S KMC MARK
IS LIKELY TO BE CONFUSED WITH OPPOSER'S REGISTERED MARKS.

In testing for a likelihood of confusion under Section 2(d), the Board weighs the
following factors for which there is evidence:
(1) The similarity or dissimilarity of the marks in their entireties as to
appearance, sound, connotation and commercial impression.

(2) The similarity or dissimilarity and nature of the goods or services as
described in an application or registration or in connection with which a prior

11



mark is in use.

(3) The similarity or dissimilarity of established, likely-to-continue trade
channels.

@ The conditions under which and buyers to whom sales are made, i.e.
"impulse" vs. careful, sophisticated purchasing.

5) The fame of the prior mark (sales, advertising, length of use).

(6) The number and nature of similar marks in use on similar goods.

@) The nature and extent of any actual confusion.

) The length of time during and conditions under which there has been
concurrent use without evidence of actual confusion.

9 The variety of goods on which a mark is or is not used (house mark,
"family" mark, product mark).

(10)  The market interface between the applicant and the owner of a prior mark: (a) a
mere “consent” to register or use. (b) agreement provisions designed to
preclude confusion, i.e. limitations on continued use of the marks by each party.
(c) assignment of mark, application, registration and good will of the related
business. (d) laches and estoppel attributable to owner of prior mark and
indicative of lack of confusion.

(11)  The extent to which applicant has a right to exclude others from use of its
mark on its goods.

(12)  The extent of potential confusion, i.e., whether de minimis or substantial.

(13)  Any other established fact probative of the effect of use.

In re E. I. duPont de Nemours & Co., 476 F.2d 1357, 1361, 177 U.S.P.Q. 563, 567 (C.C.P.A.
1973). The weight accorded to any one factor depends on the particular circumstances of the
case. Jewelers Vigilance Committee, Inc. v Ullenberg Corp., 7 U.S.P.Q.2d 1628, 1632 (Fed. Cir.
1988).

Analysis of the facts in this case show that likelihood of confusion is inevitable — and
indeed, actual confusion has already occurred. The following factors are examined in the order of
importance.

i. Nature and Extent of Actual Confusion.

[E]vidence of actual confusion is strong proof of the fact of a likelihood of confusion.

World Carpets, Inc. v. Dick Littrell's New World Carpets, 438 F.2d 482, 489, 168 U.S.P.Q. 609

(5th Cir. 1971); McCarthy on Trademarks and Unfair Competition, 5th Ed. § 23:13. “There can

be no more positive or substantial proof of the likelihood of confusion than proof of actual

12



confusion.” Id. “[E]ven just a few instances of actual confusion can provide very persuasive
evidence of how and why confusion can occur.” Heartland Animal Clinic, P.A. v. Heartland
SPCA Animal Medical Clinic, LLC, 861 F. Supp. 2d 1293, 1304, 102 U.S.P.Q.2d 1905 (D. Kan.
2012), aff'd, 503 Fed. Appx. 616 (10th Cir. 2012), citing McCarthy at § 23:14. When there is real
evidence of actual customer confusion caused by the trademarks being employed, “[t]his
evidence is highly probative of infringement”. Xtreme Lashes, LLC v. Xtended Beauty, Inc., 576
F.3d 221, 230, 91 U.S.P.Q.2d 1385 (5th Cir. 2009).

Here, actual confusion has already occurred, and will continue to occur. Opposer, in its
Notice of Reliance, has submitted numerous instances of actual confusion that have occurred
between Applicant’s use of KMC in association with its goods and Opposer’s use of KMC in
association with Opposer’s Wheel Products. See TTABVUE Entry No. 20, Pages 222-260
(Exhibits “R-Z7).

Specifically, in Exhibits R and S, Opposer submits screenshots from Sears.com showing
sales of Applicant’s goods bearing the KMC trademark, but labelling those products “KMC
Wheels KMC Chains”. See TTABVUE Entry No. 20, Pages 222-229 (Exhibits “R-S”’). KMC
Wheels is the trade name of Opposer — it has nothing to do with Applicant. Clearly, Sears.com, a
major retailer, has experienced actual confusion, and this labelling by Sears.com leads
consumers to believe that Applicant’s goods originate from or are being sold by, or under license
from, Opposer. Sears is a massive company — and if they are confused, consumers are confused
as well.

In Exhibit T, Opposer submits a screenshot from Amazon.com showing a search for
“KMC Wheels”. See TTABVUE Entry No. 20, Pages 230-233 (Exhibit “T”). In that search, both

Opposer’s wheels and Applicant’s chains are listed, both bearing the “KMC” trademarks.
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However, on Page 232, Applicant’s goods are shown as being sold by a shop entitled “KMC
Wheels”. See TTABVUE Entry No. 20, Page 232. This listing shows that the vendor has
experienced actual confusion. Again, Applicant’s chains originate from and are being sold by
Applicant, and not by Opposer as falsely indicated in this listing.

In Exhibit U, Opposer submits a screenshot from Amazon.com of Applicant’s product,
with the listing reading “KMC WHEELS KMC CHAIN”, sold by “KMC Wheels”. See
TTABVUE Entry No. 20, Pages 234-238 (Exhibit “U”). Again, this vendor has experienced
actual confusion, and consumers are likely to believe that Applicant and Opposer are related and
sell both wheels and chains under the KMC mark. This is especially pronounced because the
phrase “KMC WHEELS KMC CHAIN” is one continuous phrase — with Opposer’s and
Applicant’s “KMC” marks and branding right next to each other.

In Exhibit V, Opposer submits a similar screenshot from K-Mart showing a KMC chain
product with the listing reading “KMC WHEELS KMC CHAIN”. Consumers are likely to
believe that the goods of Applicant and Opposer are related and that a single entity sells both
wheels and chains under the KMC mark. See TTABVUE Entry No. 20, Pages 239-242 (Exhibit
“V”). Again, this vendor has experienced actual confusion, which is especially pronounced
because the phrase “KMC WHEELS KMC CHAIN” is one continuous phrase.

In Exhibit W, Opposer submits a similar screenshot from Amazon.com showing
Applicant’s product with the listing “KMC CHAIN... BY KMC WHEELS BY KMC
WHEELS”. Consumers are likely to believe that Applicant and Opposer are related and sell both
wheels and chains under the KMC mark. See TTABVUE Entry No. 20, Pages 243-246 (Exhibit
“W?”). This vendor has experienced actual confusion, and this listing is particularly likely to

mislead consumers given that the product “KMC CHAIN” is specifically listed as being sold or

14



produced by KMC WHEELS (i.e. Opposer) — which is not the case.

In Exhibit X, Opposer submits a screenshot from eBay.com of a listing for Applicant’s
product with the listing “KMC WHEELS”. This vendor has experienced actual confusion. In
addition, consumers are likely to believe that Applicant and Opposer are related and sell both
wheels and chains under the KMC mark. See TTABVUE Entry No. 20, Pages 247-250 (Exhibit
“X7).

In Exhibit Y, Opposer submits a screenshot from ShopEddies.com showing a listing for
Applicant’s product with the “Brand” listed as “KMC Wheels”. This vendor has experienced
actual confusion. In addition, this is particularly disturbing because ShopEddies is explicitly
telling consumers that Applicant’s goods are being produced by KMC Wheels. See TTABVUE
Entry No. 20, Pages 251-254 (Exhibit “Y™).

In Exhibit Z, Opposer submits a screenshot from Trainers4me.com showing a listing of
Applicant’s product with the “Brand” listed as “KMC Wheels”). Again, this vendor has
experienced actual confusion. Again, this listing is particularly disturbing because the vendor is
explicitly telling consumers that Applicant’s goods being produced by KMC Wheels. See
TTABVUE Entry No. 20, Pages 255-260 (Exhibit “Z”).

In light of the foregoing nine (9) examples of actual confusion — which is non-exhaustive
and simply consists of the initial results of a quick “Google” search — Opposer submits that
actual confusion has already occurred, and will continue to occur. Not only are vendors
(including large vendors like Sears and Amazon) actually confused about the source of the
goods, but consumers are guaranteed to be confused as well.

ii. Similarity of the Trademarks.

Because the involved marks are virtually identical, this factor "weighs heavily against

15



the applicant." See, In re Martin's Famous Pastry Shoppe, Inc., 748 F.2d 1565,223 U.S.P.Q.
1289, 1290 (Fed. Cir. 1984).

Here, Applicant’s Mark is the words-only letterstring KMC. Opposer’s Registrations
consist of various versions of KMC, including KMC (words only), KMC WHEELS, XD KMC,
and XD SERIES KMC WHEELS. All of Opposer’s Registrations contain as their dominant
element the letterstring “KMC”.

In the case of Opposer’s Registrations for KMC (words only), Applicant’s Mark is
identical to Opposer’s Registrations. See Section I(1)(a-c), supra. There are no additional words,
phrases, or designs to differentiate the marks.

In the case of Opposer’s Registrations for KMC plus some other letters/words/designs,
Applicant’s Mark is extremely similar, and contains the identical and dominant portion of the
mark, “KMC”. See Section I(1)(d-k).

Because the marks are identical in some cases and virtually identical in the other cases,
this factor weighs heavily against Applicant.

iii. Similarity of the Goods.

For the purposes of this proceeding, the Board must consider Applicant's mark as
described in the goods description of the Application, not how the mark may be or is
actually used. See, e.g., Glamorene Products Corp. v. Proctor & Gamble Co., 538 F.2d
894, 896 (C.C.P.A. 1976); Penguin Books, Ltd. v. Eberhard, 48 U.S.P.Q.2d 1280, 1287
(TTAB 1998) (conditions and limitations not reflected in the description of goods “must
be ignored.”). As the Federal Circuit summarized in Octocom Systems, Inc. v. Houston
Computer Services, Inc., 918 F.2d 937, 942 (Fed. Cir. 2000):

The issue in an opposition is the right of an applicant to register the mark
depicted in the application for the goods identified therein. The authority is

16



legion that the question of registrability of an applicant's mark must be decided
on the basis of the identification of goods set forth in the application
regardless of what the record may reveal as to the particular nature of an
applicant’s goods, the particular channels of trade or the class of purchasers to
which sales of the goods are directed.

Here, the full and current recitation of Applicant’s goods reads as follows:
bicycle chains; change-speed gears for bicycles; motorcycle accessories namely,
motorcycle drive chains; motorcycle gears; motorcycle sprockets; roller chains for land
vehicles; automobile chains in the nature of chains for motor cars; driving chains for

land vehicles; reduction gears for land vehicles; transmission chains for land vehicles in

Class 012.

Applicant’s goods were not limited as requested in Applicant’s Motion to Amend Application

submitted August 23, 2016. See TTABVUE Entry No. 6; Entry No. 12, Page 1.

Opposer’s full recitation of goods are listed in full in Section 1, supra, but the most

important and closely-related goods are as follows:

accessories for automobiles, light trucks, sport utility vehicles, vans, golf cars, and all-
terrain vehicles, namely, wheels; Wheel parts and accessories for automobiles, light
trucks, sport utility vehicles, vans, golf cars, and all-terrain vehicles, namely, lug nuts,
wheel covers, wheel rims, wheel spokes, hub caps and center caps in Class 012 (Reg.

No. 3,027,059);

automotive vehicle wheels and components thereof in Class 012 (Reg. No.

4,817,228);

automotive vehicle wheels and components thereof in Class 012 (Reg. No.

4,919,386);
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automotive vehicle wheels and components thereof in Class 012 (Reg. No.

5,000,097);

online retail information and retail news in the field of product offerings, namely,

wheels, wheel accessories, toys and apparel in Class 035 (Reg. No. 3,182,731);

automotive vehicle wheels and components thereof in Class 012 (Reg. No.

5,072,714).

Here, Opposer’s goods in Reg. No. 3,027,059 encompass all of Applicant’s goods.
Opposer’s goods in that registration include “accessories for automobiles”. This is a broad and
encompassing description of goods, and contains all of Applicant’s goods, which include parts
for bicycles, motorcycles, and land vehicles. Opposer must note that most jurisdictions do
consider bicycles to be automobiles. Therefore, there is no difference between the goods
claimed in Applicant’s Application and the goods claimed in Opposer’s Reg. No. 3,027,059 —
indeed, the goods in Opposer’s Registration encompass and cannot be separated from the goods

in the Application.

Opposer’s goods for “automotive wheels and parts thereof” also encompass many, if not
all, of Applicant’s claimed goods. Applicant’s claimed goods include chains, gears and
sprockets — which are, by definition, parts of wheels and accessories for wheels. Particularly,
Applicant’s claimed goods for “driving chains for land vehicles; reduction gears for land
vehicles; transmission chains for land vehicles” are all intricately related to automotive wheels.
Indeed, driving chains, reduction gears, and transmission chains are accessories to automotive

wheels.

Therefore, Applicant’s goods are identical to and inseparable from Opposer’s goods.
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iv. Similarity of Established, Likely-to-Continue Trade Channels.

When Applicant does not place restrictions on the trade channels through which its
goods will move, it is assumed that the goods will move through “all the ordinary and
mutual channels of trade for such goods as to all the usual customers for these products.”

Saab-Scania Aktibolag v. Sparkmatic Corp., 26 U.S.P.Q.2d 1709, 1711(TTAB1993).

Here, Applicant’s Application does not limit or restrict Applicant’s channels of trade
through which Applicant’s goods will move. Therefore, it must be assumed that Applicant’s
goods are sold through all normal channels of trade for Applicant’s goods. Likewise, Opposer
has not limited or restricted Opposer’s channels of trade in Opposer’s Registrations. Therefore,
it must be assumed that Opposer’s goods are sold through all normal channels of trade for

Opposer’s goods.

Applicant’s goods include chains, gears, sprockets, and accessories for bicycles,
motorcycles, automobiles, and land vehicles. These goods are commonly sold through online
and physical stores that sell vehicle parts — such as Pep Boys, AutoZone, O’Reilly Auto Parts,

and to a lesser extent, Amazon, Target, and Wal-Mart.

These channels of trade are identical to Opposer’s channels of trade — i.e. sales via
Opposer’s online website and through online and physical retailers of vehicle parts. In fact,
Opposer has submitted several instances of channels of trade (vendors) that sell Opposer’s
goods as well as Applicant’s goods. See TTABVUE Entry No. 20, Pages 85-152 (Exhibits “C-
I”’). These exhibits show Applicant’s goods and Opposer’s goods sold side by side on the same

website page bearing the identical “KMC” trademark.

Specifically, Exhibit C shows a search of Newegg.com for the search terms “KMC

Wheels”. The search results show many wheels sold by Opposer in association with Opposer’s
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KMC trademark, as well as chains sold by Applicant under its KMC trademark. See
TTABVUE Entry No. 20, Pages 85-94 (Exhibit “C”). These goods with identical trademarks

appear side by side.

Exhibit D shows a search of GlobalSources.com for the search term “KMC”. The

search results show wheels sold by Opposer and many chains sold by Applicant. See

TTABVUE Entry No. 20, Pages 95-102 (Exhibit “D”).

Exhibit E shows a search of NexTag.com for the search terms “KMC Chains”. The
search results show wheels sold by Opposer in association with Opposer’s KMC trademark, as
well as chains sold by Applicant under its KMC trademark. See TTABVUE Entry No. 20,

Pages 103-106 (Exhibit “E”). These goods with identical trademarks appear side by side.

Exhibit F shows a search of BargainBro.com for the search term “KMC”. The search
results show many wheels sold by Opposer in association with Opposer’s KMC trademark, as
well as chains sold by Applicant under its KMC trademark. See TTABVUE Entry No. 20,

Pages 107-114 (Exhibit “F”). These goods with identical trademarks appear side by side.

Exhibit G shows a search of GoSale.com for the search term “KMC”. The search
results show wheels sold by Opposer in association with Opposer’s KMC trademark, as well as
chains sold by Applicant under its KMC trademark. See TTABVUE Entry No. 20, Pages 115-
142 (Exhibit “G”).

Exhibit H shows a search of Alibaba.com for the search term “KMC Chrome”. The
search results show many wheels sold by Opposer in association with Opposer’s KMC
trademark, as well as chains sold by Applicant under its KMC trademark. See TTABVUE
Entry No. 20, Pages 143-147 (Exhibit “H”). These goods with identical trademarks appear side

by side.
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Exhibit I shows a search of BuyCheaper.com for the search term “KMC”. The search
results show many wheels sold by Opposer in association with Opposer’s KMC trademark, as
well as chains sold by Applicant under its KMC trademark. See TTABVUE Entry No. 20,
Pages 148-152 (Exhibit “T”).

Therefore, Opposer’s goods and Applicant’s goods must be assumed to flow through
identical channels of trade. Based on Opposer’s submitted Exhibits, Opposer’s goods and

Applicant’s goods already do — and will continue — to be sold via identical channels of trade.
v. Fame of the Prior Mark.

Opposer’s KMC mark is famous and has obtained widespread, international recognition

among consumers. It has been in continuous use since at least as early as June, 1982.

Opposer submits a screenshot of its Facebook page with over 157,000 “likes”. See

TTABVUE Entry No. 20, Pages 153-167 (Exhibit “J”).

Opposer also submits several news articles featuring its goods. See TTABVUE Entry
No. 20, Pages 168-171 (Exhibit “K”), Pages 172-180 (Exhibit “L”), and Pages 181-183
(Exhibit “M”).

Opposer also submits a screenshot of its website showing hundreds of different types of

unique wheels. See TTABVUE Entry No. 20, Pages 184-213 (Exhibit “N”).

Finally, Opposer submits a “Google” search for “KMC Wheels”, showing almost 4,000
reviews on a single website for Opposer’s goods. See TTABVUE Entry No. 20, Pages 214-217
(Exhibit “O”).

Such evidence proves that Opposer’s KMC mark has obtained widespread recognition

and is indeed famous.
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vi. Number of “KMC” Marks in Use.

Opposer submits that third party uses of “KMC” are minimal, meaning the “KMC”
mark is unique and not widespread. In support of this assertion, Opposer submits a search of
the USPTO’s Trademark Electronic Search System (“TESS”) for the term “kmc”. See
TTABVUE Entry No. 20, Pages 218-219 (Exhibit “P”’). The TESS search reveals only twenty-
seven (27) results through all Classes — and several of those are owned by Opposer itself. Only
twelve (12) of those results are in Class 012. See TTABVUE Entry No. 20, Pages 220-221

(Exhibit “Q”). None of those results in Class 012 are owned by third parties.

Because the KMC mark is unique and not widespread, Applicant’s use of the KMC
mark is likely to confuse consumers. Consumers are not likely to see a KMC mark in the world
of automotive parts, and are likely to assume that separate uses of identical marks for identical
goods originate from the same source. Were there many uses of “KMC” in association with
automotive parts, confusion may be less likely. However, because the KMC mark is rare and

not widespread, confusion is likely.
vii. Extent of Potential Confusion.

Opposer feels compelled to note that, as proved by the Actual Confusion section above,
the extent of potential confusion is substantial and not de minimis. As Opposer has already
shown, even a minimal search for “KMC” provides numerous results where consumers and
retailers are confused about the source of the goods. Such confusion has had, and will continue

to have, serious adverse effects on the strength and recognition of Opposer’s Mark.
viii.  Other Relevant Factors.

As discussed further in Sections IV(2-4), below, Opposer would like to note that

Opposer and Applicant have been engaged in a worldwide trademark dispute since at least as
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early as 2006. See TTABVUE Entry No. 20, Page 365, Section 5. Applicant has displayed an
ongoing pattern of attempting to frustrate Opposer and making Opposer spend money on
frivolous Oppositions, Cancellations, and other trademark enforcement efforts around the

world.

Therefore, Opposer respectfully asserts that the Application was filed in bad faith in an

attempt to frustrate Opposer, with Applicant knowing that confusion is likely.
ix. Likelihood of Confusion Conclusion.

In light of the foregoing arguments, Opposer submits that confusion is inevitable and
has occurred, and will continue to occur, unless this Opposition is sustained.

2) REGISTRATION SHOULD BE DENIED BECAUSE APPLICANT COMMITTED
FRAUD ON THE USPTO BY FILING THE APPLICATION WITH FULL
KNOWLEDGE OF OPPOSER’S U.S. TRADEMARK REGISTRATIONS AND
OPPOSER’S RIGHTS IN AND TO ITS “KMC” TRADEMARKS.

Opposer’s fraud claim is predicated, at least in part, on so-called “Intellimedia fraud,”
i.e., that the oath or declaration in Applicant’s application for registration was signed
fraudulently in that there was another legitimate use of the mark at the time of the signing.
Intellimedia Sports Inc. v. Intellimedia Corp., 43 USPQ2d 1203, 1208 (TTAB 1997). The
relevant factors are: (1) there was in fact another use of the same or a confusingly similar mark at
the time the oath was signed; (2) the other user had legal rights superior to Applicant’s rights; (3)
Applicant knew that the other user had rights in the mark superior to Applicant’s, and either
believed that a likelihood of confusion would result from Applicant’s use of its mark or had no
reasonable basis for believing otherwise; and (4) Applicant, in failing to disclose these facts to

the Patent and Trademark Office, intended to procure a registration to which applicant was not

entitled. Id.; Accord Qualcomm Inc. v. FLO Corp., 93 USPQ2d 1768, 1770 (TTAB 2010); Bayer
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Consumer Care AG v. Belmora LLC, 90 USPQ2d 1587, 1593 (TTAB 2009).

Here, Applicant filed its U.S. trademark application with full knowledge of Opposer’s
Registrations and Opposer’s rights in and to its KMC trademark. The Application was filed on
May 26, 2015, meaning Applicant signed the customary Declaration required by the USPTO that
reads:

The signatory believes that to the best of the signatory's knowledge and belief, no

other person has the right to use the mark in commerce, either in the identical

form or in such near resemblance as to be likely, when used on or in connection

with the goods/services of such other person, to cause confusion or mistake, or to
deceive.

See TTABVUE Entry No. 20, Pages 289-296 (Exhibit “AB”). At this time, Opposer was the
owner of numerous trademark registrations listed in Section I(1), supra (i.e., the Registrations).
As shown in that Section, Opposer’s rights in and to Opposer’s Registrations were valid and
subsisting when Applicant filed the Application.

On the date the oath was signed, Opposer had superior legal rights in and to the KMC
trademark, and Applicant was fully aware of those superior rights as Opposer and Applicant
have been engaged in a worldwide trademark dispute since at least as early as May, 2006. See
TTABVUE Entry No. 20, Page 365, Section 5. The worldwide dispute includes numerous
international trademark decisions in favor of Opposer. Specifically, the European Union
Intellectual Property Office (“EUIPQO”) issued a favorable decision for Opposer on July 12, 2010
(nearly five (5) years before the Application was filed). See TTABVUE Entry No. 20, Page 365-
366. In that case, Applicant owned a prior EUIPO registration for KMC for bicycle chains,
motorcycle chains, roller chains for bicycles, roller chains for motorcycles (Reg. No. 1 031 236).
Opposer filed an EUIPO application for KMC for automobile wheels. Applicant filed an
Opposition (referred to as “the EUIPO Opposition”) against Opposer’s KMC mark. The EUTPO

ruled that confusion was not likely to result solely because the goods did not overlap. However,
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the EUIPO strongly cautioned Applicant that confusion would result if the goods overlapped in
any manner — especially because the marks were identical.
Courts recognize that superior rights are “clearly established” when there is a court

decree or settlement agreement. See, McCarthy on Trademarks and Unfair Competition, Sth Ed.

§ 31:77; Rosso and Mastracco, Inc. v. Giant Food Inc., 720 F.2d 1263, 1266, 219 U.S.P.Q. 1050
(Fed. Cir. 1983). Applicant was a party to the EUIPO Opposition and received the unfavorable
decision and the strong words of caution from the EUIPO.

Moreover, courts have recognized that “applicant has a duty to ‘continuously review and
amend the oath’ if such clearly established rights later arise.” McCarthy on Trademarks and
Unfair Competition, Sth Ed., § 31:77. Applicant has failed to update the USPTO and the TTAB

regarding numerous court decrees citing likelihood of confusion. For example:

The China Trademark Review and Adjudication Board cited likelihood of confusion of
Opposer’s XD KMC trademark with Applicant’s KMC marks as the reason for the
refusal. See TTABVUE Entry No. 20, Pages 364-365, Section 2; Pages 314-320 (Exhibit

“AF-AG”). Dated February 13, 2018.

The Chinese Trademark Office refused registration of Opposer’s proposed trademark
ROCKSTAR KMC (+design), citing three (3) of Applicant’s prior KMC marks for
similar goods. The CTO cited likelihood of confusion with Applicant’s marks as the
reason for the refusal. See TTABVUE Entry No. 20,Page 365, Section 3; Pages 321-333

(Exhibits “AH-ATI"). Dated December 26, 2017.
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The Taiwan Intellectual Property Office refused registration of Opposer’s proposed
trademark ROCKSTAR KMC (+design), citing eight (8) of Applicant’s prior KMC
marks for similar goods. The TIPO cited likelihood of confusion with Applicant’s marks
as the reason for the refusal. See TTABVUE Entry No. 20,Page 365; Pages 334-359

(Exhibits “AJ-AK”). Dated June 04, 2017.

Therefore, Opposer does indeed have rights superior to those of Applicant because numerous
courts have now declared that confusion is likely to result between Applicant’s KMC mark and
Opposer’s KMC mark.

On the date the oath was signed in the application that is the subject of this proceeding,
Applicant was aware of Opposer’s superior rights in and to the KMC trademark given
Applicant’s and Opposer’s prior and ongoing trademark disputes going back as far as 2006. See
TTABVUE Entry No. 20, Page 365, Section 5. The worldwide dispute had been ongoing for
almost a decade as of Applicant’s filing date, i.e. May 26, 2015. Again, Applicant was a party to
the EUIPO Opposition and received the unfavorable decision almost five (5) years prior to the
filing date of the Application. Applicant has no reasonable basis to deny its knowledge of
Opposer’s rights in and to Opposer’s KMC trademark and Opposer’s Registrations on the day it
filed the Application, and had no reasonable basis to believe that confusion was not likely to
result.

Finally, Applicant failed to notify the USPTO of the foregoing facts. By signing the
Declaration with full knowledge of Opposer’s superior rights in and to the KMC trademark,
Applicant intended to procure a registration to which it was not entitled.

Therefore, Applicant has committed fraud on the USPTO, and this Opposition should be
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sustained.

3) REGISTRATION SHOULD BE DENIED BECAUSE APPLICANT COMMITTED
FRAUD ON THE USPTO BY FILING AN OVER-BROAD U.S. TRADEMARK
APPLICATION INCLUDING GOODS NOT ACTUALLY SOLD BY
APPLICANT, AS ADMITTED BY APPLICANT.

In order to properly plead a claim of fraud, a plaintiff must allege that an applicant for
registration knowingly made a false, material misrepresentation of act in connection with the
application with the intent to deceive the United States Patent and Trademark Office, in order to
obtain a registration to which it otherwise is not entitled. In re Bose, 580 F.3d 1240, 1245, 91
USPQ2d 1938 (Fed. Cir. 2009); Torres v. Cantine Torresella S.r.l., 808 F.2d 46, 1 USPQ2d
1483, 1484 (Fed. Cir. 1986).

In Nationstar Mortgage LLC v. Mujahid Ahmad, 112 U.S.P.Q.2d 1361, 1375, 2014 WL
6480655 (T.T.A.B. 2014), Applicant Mujahid Ahmad (“Ahmad”) filed a use-based U.S.
trademark application for real estate brokerage, among other services. Opposer Nationstar
alleged that Ahmad did not use Ahmad’s “Nationstar” mark on all of Ahmad’s claimed services
on the date of filing Ahmad’s application. Id. at 1361. In Ahmad’s application, Ahmad signed
the customary Declaration required by the USPTO at the time of filing. Id.

During the course of the Opposition proceeding, Ahmad amended his application to an
intent-to-use application. Id. at 1367. The Board noted that this amendment did not insulate
Ahmad from the fraud claim. Id. Specifically, “an applicant’s statements as to its use of a mark
for particular goods and services are unquestionably material to registrability.” Id.; see also, e.g.,
Hachette Filipacchi Presse v. Elle Belle LLC, 85 USPQ2d 1090, 1093 (TTAB 2007); First Int’l

Servs. Corp. v. Chuckles Inc., 5 USPQ2d 1628, 1636 (TTAB 1988). Moreover, “the law is clear

that an applicant may not claim a Section 1(a) filing basis unless the mark was in use in
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commerce on or in connection with all the goods or services covered by the Section 1(a)
basis as of the application filing date. 37 C.F.R. Section 2.34(a)(1)(i).” Hachette, 85 USPQ2d
at 1093 (emphasis added). An applicant’s statements are a fundamental statutory precondition to
the issuance of a registration covering such goods and services and are relied upon by the
USPTO’s examining attorney in approving a use-based application for publication. Nationstar
Mortgage at 1367. Additionally, a fraud claim in an opposition notice is predicated on the
opposer’s belief in damage based on the application as published. See Section 13 of the
Trademark Act, 15 U.S.C. §1063; Universal Overall Co. v. Stonecutter Mills Corp., 379 F.2d
983, 984, 154 USPQ 104, 105 (CCPA 1967).

The Board in Nationstar first noted that there were no credible documents of record to
support a use-based application. Because Ahmad’s application was filed for overly-broad
services, the Board found that Ahmad had made material false statements.

Regarding intent to deceive the USPTO, the Board noted “the law does not require
‘smoking gun’ evidence of deceptive intent but instead has long recognized that direct evidence
of deceptive intent is rarely available and deceptive intent may be inferred from the surrounding
facts and circumstances.” Nationstar at 32-33. “We may infer deceptive intent where ‘the
involved conduct, viewed in light of all the evidence . . . indicate[s] sufficient culpability to
require a finding of intent to deceive.’” Id. (quoting Kingsdown Med. Consultants, Ltd. v.
Hollister Inc., 863 F.2d 867, 876, 9 USPQ2d 1384, 1392 (Fed. Cir. 1988) (en banc)). Of note, the
Board considered Ahmad’s knowledge of the importance of reading and verifying the accuracy
of what he signs, and Ahmad’s inferred awareness of the services actually provided by him. Id.
at 35-36. The Board ultimately sustained the Opposition based on the fraud claim. Id. at 39.

Here, Applicant submitted a false statement to the USPTO. Applicant filed its
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Application for goods Applicant did not sell within the United States at the time of its filing.
Specifically, in the Application, Applicant certified under penalty of perjury that “the
applicant... is using the mark in commerce on or in connection with the goods/services in the
application...”. See TTABVUE Entry No. 20, Page 294 (Exhibit “AB”). Applicant’s claimed
goods include “bicycle chains; change-speed gears for bicycles; motorcycle accessories namely,
motorcycle drive chains; motorcycle gears; motorcycle sprockets; roller chains for land vehicles;
automobile chains in the nature of chains for motor cars; driving chains for land vehicles;
reduction gears for land vehicles; transmission chains for land vehicles in Class 012.”

Applicant admits that Applicant filed the Application for goods that were not sold in the
United States at the time of filing the Application in its Motion to Amend Application. See
TTABVUE Entry No. 6; Entry No. 20, Pages 297-300 (Exhibit “AB”). Specifically, the Motion
to Amend Application reads: “Upon receipt of the Notice of Opposition, Applicant underwent
strict scrutiny of the goods alleged to be in use in the Application and needs to amend to delete
certain goods which Applicant, a Taiwanese limited company, is no longer certain to be in use in
the United States.”

The Motion to Amend Application requests that the following goods be deleted: “change-
speed gears for bicycles; motorcycle gears; motorcycle sprockets; reduction gears for land
vehicles.” See TTABVUE Entry No. 6; Entry No. 20, Pages 297-300 (Exhibit “AB”). Therefore,
Applicant made a false statement in filing the Application.

Like Nationstar, Applicant’s assertions were material to the examiner’s decision to
Publish the Application in the USPTO’s Official Gazette. Again, the law is clear that an
applicant may not claim a Section 1(a) filing basis unless the mark was in use in commerce on or

in connection with all the goods or services covered by the Section 1(a) basis as of the
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application filing date. Such a statement certifies to the examining attorney that Applicant has
indeed made sales of all goods in interstate commerce (across state lines). Examiners at the
USPTO must accept these statements as true. Therefore, Applicant’s assertions were material.

Finally, Applicant filed the Application with an overly-broad recitation of goods with
intent to deceive the USPTO. As discussed in Section IV (4) below, Applicant filed the
Application to support its ongoing, worldwide dispute with Opposer. Applicant filed the
Application for an overly-broad recitation of goods in an effort to frustrate Opposer and support
the worldwide dispute. Applicant contacted Opposer no more than one (1) day prior to the filing
date of the Application with a proposed worldwide co-existence agreement. See TTABVUE
Entry No. 20, Pages 368-369, Section 11. That next day, Applicant filed the Application for
goods that overlap with Opposer’s goods. See TTABVUE Entry No. 20, Page 370, Section 14.

Indeed, like Nationstar, intent to deceive must be inferred from Applicant’s conduct over
the decade prior to the filing date of the Application. As noted in the Declaration of Edward
Burns dated March 20, 2018, Applicant and Opposer have been engaged in a worldwide
trademark dispute since at least as early as May, 2006. See TTABVUE Entry No. 20, Page 365,
Section 5. Applicant contacted Opposer with promise a worldwide co-existence agreement on
May 22, 2015. See TTABVUE Entry No. 20, Pages 368-369, Section 11. That very same day,
Applicant filed a Canada trademark application for KMC for “wheels for motorcycles, motor
cars; electric vehicles”. See TTABVUE Entry No. 20, Page 369, Section 11(b). This mark was
later abandoned because Applicant could not support use of the mark in Canada.

Applicant’s Application at issue in this dispute was filed one (1) day after Applicant
contacted Opposer with the promised worldwide co-existence agreement. Again, the Application

was filed May 23, 2015. See TTABVUE Entry No. 20, Page 370, Section 14.
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Applicant also filed a Brazil trademark application for KMC for “Gear for land vehicles;
Motorcycles; Electric motors for land vehicles; Bicycle wheel spokes; Automobiles; Non-slip
chains; Electric vehicles” on June 03, 2015 — less than two (2) weeks after the worldwide co-
existence agreement was proposed by Applicant. See TTABVUE Entry No. 20, Page 370,
Section 13.

Applicant had no reasonable basis to file the Application the day after a worldwide co-
existence agreement was proposed other than to support its bargaining position and to frustrate
Opposer in negotiations. Like Nationstar, there is no “smoking gun” — again, no testimony was
ever submitted by Applicant. Again, this pattern of behavior has occurred in at least five (5)
disputes around the world. Like Nationstar, the facts and circumstances point to no other
reasonable explanation than an Application filed with intent to deceive the USPTO.

Alternatively, Applicant knew or should have known that it was not selling all of its
claimed goods at the time of filing its Application. Applicant was in a position to know, or to
inquire, as to the full recitation of Applicant’s goods. See Medinol Ltd. v. Neuro Vasx, Inc., 67
U.S.P.Q.2d 1205, 1209-1210, 2003 WL 21189780 (T.T.A.B. 2003)(“The undisputed facts in this
case clearly establish that respondent knew or should have known at the time it submitted its
statement of use that the mark was not in use on all of the goods .... the President/CEO who
signed the document was clearly in a position to know (or to inquire) as to the truth of the
statements therein.”).

Therefore, Applicant knowingly made a false, material misrepresentation of fact in
connection with the application with the intent to deceive the United States Patent and
Trademark Office, in order to obtain a registration to which it otherwise is not entitled. Applicant

has therefore committed fraud on the USPTO, and this Opposition should be sustained.
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4) REGISTRATION SHOULD BE DENIED BECAUSE APPLICANT FILED ITS
APPLICATION WITH A FRAUDULENT DATE OF FIRST USE.

Again, in order to properly plead a claim of fraud, a plaintiff must allege that an applicant
for registration knowingly made a false, material misrepresentation of act in connection with the
application with the intent to deceive the United States Patent and Trademark Office, in order to
obtain a registration to which it otherwise is not entitled. In re Bose, cited supra.

“The law does not require ‘smoking gun’ evidence of deceptive intent but instead has
long recognized that direct evidence of deceptive intent is rarely available and deceptive intent
may be inferred from the surrounding facts and circumstances. Nationstar, at 32-33. “We may
infer deceptive intent where ‘the involved conduct, viewed in light of all the evidence . . .
indicate[s] sufficient culpability to require a finding of intent to deceive.’” Id. (quoting
Kingsdown Med. Consultants, at 1392 (Fed. Cir. 1988).

Here, Applicant made numerous false statements when filing the Application. In addition
to the false statements regarding sales of its goods, discussed supra, Applicant filed the
Application with a claimed date of first use and first use in commerce that cannot be supported,
and in fact, Applicant has submitted no evidence in this proceeding to support its alleged date of
first use of the KMC mark. Applicant does not have sufficient control over its operations in the
United States, and clearly chose a date of first use of April 01, 1985, to attempt to claim priority
over Opposer’s U.S. trademark registrations. For reference, Opposer’s date of first use in
interstate commerce (across state lines) is June 01, 1985. See TTABVUE Entry No. 20, Pages 8;
58 (Exhibit “A”).

Again, like Nationstar, Applicant’s assertions were material to the examiner’s decision to

Publish the application in the USPTO’s Official Gazette. Such a statement certifies to the
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examining attorney that Applicant had sold each and every good claimed in the Application since
at least as early as June 01, 1985. Examiners at the USPTO must accept these statements as true
and, with that information, the examining attorney approved the Application for Publication.
Therefore, Applicant’s assertions were material.

Indeed, like Nationstar, intent to deceive must be inferred from Applicant’s conduct over
the decade prior to the filing date of the Application. As noted in the Declaration of Edward
Burns dated March 20, 2018, Applicant and Opposer have been engaged in a worldwide
trademark dispute since at least as early as May, 2006. See TTABVUE Entry No. 20, Page 365,
Section 5. Applicant contacted Opposer with promise a worldwide co-existence agreement on
May 22, 2015. That very same day, Applicant filed a Canada trademark application for KMC for
“wheels for motorcycles, motor cars; electric vehicles”. See TTABVUE Entry No. 20, Page 369,
Section 11(b). This mark was later abandoned because Applicant could not produce evidence to
support use of the mark in Canada.

The Application at issue in this dispute was filed one (1) day after Applicant contacted
Opposer with a promised worldwide co-existence agreement. See TTABVUE Entry No. 20, Page
370, Section 14. Again, the Application at issue in this dispute was filed May 23, 2015.

Applicant also filed a Brazil trademark application for KMC for “Gear for land vehicles;
Motorcycles; Electric motors for land vehicles; Bicycle wheel spokes; Automobiles; Non-slip
chains; Electric vehicles” in June 03, 2015. See TTABVUE Entry No. 20, Page 370, Section 13.

Applicant had no reasonable basis to file the Application herein opposed one day after a
co-existence agreement was proposed other than to attempt to bolster its bargaining position and
to frustrate Opposer in negotiations. Like Nationstar, there is no “smoking gun” — again, no

testimony was ever submitted by Applicant. Again, this pattern of behavior has occurred in at
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least five (5) disputes around the world. Like Nationstar, the facts and circumstances point to no
other reasonable explanation than an Application that was filed with the intent to deceive the
USPTO.

Therefore, Applicant knowingly made a false, material misrepresentation of fact in
connection with the application with the intent to deceive the United States Patent and
Trademark Office, in order to obtain a registration to which it otherwise is not entitled, and this

Opposition should be sustained.

VI.  CONCLUSION.

For the foregoing reasons, Opposer respectfully requests that the Board sustain this

Opposition and deny registration of Applicant’s Mark.

September 2, 2018

By:_/s/ David P. Branfman

DAVID P. BRANFMAN

MARK 1. REICHENTHAL

BRANFMAN LAW GROUP PC

708 CIVIC CENTER DRIVE

OCEANSIDE, CA 92054

Attorney of Record for Opposer Wheel Pros, LLC
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CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing BRIEF OF OPPOSER WHEELS PROS, LLC has
been served upon Applicant by email at the following email address:

KThompson(@ladas.net
chiustm(@ladas.net
Dated: September 2, 2018 /s/ Rexford Brabson
Rexford Brabson
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