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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 86/707,500
Published in the Official Gazette of February 09, 2016

CALYPSO TECHNOLOGY, INC,,
Opposer,

Opposition No. 91228309
V.

PLANET CAPITAL, INC.

Applicant.

ANSWER TO NOTICE OF OPPOSITION

Planet Capital, Inc. (“Applicant™), hereby answers the allegations contained in the Notice
of Opposition (the “Opposition”) filed by Calypso Technology, Inc. (“Opposer™), as follows:

FIRST GROUNDS FOR OPPOSITION —~
PRIORITY AND LIKELIHOOD OF CONFUSION

1. Applicant admits that the records of the USPTO as provided via the TSDR database
indicate that Opposer owns an application for the mark BANK IN A BOX (Serial No.
86843058), filed on December 8, 2015, for Computer software, configuration and
documentation, downloadable and non-downloadable, for simplifying and streamlining
capital markets business processes, for all asset classes and capital markets, including but
not limited to standardized capital markets operating model, documented pre-configured
solutions, and embedded market best practices; Computer software, configuration and

documentation, downloadable and non-downloadable, for use in treasury, investment



10.

11.

12.

management, private wealth management, and lending; Computer software, confi gﬁration
and documentation, downloadable and non-downloadable, for simplifying and
streamlining capital markets business processes, for all asset classes and capital markets,
including but not limited to treasury, investment management, private wealth
management and lending. However, Applicant lacks knowledge or information sufficient
to form a belief as to whether Opposer is in fact the owner of the cited application, and on

that basis, Applicant denies the allegation.

. Applicant is without knowledge or information sufficient to form a belief as to the

allegations contained in Paragraph 2 of the Opposition, and on that basis, denies those
allegations.

Applicant admits the allegations contained in Paragraph 3 of the Opposition.
Applicant admits the allegations contained in Paragraph 4 of the Opposition.
Applicant denies the allegations contained in Paragraph 5 of the Opposition.
Applicant denies the allegations contained in Paragraph 6 of the Opposition.
Applicant denies the allegations contained in Paragraph 7 of the Opposition.
Applicant admits the allegations contained in Paragraph 8 of the Opposition.
Applicant denies the allegations contained in Paragraph 9 of the Opposition.

SECOND GROUNDS FOR OPPOSITION —
MERELY DESCRIPTIVE AND GENERIC

Applicant admits the allegations contained in Paragraph 4 of the Opposition.

Applicant is without knowledge or information sufficient to form a belief as to the
allegations contained in Paragraph 11 of the Opposition, and on that basis, denies those
allegations.

Applicant denies the allegations contained in Paragraph 12 of the Opposition.



13.

14.

15.

16.

17.

18.

19.

20.

21.

Applicant denies the allegations contained in Paragraph 13 of the Opposition.
Applicant denies the allegations contained in Paragraph 14 of the Opposition.
Applicant is without knowledge or information sufficient to form a belief as to the
allegations contained in Paragraph 15 of the Opposition, and on that basis, denies those
allegations.

Applicant denies the allegations contained in Paragraph 16 of the Opposition.
Applicant is without knowledge or information sufficient to form a belief as to the
allegations contained in Paragraph 17 of the Opposition, and on that basis, denies those
allegations.

Applicant is without knowledge or information sufficient to form a belief as to the
allegations contained in Paragraph 18 of the Opposition, and on that basis, denies those
allegations.

Applicant is without knowledge or information sufficient to form a belief as to the |
allegations contained in Paragraph 19 of the Opposition, and on that basis, denies those
allegations.

Applicant is without knowledge or information sufficient to form a belief as to the
allegations contained in Paragraph 20 of the Opposition, and on that basis, denies those
allegations.

Applicant is without knowledge or information sufficient to form a belief as to the
allegations contained in Paragraph 21 of the Opposition, and on that basis, denies those

allegations.



22.

24.

25.

26.

27.

28.

29.

30.

31.

Applicant is without knowledge or information sufficient to form a belief as to the
allegations contained in Paragraph 22 of the Opposition, and on that basis, denies those

allegations.

. Applicant is without knowledge or information sufficient to form a belief as to the

allegations contained in Paragraph 23 of the Opposition, and on that basis, denies those
allegations.
Applicant is without knowledge or information sufficient to form a belief as to the
allegations contained in Paragraph 24 of the Opposition, and on that basis, denies those
allegations.
Applicant is without knowledge or information sufficient to form a belief as to the
allegations contained in Paragraph 25 of the Opposition, and on that basis, denies those
allegations.
Applicant is without knowledge or information sufficient to form a belief as to the
allegations contained in Paragraph 26 of the Opposition, and on that basis, denies those
allegations.
Applicant is without knowledge or information sufficient to form a belief as to the
allegations contained in Paragraph 27 of the Opposition, and on that basis, denies those
allegations.
Applicant denies the allegations contained in Paragraph 28 of the Opposition.
Applicant denies the allegations contained in Paragraph 29 of the Opposition.
Applicant denies the allegations contained in Paragraph 30 of the Opposition.

THIRD GROUNDS FOR OPPOSITION - FRAUD

Applicant admits the allegations contained in Paragraph 31 of the Opposition.



32.

33.

35.

36.

37.

38.

39.

40.

41.

42.

Applicant denies the allegations contained in Paragraph 32 of the Opposition.
Applicant is without knowledge or information sufficient to form a belief as to the

allegations contained in Paragraph 33 of the Opposition.

. Applicant denies the allegations contained in Paragraph 34 of the Opposition.

Applicant denies the allegations contained in Paragraph 35 of the Opposition.
Applicant denies the allegations contained in Paragraph 36 of the Opposition.
Applicant denies the allegations contained in Paragraph 37 of the Opposition.
Applicant denies the allegations contained in Paragraph 38 of the Opposition.
Applicant denies the allegations contained in Paragraph 38 of the Opposition.
Applicant denies the allegations contained in Paragraph 40 of the Opposition.
Applicant denies the allegations contained in Paragraph 41 of the Opposition.
Applicant denies the allegations contained in Paragraph 42 of the Opposition.

AFFIRMATIVE DEFENSES

DEFENSE NO. 1

. The Opposition fails to state a claim upon which relief can be granted.

DEFENSE NO. 2

Opposer is not entitled to maintain this Opposition for lack of standing.

DEFENSE NO. 3

Opposer’s rights in and to the portion of its alleged BANK IN A BOX trademark are
generic or, in the alternative, merely descriptive of the goods or services offered under
the mark. Opposer’s alleged mark is therefore inherently unprotectable absent acquired

distinctiveness, which the alleged BANK IN A BOX mark lacks.



DEFENSE NO. 4

Opposer is not entitled to maintain this Opposition because the mark listed in Opposer’s
application is a weak mark entitled to only limited protection such that Opposer cannot
claim the exclusive right to use its mark in connection with the goods and/or services

listed in its application (Serial Number 86843058).

DEFENSE NO. 5

. Opposer is not entitled to maintain this Opposition by reason of estoppel unclean hands.

DEFENSE NO. 6

. Opposer is not entitled to maintain this Opposition by reason of estoppel by laches and

acquiescence.

DEFENSE NO. 7

. Opposer is not entitled to maintain this Opposition by reason of absence of a likelihood
of confusion between Applicant’s mark and Opposer’s purported mark.

DEFENSE NO. 8

. Opposer is not entitled to maintain this Opposition by reason of lack of trademark rights
in, and lack of valid registrations for, Opposer’s purported mark “BANK IN A BOX.”

DEFENSE NO. 9

. Opposer is not entitled to maintain this Opposition by reason of non-use for the mark
listed in Opposer’s trademark application.

DEFENSE NO. 10

. Applicant has not knowingly or intentionally waived any applicable affirmative defenses

and reserves the right to raise additional affirmative defenses as they become known to it



through discovery in this matter. Applicant further reserves the right to amend its Answer
and/or affirmative defenses accordingly and/or to delete affirmative defenses that it

determines are not applicable during the course of subsequent discovery.

Respectfully suish

Dated: July 18, 2016

Arthur Aaronson

Aaronson & Aaronson

16133 Ventura Blvd., Suite 675
Encino, CA 91436

(818) 783-3858 (Telephone)
(818) 783-3825 (Facsimile)
Art(@arthuraaronson.com

ATTORNEY FOR APPLICANT



CERTIFICATE OF SERVICE

I certify that a true and complete copy of the foregoing ANSWER TO NOTICE OF
OPPOSITION has been served on Opposer’s counsel by emailing and mailing via, United
States Postal Service, said copy on July 18, 2016 to:

Hae Park-Suk

Duane M. Byers

NIXON & VANDERHYE, P.C.
901 North Glebe Road, 11th Floor
Arlington, VA 22203

Arthur Aaronson



