Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number:
Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ESTTA749399
05/31/2016

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Saule, LLC.

Granted to Date
of previous ex-
tension

06/01/2016

Address

9630 Aero Drive
San Diego, CA 92123
UNITED STATES

Attorney informa-
tion

Carrie A. R. Hedayati

Craig O. Correll, Attorney at Law

4245 Sunnyhill Drive

Carlsbad, CA 92008

UNITED STATES

carrie.hedayati@gmail.com, zcraig@earthlink.net Phone:760 696 6141

Applicant Information

Application No

86692762 Publication date 02/02/2016

Opposition Filing
Date

05/31/2016 Opposition Peri- 06/01/2016

od Ends

Applicant

100X Helmets LLC
14925 NW 136th Street
Platte City, MO 64079
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: protective helmets for rodeo sports; protect-
ive helmets for extreme snow sports; safety helmets

Applicant Information

Application No

86692757 Publication date 02/02/2016

Opposition Filing
Date

05/31/2016 Opposition Peri-

od Ends

Applicant

100X Helmets LLC
14925 NW 136th Street
Platte City, MO 64079
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: protective helmets for rodeo sports; protect-



http://estta.uspto.gov

| ive helmets for extreme snow sports; safety helmets

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act Section 2(d)

Dilution by blurring

Trademark Act Sections 2 and 43(c)

Deceptiveness Trademark Act Section 2(a)
Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 4276127 Application Date 04/21/2010

No.

Registration Date | 01/15/2013 Foreign Priority NONE

Date
Word Mark 100% SPEEDLAB
Design Mark

100% SPEEDLAB

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 2012/09/15 First Use In Commerce: 2012/09/15

Shirts; T-shirts

U.S. Registration | 4617748 Application Date 05/22/2014

No.

Registration Date | 10/07/2014 Foreign Priority NONE
Date

Word Mark 100%

Design Mark

00

Description of
Mark

The mark consists of the term "100%" superimposed in white over an elongated
hexagon filled with red in the top left diagonal portion and filled with blue in the




bottom right diagonal portion.

Goods/Services

Class 025. First use: First Use: 2013/09/24 First Use In Commerce: 2013/09/24
Beanies; Gloves; Hats; Jackets; Shirts;Sweatshirts; T-shirts

U.S. Registration | 4617747 Application Date 05/22/2014

No.

Registration Date | 10/07/2014 Foreign Priority NONE
Date

Word Mark 100%

Design Mark

Description of
Mark

The mark consists of the number "100" followed by a percent sign in white su-
perimposed on a rounded rectangle with the colors red and blue separated diag-
onallyfrom the lower left to the upper right corners.

Goods/Services

Class 025. First use: First Use: 1982/04/20 First Use In Commerce: 1982/04/20
T-shirts

H.S. Registration | 1554593 Application Date 02/29/1988

0.

Registration Date | 09/05/1989 Foreign Priority NONE
Date

Word Mark 100%

Design Mark

Description of NONE

Mark

Goods/Services

Class 012. First use: First Use: 1982/04/09 First Use In Commerce: 1982/04/20

MOTORCYCLE ACCESSORIES, NAMELY, NUMBER PLATE BACK-
GROUNDS, BRAKE RESERVOIR GUARDS, MOTORCYCLE FINISH PRO-
TECTION SHEETS, CABLE STIFFENERS, AND PROTECTIVE PANELS FOR
SIDE PANELS ON MOTORCYCLES

Class 016. First use: First Use: 1982/04/09 First Use In Commerce: 1982/04/20

PRINTED STICKERS

U.S. Registration | 4112054 Application Date 10/09/2007

No.

Registration Date | 03/13/2012 Foreign Priority NONE
Date

Word Mark 100%




Design Mark

100%

Description of
Mark

NONE

Goods/Services

Class 009. First use: First Use: 2012/01/02 First Use In Commerce: 2012/01/02
Goggles for sports; Motorcycle goggles

U.S. Registration | 4376516 Application Date 01/18/2013

No.

Registration Date | 07/30/2013 Foreign Priority NONE
Date

Word Mark 100%

Design Mark

00

Description of
Mark

The mark consists of the term "100%" superimposed in white over an elongated
hexagon filled with red in the top left diagonal portion and the blue in the bottom
right diagonal portion.

Goods/Services

Class 009. First use: First Use: 2012/01/02 First Use In Commerce: 2012/01/02
Goggles for sports; Motorcycle goggles

U.S. Application 87045437 Application Date 05/20/2016

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark 100%




Design Mark

100%

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 0 First Use In Commerce: 0

Beanies; Gloves; Hats; Jackets; Jerseys; Shirts; Shorts; Socks; Underwear;
Sweat shirts; T-shirts

U.S. Application 86619279 Application Date 05/05/2015

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark 100%

Design Mark

00

Description of
Mark

The mark consists of "100%" superimposed in white over an elongated hexagon
filled with red in the top left diagonal portion and blue in the bottom right diagon-
al portion.

Goods/Services

Class 018. First use: First Use: 0 First Use In Commerce: 0

Backpacks; Backpacks with rolling wheels; Bags for sports; Duffle bags; Lug-
gage; Suitcases; Travel bags; Umbrellas; Wallets; Wheeled bags

U.S. Application 86787542 Application Date 10/14/2015

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark 100%




Design Mark

00

Description of
Mark

The mark consists of the term "100%" surrounded by the outline of a hexagon.

Goods/Services

Class 005. First use: First Use: 0 First Use In Commerce: 0

air deodorizing preparations; air deodorizers

Class 006. First use: First Use: 0 First Use In Commerce: 0
Non-luminous and non-mechanical metal signs; metal key chains
Class 009. First use: First Use: 0 First Use In Commerce: 0

sunglasses; goggles for sports; motorcycle goggles; motorcycle helmet visors;
cases for eyeglasses and sunglasses; bagsspecially adapted for protective hel-
mets; bicycle helmets; motor cycle helmets;crash helmets; removable lenses
made ofplastic films adapted for use with sports goggles and motorcycle helmet;
lens protector films made of plastic adapted for use with sports goggles and mo-
torcycle helmet visors

Class 012. First use: First Use: 0 First Use In Commerce: 0

motorcycle accessories, namely, front and side plates, brake reservoir guards,
cable stiffeners and extruded plastic covers for protecting side panels on motor-
cycles

Class 016. First use: First Use: 0 First Use In Commerce: 0
decals; stickers
Class 018. First use: First Use: 0 First Use In Commerce: 0

Backpacks; Backpacks with rolling wheels; bags for sports; duffle bags; Lug-
gage; suitcases; travel bags; umbrellas; wallets; wheeled bags

Class 022. First use: First Use: 0 First Use In Commerce: 0
lanyards for holding keys

Class 025. First use: First Use: 0 First Use In Commerce: 0
Beanies; Gloves; Hats; Jackets; Shirts;Sweatshirts; T-Shirts

Attachments
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Carrie A. R. Hedayati/
Name Carrie A. R. Hedayati
Date 05/31/2016




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trade mark application Serial Number 86692757 published in the Official
Gazette-Trademarks on July 28, 2015.

Saule, LLC.

Opposer, Opposition No.

)

)

)

V. )

)

100X Helmets, LLC. )
)

Applicant. )

)
)

Marks: 100X, 100X HELMETS

NOTICE OF OPPOSITION

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1451

Alexandria, VA 22313-1451

Dear Sir or Madam:

Saule, LLC., a Limited Liability Company organized in the state of California,
doing business at: 9630 Aero Drive, San Diego California 92123, (hereinafter referred to
as "Opposer"), believes it will be damaged by registration of the marks shown in Serial
Nos. 86692762 and 86692757 filed by 100X Helmets, LLC, Limited Liability Company
organized in the state of Missouri, (hereinafter referred to as "Applicant") and therefore

opposes the same.

Descriptions of Applicant's mark are as follows:

Mark: 100X (stylized form)

Serial No.: 86692757

Filed: July 14, 2015

Published: February 2, 2016

Basis: §1(B)

Goods: Class 9: protective helmets for rodeo sports; protective

helmets for extreme snow sports, safety helmets

Mark: 100X HELMETS (stylized form)
Serial No.: 86692762

Opposition 86692757 & 86692762 May 31, 2016



Filed: July 14, 2015

Published: February 2, 2016
Basis: §1(B)
Goods: Class 9: protective helmets for rodeo sports; protective

helmets for extreme snow sports, safety helmets

As grounds of opposition, it is alleged:

1. Applicant is not now, and never was, entitled to registration on the Principal
Register of Applicant’s marks, either on July 14, 2015, the date of Applicant’s filing of
the applications, or on February 2, 2016, the date of the publication in the Official

Gazette.

2. Opposer’s “100%” brand has been in continuous use on helmets in interstate

commerce since approximately September 16, 2015.

3. Opposer’s “100%” brand and United States Trademark number 4112054 has
been in continuous use in interstate commerce since approximately January 2, 2012 for

goods in class 9.

4. Opposer’s “100%” brand and United States Trademark number 4376516 has
been in continuous use in interstate commerce since approximately January 2, 2012 for

goods in class 9.

5. Opposer’s “100%” brand and United States Trademark application number

86787542 is in use in interstate commerce for:
sunglasses; goggles for sports; motorcycle goggles; cases for
eyeglasses and sunglasses; bags specially adapted for
protective helmets; bicycle helmets; crash helmets; removable
lenses made of plastic films adapted for use with sports
goggles and motorcycle helmet; lens protector flms made of
plastic adapted for use with sports goggles and motorcycle
helmet visors

As well as goods in classes 005, 006, 012, 016, 018, 022, and 025.

Opposition 86692757 & 86692762 May 31, 2016
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6. Opposer’s “100%” brand is well known as a source of goods in the action and
motorsports industries for goggles, glasses and, helmets, as well as clothing and other
equipment due to Opposers use of the mark in multiple classes across multiple
jurisdictions. Opposer’s use, numerous registrations and applications in the United
States and in other jurisdictions evidence a widespread association between “100%”
and Opposer’s goods. Examples of Opposer’s additional registrations and applications
are including, but not limited to:

a. “100%” brand and United States Trademark number 1554593 has been
in use in interstate commerce since approximately April 20, 1982 for goods in classes
12 and 16.

b. “100%” brand and registered United States Trademark number
4617748 has been in continuous use in interstate commerce since approximately
September 24, 2013 for goods in class 25.

c. “100%” brand and United States Trademark application number
87045437 has been in continuous use in interstate commerce since approximately April
20, 1982 for goods in class 25.

d. 100%” brand and United States Trademark application number
86619279 is in use in interstate commerce for goods in class 18.

e. “100% SPEEDLAB” brand and registered United States Trademark
number 4276127 has been in continuous use in interstate commerce since
approximately September 15, 2012 for goods in class 25.

f. “100%” brand and European Community Trademark number 01374569
has been in use in commerce in the European Union since at least October 27, 2011 for
goods in class 9 and 12.

g. “100%” brand and Brazilian Trademark number 904600246 has been
in use in commerce in Brazil since at least March 12, 2012 for goods in class 9.

h. “100%” brand and Brazilian Trademark application number 908243014
has been in use in commerce in Brazil since at least September 8, 2014 for goods in
class 25.

i. “100%” brand and International Registration number 1215574, (filed
under the provisions of the Madrid Protocol with the World Intellectual Property

Opposition 86692757 & 86692762 May 31, 2016
-3



Organization) has been in use in commerce in Australia, Switzerland, China, Columbia,
The European Community, Israel, India, Iceland, Japan, the Republic of Korea, Mexico,
New Zealand, the Philippines, the Russian Federation, Singapore, Turkey and the
Ukraine since at least as early as 2012 for goods in class 25.

j. 100%” brand and International Registration number 1217231, (filed
under the provisions of the Madrid Protocol with the World Intellectual Property
Organization) 4 has been in use in commerce in Australia, China, Japan, the Republic

of Korea, and New Zealand since at least as early as 2012 for goods in class 9.

7. The likelihood of confusion, mistaken association, deception, fraud, dilution,
and other mischief is palpable and must be avoided pursuant to equity, common law
and statute.

a. The Applicant’s marks so resembles a mark registered with the Office,
or a mark or trade name previously used in the United States by another and not
abandoned, as to be likely, when used on or in connection with the goods or services of
the Applicant, to cause confusion, or to cause mistake, or to deceive.

b. The Applicant may have used its marks so as to misrepresent the
source of its goods or services.

c. The Applicant may have misused the federal registration symbol with
intent to deceive the purchasing public or others in the trade into believing that the
marks are registered

d. The Applicant may have committed fraud during the prosecution of its

applications for registration.

e. Opposer has priority with use on goods in class 009 and otherwise as

early as 2012, and for helmets as early as 2015.

8. Opposer's use in interstate commerce of the mark on helmets has been
valid and continuous since at least 2015, and has not been abandoned. Said mark of
Opposer is symbolic of goodwill and consumer recognition built up by Opposer through
substantial amounts of time and effort so that the brand of 100% in relation to action
sports industries is synonymous with Opposer. In view of the similarity of dominant

Opposition 86692757 & 86692762 May 31, 2016
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portion of the respective marks in spelling, sound, connotation and appearance, and the
similar nature of the goods of the respective parties, it is alleged that Applicant's marks
so resembles Opposer's “100%” marks previously used in the United States, and not
abandoned, as to be likely to cause confusion, or to cause mistake or to deceive.
Furthermore, Applicant’s use of the marks “100X” and “100X HELMETS” for any action
sports related helmets will be perceived by the trade and public as derived from
Opposer's “100%” marks, and therefore, the public will be confused as to the source of

the goods.

9. The registration of Applicant's marks “100X” and “100X HELMETS” would
be further damaging to Opposer by reason of the similar channels of trade in which the
goods are/will be advertised and/or distributed. Specifically, and without limitation, the
goods under the conflicting marks in the action sports industry market place in
particular, would confuse the public into believing that Applicant's goods were those of
Opposer, the Applicant's goods were a part of Opposer's goods, or that Applicant was
somehow authorized by Opposer or vice versa. Further, any fault or defect in the
Applicant's goods under the marks "100X” and “100X HELMETS” would reflect
adversely upon Opposer and would seriously injure the reputation and goodwill that
Opposer has built and established for its goods under the “100%” marks, resulting in

damage to Opposer.

10.  The continuing use of Applicant's marks will inexorably and unavoidably
have an adverse effect upon the value of Opposer’s marks. If this Opposition is not
sustained, Opposer's marks will eventually be deprived of all distinctiveness, since the
Applicant’s use of the confusing similar “100X” and “100X HELMETS” marks for helmets
will blur customers’ recognition of Opposer's “100%” marks, for helmets and other
goods and will therefore tarnish and/or obliterate the good identification and

associations which Opposer’s marks have come to represent or convey.

Opposition 86692757 & 86692762 May 31, 2016



WHEREFORE, Opposer prays that Application Serial Nos. 86692757 and 86692762 be
rejected and that no registration be issued thereon to Applicant, and that this Opposition
be sustained in favor of Opposer. Pursuant to 37 CFR 2.6 (e), submitted herewith is

payment of $300.00 for the requisite fee for filing this Notice of Opposition.

Dated: May 31, 2016 Respectfully submitted,

Carrie A. é% Hedayati,

Attorney for Opposer, Saule, LLC.
P.O. Box 100

Vista, CA 92085

Telephone: (760) 696-6141
email: carrie.hedayati@gmail.com

CERTIFICATE OF SERVICE

| hereby certify that, on the date of execution of this certificate, a true copy of the

foregoing, NOTICE OF OPPOSITION, was served by electronic mail at:
ginnied@kcpatentlaw.com, and by U.S. First Class Mail, postage prepaid upon the
following:

Ginne Derusseau

Attorney for Applicant

Erikson Kernell IP

8900 State Line Road, Suite 500

Leawood, Kansas 66206

Dated: May 31, 2016

Carr(e A. R. Hedayati,
Attorney for Opposer, Saule, LLC.
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