
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA835319

Filing date: 07/25/2017

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91224983

Party Defendant
Realty ONE Group, Inc.

Correspondence
Address

JONATHAN A HYMAN
KNOBBE MARTENS OLSON & BEAR LLP
2040 MAIN STREET 14TH FLOOR
IRVINE, CA 92614-8214
UNITED STATES
Email: efiling@knobbe.com, Jonathan.Hyman@knobbe.com

Submission Motion to Suspend for Settlement Discussions

Filer's Name Jonathan A. Hyman

Filer's email efiling@knobbe.com, jonathan.hyman@knobbe.com

Signature /jhh/

Date 07/25/2017

Attachments RELTY.027MMSusp26374150_1.pdf(27937 bytes )

http://estta.uspto.gov


-1- 

RELTY.027M TTAB 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Real Estate One, Inc., 

 

  Opposer, 

v. 

 

Realty ONE Group, Inc., 

 

  Applicant. 

)

)

)

)

)

)

)

)

)

)

) 

Proceeding No.:  91224983 

Serial No.: 85/737,290 

Mark: ONE 
 

I hereby certify that this correspondence and all marked 

attachments are being electronically filed with the 

Trademark Trial and Appeal Board through their web site 

located at http://estta.uspto.gov on: 

 July 25, 2017  

(Date) 
 

/jhh/ 

   

Jonathan A. Hyman 

 

MOTION FOR EXTENSION FOR SETTLEMENT WITH CONSENT 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

P.O. Box 1451 

Alexandria, VA  22313-1451 

 The parties are still actively engaged in negotiations for the settlement of this matter. The 

parties need additional time for settlement. Realty ONE Group, Inc. and Real Estate One, Inc. 

request that the deadlines in the proceeding be extended for thirty (30) days to allow the parties 

to continue their settlement efforts.  

The Board has requested that the parties provide information on their settlement efforts to 

date and the parties respond as follows: 

(1) The dates on which the parties have communicated since the last motion 

 Since the last motion, the parties have been in communication and have had several 

phone calls and email exchanges regarding this matter.  During the interim period from the last 

suspension, Applicant’s counsel was out on paternity leave from April 11-May 9, 2017.  For 

example:  
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Date Communication 

March 24, 2017 Email exchange 

March 31, 2017 Telephone call 

April 25, 2017 Email exchange 

April 26, 2017 Email exchange 

April 27, 2017 Email exchange 

June 8, 2017 Email exchange 

June 20, 2017 Email exchange 

June 21, 2017 Email exchange 

June 22, 2017 Email exchange 

June 22, 2017 Telephone call 

July 6, 2017 Email exchange 

July 10, 2017 Email exchange 

July 24, 2017 Email exchange 
 

(2) The method of each communication (e.g., telephone, email, in-person, etc.) 

The parties communicate via email and phone. 

(3) The general nature of each communication 

The general nature of the communications is to try to narrow the issues for settlement and 

establish a frame work for settlement and negotiate terms for settlement. 

 (4) A list of issues that have been resolved 

The scope of the proposed settlement discussions has expanded beyond issues involving 

the Board proceeding.  As such the proposed settlement is complex and requires negotiation and 

balancing of the parties’ rights and future use.  While the parties have discussed settlement terms, 

there have been no major issues resolved.  Nevertheless, the parties are hopeful an amicable 

resolution will be reached that will preserve the Board’s resources.  

 (5) A list of issues that remain to be resolved or remain for trial 

The issues that remain to be resolved for settlement include the scope of any territorial 

restriction in use (if any); limitations/restrictions on each parties’ use of their respective marks; 

and the scope of the applications/registrations at issue in the proceeding and any limitations 

thereof.  Again, many of these issues are beyond the scope of the proceeding and involve future 
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rights and are not easily negotiated or conceded.  The parties are also still negotiating issues 

relating to jurisdiction, choice of law, the forum for resolving any future disputes, and the scope 

of termination of the agreement.       

(6) A proposed timetable for resolution of the unresolved issues 

The parties believe that progress is being made towards resolving issues regarding 

settlement, and both parties expect resolution to be forthcoming.  The parties are scheduling a 

call later this week to have a business to business discussion regarding settlement and the 

structure of the settlement.  After this call, it is hopeful that the scope of the settlement can be 

reached or that settlement is not possible in which case the parties will focus their efforts on the 

proceeding. 

Time to Answer : CLOSED 

Deadline for Discovery Conference : CLOSED 

Discovery Opens : CLOSED 

Initial Disclosures Due : CLOSED 

Expert Disclosures Due : 08/24/2017 

Discovery Period to Close : 09/23/2017 

Plaintiff Pretrial Disclosures : 11/07/2017 

Plaintiff's 30-day Trial Period Ends : 12/22/2017 

Defendant's Pretrial Disclosures : 01/06/2018 

Defendant's 30-day Trial Period ends : 02/20/2018 

Plaintiff's Rebuttal Disclosures : 03/07/2018 

Plaintiff's 15-day Rebuttal Period Ends : 04/06/2018 

Realty ONE Group, Inc. has secured the express consent of all other parties to this 

proceeding for the suspension and resetting of dates requested herein. 
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Realty ONE Group, Inc. has provided an e-mail address herewith for themselves and for 

the opposing party so that any order on this motion may be issued electronically by the Board. 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 
 

Dated: July 25, 2017  By: ______/jhh/_____________________________ 

Jonathan A. Hyman 

2040 Main Street, 14
th

 Floor 

Irvine, CA  92614 

(310) 551-3450 

Attorneys for Applicant, Realty ONE Group, Inc. 
 

CERTIFICATE OF SERVICE 
 

I hereby certify that I served a copy of the foregoing MOTION FOR SUSPENSION 

FOR SETTLEMENT WITH CONSENT upon Opposer via email on July 25, 2017, addressed 

as follows: 
 

Lisabeth H. Coakley, Esq. 

HARNESS, DICKEY & PIERCE, P.L.C. 

5445 Corporate Drive, Suite 200  

Troy, MI 48098 
 

       ______/jhh/_____________________ 

     Jonathan A. Hyman 
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