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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Webetc LLC

Granted to Date 11/11/2015
of previous ex-
tension

Address 330 East 38 street
new york, NY 10016
UNITED STATES

Attorney informa- | Barbara J. Lipshutz

tion Jacobs & Burleigh LLP

1290 Avenue of the Americas 30th Floor
NEW YORK, NY 10104

UNITED STATES

bjl@jacobsburleigh.com Phone:2122078787

Applicant Information

Application No 79153860 Publication date 07/14/2015
Opposition Filing 11/11/2015 Opposition Peri- 11/11/2015
Date od Ends

International Re- 1220409 International Re- 01/20/2014
gistration No. gistration Date

Applicant teNeues Digital Media GmbH

Kohlfurter Str. 41-43

GERMANY

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Computer software for providing global pos-
itioning and directions; computer search engine software; computer software for accessing informa-
tion directories that may be downloaded from the global computer network; computer software for
creating searchable databases of information, images and data; downloadable geographic informa-
tion system (GIS) software; interactive multimedia computer software for searching databases of in-
formation, images and data downloadable computer search engine software; downloadable computer
software for accessing information directories that may be downloaded from the global computer net-
work; downloadable computer software for creating searchable databases of information, images and
data pre-recorded CDs and CD-ROMs featuring travel and tourism information, software for travel in-
formation and reservations, downloadable image files containingimages of hotels, restaurants and
travel destinations

Class 016. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Printed products and publications, namely,
hotel directories, books, magazines,brochures, journals, pamphlets, manuals, prints, pictures, calen-



http://estta.uspto.gov

dars, notebooks, notepads, postcards, posters and placards in the field of travel; printed paper tick-
ets, vouchers, coupons and travel documents; printed paper travel guides, travellers' cheques, and
photographs

Class 035. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Business consultancy; electronic data col-
lection and data submission services for business purposes in the fields of online travel guides; busi-
ness informationservices

Class 038. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Telecommunication services, namely,
streaming of audio, visual and audiovisual material via the internet transmission of information by
electronic communications networks; telecommunication services,namely, transmission of voice,
data, graphics, images, audio and video by meansof telecommunications networks, wireless commu-
nication networks, and the Internet; and providing access to databases featuring travel information
and information in the fields of entertainment, culture and sport

Class 039. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Organisation of travel and excursions, or-
ganisation of travel tours; arranging of travel; travel reservations and bookings, in particular services
of online travel booking services, organisation of travel trips, excursions, cruises and business travel;
information and consultancy relating to travel; online informationand booking services in the field of
tourist travel, travel booking services; on-line transportation reservation and travel ticket reservation
services; transport of persons and goods; information about travel via a global computer network

Class 041. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Providing information, namely, information
on the Internet and other media in the areas of entertainment, culture and sport as well as on recre-
ational and cultural events; education and training services, namely, conducting classes, seminars,
conferences, workshops, field trips in in the field of travel, culture and geography; providing news and
informationin the field of sports and entertainment events; ticket reservation and bookingservices for
entertainment and sportingevents; publishing services, namely, book publishing and online electronic
publishing of books and periodicals; online entertainment information, publication and editing of prin-
ted matter, illustrations, books, journals, newspapers, periodicals, magazines, printed publications,
and electronic and digital publications;editorial consultation, news reporters services; publication of
print and online product catalogues for others in the field of travel and transport services

Class 042. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Design and development of computer soft-
ware and application software for mobiledevices; creation of programs for data processing; provision
of search engines on the Internet; design and creation of websites; development of software for
searching an interactive on-line computer database; electronic storage of electronic media, hamely,
images, text and audiodata; provision of search engines for Internet information related to travel, ac-
commodation, restaurants and events, which can be accessed via a computer database, the Internet
or via a mobile phone;temporary electronic storage of information and data

Class 045. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Intellectual property licensing services relat-
ing to computer software and digital content

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Application 86044492 Application Date 08/21/2013

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark COOLCITIES




Design Mark

CoolCities

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 0 First Use In Commerce: 0O
On-line advertising services for others

U.S. Application 85816086 Application Date 01/04/2013

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark COOLCITIES

Design Mark

CoolCities

Description of
Mark

NONE

Goods/Services

Class 045. First use: First Use: 0 First Use In Commerce: O
On-line social networking services

U.S. Application 86050102 Application Date 08/28/2013

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark COOLCITIES




Design Mark

oolCities

Description of The mark consists of the wording "COOLCITIES" in which the letter "C" in the
Mark term "COOL" is a stylized design formed from two incomplete concentric circles.
Goods/Services Class 035. First use: First Use: 0 First Use In Commerce: 0

Providing and rental of advertising space on the internet
Class 045. First use: First Use: 0 First Use In Commerce: 0
On-line social networking services

Attachments 86044492#TMSN.png( bytes )
85816086#TMSN.png( bytes )
86050102#TMSN.png( bytes )
SKMBT_C45415111115180.pdf(211533 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /Barbara J. Lipshutz/
Name Barbara J. Lipshutz
Date 11/11/2015




THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 79/153860
Mark: COOLCITIES (and design)
Published for Opposition on July 14, 2015

WEB ETC. LLC, )
) Opposition No.
Opposer, )
) Application Serial No. 79/153860
V. ) International Registration No. 1220409
)
teNEUES DIGITAL MEDIA GMBH, )
)
Applicant. )
)

NOTICE OF OPPOSITION

Opposer Web Ete. LLC (hereinafter “Webetc.” or “Opposer”™), a limited liability
company organized and existing under the laws of the State of New York with a principal place
of business located at 330 East 38" Street, Apt. 43FG, New York, New York 10016 through its
undersigned counsel, hereby opposes the above-identified application for the trademark
COOLCITIES (and design) in Classes 9, 35, 38, 39, 41, 42 and 45 that is the subject of
application Serial No. 79/153860, published in the Official Gazette of July 14, 2015 (hereinafter,
“the Application™), on the ground that Opposer believes that it is or would be damaged by
issuance of a registration for such mark, and asserts on its own knowledge or, otherwise, on

information and belief, as follows:




1. Opposer is the owner of three (3) intent to use applications for the trademark
COOLCITIES that are currently pending before the U.S. Patent and Trademark Office. These
applications are:

(a) Serial No. 86/044492, filed August 21, 2013, for COOLCITIES in
International Class 35 in connection with on-line advertising services for
others; a Notice of Allowance issued on March 14, 2014, and a third request
for extension of time in which to file a Statement of Use has been granted;
(b) Serial No. 85/816086, filed January 4, 2013, for COOLCITIES in
International Class 45 in connection with on-line social networking services; a
Notice of Allowance issued on July 16, 2014, and a second réquest for
extension of time in which to file a Statement of Use has been granted.
(c¢) Serial No. 86/050102, filed August 28, 2013, for COOLCITIES (stylized) in
International Class 35 in connection with providing and rental of advertising
space on the internet, and in International Class 45 in connection with on-line
social networking services; this application is the subject of Opposition No.
91218892.
Serial No. 86/044492, Serial No. 85/816086 and Serial No. 86/050102 are sometimes
collectively referred to herein as the “Webetc. Applications.”

2. Opposer is also the owner of a website located at www.coolcities.com

(hereinafter, “The CoolCities Website”), which it intends to operate in connection with the
trademarks referred to in the Webetc. Applications.
3. On January 20, 2014, more than a year after the filing of the first of the Webetc.

Applications, teNeues Digital Media GmbH (hereinafter, “TDM” or “Applicant”), a limited




liability company organized and existing under the laws of the Federal Republic of Germany,

with offices located at Kohifurter Str. 41-43, 10999 Berlin, filed its trademark application on a

66A basis for COOLCITIES (and design). After amendment in response to an Office Action

(which cited a likelihood of confusion with the Webetc. Applications), the Application is in

connection with:

International Class 9: Computer software for providing global positioning and
directions; computer search engine software; computer software for accessing
information directories that may be downloaded from the global computer
network; computer software for creating searchable databases of information,
images and data; downloadable geographic information system (GIS) software;
interactive multimedia computer software for searching databases of information,
images and data downloadable computer search engine software; downloadable
computer software for accessing information directories that may be downloaded
from the global computer network; downloadable computer software for creating
searchable databases of information, images and data pre-recorded CDs and CD-
ROMs featuring travel and tourism information, software for travel information
and reservations, downloadable image files containing images of hotels,
restaurants and travel destinations;

International Class 16: Printed products and publications, namely, hotel
directories, books, magazines, brochures, journals, pamphlets, manuals, prints,
pictures, calendars, notebooks, notepads, postcards, posters and placards in the
field of travel; printed paper tickets, vouchers, coupons and travel documents:;
printed paper travel guides, travellers' cheques, and photographs;

International Class 18: Umbrellas and parasols, suitcases and travel bags, holdalls,
wallets, toiletry bags sold empty, rucksacks;

International Class 25: Clothing, namely, headwear, T-shirts, sweatshirts, jackets,
and sweaters;

International Class 35: Business consultancy; electronic data collection and data
submission services for business purposes in the fields of online travel guides;
business information services;

International Class 38: Telecommunication services, namely, streaming of audio,
visual and audiovisual material via the internet transmission of information by
electronic communications networks; telecommunication services, namely,
transmission of voice, data, graphics, images, audio and video by means of
telecommunications networks, wireless communication networks, and the




Internet; and providing access to databases featuring travel information and
information in the fields of entertainment, culture and sport;

¢ International Class 39: Organisation of travel and excursions, organisation of
travel tours; arranging of travel; travel reservations and bookings, in particular
services of online travel booking services, organisation of travel trips, excursions,
cruises and business travel; information and consultancy relating to travel; online
information and booking services in the field of tourist travel, travel bookin g
services; on-line transportation reservation and travel ticket reservation services;
transport of persons and goods; information about travel via a global computer
network;

* International Class 41: Providing information, namely, information on the Internet
and other media in the areas of entertainment, culture and sport as well as on
recreational and cultural events; education and training services, namely,
conducting classes, seminars, conferences, workshops, field trips in in the field of
travel, culture and geography; providing news and information in the field of
sports and entertainment events; ticket reservation and booking services for
entertainment and sporting events; publishing services, namely, book publishing
and online electronic publishing of books and periodicals; online entertainment
information, publication and editing of printed matter, illusirations, books,
journals, newspapers, periodicals, magazines, printed publications, and electronic
and digital publications; editorial consultation, news reporters services;
publication of print and online product catalogues for others in the field of travel
and transport services;

¢ International Class 42: Design and development of computer software and
application software for mobile devices; creation of programs for data processing;
provision of search engines on the Internet; design and creation of websites;
development of software for searching an interactive on-line computer database;
electronic storage of electronic media, namely, images, text and audio data;
provision of search engines for Internet information related to travel,
accommodation, restaurants and events, which can be accessed via a computer
database, the Internet or via a mobile phone; temporary electronic storage of
information and data; and

* International Class 45: Intellectual property licensing services relating to
computer software and digital content.
4. The Application was filed under the Madrid Protocol and is based on a German
application, base registration number 30 2013 042 611.8/42, base registration date December 16,

2013, claiming a Paris Priority Application Date of July 19, 2013.




5. Opposer does not oppose the portions of the Application in Classes 16, 18 and
25, which do not create a likelihood of confusion with the Webetc. Applications.

6. Upon information and belief, as of the date of the filing of this Opposition,
Applicant has not used its prospective COOLCITIES mark in commerce.

7. The Application was published for opposition on July 14, 2015.

8. On August 6, 2015, Opposer timely filed a Request for Extension of Time in
Which to File a Notice of Opposition to the Application, which was accepted by the Trademark
Trial and Appeal Board, and the time in which to oppose was extended until November 11, 2015.

9. The filing date of Applicant’s application (and Applicant’s first use of
COOLCITIES, to the extent it has made such use), including its base application registration date
and alleged Paris Priority Application Date, clearly are subsequent to Opposer’s priority date,
that is, its January 4, 2013 filing of Serial No. 85/816086. Thus, Applicant has been on notice of
Opposer’s prior rights in and to the COOLCITIES Mark.

10. Applicant’s proposed COOLCITIES mark is identical to Opposer’s previously
applied for COOLCITIES Mark, except to the extent that Applicant’s mark in included a very
basic design element. Opposer’s COOLCITIES Mark and Applicant’s proposed mark are
otherwise identical in meaning and sound.

11. Both Opposer’s COOLCITIES Mark and Applicant’s proposed COOLCITIES
mark are or will be used in connection with providing identical or similar goods and services.
For example, while TND amended its application to avoid any specific reference to “Social
networking services,” the goods and services that Applicant identifies in the Application
continue to describe a social network based on the internet and accessible via web browser or

mobile app, and therefore are confusingly similar to Opposer’s goods and services. Moreover,




the app and travel guides described in the Application may be construed as a form or advertising
for others.

12. Due to the similarity of Applicant’s proposed COOLCITIES mark, and Opposer’s
proposed COOLCITIES Mark, and the similarity of the goods and services provided or to be
provided under the respective trademarks, absent proactive measures adopted by the parties,
registration and use of Applicant’s proposed mark COOLCITIES would likely result in
consumer confusion with Opposer’s Marks with respect to the source, sponsorship, approval or
affiliation within the meaning of 15 U.S.C. §§ 1114 and 1125(a), and, as such, Opposer will be
damaged by the registration of Applicant’s proposed mark because of such confusjon.

WHEREFORE, Opposer requests that the Board refuse registration of the subject
application, and the underlying mark, and that this Opposition be sustained in favor of Opposer.

Dated: New York, New York
November 11, 2015
Respectfully submitted,

JACOBS & BURLEIGH LLP
Attorneys for Opposer

o 24
Y& 4 Lipshutz

1290 Avenue of the Americas
30" Floor

New York, NY 10104

(212) 207-8787




[ hereby certify that this 11% day of October, 2015, a true and complete copy of the foregoing
Notice of Opposition was served on counsel for Applicant by mailing said copy to Applicant its
counsel of record, Waldorf Frommer Rechtsanwiilte, by Federal Express, prepaid in an envelope
addressed as follows:

Waldorf Frommer Rechtsanwiilte
Beethovenstr. 12

80336 Miinchen

Germany

And by email directed to web@waldorf-frommer.de

Dated: New York, NY
November 11, 2015

frfey




