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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Resolute Forest Products Inc.

Granted to Date
of previous ex-
tension

10/21/2015

Address

111 Duke StreetSuite 5000
Montreal, QC H3C2M1
CANADA

Attorney informa-
tion

THEODORE D LIENESCH

THOMPSON HINE LLP

10050 INNOVATION DRIVE SUITE 400

MIAMISBURG, OH 45342-4934

UNITED STATES

Trademarks@thompsonhine.com, Ted.Lienesch@thompsonhine.com
Phone:937 443 6958

Applicant Information

Application No 79162065 Publication date 06/23/2015
Opposition Filing 10/21/2015 Opposition Peri- 10/21/2015
Date od Ends
International Re- 1239734 International Re- 09/08/2014
gistration No. gistration Date
Applicant TAKEDA INC.

332, Haigata

Niigata 959-1201,

JAPAN

Goods/Services Affected by Opposition

metal

Class 006. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Tissue box covers of metal; sculptures of

Class 016. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Pen holders; pen trays; desktop business
card holders; desktop stationery cabinets; document file racks; document file trays; file boxes for stor-
age of business and personal records; photograph stands

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition



http://estta.uspto.gov

U.S. Registration | 4724053 Application Date 08/02/2011

No.

Registration Date | 04/21/2015 Foreign Priority NONE
Date

Word Mark ALIGN

Design Mark

Description of NONE

Mark

Goods/Services

Class 016. First use: First Use: 2012/08/07 First Use In Commerce: 2012/08/07
Paper; ground wood paper; coated paper;printing paper; coated printing paper;
free sheet hybrid paper

Class 035. First use: First Use: 2012/02/03 First Use In Commerce: 2012/02/03
Providing consumer information concerning paper, recycled and environmentally
conscious paper; providing a website featuring consumer information in the field-
sof paper, recycled and environmentally conscious paper

Class 041. First use: First Use: 2012/02/03 First Use In Commerce: 2012/02/03

Providing on-line publications in the nature of brochures in the field of paperand
recycled and environmentally conscious paper

U.S. Registration | 4724047 Application Date 07/20/2011

No.

Registration Date | 04/21/2015 Foreign Priority NONE
Date

Word Mark

ALIGN NOW YOU'RE THINKING.




Design Mark

X<Align

Now you'e thinking.

Description of The mark consists of a design consisting of four chevrons, with two arranged
Mark vertically and two arranged horizontally, with all four touching at their apices; the
word "ALIGN" to the right of the design, and the phrase "NOW YOU'RE THINK-
ING." below "ALIGN".

Goods/Services Class 016. First use: First Use: 2012/08/07 First Use In Commerce: 2012/08/07
Paper; ground wood paper; coated paper;printing paper; coated printing paper;
free sheet hybrid paper

Class 035. First use: First Use: 2012/02/03 First Use In Commerce: 2012/02/03

Providing consumer information concerning paper, recycled and environmentally
conscious paper; providing a website featuring consumer information in the field-
sof paper, recycled and environmentally conscious paper

Class 041. First use: First Use: 2012/02/03 First Use In Commerce: 2012/02/03

Providing on-line publications in the nature of newsletters and brochures in the
field of paper and recycled and environmentally conscious paper

Attachments 85386657#TMSN.png( bytes )
85376645#TMSN.png( bytes )
Notice_of Opposition_to_ALIGN_LINE.pdf(93446 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature tdl/
Name THEODORE D LIENESCH
Date 10/21/2015
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1. Resolute Forest Products Inc. (“Opposer”) believes that it will be damaged by the
registration of the mark ALIGN LINE, the subject of application Seria No. 79162065
filed September 8, 2014 on the Principal Register, and pursuant to 15 U.S.C. § 1063(a)

and 37 CFR §2.101(b) files this notice of opposition with the Trademark Tria and

Appea Board. The following sets forth Opposer’s grounds for the opposition.

2. Opposer is a Delaware corporation having a place of business at 111 Duke Street, Suite
5000, Montreal, Quebec, Canada H3C2M1. Opposer is a global leader in the forest
products industry that provides a diverse range of products, including newsprint,

specialty papers, market pulp, and wood products.

3. Opposer sells paper, ground wood paper, coated paper, printing paper, coated printing

paper, and free sheet hybrid paper (collectively “Opposer’s Products”).

4. Opposer provides consumer information concerning paper and recycled and
environmentally conscious paper. Opposer also provides a website featuring consumer
information in the fields of paper, and recycled and environmentally conscious paper.
Opposer further provides on-line publications in the nature of brochures in the field of
paper and recycled and environmentally conscious paper (collectively “Opposer’s

Services”).

5. Opposer sells Opposer’s Products and provides Opposer’s Services in United States
commerce under its trademarks ALIGN and ALIGN NOW YOU’RE THINKING &
Design (collectively “Opposer’s Trademarks”). Opposer is the sole owner of al right,

title, and interest in Opposer’s Trademarks.
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6. Opposer has registered its trademark ALIGN, U.S. Reg. No. 4724053 issued April 21,
2015, and its trademark ALIGN NOW YOU’RE THINKING & Design, U.S. Reg. No.
4724047 issued April 21, 2015, (collectively “Opposer’s Registrations™) for Opposer’s

Products and Opposer’s Services. Opposer is the owner of record of the entire right, title,

and interest in Opposer’s Registrations.

7. Opposer’s Trademarks symbolize the extensive goodwill, reputation, and recognition
built up by Opposer through substantial time, money, and effort spent in advertising and
promoting Opposer’s Products and Opposer’s Services under Opposer’s Trademarks, and
establishing Opposer’s Trademarks in the minds of purchasers. As a result, Opposer’s
Trademarks have become, through widespread and favorable market acceptance and
recognition, assets of substantial value as symbols of Opposer, its quality products and
services, and its goodwill.  Accordingly, Opposer’s Trademarks have become so

associated with Opposer that Opposer’s Trademarks identify Opposer.

8. On information and belief, Takeda Inc. (“Applicant”), seeks to register the trademark
ALIGN LINE (“Applicant’s Trademark™) for “[t]issue box covers of metal; sculptures of
metal” in International Class 006; and “[p]en holders; pen trays; desktop business card
holders; desktop stationery cabinets; document file racks; document file trays; file boxes
for storage of business and persona records; photograph stands” in International Class

016 (collectively “Applicant’s Products”).

9. The application to register Applicant’s Trademark was filed with the U.S. Patent and

Trademark Office on September 8, 2014 and given Serial No. 79162065 (“Applicant’s
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10.

11.

12.

Application”). Applicant’s Application was filed under Section 66A, and currently does

not allege use of Applicant’s Trademark in U.S. commerce.

Opposer has been using Opposer’s Trademarks in U.S. commerce in connection with
selling Opposer’s Products and providing Opposer’s Services since long prior to the
filing date of Applicant’s Application. Opposer’s Registrations issued on applications
filed prior to the filing date of Applicant’s Application, and Opposer’s Registrations

issued prior to thefiling date of Applicant’s Application.

Applicant’s Trademark ALIGN LINE includes the totality of Opposer’s trademark
ALIGN, and the dominant component of Opposer’s trademark ALIGN NOW YOU’RE
THINKING & Design. The term LINE in Applicant’s Trademark appears after the term
ALIGN and is disclaimed as descriptive. Therefore, the dominant impression given by
Applicant’s Trademark is given by the term ALIGN, which is common to Opposer’s

Trademarks.

Applicant’s Products overlap, or are at least related to, Opposer’s Products and Opposer’s
Services provided under Opposer’s Trademarks. Applicant’s Trademark so resembles the
Opposer’s Trademarks ALIGN and ALIGN NOW YOU’RE THINKING & Design when
the relatedness of Opposer’s Products and Services and Applicant’s Products are taken
into consideration, that Applicant’s Trademark is likely to cause confusion and mistake in
the minds of purchasers of Applicant’s Products as to the actual source of Applicant’s

Products.
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13.

14.

15.

16.

17.

Accordingly, Applicant’s Trademark falsely suggests a connection between Opposer and
Applicant. Applicant’s use of Applicant’s Trademark is likely to cause purchasers of
Opposer’s Products and Services, and purchasers of Applicant’s Products, to draw false
conclusions about the nature or quality of such products under circumstances where such
a conclusion would be material to a purchaser’s deliberations regarding the purchase of

such products.

The goodwill of Opposer’s Products and Services under Opposer’s Trademarks is of
substantial value, and Opposer will suffer irreparable harm should Applicant be permitted

to use and register Applicant’s Trademark for Applicant’s Products.

If Applicant is permitted to use and register Applicant’s Trademark in association with
Applicant’s Products, confusion in the marketplace resulting in damage and injury to
Opposer would result by reason of the similarity of Applicant’s Trademark to Opposer’s
Trademarks, and the relatedness of Opposer’s Products and Services and Applicant’s

Products.

If Applicant is permitted to register Applicant’s Trademark in association with
Applicant’s Products, such registration would be likely to damage Opposer by impeding
Opposer’s ability to enforce Opposer’s Trademarks for Opposer’s Products and Services

in United States commerce.

Further, Opposer will be damaged by registration of Applicant’s Trademark because
Opposer’s ability to provide Opposer’s Products and Services under Opposer’s

Trademarks would be impeded.
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WHEREFORE, Opposer respectfully requests that the Board sustain this opposition in al

respects and refuse registration of application Serial No. 79162065 for Applicant’s

Trademark ALIGN LINE.

Respectfully submitted,
THOMPSON HINE LLP

By: /tdl/
Theodore D. Lienesch
Thompson Hine LLP
Attorneys for Opposer

10050 Innovation Drive

Suite 400

Miamisburg, Ohio 45342-4934
Phone: 937-443-6958

Facsimile: 937-443-6637
Ted.Lienesch@thompsonhine.com

Certificate of Service

| hereby certify that a true copy of the forgoing Notice of Opposition was served on
applicant’s attorney, M. Scott Alprin, by First Class Mail to Alprin Law Offices, P.C., 5
Pinehurst Circle, N.W., Washington, DC 20015 this 21st day of October, 2015.

By: /tdl/
Theodore D. Lienesch
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