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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of

VERIFOOD, LTD.

Serial No.: 86/312,253 : Opposition: 91,223,606
Mark: ”SCI0” :

SCIOINSPIRE CORP.

Opposer,

VERIFOOD, LTD.

Applicant.

MOTION TO STAY
AND/OR TO EXEND SCHEDULE

Opposer hereby references, and incorporates into this motion by
this reference, its pending Motion to Suspend Proceedings; Notice of Pending
Federal Lawsuit filed yesterday in which Opposer requests the Board to grant
a suspension of the above-captioned proceeding pursuant to 37 C.F.R §2.117(a)
as a result of a pending action in the United States District Court for the
Western District of Pennsylvania, captioned, SCIOINSPIRE CORP., Plaintiff v.
VERIFOOD, LTD., VERIFOOD, LTD. t/d/b/a “SCIO”, CONSUMER PHYSICS, INC., CON-
SUMER PHYSICS, INC. t/d/b/a "“SCIO”, individually and jointly, Defendants,
Case No. 2:16-cv-00240-LPL.

No prior extension in this proceeding has been requested or
granted. The next deadline is for Expert Disclosures, due on April 9, 2016,
and discovery closes on May 9, 2016. In all prudence and caution, and with
respect to required diligence, this motion is filed well-before the respec-
tive deadlines to be affected and reasonably calculating future necessity.

See, National Football League v. DNH Management LLC, 85 USPQ2d 1852, 1854

(TTAB 2008) (“the Board is liberal in granting extensions of time before the
period to act has elapsed so long as the moving party has not been guilty of

negligence or bad faith and the privilege of extension is not abused”).



Opposer understands that the pendency of the Motion to Suspend
does not imply a modification to the case management order. In light of the
pending Motion to Suspend, no prior extensions, and in fairness to the par-
ties relative to the necessary expenditures relative to dual proceedings, a
stay and/or 60-90 day extension of time is fair and appropriate to provide
motion practice and an opportunity for the Board to make a determination on
the Motion to Suspend, without necessarily requiring the parties to continue
expending money on two proceedings.

Moreover, on Tuesday of this week, March 1, 2016, Opposer was in-
formed that all key witnesses® and Applicant itself are in the Country of Is-
rael and that no depositions of Applicant can be scheduled in these United
States. Accordingly, Opposer will be required by the rules of procedure be-
fore the Board in this action to conduct discovery in a manner that is of a
different tone and character than permitted in full by the Federal Rules of
Civil Procedure in the Western District of Pennsylvania. The Western Dis-
trict of Pennsylvania action involves multiple parties, multiple claims, mul-
tiple state and federal statutes and common law rights, damages, complex
broad discovery issues and a jury trial determination, and it fully subsumes
the issue in this proceeding. There is no social interest in duplicating the
costs on the taxpayers of the United States by having an administrative pro-
ceeding on one discrete issue that will be also decided expressly or by im-
plication within multiple issues by the federal court.

This motion is necessary because Applicant, by its counsel, re-
fuses the courtesy of a consent, apparently because the effect is, based upon
the current schedule, to cause Opposer to be required to conduct depositions
on written questions pursuant to TBMP § 404.07.

Also, notwithstanding the standard protective order of this
Board, Applicant’s counsel indicated that documents to be produced would ar-

which, of

7

rive piecemeal seriatim over the course of the next “few weeks,’
course, prevents Opposer from the time required to assess the responses and

to frame written deposition questions.

' Damin Goldring (Chief Technology Officer), Naftali Levy (Intellectual Proper-

ty Manager), Yel Hezroni (Marketing Executive), and Dror Sharon (Chief Execu-
tive Office) and Nitzan Waisberg (both name selection and name selection
poll), Ittai Nir (claimed to suggest the mark at issue).



There are a number of discovery “issues” pending which would im-
mediately ripen into disputes 1if the relief requested by Opposer 1is not
granted?, with an additional motion practice to compel being required.

Accordingly, there is good cause for a stay and/or extension of
time, and Opposer’s request is made in a diligent and timely manner.

Opposer requests a stay pending a determination on Opposer’s Mo-
tion to Suspend and then preferably a 90 day extension of the schedule there-
after, believing it to be fair and not prejudicial to either party. In the
context that actually exists, Applicant’s refusal to consent is clearly not
based upon substantive grounds. Indeed, requiring dual proceedings with the
cloud and cost of failure of necessity or possibly a complete waste of party
resources is not in the interest of any of the stakeholders, on fairness and

substantive grounds.

WHEREFORE, Opposer hereby requests that this proceeding be stayed
pending a ruling by the Board on Opposer’s Motion to Suspend with a 90 day
extension thereafter; or, in the alternative, simply a 90 extension to the

scheduling order.

March 3, 2016 Respectfully submitted,
s/Gregg R. Zegarelli/
Attorney for Opposer

Gregg R. Zegarelli, Esg.

PA I.D. #52717

Z EGARETLTLT

Technology & Entrepreneurial
Law Ventures Group, P.C.

2585 Washington Road, Suite 134

Summerfield Commons Office Park

Pittsburgh, PA 15241-2565

? For example, “Opposer’s Interrogatory No. 13: Describe the process of col-

lecting the documents requested in Opposer’s First Request for Production of
Documents, and identify the person(s) responsible for diligent inquiry for
the requested items.” “Response to Interrogatory No. 13: Applicant objects to
the request to the extent that it seeks information protected by the attor-
ney-client privilege and/or work product doctrine.” Applicant did not provide
any attribution whatsoever regarding any responsible human being, and, from
Opposer’s “meet and confer” it appears that no response will be forthcoming
because Applicant’s counsel advised Applicant on how to collect documents.
Opposer’s position is that the question is proper and the attribution and
method of collecting documents is properly known by Opposer, as well as the
Board itself. Moreover, no human being verification has been heretofore pro-
vided for Applicant’s responses.



CERTIFICATE OF SERVICE

The following person or persons have been served by United States
first class mail, postage pre-paid, as well as by electronic mail, on this
date:

March 3, 2016
trademarks@wsgr.com

HILLARY I. SCHROEDER, ESQ.
WILSON SONSINI GOODRICH & ROSATI
650 PAGE MILL RD
PALO ALTO, CALIFORNIA 94304-1050
UNITED STATES

Respectfully submitted,
s/Gregg R. Zegarelli/
Attorney for Opposer

Gregg R. Zegarelli, Esg.
PA I.D. #52717

Z EGARETLTLT

Technology & Entrepreneurial
Law Ventures Group, P.C.

2585 Washington Road, Suite 134

Summerfield Commons Office Park

Pittsburgh, PA 15241-2565
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