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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

HATCH CHILE COMPANY, INC.,  ) 

Opposer-Plaintiff,    )   

     ) 

v.     )  Opposition No. 91223190 

     ) 

HATCH CHILE ASSOCIATION,  ) 

Applicant-Defendant.   ) 

 

OPPOSER’S PETITION TO DISQUALIFY PURSUANT TO TBMP 513.02   

 

 Opposer Hatch Chile Company, Inc. (“HCC”), hereby petitions the Director pursuant to 

TBMP § 513.02 to disqualify the attorney for Applicant Hatch Chile Association’s (“HCA”),  

Deborah A. Peacock, and her law firm Peacock Myers, PC (individually “Peacock” and 

collectively the “Peacock Law Firm”) from representation of HCA in this Opposition No. 

91223190, for the following reasons: 

(1) HCA’s attorney, Peacock, has a conflict of interest and, therefore, should be 

disqualified pursuant to 37 C.F.R. §§11.109, 11.110, because of Peacock’s past 

representation of HCC in substantially related matters. 

(2) The Peacock Law Firm has an imputed conflict of interest and must be disqualified 

from further representation of HCA. 

 

I. BACKGROUND FACTS 

1. Peacock, a New Mexico licensed attorney, began her representation of Hatch Farms 

Inc. (“HFI”) in 1990. Stephen H. Dawson (“Dawson”), the President of HFI, executed a 

Representation Agreement on July 9, 1990 with Peacock, who was at the firm of Chappell & 

Barlow at the time.  The purpose of Peacock’s retention was to contest an application by El 
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Encanto, Inc. d/b/a Bueno Foods (“El Encanto”)  to register the term “Hatch” with the U.S. Patent 

and Trademark Office (“El Encanto’s Trademark Case”).  See Stephen H. Dawson Affidavit, 

attached hereto as Exhibit 1; Representation Agreement attached thereto as Exhibit 1-A. 

2. During the representation by Peacock, Dawson shared confidential information 

with Peacock about HFI, its goals, its interests, and its position on trademark and other business 

matters.  Peacock and Dawson discussed El Encanto’s Trademark Case, HFI’s opposition, and 

settlement matters.  See Exhibit 1. 

3. In the fall of 1990 through January, 1991, and on behalf of HFI, Peacock engaged 

in efforts to settle the El Encanto Trademark Case, which involved a dispute over the mark “Hatch” 

for chile.  See Exhibit 1. 

4. An agreement, drafted by Peacock, was entered into between HFI and El Encanto 

in January, 1991 (“1991 Agreement”) to settle the El Encanto Trademark Case.  It pertained to the 

parties’ respective permissions and restrictions regarding use and registration of the term “Hatch.”  

See Exhibit 1. 

5. Peacock continued to represent HFI and HCC, a wholly owned subsidiary of HFI, 

in trademark matters for nine years following her representation of HFI in El Encanto’s Trademark 

Case, including the filing at the USPTO of several trademark applications for HCC involving the 

words “Hatch Select.”  See Exhibit 1. 

6. On June 12, 1998, Peacock, Myers & Adams (“Law Firm”), the firm subsequently 

formed by Peacock, sent a letter to Dawson seeking HFI/HCC’s approval of the Law Firm’s limited 

representation of El Encanto.  See Exhibit 1; Letter attached thereto as Exhibit 1-B.  
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7. The letter requested approval for the Law Firm’s limited representation of El 

Encanto in trademark and related matters. (The Law Firm, with some partial changes in ownership, 

continues today as the Peacock Law Firm.) The letter stated in relevant part as follows: 

We will not represent El Encanto in any dispute involving Hatch Farms, Inc. at 

any time.  We will not represent El Encanto in any trademark matter involving 

the word “Hatch” whether owned by Hatch Farms, Inc. or any other affiliated or 

successor entity or any confusingly mark relating to agricultural products. 

We have advised El Encanto that we have and continue to represent Hatch Farms, 

Inc. in trademark and related matters.  They understand the scope of any 

representation that we can provide to them does not include any matter relating 

to your company or to any trademark involving the word “Hatch” or confusingly 

similar mark used on agricultural products. 

Exhibit 1-B [emphasis added]. 

8. Dawson agreed to the limited representation of El Encanto by HFI’s Law Firm.  See 

Exhibit 1. 

9. In 2007, HCC filed an application at the USPTO to register the mark “Hatch” for 

enchilada sauce.  HCC was represented in that matter by another intellectual property attorney, 

Kevin Wildenstein. See Exhibit 1. 

10. In October, 2007, Peacock sent a letter to Wildenstein advising him that she 

previously represented HCC/HFI in an opposition proceeding against El Encanto, and that she 

currently represented El Encanto.  Peacock provided to Wildenstein the 1991 Agreement that was 

entered into between HFI and El Encanto.  Peacock acknowledged, “Since I was directly involved 

in this matter representing Hatch, this would be conflict of interest for our firm to represent Bueno 

Foods in this matter.”  See Letter from Peacock to Wildenstein, attached as Exhibit 2. 

11. On March 2, 2013, El Encanto and the Hatch Chile Association (“HCA”) filed with 

this Board a Joint Petition for Cancellation (“Cancellation Case”) against HCC’s Registration 

No. 3,391,024 (for the trademark “Hatch”).  See Joint Petition for Cancellation of Registration 
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No. 3,391,024 in TTAB Cancellation No.  92056871 attached as Exhibit 3. In addition, El Encanto 

filed oppositions to three other applications filed by HCC relating to the word “Hatch.” 1 These 

oppositions were consolidated with Opposition No. 91204917 (parent). 

12. In the Cancellation Case, El Encanto and HCA are represented by the Brownstein 

Hyatt Farber Schreck law firm. Id. 

13. The consolidation by the TTAB was by Order of May 10, 2013 (Dkt No. 8 in 

No. 92056871).   

14. As part of the Consolidated Case, El Encanto and HCA attacked HCC’s registration 

of the word “Hatch” based on the 1991 Agreement drafted by Peacock.  Id. 

15. Peacock, along with her current law firm, Peacock Myers, P.C. (“Peacock Law 

Firm”), also represents HCA.   See HCA Trademark Application Serial No. 85/942,024 (for 

“Hatch”). 

16. In May 24, 2013, Peacock and the Peacock Law Firm, on behalf of HCA, filed 

Trademark Application Serial No. 85/942,024 seeking   to obtain for HCA a certification mark of 

the word “Hatch” (“HCA’s Certification Mark Application”).  Id. 

17. On March 30, 2015, Peacock and the Peacock Law Firm filed a response to the 

Office’s refusal of HCA’s application for the certification mark of the word “Hatch.”  As part of 

the response, Peacock relied upon the 1991 Agreement between HFI and El Encanto, and asserted 

that her former client HCC’s registration and applications were prohibited by the terms of the 1991 

Agreement.  See HCA’s March 30, 2015 Response to Office Action in HCA’s Certification Mark 

Application  (App. Ser. No. 85/942,024) (Exhibit 4) 

                                                           
1 See Application Nos. 85/259610, 85/556144,and 85/556157.  
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18. On August 7, 2015, HCC filed the present Notice of Opposition to HCA’s 

application for the certification mark for “Hatch.”  As part of its Opposition, HCC relied upon its 

registration of the trademark “Hatch” in 2007 (which registration now is sought to be canceled by 

HCA in the Consolidated Case).  In part, HCC’s Opposition is based upon the likelihood of 

confusion between HCC’s previously registered “Hatch” trademark and HCA’s applied-for 

“Hatch” certification mark.  See Notice of Opposition in the present matter. 

19. In early 2016, Peacock informed counsel for HCC that she would like to mediate 

the trademark issues between HCA, her client, El Encanto, her other client, and HCC/HFI, her 

former clients, in an attempt to obtain a global settlement of the Consolidated Case.  See Exhibit 

1-D (Consent Agreement) 

20. Peacock drafted a Consent Agreement, which was executed by all of the parties, 

which allowed Peacock to act as a settlement facilitator to resolve “pending disputes regarding the 

term “HATCH”.”  Peacock then attempted to settle the disputes between all of her current and 

former clients.  Her attempts were not successful and the matters were not resolved.  See Exhibit 1. 

21. In August and September of 2016, HCC hired new intellectual property attorneys, 

Paul Adams and Rod Baker, to represent it in the Consolidated Case and in the present case.  See 

Exhibit 1. 

22. On October 10, 2016, Baker and Adams sent a letter to Peacock demanding that 

she and the Peacock Law Firm withdraw from the representation of HCA due to their conflict of 

interest.  In addition, the letter required that Peacock cease communicating with counsel for El 

Encanto in the Consolidated Case due to her conflict of interest.  See Exhibit 3. 

23. On October 17, 2016, Jeffrey Squires, an attorney who is Of Counsel with the 

Peacock Law Firm, responded to the letter and indicated that neither Peacock nor the Peacock Law 
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Firm would withdraw from the representation of HCA in the present Opposition matter, which 

required that this Petition be filed in this proceeding.  See Exhibit 4. 

24. For the convenience of the Director, Opposer has prepared a chronological chart of 

the relevant events.  

 

II. LEGAL STANDARD 

A party in an Opposition proceeding before the Board may petition the Board to disqualify 

an attorney and her law firm from representation in the Opposition pursuant to TBMP §513.02.  

Petitions to disqualify are handled on a case-by-case basis under such conditions as the USPTO 
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Director deems appropriate.  Id.; 37 C.F.R. § 11.19(c).  In addition, the courts have held that “when 

a party moves for disqualification of his adversary’s attorney any doubt is to be resolved in favor 

of disqualification.” Blue Planet Software, Inc. v. Games International, LLC, 331 F. Supp. 2d 273, 

274 (S.D.N.Y. 2004); Westinghouse Elec. Corp. v. Gulf Oil Corp., 588 F.2d 221, 225 (7th Cir. 

1978); Kaselaan & D’Angelo Assoc., Inc. v. D’Angelo,  144 F.R.D. 235 (D. N.J. 1992).  HCA’s 

attorneys in the present opposition, Peacock and the Peacock Law Firm, should be disqualified 

from further representation in this matter. 

A.  Prohibition on Representing Parties With Conflicting Interests 

“As a general rule, a practitioner (i.e., attorney or other authorized representative) may not 

represent parties with conflicting interests in proceedings before the Board.” TBMP § 114.08.  37 

CFR  § 11.109(a) further states as follows:  

A practitioner who has formerly represented a client in a matter shall not thereafter 

represent another person in the same or a substantially related matter in which that 

person’s interests are materially adverse to the interests of the former client unless 

the former client gives informed consent, confirmed in writing.  

 

[Emphasis added.] HFI/HCC have not given informed consent in writing to Peacock or the 

Peacock Law Firm. 

The Commissioner of Patents and Trademarks has implemented a “substantial relationship” 

test for determining whether a practitioner has a conflict of interest sufficient to justify 

disqualification.  Plus Products v. Con-Stan Industries, Inc., 221 U.S.P.Q. 1071, 1074 (Comm'r 

Pat. & Trademarks, 1984).  A “substantial relationship” gives rise to a conflict of interest where 

the practitioner has taken a position in an opposition which conflicts with a presently asserted 

position. Id.   The Commissioner also has ruled that a disqualification may arise from a 

practitioner’s exposure and access to confidential information and business practices of another.  
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Id. at 1075 (an attorney’s exposure during a prior representation to business methods and practices 

of a former client can also result in disqualification). 

The Board historically has considered how courts have addressed issues of conflicts of 

interest, particularly when the USPTO rules and American Bar Association (“ABA”) model rules 

of conduct are similar.  See Finger Furniture Co., Inc. v. Finger Interests Number One, Ltd., 2004 

TTAB Lexis 349 (TTAB 2004), citing Little Caesar Enterprises Inc. v. Domino’s Pizza Inc., 11 

USPQ2d 1233, 1235 (TTAB 1989).  Rule 1.9 of the ABA rules is identical to 37 CFR §11.109(a), 

applicable to attorneys practicing in USPTO cases.2  In addition, the New Mexico Rules of 

Professional Conduct, which are applicable to Peacock’s conduct as an attorney in New Mexico, 

mirror the USPTO and ABA model rules.  See NM R. Prof. Conduct 16-109(A).  It is, therefore, 

appropriate to consider case law from various jurisdictions in analyzing the issue of Peacock’s 

conflict of interest. 

1. Public Policy Requires Attorneys To Preserve Client’s Confidential 

Information. 

 

It is generally recognized that an attorney is prohibited from using confidential information 

she obtained from a client against that client on behalf of another client.  See, e.g., In re 

DataTreasury Corp., 2010 U.S. App. LEXIS 16631 (Fed. Cir. 2010).  In order to encourage public 

trust in the attorney-client relationship, a more restrictive rule on attorneys exists to prohibit an 

attorney’s representation of an adversary of a former client if the subject matter of the two 

representations is “substantially related.”  Id.  See also In re Am. Airlines, 972 F.2d 605, 611 (5th 

Cir. 1992)(court is obligated to take measures against unethical conduct occurring in connection 

                                                           
2 Rule 1.9 of the ABA rules provides: (a) A lawyer who has formerly represented a client in a matter shall not thereafter 

represent another person in the same or a substantially related matter in which that person's interests are materially 

adverse to the interests of the former client unless the former client gives informed consent, confirmed in writing. 
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with any proceeding before it).  The test requires only that the attorney could have received 

confidential information during the first representation that would be relevant to the second.  Id.  

It is irrelevant whether confidential information is actually received.  Id.  See also W.R. Grace & 

Co. v. Gracecare, Inc., 152 F.R.D. 61, 65 (D. Md. 1993)(substantial relationship is presumed when 

there is a reasonable probability that the client disclosed confidences that could be used adversely 

later); Levi Strauss & Co. v. Abercrombie & Fitch Trading Co., 2007 U.S. Dist. LEXIS 83150 

(N.D. Calif.  2007). 

The reason for this stringent standard of ensuring that an attorney not represent a party with 

an opposing interest is to both protect parties against the adverse use of information, and to 

encourage frank and honest discussions between an attorney and client.  In re Am. Airlines, 972 

F.2d at 619.  As aptly described by the Fifth Circuit in In re Am. Airlines: 

The trust a lawyer’s duty of loyalty inspires in clients encourages them freely to 

confide in the lawyer and freely to rely on the advice provided by the lawyer.  The 

substantial relationship test aims to protect the adversary process but also, or as part 

of this concern, seeks to provide conditions for the attorney-client relationship. 

 

 

 2. Substantial Relationship Test Requires Disqualification of Peacock. 

Because HFI/HCC and Dawson are former clients of Peacock, the test for disqualification 

is whether the subject matter of the present representation is substantially related to the subject 

matter of the previous representation.  The courts have adopted various tests for determining if 

disqualification of an attorney is proper due to the attorney’s conflict of interest.  McDonald v. 

City of Wichita, 2016 U.S. Dist. LEXIS 8822, *7 (D. Kan. 2016).  The following three part test 

sets forth the elements found in the various cases addressing the disqualification of an attorney: 

(1) an actual attorney-client relationship existed between the moving party and the opposing 

counsel; (2) the present litigation involves a matter that is “substantially related” to the subject of 
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the movant’s prior representation; and (3) the interest of the opposing counsel’s present client are 

materially adverse to the movant. Id., citing Seifert v. Unified Government of Wyandotte Count 

and Kansas City, 2016 U.S. Dist. LEXIS 4883 (D. Kan. 2016).3  In this case, all the elements are 

established by HFI/HCC.  

a. Attorney Client Relationship Existed Between Peacock and 

HFI/HCC. 

 

The first requirement, which requires the existence of an attorney-client relationship 

between HCC/HFI and its former attorney, is demonstrated in the Affidavit of Dawson, the 

President of HFI and HCC.  Peacock represented HFI in opposing the trademark “Hatch” in El 

Encanto’s Trademark Case. See Fact No. 1.  The Representation Agreement unequivocally 

reflected that an attorney-client relationship existed between Peacock (and her prior law firm) and 

HFI. Id. HCC, in this proceeding, is the wholly owned subsidiary of HFI.  See Fact No. 4.  Dawson 

is the President of both companies.  See Fact No. 1; Affidavit of Dawson.  Peacock represented 

both HFI and HCC for at least nine years from 1990 through 1998.  See Fact No. 6.  Therefore, an 

attorney-client relationship existed between Peacock and HFI/HCC. 

b. Substantial Relationship Exists Between Peacock’s Prior 

Representation of HFI/HCC and Her Current Representation 

of HCA. 

 

The substantial relationship prong (i.e., second prong) of the test exists when “there. . . is 

a substantial risk that confidential factual information as would normally have been obtained in 

the prior representation would materially advance the client’s position in the subsequent matter.”  

See Living Cross Ambulance Serv. v. N.M. Pub. Regulation Comm’n, 2014-NMSC-036, 338 P.3d 

                                                           
3 Other cases have identified the disqualification test as containing only two parts, requiring only that an actual 

attorney-client relationship existed between the moving party and the attorney and that a substantial relationship 

existed between the subject matter of the former and present representations.  See, e.g., In re Am. Airlines, Inc., 972 

F.2d at 614.  The additional third factor identified in McDonald will also be addressed, however, to demonstrate that 

all relevant factors have been satisfied. 
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1258 (N.M. 2014).  Not only does Rule 11.109(a) require disqualification when factual information 

was actually disclosed, but it prohibits an attorney from representing another client when there is 

the “‘appearance’ that confidential information might have been given to the attorney in the prior 

representation.”  Id; State v. Barnett, 1998-NMCA-105, 125 N.M. 739, 965 P.2d 323 (the existence 

of a substantial relationship turns on the appearance of one).  As succinctly noted by one United 

States District Court, successive representations are substantially related where the facts support a 

“rational conclusion that information material to the evaluation, prosecution, settlement or 

accomplishment of the former representation given its factual and legal issues is also material to 

the evaluation, prosecution, settlement or accomplishment of the current representation given its 

factual and legal issues.”  Levi Strauss, 2007 U.S. Dist. LEXIS 83150, *7.4 

 In the present matter, HFI, the parent company of HCC, hired Peacock in the summer of 

1990 to act as its intellectual property attorney in contesting the trademark application of El 

Encanto, which sought to register the word “Hatch” as its trademark.  Fact No. 1.  During her 

representation of HFI/HCC, Peacock communicated with Dawson, the President of both HFI and 

HCC, concerning El Encanto’s Trademark Case, HFI’s opposition, and the settlement negotiations 

that ensued with El Encanto concerning the mark “Hatch.” Dawson shared confidential 

information with Peacock about HFI, its goals, its interests, and its position on trademark and other 

business matters.  Fact No. 2.  During her lengthy representation of HFI/HCC over the course of 

at least nine years, she was in a unique position to learn of HFI/HCC’s business practices, interests, 

and negotiations strategies.  Further, Peacock drafted the 1991 Agreement relating to the word 

                                                           
4 A variety of factors may be considered, including: the matters or transactions are relevantly interconnected or reveal 

the client’s pattern of conduct, the lawyer’s knowledge of a former client’s negotiation strategies was relevant, the 

commonality of witnesses, legal theories, and business practices of the client were significant, and a common subject 

matter existed.  McDonald, 2016 U.S. Dist. 8822 *7. 
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“Hatch,” and eventually El Encanto’s Trademark Case and opposition were resolved between 

HFI/HCC and El Encanto.  Fact No. 4.  Peacock continued to represent HFI/HCC for many years 

following her representation in El Encanto’s Trademark Case, including filing of trademark 

applications for HCC involving the words “Hatch Select.”  See Fact No. 5. 

 In 1998, Peacock sought to represent El Encanto.  At that time, she asked for the consent 

of Dawson.  Fact No. 6.  In that letter, it was made clear to Dawson, on behalf of HFI and HCC, 

that she would not represent El Encanto or engage in any matter relating to HFI/HCC or “to any 

trademark involving the word “Hatch” or confusingly similar mark used on agricultural products.”  

Fact No. 7.  Based on these representations, Dawson signed the consent form allowing Peacock’s 

law firm limited permission to represent El Encanto.  Fact No. 8. 

 In 2007, HCC filed an application and obtained a registration for the mark “Hatch.”  Fact 

No. 9.  When Peacock saw the application, she sent a letter to HCC’s then counsel providing the 

1991 Agreement to him and seeking HCC’s withdrawal of the trademark application.  In her letter, 

Peacock admitted that she could not represent El Encanto because it would be a conflict of interest 

for her to represent El Encanto against her former client, HFI/HCC.  Fact No. 10.  

 Seemingly forgetful of her own promise to HFI/HCC in 1998 to never seek “any trademark 

involving the word “Hatch” or confusingly similar mark used on agricultural products” contrary 

to the interests of HFI/HCC, Peacock in 2013 improvidently filed an application for her new client 

HCA to obtain a certification mark for the word “Hatch.”  Fact Nos. 7 and 11.  HCA’s initial 

application was correctly refused by the Office.  Fact No. 17.   Further exacerbating Peacock’s 

conflict of interest, and to overcome the refusal of HCA’s certification mark application, Peacock 

deliberately responded to the Office by submitting the 1991 Agreement between HFI/HCC and El 

Encanto — even though HCA was not a party to the 1991 Agreement.  Fact No. 17.  Peacock, of 
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course, had the 1991 Agreement in her possession as a consequence of her prior representation of 

HFI/HCC.  In her response to the Office, Peacock erroneously claimed that the Trademark 

Attorney’s reliance on several senior applications and registration owned by HCC (Peacock’s 

former client) was prohibited by the 1991 Agreement’s terms.  Id.  As a direct result of Peacock’s 

representations to the Office in an apparent intent to harm her former client, HCA’s application to 

register “Hatch” was subsequently allowed and published in 2015.   

 Due, in part, to the likelihood of confusion between HCA’s proposed certification mark for 

the word “Hatch” and HCC’s senior trademarks for the word “Hatch,” HCC filed the present 

opposition to HCA’s certification mark application.  Fact No. 18.  Despite the fact that Peacock’s 

former client, HFI/HCC, filed an opposition to her current client’s application, Peacock has 

steadfastly continued to represent HCA in this proceeding.  Further, HCC’s new counsel has 

specifically requested that Peacock and the Peacock Law Firm withdraw from their representation 

of HCA, but they have refused to withdraw.  Fact Nos. 22 and 23. 

 In addition, El Encanto (who Peacock also represented from 1998 to the present) filed a 

cancellation proceeding and three oppositions to HCC’s prior registration and applications for 

trademarks featuring the word “Hatch,” on the grounds that by so doing HCC  allegedly violated 

the 1991 Agreement that Peacock had drafted for HCC.  Fact Nos. 11 and 13.  Although Peacock 

does not represent El Encanto or HCA in that Consolidated Case, her current client HCA is also a 

party to that effort to cancel HCC’s registration of the word “Hatch.”5  Fact No. 11.   

 It is clear that the matters involved in the various trademark and certification mark 

applications are substantially related to Peacock’s prior representation of HFI/HCC in 1990 and 

1991.  The prior representation and all pending trademark matters relate to the mark “Hatch.”  

                                                           
5 HFI/HCC has been unable to ascertain the extent of Peacock and the Peacock Law Firm’s actual involvement and 

assistance in the Cancellation Proceedings in which HCA is a party. 
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Given the factual and legal similarity of the issues in both proceedings involving the same “Hatch” 

mark, HFI/HCC has unequivocally demonstrated the substantial relationship between Peacock’s 

former representation of them and her conflicting representation of another party, HCA.  All of 

the matters are relevantly interconnected, have a common factual origin in the 1991 Agreement, 

and mandate the immediate disqualification of Peacock in her current representation of HCA and 

further disqualify her and the Peacock Law Firm from any ongoing assistance to either EL Encanto 

or the Brownstein Law Firm in the Consolidated Case. 

 Once a determination is made that there was a substantial relationship between the former 

representation and the current proceedings, “an irrebuttable presumption arises that the former 

client revealed facts requiring the attorney’s disqualification.”  Living Cross, 2014-NMSC-036, 

*17, 338 P.3d at 1262.  The Board is not required to inquire into whether the confidential 

information was actually revealed or whether the attorney would be likely to use the information 

to the disadvantage of the former client.  “To conduct such an inquiry would frustrate the former 

client’s interest in the confidential information.”  Id. 

c. Interests of Peacock’s Current and Former Clients Are 

Adverse. 

 

 Finally, the third prong of the test, which requires a showing that the interests of Peacock’s 

present client are materially adverse to HFI/HCC, is also met.  There can be no dispute that the 

interests of HCA, Peacock’s current client, are materially adverse to the interests of Peacock’s 

former client, HFI/HCC.  In this proceeding, HCA is attempting to obtain a certification mark of 

the word “Hatch,” which is opposed by HCC for reasons, inter alia, of likelihood of confusion.  

Fact Nos. 16 and 18. Additionally, HFI/HCC previously obtained a trademark registration for the 

word “Hatch,” which registration HCA has challenged in its Joint Petition for Cancellation of 

HFI/HCC’s trademark. Fact Nos. 10 and 11.  Two of Peacock’s clients have sought to obtain 
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competing trademark or certification marks for the same word, “Hatch.”  Both of Peacock’s clients 

are opposing the other client’s application(s).  Consequently, there is little question but that HCA’s 

interest is directly opposed to the interests of HFI/HCC. 

 Peacock attempted to cover her wrongful conduct by posing as a mediator for settlement 

between her multiple adverse clients. Given her representations that she could resolve all of the 

issues between the parties based on her inside information about their interests, they consented. 

See Fact Nos. 19 and 20. She failed. She then continued her representation of HCA.    

In summary, Peacock has violated the rules prohibiting an attorney from engaging in a 

conflict of interest between a present client and a former client.  Due to Peacock’s former 

representation of HFI/HCC in previous “Hatch”-related trademark matters, including HFI’s 1990 

and 1991 opposition against El Encanto’s effort to use or register  the trademark of the word 

“Hatch,” Peacock is not permitted to now represent HCA in a substantially related matter where 

the interests of HCA are materially adverse to the interests of HFI/HCC.6  The conflict of interest 

is reinforced by the fact that while Peacock’s former client, HCC, is relying upon its senior “Hatch” 

registration to challenge her current client HCA’s application in the present opposition, in the 

Consolidated Case, HCA is attacking the same HCC “Hatch” registration by alleging the 

registration violates the 1991 Agreement – which agreement was drafted by Peacock on behalf of 

HFI/HCC.  

B. Imputed Disqualification Bars Peacock Law Firm From Continuing 

Representation of HCA in this Proceeding. 

In addition to the mandatory disqualification of Peacock as an attorney for HCA in this 

case, the Peacock Law Firm must also be disqualified from further representation of HCA.  The 

                                                           
6 Further, Peacock has not sought the written consent of HFI/HCC to represent HCA in any of these proceedings 

involving the word, “Hatch.” 
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Peacock Law Firm must be disqualified because Peacock’s conflict of interest is necessarily 

imputed to the firm as a whole.  

The general rule requiring the imputed disqualification of Peacock & Myers is found in 37 

CFR § 11.110.  Section 11.110 reads as follows: 

(a)  While practitioners are associated in a firm, none of them shall knowingly 

represent a client when any one of them practicing alone would be prohibited from 

doing so by §§ 11.107 or 11.109.   

 

The general rule is applicable here.7  It mandates that none of the other attorneys of a law firm 

shall knowingly represent a client where one is prohibited from doing so.  The purpose behind the 

imputation is that “a firm of lawyers is essentially one lawyer for purposes of the rules governing 

loyalty to the client, or from the premise that each lawyer is vicariously bound by the obligation 

of loyalty owed by each lawyer with whom the lawyer is associated.”  See McDonald, 2016 U.S. 

Dist. LEXIS 8822, *13.  Because Peacock must be disqualified, there is a presumption that she 

shared information with her current law firm about her prior representation of HFI/HCC in the 

trademark dispute involving the registration of the word “Hatch.”  Id., citing, Smith v. Whatcott, 

757 F.2d 1098, 1101 (10th Cir. 1985); Levi Strauss, 2007 U.S. Dist. LEXIS 83150, *7.  The entire 

law firm should, therefore, be disqualified.  See, e.g., Kaselaan, 144 F.R.D. at 246. 

 The Peacock Law Firm may attempt to claim that one of the exceptions to the general rule 

of imputed disqualification should apply.  Under 37 CFR § 11.110(a)(2), the firm will not be 

disqualified if the prior representation arose from the “practitioner’s association with a prior firm,” 

and the disqualified practitioner is (1) timely screened from any participation in the matter and is 

apportioned no part of the fee therefrom, and (2) written notice is promptly given to the affected 

                                                           
7 This rule is markedly similar to the ABA Model Rule 1.10 relating to Imputation of Conflicts of Interest.   
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former client to enable the former client to ascertain compliance with the professional rules of the 

USPTO.   

 The Peacock Law Firm cannot make any of these required showings in this case.  Not only 

was Peacock not timely screened from any participation in the present Opposition matter, Peacock 

filed the instant application for certification mark on behalf of HCA and submitted the responses 

to the Office’s initial refusals of the application – which responses cast aspersions upon HCC’s 

prior registration.  Further, it is through Peacock’s prior representation of HFI/HCC that she had 

access to the 1991 Agreement that she attached to one of the responses she filed, even though HCA 

was not a party to the 1991 Agreement.  Because she represented HFI/HCC in the earlier dispute 

when she was an attorney at Chappell & Barlow, Peacock had knowledge of material and 

confidential information from HFI/HCC concerning the mark “Hatch” and concerning its business 

practices and interests.  She also had knowledge of the negotiations and position of HFI/HCC that 

resulted in the 1991 Agreement between HFI/HCC and El Encanto. 

 In addition, the Peacock Law Firm never sent a written notice to HFI/HCC indicating that 

it was going to be representing HCA in filing a proceeding that would directly conflict with 

HFI/HCC’s “Hatch” registration and other existing and pending trademark applications.  Because 

Peacock was and is directly involved in the representation of HCA in the certification mark case, 

the entire Peacock Law Firm must be disqualified. 

 

III. CONCLUSION. 

 HCC attempted to resolve the subject matter of this Petition with Peacock and the Peacock 

Law Firm by requesting that they voluntarily withdraw as counsel in this case.  See Exhibit 3.  

They refused to withdraw as counsel.  See Exhibit 4.  Therefore, this Motion was required to be 

filed as an opposed motion. 
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Since El Encanto is represented by the Brownstein Firm and HCA is represented by the 

Peacock Firm in the ‘871 Cancellation that is the basis in part for the present opposition, the 

Brownstein Firm, familiar with the entire dispute, would appear to be a likely substitute for the 

Peacock Firm with little loss of time or financial hardship to HCA. 

 Opposer Hatch Chile Company requests the Director to grant this Petition to Disqualify 

Deborah Peacock, its former intellectual property lawyer, and her current law firm, Peacock Myers 

PC, due to the existence of their conflict of interest. 

Dated: December 22, 2016   

     Law Office of Rod D. Baker 

 /Rod D. Baker/ 

 

Rod D. Baker 

12126 Highway 14 N., Suite A7 

Cedar Crest, NM  87008-9406 

rdbaker@swcp.com 

Attorney for Hatch Chile Company, Inc. 

     The Adams Law Firm 

 /Paul Adams/ 

Paul Adams 

3800 Osuna Rd. N. E. 

Albuquerque, NM 87109 

adamspatentlaw@gmail.com 

 

CERTIFICATE OF SERVICE 

I hereby certify that on December 22, 2016, the foregoing was filed electronically with the Trademark 

Trial and Appeal Board and served via first class mail, postage prepaid, to: 

 

Ms. Deborah Peacock 

Mr. Jeffrey L. Squires 

Peacock Myers P.C. 

P. O. Box 26927 

Albuquerque, NM 87125-6927 

 

/ Rod D. Baker/ 

Rod D. Baker 

mailto:rdbaker@swcp.com
mailto:rdbaker@swcp.com











































































































	CCF12092016_00000.pdf
	CCF11042016_00001
	CCF11042016_00002
	CCF11042016_00003

