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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

East Carolina University

Granted to Date
of previous ex-
tension

05/06/2015

Address

210 Spilman Building
Greenville, NC 27858
UNITED STATES

Attorney informa-
tion

William B. Cannon

Parker Poe Adams & Bernstein LLP
301 Fayetteville St., Ste. 1400
Raleigh, NC 27601

UNITED STATES
trademarks@parkerpoe.com

Applicant Information

Application No

86362215 Publication date

01/06/2015

Opposition Filing
Date

05/05/2015 Opposition Peri-

od Ends

05/06/2015

Applicant

James Van Jenkins Il
223 shad bend dr
Washington, NC 27889
UNITED STATES

Goods/Services Affected by Opposition

Class 030. First Use: 2014/08/01 First Use In Commerce: 2014/08/08
All goods and services in the class are opposed, namely: Savory sauces used as condiments

Grounds for Opposition

Deceptiveness

Trademark Act section 2(a)

Priority and likelihood of confusion

Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

Date

U.S. Registration | 4334755 Application Date 09/24/2012
No.
Registration Date | 05/14/2013 Foreign Priority NONE

Word Mark

WE ARE THE PIRATES OF ECU



http://estta.uspto.gov

Design Mark

WE ARE THE PIRATES OF ECU

Description of
Mark

NONE

Goods/Services

Class 041. First use: First Use: 2012/08/01 First Use In Commerce: 2012/08/01

Education services, namely, providing courses of instruction at college, graduate
and post-graduate levels; public lectures, and workshops, seminars and confer-
ences in the field of education; entertainment services, hamely, providing sports
events in the nature of men's football, baseball, golf, basketball, soccer, swim-
ming, tennis, cross country and track games, matches or meets and in the
nature of women's softball, volleyball, soccer, swimming, tennis, cross country
and track games, matches or meets

U.S. Registration | 4175412 Application Date 11/22/2011

No.

Registration Date | 07/17/2012 Foreign Priority NONE
Date

Word Mark EAST CAROLINA PIRATES

Design Mark

EAST CAROLINA PIRATES

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1957/12/31 First Use In Commerce: 1957/12/31

Articles of clothing, namely, long sleeved and short sleeved t-shirts, sweat shirts,
sweaters, pajama pants, socks, boxer shorts

Class 041. First use: First Use: 1957/12/31 First Use In Commerce: 1957/12/31

Education services, namely, providing courses of instruction at college, graduate
and post-graduate levels; public lectures, and workshops, seminars and confer-
ences in the field of education; entertainment services, hamely, providing sports
events in the nature of men's football, baseball, golf, basketball, soccer, swim-
ming, tennis, cross country and track games, matches or meets and in the
nature of women's softball, volleyball, soccer, swimming, tennis, cross country
and track games, matches or meets

U.S. Registration
No.

4175411 Application Date 11/22/2011




Registration Date | 07/17/2012 Foreign Priority NONE
Date

Word Mark ECU PIRATES

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1968/12/31 First Use In Commerce: 1968/12/31

Articles of clothing, namely, sweatshirts, socks, short sleeved t-shirts, infant
rompers, and sweat pants

Class 041. First use: First Use: 1968/12/31 First Use In Commerce: 1968/12/31

Education services, namely, providing courses of instruction at college, graduate
and post-graduate levels; public lectures, and workshops, seminars and confer-
ences in the field of education; entertainment services, nhamely, providing sports
events in the nature of men's football, baseball, golf, basketball, soccer, swim-
ming, tennis, cross country and track games, matches or meets and in the
nature of women's softball, volleyball, soccer, swimming, tennis, cross country
and track games, matches or meets

U.S. Registration | 3659525 Application Date 10/26/2006

No.

Registration Date | 07/21/2009 Foreign Priority NONE
Date

Word Mark

WHERE IT'S A 1ST DOWN...PIRATES

Design Mark

WHERE IT'S A 1st
DOWN...PIRATES

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 2007/12/01 First Use In Commerce: 2007/12/15
Sweat shirts; T-shirts

U.S. Registration | 2275514 Application Date 11/25/1997

No.

Registration Date | 09/07/1999 Foreign Priority NONE
Date




Word Mark

EAST CAROLINA UNIVERSITY PIRATES

Design Mark

T
Lt »

Fy

Description of
Mark

The mark consists of the words "EAST CAROLINA UNIVERSITY PIRATES", the
word "PIRATES" being in script and underlined bya saber.

Goods/Services

Class 025. First use: First Use: 1998/01/08 First Use In Commerce: 1998/01/08

SLEEP SHIRTS, ROBES, SHIRTS, T-SHIRTS, TENNIS SHIRTS, LADIES'
CLOTHING TOPS, JERSEYS, SWEAT SHIRTS, SWEAT PANTS, WARM-UP
SUITS, SWEATERS, BLAZERS, JACKETS, VESTS, SHORTS, BABY PANTS,
CLOTH BABY BIBS,TIES, SHOES, MITTENS, SCARVES, SOCKS, CAPS,
AND VISORS

Class 041. First use: First Use: 1998/01/08 First Use In Commerce: 1998/01/08

EDUCATIONAL SERVICES, NAMELY, PROVIDINGCOURSES OF INSTRUC-
TION AT COLLEGE, GRADUATE AND POST-GRADUATE LEVELS, PUBLIC
LECTURES, AND WORKSHOPS, SEMINARS AND CONFERENCES; ENTER-
TAINMENT SERVICES, NAMELY,PROVIDING SPORT EVENTS IN THE
NATURE OFMEN'S FOOTBALL, BASEBALL, GOLF, BASKETBALL, SOCCER,
SWIMMING, TENNIS, CROSS COUNTRY AND TRACK GAMES, MATCHES
OR MEETS, AND IN THE NATURE OF WOMEN'S SOFTBALL, VOLLEYBALL,
SOCCER, SWIMMING, TENNIS, CROSS COUNTRY AND TRACK GAMES,
MATCHES OR MEETS

U.S. Registration | 2275513 Application Date 11/25/1997

No.

Registration Date | 09/07/1999 Foreign Priority NONE
Date

Word Mark EAST CAROLINA UNIVERSITY PIRATES

Design Mark

Description of
Mark

The mark consists of the words "EAST CAROLINA UNIVERSITY PIRATES", the
word "PIRATES" being in script and underlined bya saber and includes a fanciful
depiction of a pirate.

Goods/Services

Class 016. First use: First Use: 1998/01/08 First Use In Commerce: 1998/01/08

ANNUAL YEARBOOKS, NOTEBOOKS, LOOSELEAF BINDERS, WRITING PA-
PER AND ENVELOPES, DESK PADS, NOTEPAD HOLDERS, LETTER OPEN-
ERS, PENCIL CUPS, PLASTIC CONTAINERS FOR PAPER CLIPS, APPOINT-




MENT BOOKS, ADDRESS BOOKS, CALENDARS, PROTECTIVE BINDERS
FOR DIPLOMAS, PENS, PEN AND PENCIL SETS, BOOKENDS, LAP BOARD
FOR HOLD BOOKS AND PAPER, DECALS, POSTCARDS, BUMPER STICK-
ERS, PLAYING CARDS, AND PAPER NAPKINS

Class 025. First use: First Use: 1998/01/08 First Use In Commerce: 1998/01/08

SLEEP SHIRTS, ROBES, SHIRTS, T-SHIRTS, TENNIS SHIRTS, LADIES'
CLOTHING TOPS, JERSEYS, SWEAT SHIRTS, SWEAT PANTS, WARM-UP
SUITS, SWEATERS, BLAZERS, JACKETS, VESTS, SHORTS, BABY PANTS,
CLOTH BABY BIBS,TIES, SHOES, MITTENS, SCARVES, SOCKS, CAPS,
AND VISORS

Class 041. First use: First Use: 1998/01/08 First Use In Commerce: 1998/01/08

EDUCATIONAL SERVICES, NAMELY, PROVIDINGCOURSES OF INSTRUC-
TION AT COLLEGE, GRADUATE AND POST-GRADUATE LEVELS, PUBLIC
LECTURES, AND WORKSHOPS, SEMINARS AND CONFERENCES; ENTER-
TAINMENT SERVICES, NAMELY,PROVIDING SPORT EVENTS IN THE
NATURE OFMEN'S FOOTBALL, BASEBALL, GOLF, BASKETBALL, SOCCER,
SWIMMING, TENNIS, CROSS COUNTRY AND TRACK GAMES, MATCHES
OR MEETS, AND IN THE NATURE OF WOMEN'S SOFTBALL, VOLLEYBALL,
SOCCER, SWIMMING, TENNIS, CROSS COUNTRY AND TRACK GAMES,
MATCHES OR MEETS

U.S. Registration | 2845055 Application Date 01/30/2003

No.

Registration Date | 05/25/2004 Foreign Priority NONE
Date

Word Mark NONE

Design Mark

Description of
Mark

NONE

Goods/Services

Class 016. First use: First Use: 2003/04/11 First Use In Commerce: 2003/04/11

Annual yearbooks, notebooks, looseleaf binders, writing paper and envelopes,
desk pads, notepad holders, letter openers, pencil cups, plastic containers for
paper clips, appointment books, address books, calendars, protective binders
for diplomas, pens, pen and pencil sets, bookends, lap board for holding books
and paper, decals, postcards, bumper stickers, and paper napkins




Class 025. First use: First Use: 2003/04/11 First Use In Commerce: 2003/04/11

Sleep shirts, robes, shirts, T-shirts, tennis shirts, tops, jerseys, sweat shirts,
sweat pants, warm-up suits, sweaters, blazers, jackets, vests, shorts, baby
pants, cloth baby bibs, ties, shoes, mittens, scarves, socks, caps and visors

U.S. Registration | 3532329 Application Date 03/30/2007

No.

Registration Date | 11/11/2008 Foreign Priority NONE
Date

Word Mark NONE

Design Mark

Description of
Mark

The mark consists of the design of a pirate skull wearing an eye patch, a
bandana and a hoop earring.

Goods/Services

Class 025. First use: First Use: 2006/06/30 First Use In Commerce: 2006/06/30
shirts, T-shirts, tops, sweat shirts, sweat pants, shorts, baby pants

U.S. Registration | 3377496 Application Date 04/16/2007

No.

Registration Date | 02/05/2008 Foreign Priority NONE
Date

Word Mark

NONE




Design Mark

Description of
Mark

The mark consists of a saber holding upa flag featuring a design of a skull and
cross bones wearing a pirate hat.

Goods/Services

Class 016. First use: First Use: 2004/12/31 First Use In Commerce: 2004/12/31

Annual yearbooks, notebooks, looseleaf binders, writing paper and envelopes,
desk pads, notepad holders, letter openers, pencil cups, plastic containers for
paper clips, appointment books, address books, calendars, protective binders
for diplomas, pens, pen and pencil sets, bookends, lap board for holding books
and paper, decals, postcards, bumper stickers, and paper napkins

Class 025. First use: First Use: 2004/12/31 First Use In Commerce: 2004/12/31

Sleep shirts, robes, shirts, T-shirts, tennis shirts, tops, jerseys, sweat shirts,
sweat pants, warm-up suits, sweaters, blazers, jackets, vests, shorts, baby
pants, cloth baby bibs, ties, shoes, mittens, scarves, socks, caps and visors

U.S. Application 86353964 Application Date 07/31/2014

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark

ECU




Design Mark

M -

Description of
Mark

The mark consists of the design of a pirate skull wearing an eye patch, a pirate
hat with the letters "ECU", and a hoopearring on top of cross bones.

Goods/Services

Class 016. First use: First Use: 0 First Use In Commerce: 0

Annual yearbooks, notebooks, looseleaf binders, writing paper and envelopes,
desk pads, notepad holders, letter openers, pencil cups, plastic containers for
paper clips, appointment books, address books, calendars, protective binders
for diplomas, pens, pen and pencil sets, bookends, lap board for holding books
and paper, decals, postcards, bumper stickers, and paper napkins

Class 025. First use: First Use: 0 First Use In Commerce: O

Sleep shirts, robes, shirts, T-shirts, tennis shirts, tops, jerseys, sweat shirts,
sweat pants, warm-up suits, sweaters, blazers, jackets, vests, shorts, baby
pants, cloth baby bibs, ties, shoes, mittens, scarves, socks, caps and visors

Class 041. First use: First Use: 0 First Use In Commerce: 0

Education services, namely, providing courses of instruction at college, graduate
and post-graduate levels; public lectures, and workshops, seminars and confer-
ences in the field of education; organizing and conducting college sport competi-
tions and athletic events; entertainmentservices, namely, providing sports
events in the nature of men's football, baseball, golf, basketball, soccer, swim-
ming, tennis, cross country and track games,matches or meets and in the nature
of women's softball, volleyball, soccer, swimming, tennis, cross country and
track games, matches or meets

U.S. Registration | 2266402 Application Date 11/25/1997

No.

Registration Date | 08/03/1999 Foreign Priority NONE
Date

Word Mark

NONE




Design Mark

Description of
Mark

The mark consists of a fanciful depiction of a pirate.

Goods/Services

Class 025. First use: First Use: 1998/01/08 First Use In Commerce: 1998/01/08

SLEEP SHIRTS, ROBES, SHIRTS, T-SHIRTS, TENNIS SHIRTS, LADIES'
CLOTHING TOPS, JERSEYS, SWEAT SHIRTS, SWEAT PANTS, WARM-UP
SUITS, SWEATERS, BLAZERS, JACKETS, VESTS, SHORTS, BABY PANTS,
CLOTH BABY BIBS,TIES, SHOES, MITTENS, SCARVES, SOCKS, CAPS,
AND VISORS

Class 041. First use: First Use: 1998/01/08 First Use In Commerce: 1998/01/08

EDUCATIONAL SERVICES, NAMELY, PROVIDINGCOURSES OF INSTRUC-
TION AT COLLEGE, GRADUATE AND POST-GRADUATE LEVELS, PUBLIC
LECTURES, AND WORKSHOPS, SEMINARS AND CONFERENCES; ENTER-
TAINMENT SERVICES, NAMELY,PROVIDING SPORT EVENTS IN THE
NATURE OFMEN'S FOOTBALL, BASEBALL, GOLF, BASKETBALL, SOCCER,
SWIMMING, TENNIS, CROSS COUNTRY AND TRACK GAMES, MATCHES
OR MEETS, AND IN THE NATURE OF WOMEN'S SOFTBALL, VOLLEYBALL,
SOCCER, SWIMMING, TENNIS, CROSS COUNTRY AND TRACK GAMES,
MATCHES OR MEETS

U.S. Application/ Registra- NONE Application Date NONE

tion No.

Registration Date

NONE

Word Mark PIRATE NATION

Goods/Services Promotion of University educational and athletic services
U.S. Application/ Registra- NONE Application Date NONE
tion No.

Registration Date NONE

Word Mark EAST CAROLINA UNIVERSITY PIRATES
Goods/Services Sauces
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /William B. Cannon/
Name William B. Cannon
Date 05/05/2015




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of Application Serial Number: 86362215
Published: January 6, 2015

EAST CAROLINA UNIVERSITY
Opposer,

V. OppositiorNo.

JAMES VAN JENKINS Il

N e N N N N

Applicant.

NOTICE OF OPPOSITION

East Carolina University, a state universityganized under the laws of North Carolina
with an address of 210 Spilman Building, Greide, North Carolina, 27858 (“University”),
believes that it would be damaged by registratf the mark PIRATE NATION in International
Class 30, as shown in Application Seidd. 86362215, filed by Applicant James Van Jenkins
Il (“Applicant”), and hereby opposes such registna based on 15 U.S.C. § 1063(a) as follows:

A. Applicant’'s PIRATE NATION Application

1. Applicant seeks to register the m&HKRATE NATION (“Applicant’s Mark”) as a
trademark for “savory sauces used as condigien InternationaClass 30 (“Applicant’s
Goods”). The application was filed on an actual-use basis on August 10, 2014.

2. Applicant’s Mark was published in tt@fficial Gazette on January 6, 2015.

3. University submitted its First 90 Day Request for Extension of Time to Oppose
on January 13, 2015. The Trademark Trial andeppBoard (“Board”) ganted this request on

January 13, 2015.

PPAB 2792645v1



B. University’'s Rights in the PIRATES, Skull-and-Bones Design, and PIRATE

NATION marks

4. University is a nationally renowned wersity located in Greenville, North
Carolina. University was founded in 1907 and has offered educational services continuously
since that time University currently enrolls over 27,50Mdergraduate and graduate students
and employs approximately 5,500 faculty and stéfiere are more than 155,000 living
University alumni.

5. Since at least as early as 1957, Universdyg promoted and marketed itself using
the PIRATES mark, alone and/or togethettwather words or designs (collectively,
“University’s Mark”). University has spentibstantial amounts of timejoney, and effort in
developing and marketing goods and serviceteu University’s Mark throughout the United
States. As a result, University has builtagtensive goodwill in, and owns extensive common
law rights to, University’s Mdt, and the general public closegsociates University’s Mark
with University’s goods and services.

6. University owns federal trademark regaions that includéhe PIRATES mark,

namely:
Serial No. Registration No. Mark
85736101 4334755 WE ARE THE PIRATES OF ECU
85478905 4175412 EAST CAROLINA PIRATES
85478886 4175411 ECBIRATES
77030222 3659525 WHERE IT'S A 1ST DOWN...PIRATES
2

PPAB 2792645v1



75396331 2275514 EAST CAROLINA UNIVERSITY PIRATES

75396329 2275513 EAST CAROLINA UNIVERSITY PIRATES

7. University owns federal trademark regagtons for the skull-and-crossbones and

pirate head design marks, namely:

Serial No. | Registration Mark

No.

78975140 2845055

77975929 3532329

77157687 3377496

86353964

PPAB 2792645v1



75395707

2266402

8. In addition to the goods and servicesered by these federal registrations,

University has devoted significant time and expense to developimgigarty licensing

program, pursuant to which tdiparties sell various produdisaring University’s marks.

9. Since at least as early Aagust of 2010, a licensee of Warsity has sold sauces

under the PIRATES mark.

provided for reference:

The CCU"

An example of Univigr's officially licensed PIRATES hot sauce is

14 6K followers

i: Your online source for
:, seasonings, snacks,

drganizer: Organize
lay using the #1
ftware!

PPAB 2792645v1

Pinst

MB

Friday, August 13, 2010
East Carolina University ECU Pirates Hot Sauce

Eil @ 2+1 | Recommend this on Google

Are you a fan of the ECU Pirates? Do you like hot & spicy food? If W Tweet
you answered "yes" to both of those questions, then this is the hot

sauce for you! Officially licensed and bearing the colors (the label really is
honest-to-goodness all-purpose cayenne pepper sauce with a far better
pepper flavor and texture than those overly vinegary, watered-down hot
sauces you find in grocery stores. Made with all-natural ingredients and
delivering savory (not sweet) medium-hot pepper flavor and heat, East
Carolina University Hot Sauce is "user friendly" and perfect for adding spicy
heat to any food without altering or overpowering its flavor. Ideal as an
all-purpose everyday table sauce, you can also use it in your favorite recipes
for chili, pulled pork BBQ, buffalo wings, stews, Cajun foods and more. And of
course it's a great hot sauce to bring to your ECU tailgate parties for burgers,
fries, dips, bloody marys, fried chicken, barbecue sandwiches and even pizza
-- a real crowd pleaser that won't burn anyone out. Plus, if you need a gift for
an ECU student, alum, faculty, staff or Pirates fan, you can't go wrong with a
bottle (or more) of East Carolina U. Hot Sauce. Available now from the

s LT o Compant
Carolina Sauce Company.



10. Since at least as early as 2010, Uniigtsas used the PIRATES NATION mark
in connection with the proation of the University.

C.  Priority

11. There is no issue as to priority.

12.  Upon information and belief, Applicant adgged no rights in Applicant’'s Mark in
the United States prior to August 1, 2014, the datesifuse cited in Aplcant’s application.

13.  University, on the other Imal, has continuously used its PIRATES mark since the
1950s, and has continuously sold PIRATES-brarsdetes since at ldass early as 2010.

D. Likelihood of Confusion

14.  Applicant’'s PIRATE NATION mark is @nfusingly similar to University’s
trademarks and service marks.

15.  Both Applicant’'s Mark and University’slark incorporate the word PIRATE.

16.  Applicant uses a skull-and-crossbonesigie on the label of its sauce that is
confusingly similar to Universitg federally registered skullral-crossbones design marks, and
also to the federally registerépirate head” design displayed on University’s officially licensed
sauces.

17.  Applicant has adopted University’s tiective purple-and-gal color scheme on
the label for Applicant’s goods. Universityllsaéts sauces using the same color scheme.

18.  Applicant is also using the same PIRANATION mark that University has long
used to promote its services.

19.  Furthermore, Applicant’s Mark is or will be used in connection with products that
are substantially similar to and/or overlajph the products University provides under

University’s Mark.

PPAB 2792645v1



20.  Third-party licensees hawsld, under license tdniversity, the following
products bearing the PIRATES or related mahkd:sauce, wing sauce, marinade, habanero
sauce, grilling sauce, barbecuas® and salsa. Thus, Applitanuse directly overlaps with
University’s use.

21.  Applicant’'s Goods, upon which Applicant’s kkais or will be used, are or may
be marketed to the same potential purchasdise same relevant markets as are the goods
University offers in connection with University’s Mark.

22.  Applicant’'s Goods, upon which Applicant’s kkais or will be used, are or may
be distributed through the sameanohels of distribution as thossed by University to distribute
the goods and services University offergonnection with University’s Mark.

23.  Applicant resides in Washington, North Clara, less than 25 miles from the city
where University is located. Thincreases the likbood that the potentigurchasers of the
parties’ products and the channels attalbution for the products would overlap.

24.  Because of the strong similarity among tharks, goods, relevant customers and
markets, and channels of distribution, thisra strong likelihood of confusion between
University’s Mark and Applicant's Mark if Adigant is permitted to register Applicant’s Mark
for use in conjunction with Applicant’'s Goods.

25.  Applicant’s use and registration of Applicant’s Mark falsely suggests a
connection with University and University’s Mar Any deficiency inApplicant’s Goods would
reflect upon and seriously injukéniversity’s reputation.

26.  Applicant’'s Mark so resembles the senmuairks of University that it is likely,

when used in connection withppllicant’s Goods, to cae confusion, to cause a mistake, or to

PPAB 2792645v1



deceive. Registration of Applicant’s Mark fopplicant’s Goods is therefore likely to cause
damage and injury to Universityd is barred under 15 U.S.C. § 1052(d).

F. Conclusion

27. Therefore, University prays thatpflicant’s applicatin, Ser. No. 86362215, be
rejected in total.

28. In addition, University prays for suchrther or alternative relief as the Board
may find appropriate.

University respectfully submits this Noé of Opposition, along with the $300 filing fee,

on May 5, 2015.

PARKER POE ADAMS & BERNSTEIN LLP

By:  /William B. Cannon/
N.C. Bar No. 33849
Attorney for East Carolina University
301 Fayetteville $eet, Suite 1400
Raleigh, North Carolina 27601
Telephone:  919-835-4654

PPAB 2792645v1



CERTIFICATE OF SERVICE
| hereby certify that on this day | cadsa true and correct copy of the foregoing
NOTICE OF OPPOSITION to be served upon Apaiit James Van Jenkins Ill via first class US
Mail, addressed as follows:
James Van Jenkins IlI
223 Shad Bend Dr
Washington, NC 27889-9354

This the 5th day of May, 2015.

PARKER POE ADAMS & BERNSTEIN LLP

By:  /William B. Cannon/
N.C. Bar No. 33849
Attorney for East Carolina University
301 Fayetteville $eet, Suite 1400
Raleigh, North Carolina 27601
Telephone:  919-835-4654

PPAB 2792645v1



