Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number:
Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ESTTA667461
04/17/2015

Proceeding 91221555
Party Plaintiff
Cain Cellars Inc. dba Cain Vineyard and Winery
Correspondence Raffi V. Zerounian
Address 425 Market St., 26th Floor
San Francisco, CA 94105
UNITED STATES
ttabfilings@hansonbridgett.com, rzerounian@hansonbridgett.com
Submission Other Motions/Papers
Filer's Name Raffi V. Zerounian
Filer's e-mail rzerounian@hansonbridgett.com
Signature /sl
Date 04/17/2015
Attachments Notice of Opposition.pdf(476158 bytes )



http://estta.uspto.gov

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28

O e NN O

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CAIN CELLARS, INC. d/b/a CAIN VINEYARD | NOTICE OF OPPOSITION
AND WINERY, a corporation,

Opposer, Opposition No.

V. Applicant Serial No. 86296114

Published in the Official Gazette on
C. MONDAVI & SONS, 10/21/2014
a corporation.

: Mark: BLONDE FIVE
Applicant.

Opposer CAIN CELLARS, INC. d/b/a CAIN VINEYARD AND WINERY (“Cain” or
“Opposer”), believes it will be damaged by registration of the BLONDE FIVE mark, shown in Serial
Number 86296114 (“Applicant’s Mark” or “BLONDE FIVE Mark”) filed by C. Mondavi & Sons
Corporation (“Applicant”), and hereby opposes the same.

As the basis for this Notice of Opposition, Opposer alleges the following:

0 Opposer Cain Cellars, Inc. d/b/a Cain Vineyard and Winery is a California corporation
with its principal place of business at 2800 Langtry Road, St. Helena, CA 94574, United States.

2, Applicant C. Mondavi & Sons Corporation, on information and belief, a California
corporation with its principal place of business at P.O. Box 191, St. Helena, CA 94574.

8. Cain is the owner of incontestable U.S. Trademark Registrations for FIVE and CAIN
FIVE used in connection with wine, including the following:

o FIVE, U.S. Reg. No. 3141106, for “wine” in Class 33. Cain filed its application to

register this mark on October 27 2003, and the mark was registered on the Principal

Register on September 12, 2006.

NOTICE OF OPPOSITION U.S. Ser. No. 86296114
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° CAIN FIVE, U.S. Reg. No. 2903428, for “wine” in Class 33. Cain filed its |
application to register this mark on October 27, 2003, and the mark was registered on
the Principal Register on November 16, 2004.

4, The foregoing registrations were based upon applications filed in the United States
Patent and Trademark Office (“USPTO”) on dates prior to the date of filing of Applicant’s
application for the BLONDE FIVE Mark. These registered marks are valid and subsisting and
constitute prima facie evidence of Cain’s exclusive right to use the marks in commerce on the goods
specified in the registrations. In view of the similarity of the parties’ marks and the identical nature
of the parties’ respective goods, Cain alleges the Applicant’s claimed mark so resembles Cain’s
registered marks as to be likely to cause confusion, or to cause mistake, or to deceive existing and
potential customers within the markets for the parties’ products, as to their respective source,
sponsorship, or affiliation.

5. Over the past almost three decades, the public has learned to associate the mark FIVE
with Opposer’s wine. Wine professionals, as well as the greater purchasing public, have come to
assume a proprietary relationship between Cain and wine offered under the marks FIVE.

6. Cain spends substantial amounts of money each year in marketing expenses to
promote its FIVE wine through public events such as wine presentations, wine dinners, wine tastings,
and other events. Cain’s FIVE wine was awarded Food & Wine Magazine’s award for Best
Bordeaux Blend in 2011, and has also won Decanter Magazine’s “Wine of the Month” award.

 f Applicant filed an intent-to-use-based trademark application for the mark BLONDE
FIVE on May 30, 2014 for “Wine” in International Class 33 (U.S. Ser. No. 86296114). The
application was published for opposition in the Official Gazette on October 21, 2014. Opposer filed
two extensions of time to oppose the mark for 90 days, and the parties stipulated to a further 60-day
extension.

8. The registration of Applicant’s Mark on the Principal Register would be inconsistent
with Opposer’s rights under the aforementioned registrations and common law, and would damage

Opposer.

NOTICE OF OPPOSITION ~U.S. Ser. No. 862961 14
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9. Accordingly, the Board should refuse registration of Applicant’s Mark under Section
2(d) of the Lanham Act, 15 U.S.C. § 1052(d).

WHEREFORE, Cain prays that said application Serial No. 86296114 be rejected, that no
registration be issued thereon to Applicant, and that this opposition be sustained in favor of Cain.

Cain hereby appoints Hanson Bridgett LLP, a law firm composed of members of the bar of
the State of California, to act as attorneys for Cain herein, with full power to prosecute said
opposition, to transact all relevant business with the U.S. Patent and Trademark Office and in the

United States Courts and to receive all official communication in connection with this opposition.

Dated: April 17,2015 Respectfully submitted,
HANSON BRIDGETT LLP
RAFFI V. ZEROUNIAN

By /Raffi V. Zerounian/
Raffi V., Zerounian

HANSON BRIDGETT LLP

RAFFI V. ZEROUNIAN (State Bar No. 236388)
425 Market Street, 26 Floor

San Francisco, CA 94105

Telephone: (415) 995-5044
rzerounian@hansonbridgett.com

Attorneys for Opposer,
Cain Cellars, Inc. d/b/a
Cain Vineyard and Winery

NOTICE OF OPPOSITION o ~US. Ser. No. 86296114
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CERTIFICATE OF MAILING |

[ hereby certify that a true and correct copy of the attached NOTICE OF OPPOSITION, |

dated April 17, 2015 (U.S. Ser. No. 86296114), was served on April 17, 2015 on Applicant’s counsel
by mailing a copy thereof via first-class mail, postage prepaid, addressed to Sophie Cohen, Cobalt
LLP, 918 Parker Street, Building A21, Berkeley, California 94710-2596, and on Applicant by
mailing a copy thereof via first-class mail, postage prepaid, addressed to C. Mondavi & Sons

corporation, P.O. Box 191, St. Helena, California 94574.

Keith Kd'ifif//

|
% 4 |
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CERTIFICATE OF TRANSMISSION
[ hereby certify that a true and correct copy of the attached NOTICE OF OPPOSITION,

dated April 17, 2015 (U.S. Ser. No. 86296114), is being electronically transmitted to the Trademark
Trial and Appeal Board on April 17, 2015.

/Raffi V. Zerounian/
Raffi V. Zerounian
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