
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA1038216

Filing date: 02/25/2020

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91221124

Party Defendant
TaiRx, Inc.

Correspondence
Address

KEVIN J KEENER AND RISHI NAIR
KEENER & ASSOCIATES PC
161 N CLARK ST, STE 1600
CHICAGO, IL 60601
UNITED STATES
kevin.keener@keenerlegal.com, rishi.nair@keenerlegal.com
312-523-2164

Submission Reply in Support of Motion

Filer's Name Kevin Keener

Filer's email kevin.keener@keenerlegal.com

Signature /kevinkeener/

Date 02/25/2020

Attachments Petitioners Reply in support of Motion to Reopen Discovery.pdf(122604 bytes )

http://estta.uspto.gov


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of: 

Trademark Registration No. 91221124 

Registration Date: July 21, 2009 

Mark: TauRx 

____________________________________       

      ) 

TAIRX, INC.,     ) 

      ) 

   Petitioner  )  Opposition No. 91221124 (parent) 

      ) Cancellation No. 92066827 (child) 

  v.    ) 

      ) 

TAURX THERAPEUTICS LTD.,  ) 

      )  

   Registrant.  ) 

____________________________________)   

 

PETITIONER’S REPLY IN SUPPORT OF MOTION TO REOPEN DISCOVERY 

 

Petitioner TaiRx, Inc. (“Petitioner”) hereby requests an order from the Board reopening 

discovery for the purpose of discovering information regarding the basis and reasonableness of 

Registrant TauRx Therapeutics Ltd.’s (“Registrant”) Section 71 requests, particularly the Section 

71 Declaration filed for Registrant’s ten-year trademark registration renewal. 

I. Legal Argument 

 Petitioner is seeking cancellation of Registrant’s TAURX mark under Registration No. 

3,658,141. Petitioner is seeking to cancel the TAURX mark should be due to abandonment.  

While discovery was pending, Registrant filed a ten-year renewal of the TAURX mark under a 

Section 71 Declaration of Excusable Nonuse. While Petitioner was seeking discovery on the 

justification for Registrant’s Section 71 Declaration of Excusable Nonuse, Registrant submitted 

another declaration seeking to keep the registration of the TAURX mark live based on excusable 

nonuse. Registrant’s filing is directly tied to Petitioner’s claim for trademark abandonment.  



Because of this, there is a need to reopen discovery to investigate whether Registrant’s second 

declaration of excusable nonuse was justified to keep the registration of the TAURX mark live. 

 As mentioned before, Petitioner TaiRx, Inc. seeks to reopen discovery for the purposes of 

gathering more evidence regarding potential trademark abandonment of the TAURX mark, as 

well as investigating Registrant’s new assertions of excusable non-use raised in their new 

Section 71 filing.  The reopening of discovery is crucial to Petitioner’s arguments made in this 

case.  Further, Registrant filed the trademark application for its TAURX on October 11, 2007.  

Since that date, Registrant has not filed a Combined Section 8 and Section 9 Declaration, but 

instead has just filed another Section 71 Request claiming excusable nonuse again at the ten-year 

renewal mark.  Twelve years have passed since Registrant’s initial trademark application, and 

because Registrant still claims excusable nonuse, the reopening of discovery is reasonable and 

essential to determine whether or not the nonuse was in fact excusable, and whether Petitioner’s 

claim of trademark abandonment is unfounded or supported by the evidence gathered.   

II. CONCLUSION 

 New facts came to light with Registrant’s second Section 71 filing since Registrant’s 

filing of the trademark application for TAURX.  Relative to Petitioner’s original claims of 

abandonment, these new facts with this new Section 71 filing raise new issues of abandonment 

that need to be discovered.  Petitioner was in the midst of discovery regarding Registrant’s first 

Section 71 Declaration when Registrant filed its second Section 71 Declaration of Excusable 

Nonuse at the ten-year mark.  For the conservation of the Parties’ monetary resources, for the 

sake of convenience for the Parties, and for the preservation of judicial expediency, discovery 

should be reopened for both of Registrant’s Section 71 Declarations.  Because of this, Petitioner 



respectfully requests that the Board reopen discovery for the purpose of discovering information 

regarding the basis and reasonableness of Registrant’s Section 71 Declarations. 

 

Date:   February 25, 2020    Respectfully Submitted, 

 

 

       /Kevin J. Keener/    

       Kevin J. Keener 

       Rishi Nair 

       KEENER & ASSOCIATES, P.C. 

       161 N. Clark Street, Suite 1600 

       Chicago, IL 60601 

       Telephone: (312) 523-2164 

       kevin.keener@keenerlegal.com 

       rishi.nair@keenerlegal.com  

       Attorneys for Petitioner 
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CERTIFICATE OF SERVICE 

 

I hereby certify that a copy of the forgoing document was served upon Registrant by 

email, on February 25, 2020 at the following email addresses: 

 

JASON KORANSKY 

PATTISHALL MCAULIFFE NEWBURY HILLIARD & GERALDSON 

200 S WACKER DR, SUITE 2900  

CHICAGO, IL 60606 

UNITED STATES 

TC@pattishall.com, DM@pattishall.com, kep@pattishall.com, docket@pattishall.com, 

jmk@pattishall.com 

 

 

       /Kevin J. Keener/     

       Kevin J. Keener 

 


