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Opposition No. 91221124
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TaiRx, Inc.
Cancellation No. 92066827
TaiRx, Inc.
v.
TauRx Therapeutics Ltd.
Andrew P. Baxley, Interlocutory Attorney:

On September 6, 2019, TaiRx, Inc’s (“TaiRx”) filed (1) a combined motion to (a)
suspend proceedings pending the Post-Registration Division’s acceptance or refusal
of a declaration under Trademark Act Section 71, 15 U.S.C. § 1141k, that TauRx
Therapeutics Ltd. (“TauRx”) filed on July 17, 2019 in the USPTO file for Registration
No. 3658141, the involved registration in the above-captioned cancellation
proceeding, and (b) if such declaration is accepted, reopen the discovery period to take
discovery in connection with that Section 71 declaration. See Trademark Rule
2.117(c); (2) a motion for leave to file an amended petition to cancel wherein TaiRx

adds a claim that the Section 71 declaration is improper.



Opposition No. 91221124; Cancellation No. 92066827

The Board finds that the filing of the Section 71 declaration constitutes good cause
to suspend and therefore grants TaiRx’s motion to suspend. See Trademark Rule
2.117(c). Proceedings herein are suspended pending the Post-Registration Division’s
acceptance or refusal of the Section 71 declaration at issue. Further briefing of
TaiRx’s motion for leave to amend the petition to cancel in the cancellation proceeding
1s deferred pending such acceptance or refusal.

TaiRx’s motion for leave to amend the petition to cancel in the cancellation
proceeding to add a claim that the aforementioned Section 71 declaration is improper
is denied. Because involved Registration No. 3658141 was issued more than five years
prior to the commencement of the above-captioned opposition proceeding (see TBMP
§ 307.02(c)(1)), TaiRx is limited to the claims set forth in Trademark Act Section 14(3),
15 U.S.C. § 1064(3), 1.e., fraud, abandonment, genericness, misrepresentation of
source, functionality and the claims brought under Trademark Act Sections 2(a)-(c),
15 U.S.C. § 1052(a)-(c). That is, any claim based on the alleged impropriety of the
Section 71 declaration must be pursuant to one of the claims that is not time-barred
by Section 14(3).

Within twenty days of the acceptance or refusal of TauRx’s Section 71
declaration, TauRx must inform the Board of such acceptance or refusal so that
appropriate action can be taken in this case. While this case is suspended, the parties

must keep their correspondence addresses current.



