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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

TAIRX, INC.,
Petitioner, Opposition No. 91221124 (parent)
Consolidated with Cancellation No.
92066827
V.

TAURX THERAPEUTICS LTD.,

R N N N N S N e

Registrant.

REGISTRANT’S REPLY IN SUPPORT OF MOTION TO QUASH
RULE 30(b)(6) NOTICE OF DEPOSITION

I. Petitioner Admits that its Rule 30(b)(6) Notice of Deposition Is Improper.

In its Response brief, TaiRx, Inc. (“Petitioner’) states that if the Rule 30(b)(6) designee
for TauRx Therapeutics Ltd. (“Registrant”) is based outside of the United States, it will “comply
with the [Board’s] rule and depose the designated individual by written questions.” 58
TTABVUE at 2. Petitioner, however, is well aware that Registrant’s Rule 30(b)(6) witness is
located outside of the United States.

First, on March 13, 2019, Petitioner’s counsel asked Registrant’s counsel, “[d]oes TauRx
have a representative in the United States to do the deposition in person?”” See Supplemental
Declaration of Jason Koransky in Support of Registrant’s Motion to Quash Rule 30(b)(6) Notice
of Deposition (“Koransky Supp. Decl.”) at | 2, Exhibit 1. In response, Registrant’s counsel
advised Petitioner’s counsel on March 14, 2019, that, “[1]ike TaiRx, our client also is located
outside of the United States. If you wish to proceed with a deposition, you will need to do so by

”1

written questions.”” Id. at | 3 Exhibit 2. Petitioner’s counsel never responded. Registrant’s

" On May 12, 2016, the Interlocutory Attorney in this proceeding issued an order requiring Petitioner to conduct a
Rule 30(b)(6) deposition of Respondent on written questions, notwithstanding the fact that Respondent’s foreign
witness was visiting the United States. See 19 TTABVUE.



counsel sent a follow-up email to Petitioner’s counsel on March 18, 2019, again advising
Petitioner’s counsel that Petitioner’s notice of deposition was improper under 37 C.F.R.

§ 2.120(c)(1) and asked Petitioner’s counsel to withdraw the notice of deposition to avoid the
need to file a motion to quash. Id. at | 4, Exhibit 3. Petitioner’s counsel never responded.
Registrant’s counsel called Petitioner’s counsel on March 19, 2019, and left a voicemail, which
again asked Petitioner’s counsel if he would withdraw the notice of deposition in order to avoid
the need to file a motion to quash. Id. at | 5. Petitioner’s counsel never responded. Id.

Second, on April 16, 2019, Registrant’s counsel sent Petitioner’s counsel yet another e-
mail explaining that Dr. Charles Harrington, Registrant’s Chief Scientific Officer, who is located
in the United Kingdom, would testify as Registrant’s Rule 30(b)(6) designee. Registrant’s
counsel again asked Petitioner’s counsel to withdraw its improper notice of deposition. Id. at | 6,
Exhibit 4. Petitioner’s counsel refused to withdraw the notice of deposition by live examination
and instead filed an improper ‘“supplemental” response (discussed below).

Third, all of the witnesses in Registrant’s Initial Disclosures are based outside of the U.S.,
and the person that Petitioner identifies in its Response brief as a potential U.S.-based witness,
Dr. Lon S. Schneider, is not a director, officer, or even an employee of Registrant. Id. at | 7.

Notwithstanding Petitioner’s admission that its Rule 30(b)(6) notice of deposition is
improper and Respondent’s numerous communications to Petitioner explaining that its notice
was improper and requesting that Petitioner voluntarily withdraw its notice of deposition,
Petitioner inexplicably refuses to withdraw its notice of deposition. Therefore, pursuant to 37
C.F.R. § 2.120(c)(1), TBMP § 404.03(b), and Petitioner’s own admission, Petitioner’s Rule

30(b)(6) Notice of Deposition is improper, and should be quashed.



II. Petitioner Filed an Improper “Supplemental Response,” which Should Be Stricken.

On April 19, 2019, Petitioner filed a “Supplemental Response to Registrant’s Motion to
Quash and Request for an Extension of Time.” 59 TTABVUE. Such a “supplemental” filing is
not permitted. See 37 C.F.R. § 2.127 (permitting only an initial brief, a response brief, and a
reply brief and stating that “[t]he Board will consider no further papers in support of or in
opposition to a motion.”); see also TBMP § 502.02(b). The Trademark Rules do not permit
Petitioner’s “Supplemental Response.” Therefore, the Board should not consider, and should
strike, this filing. See TBMP § 517.

III.  The Board Should Deny Petitioner’s Request for an Extension of the Discovery
Period.

As the moving party, Petitioner “retains the burden of persuading the Board that it was
diligent in meeting its responsibilities and should therefore be awarded additional time.” Nat’l
Football League v. DNH Mgm’t LLC, 85 U.S.P.Q.2d 1852, 1854 (T.T.A.B. 2008) (denying
opposer’s motion to extend discovery period, even though opposer had filed no previous
extensions and there was no evidence of bad faith). Petitioner’s request for an extension of the
discovery period to serve a notice of deposition on written questions and to complete that
deposition fails to meet this burden. 58 TTABVUE.

Petitioner’s proposed notice of deposition on written questions is improper because it
cannot be completed before the close of discovery. Trademark Rule 2.120(a)(3) states that:

Discovery depositions must be properly noticed and taken during the discovery

period. Interrogatories, requests for production of documents and things, and

requests for admission must be served early enough in the discovery period, as

originally set or as may have been reset by the Board, so that responses will be
due no later than the close of discovery.

37 C.F.R. § 2.120(a)(3). This rule applies equally to depositions on written questions. TBMP

§404.07(b) states that:



Discovery depositions must be both properly noticed and taken during the
discovery period. [citing 37 C.F.R. § 2.120(a)(3)] TBMP § 404.01. Thus, it is
recommended that a party that desires to take a discovery deposition on written
questions initiate the procedure early in its discovery period.

The parties have been engaged in these proceedings since March 18, 2015 — i.e., more
than four years. Petitioner could have taken discovery related to its potential grounds for
cancellation — including a Rule 30(b)(6) notice of deposition on written questions — as early as
May 27, 2015. 2 TTABVUE. Petitioner elected not to do so.

Petitioner likewise could have promptly served its discovery requests on its cancellation
claims — including a Rule 30(b)(6) notice of deposition on written questions — after the Board
issued an order setting the opening of fact discovery in Petitioner’s cancellation counterclaim on
April 15, 2018. 47 TTABVUE. Petitioner again elected not to do so.

After the Board denied Petitioner’s motion for summary judgment on September 14,
2018, and reset the close of fact discovery to February 15, 2019, Petitioner could have promptly
served its discovery requests — including a Rule 30(b)(6) notice of deposition on written
questions. Petitioner once again elected not to do so.

Instead, Petitioner waited another two months — until November 15, 2018 — to serve
document requests, interrogatories, and requests for admission on Registrant. Koransky Supp.
Decl. at { 8. Registrant gathered documents responsive to Petitioner’s document requests over
the holidays and produced those documents to Petitioner on February 5, 2019. Id. at | 9.
Registrant also consented to Petitioner’s request for a further 60-day extension of the discovery
period, which extended the discovery period until April 15, 2019. 54 and 55 TTABVUE.
Petitioner nevertheless waited until March 13, 2019 — more than five weeks after Registrant

produced documents to Petitioner and just one month before the close of fact discovery — to



serve its first (defective) Rule 30(b)(6) notice of deposition by live examination. Koransky Supp.
Decl. at q 2.

Petitioner has failed to meet its burden of showing that it has been diligent in conducting
discovery in this proceeding. Discovery first opened in the opposition proceeding almost four
years ago on May 27, 2015 — almost eight times the six-month discovery period set in Board
proceedings. It is time for discovery to come to an end. Petitioner’s proposed (but not yet
noticed) Rule 30(b)(6) deposition on written questions is improper because it is impossible to
complete the deposition before the close of discovery, and permitting Petitioner additional time
to complete that deposition will further delay this proceeding by several months. The Board
should not award Petitioner’s lack of diligence with a further extension of the discovery period.

The Trademark Rules were amended on January 14, 2017, to prohibit precisely this type
of dilatory conduct. The Board therefore should deny Petitioner’s motion for additional time to
conduct a deposition by written questions. See, e.g., SFW Licensing Corp. v. Di Pardo Packing
Ltd., 60 U.S.P.Q.2d 1372, 1373 (T.T.A.B. 2001) (denying opposer’s motion to extend discovery
period where opposer had not come forward with “detailed facts” required to carry their burden
explaining their inaction).

IV.  Conclusion

For the reasons stated above, Registrant respectfully requests that the Board grant its
Motion to Quash Petitioner’s Rule 30(b)(6) Notice of Deposition and that the Board deny
Petitioner’s motion for a further extension of the discovery period to allow Petitioner additional

time to complete a deposition on written questions.



Dated: April 26, 2019 By: s/Thad Chaloemtiarana /
Thad Chaloemtiarana
Jason Koransky
200 South Wacker Drive
Suite 2900
Chicago, Illinois 60606
(312) 554-8000

Attorneys for Registrant, TauRx Therapeutics Ltd.



CERTIFICATE OF SERVICE
I, Jason Koransky, certify that a true and correct copy of the foregoing REGISTRANT’S
REPLY IN SUPPORT OF MOTION TO QUASH RULE 30(b)(6) NOTICE OF
DEPOSITION was served by email on this 26th day of April 2019, on Petitioner via its counsel:

Kevin Keener

Keener & Associates, P.C.

161 North Clark Street, Suite 1600
Chicago, IL 60601

312-523-2164
kevin.keener@keenerlegal.com
rishi.nair@keenerlegal.com

s/Jason Koransky /




UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

TAIRX, INC., )
)
Petitioner, ) Opposition No. 91221124 (parent)
) Consolidated with Cancellation No.
) 92066827
V. )
)
TAURX THERAPEUTICS LTD., )
)
Registrant. )

SUPPLEMENTAL DECLARATION OF JASON KORANSKY IN SUPPORT OF
REGISTRANT’S MOTION TO QUASH RULE 30(b)(6) NOTICE OF DEPOSITION

I, Jason Koransky, pursuant to 28 U.S.C. § 1746, hereby declare the following:

1. [ am an attorney at the law firm of Pattishall, McAuliffe, Newbury, Hilliard &
Geraldson LLP, counsel for Registrant TauRx Therapeutics Ltd. (“Registrant”). I have personal
knowledge of the facts stated herein and could, if called as a witness, testify competently as to
them.

2. On March 13, 2019, counsel for TaiRx, Inc. (“Petitioner”), Kevin Keener, sent an
e-mail to counsel for Registrant, in which he asked, “Does TauRx have a representative in the
United States to do the deposition in person?” A true and correct copy of this e-mail is attached
as Exhibit 1. Mr. Keener sent this e-mail before serving on Registrant the improper Rule 30(b)(6)
Notice of Deposition that is the subject of this Motion to Quash, which he served on March 13.

3. On March 14, 2019, Registrant’s counsel, Thad Chaloemtiarana, sent an e-mail to
Petitioner’s counsel stating, “Like TaiRx, our client also is located outside of the United States.
If you wish to proceed with a deposition, you will need to do so on written questions.” A true
and correct copy of this e-mail is attached as Exhibit 2.

4. Petitioner’s counsel never responded to this March 14 e-mail. Therefore, on
March 18, 2019, Mr. Chaloemtiarana sent a follow-up e-mail to Mr. Keener, a true and correct

copy of which is attached as Exhibit 3, reiterating that the noticed in-person 30(b)(6) deposition




was improper: “As I explained below, TaiRx’s notice of deposition is improper because it seeks
to take an oral deposition of a party residing outside of the United States. See 37 C.F.R. §
2.120(c)(1). Please confirm that you are withdrawing the notice of deposition by tomorrow,
March 19. We would prefer to avoid the need to file a motion to quash the notice of deposition
if possible.”

3, Having not received a response to the March 14 or March 18 e-mails, on March
19, 2019, I called Mr. Keener and left him a voicemail in which I asked him if Petitioner would
withdraw the improper deposition notice. Mr. Keener never responded to this message.

6. On April 16, 2019, I sent an e-mail to Mr. Keener, a true and correct copy of
which is attached as Exhibit 4, in which I stated that Dr. Charles Harrington, Registrant’s Chief
Scientific Officer who is located in the United Kingdom, would testify as Registrant’s Rule
30(b)(6) designee. In this e-mail, I again requested that Petitioner withdraw its deposition notice.

7. Both of the individuals that Registrant disclosed in its Initial Disclosure to
Registrant in this matter are based outside of the United States. In its Response brief to this
Motion to Quash, Petitioner stated that a person identified on Registrant’s website as being on
Registrant’s scientific advisory board, Dr. Lon S. Schneider, could be a potential U.S.-based
30(b)(6) witness for Registrant. Dr. Schneider is not a director, officer, or employee of
Registrant.

8. Petitioner first served document requests, interrogatories, and requests for
admission on Registrant in this Petition for Cancellation on November 15, 2018.

9. Registrant gathered documents responsive to Petitioner’s document requests and
produced them to Petitioner on February 5, 2019.

I declare under penalty of perjury that the foregoing is true and correct.

Executed in Chicago, Illinois, on April 25, 2019.

Jason Koransky
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From: Kevin Keener <kevin.keener@keenerlegal.com>

Sent: Wednesday, March 13, 2019 1:.01 PM
To: Thad Chaloemtiarana; Jason M. Koransky
Subject: TaiRx v TauRx

External email, exercise caution.
Thad and Jason,
I plan on sending a 30b6 deposition notice to TauRx and have some questions-

1. Would you consent to a 60 day extension of time to the schedule so we can have time to make arrangements
for the deposition?

2. Does TauRx have a representative in the United States to do the deposition in person? If so, where would we
physically have the deposition to make it convenient or the deponent?

Thanks
Kevin

Kevin Keener

Keener and Associates, P.C.
161 North Clark Street

Suite 1600

Chicago, IL 60601

Office: 312-523-2164

Cell: 773-562-5902
www.keenerlegal.com
kevin.keener@keenerlegal.com

This message is intended solely for the use of the individual to whom it is addressed and may contain
information that is privileged, confidential or otherwise exempt from disclosure under applicable law. If the
reader of this message is not the intended recipient or the employee or agent responsible for delivering the
message to the intended recipient, you are hereby notified that any dissemination, distribution, or copying of
this communication is strictly prohibited. If you have received this communication in error, please immediately
reply to this message or notify us by telephone at 773-562-5902 and delete the message.
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From: Thad Chaloemtiarana <TC@pattishall.com>

Sent: Thursday, March 14, 2019 11:30 AM

To: 'Kevin Keener'

Cc: Jason M. Koransky; Docket; Demetra Merikas; Kristen E. Pappano
Subject: RE: TaiRx v TauRx Notice of 30b6 deposition

Dear Kevin,

Thanks for your email. Like TaiRx, our client also is located outside of the United States. If you wish to proceed with a
deposition, you will need to do so on written questions.

| have forwarded your request for a further extension of the deadlines to our client. We will let you know when we
receive their response.

Regards,

Thad

From: Kevin Keener [mailto:kevin.keener@keenerlegal.com]

Sent: Wednesday, March 13, 2019 3:29 PM

To: Thad Chaloemtiarana; Jason M. Koransky; Docket; Demetra Merikas; Kristen E. Pappano
Subject: TaiRx v TauRx Notice of 30b6 deposition

External email, exercise caution.
Thad and Jason,
Attached please see TaiRx's Notice of 30b6 Deposition.

As I'said in my prior email- we can coordinate on date and extend the discovery period if needed. Also we can
coordinate on the location as well.

Thanks
Kevin

Kevin Keener

Keener and Associates, P.C.
161 North Clark Street

Suite 1600

Chicago, IL 60601

Office: 312-523-2164

Cell: 773-562-5902
www.keenerlegal.com
kevin.keener(@keenerlegal.com

This message is intended solely for the use of the individual to whom it is addressed and may contain
information that is privileged, confidential or otherwise exempt from disclosure under applicable law. If the

1



reader of this message is not the intended recipient or the employee or agent responsible for delivering the
message to the intended recipient, you are hereby notified that any dissemination, distribution, or copying of
this communication is strictly prohibited. If you have received this communication in error, please immediately
reply to this message or notify us by telephone at 773-562-5902 and delete the message.
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From: Thad Chaloemtiarana <TC@pattishall.com>

Sent: Monday, March 18, 2019 10:06 AM

To: 'Kevin Keener'

Cc: Jason M. Koransky; Demetra Merikas; Kristen E. Pappano
Subject: RE: TaiRx v TauRx Notice of 30b6 deposition

Dear Kevin,

Further to my email last week, we have consulted with our client regarding your request for consent to extend all
deadlines. TauRx does not consent to a further extension of the discovery period, as we are now in fourth year of these
proceedings.

As | explained below, TaiRx's notice of deposition is improper because it seeks to take an oral deposition of a party
residing outside of the United States. See 37 C.F.R. § 2.120(c)(1). Please confirm that you are withdrawing the notice of

deposition by tomorrow, March 19. We would prefer to avoid the need to file a motion to quash the notice of
deposition if possible.

Please feel free to let us know if you have any questions or if you would like to discuss this by phone.
Regards,

Thad

From: Thad Chaloemtiarana

Sent: Thursday, March 14, 2019 11:30 AM

To: 'Kevin Keener'

Cc: Jason M. Koransky; Docket; Demetra Merikas; Kristen E. Pappano
Subject: RE: TaiRx v TauRx Notice of 30b6 deposition

Dear Kevin,

Thanks for your email. Like TaiRx, our client also is located outside of the United States. If you wish to proceed with a
deposition, you will need to do so on written questions.

| have forwarded your request for a further extension of the deadlines to our client. We will let you know when we
receive their response.

Regards,

Thad

Thad Chaloemtiarana

Pattishall, McAuliffe, Newbury, Hilliard & Geraldson LLP

200 South Wacker Drive

Suite 2900

Chicago, IL 60606-5896

Direct: (312)554-7973 Main: (312) 554-8000 Fax: (312) 554-8015
TC@pattishall.com www.pattishall.com

1




The preceding message and any attachments may contain confidential information protected by the attorney-client or other privilege. You may not forward this
message or any attachments without the permission of the sender. If you believe that it has been sent to you in error, please reply to the sender that you received the
message in error and then delete it. Nothing in this email message, including the typed name of the sender and/or this signature block, is intended to constitute an
electronic signature unless a specific statement to the contrary is included in the message.

From: Kevin Keener [mailto:kevin.keener@keenerlegal.com]

Sent: Wednesday, March 13, 2019 3:29 PM

To: Thad Chaloemtiarana; Jason M. Koransky; Docket; Demetra Merikas; Kristen E. Pappano
Subject: TaiRx v TauRx Notice of 30b6 deposition

External email, exercise caution.
Thad and Jason,
Attached please see TaiRx's Notice of 30b6 Deposition.

As I'said in my prior email- we can coordinate on date and extend the discovery period if needed. Also we can
coordinate on the location as well.

Thanks
Kevin

Kevin Keener

Keener and Associates, P.C.
161 North Clark Street

Suite 1600

Chicago, IL 60601

Office: 312-523-2164

Cell: 773-562-5902
www.keenerlegal.com
kevin.keener@keenerlegal.com

This message is intended solely for the use of the individual to whom it is addressed and may contain
information that is privileged, confidential or otherwise exempt from disclosure under applicable law. If the
reader of this message is not the intended recipient or the employee or agent responsible for delivering the
message to the intended recipient, you are hereby notified that any dissemination, distribution, or copying of
this communication is strictly prohibited. If you have received this communication in error, please immediately
reply to this message or notify us by telephone at 773-562-5902 and delete the message.
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From: Jason M. Koransky <JMK@pattishall.com>

Sent: Tuesday, April 16, 2019 4:33 PM
To: 'Kevin Keener'

Cc: Thad Chaloemtiarana

Subject: RE: Response to Motion to Quash
Dear Kevin,

Further to your response brief to TauRx's motion to quash TaiRx's 30(b)(6) deposition notice, we wanted to emphasize
that we emailed you twice and called you and left a voicemail in an attempt to explain to you that TauRx is not based in
the U.S., and its officers (including all of the individuals identified in TauRx's initial disclosures) are not based in the

U.S. You did not respond to any of our emails or my voicemail. Had you done so, we would have reiterated that TauRx's
corporate designee is not based in the U.S. As we explained in our correspondence to you, we wanted to avoid the need
for any motion practice.

TauRx's corporate designee for the 30(b)(6) deposition will be Dr. Charles Harrington, Chief Scientific Officer of

TauRx. Dr. Harrington is located in Aberdeen in the United Kingdom. Therefore, please confirm that you will withdraw
TaiRx's 30(b)(6) deposition notice by Thursday, April 17. If you withdraw the notice of deposition, we can advise the
Interlocutory Attorney that we will withdraw our motion to quash in order to avoid further waste of the Board's
resources.

Please let us know if you have any questions, and if you would like to discuss this matter further.
Best regards,

Jason

From: Kevin Keener [mailto:kevin.keener@keenerlegal.com]
Sent: Wednesday, April 10, 2019 6:21 PM

To: Thad Chaloemtiarana; Jason M. Koransky

Subject: Response to Motion to Quash

External email, exercise caution.

Attached see the response to motion to quash

Kevin Keener

Keener and Associates, P.C.
161 North Clark Street

Suite 1600

Chicago, IL 60601

Office: 312-523-2164

Cell: 773-562-5902
www.keenerlegal.com
kevin.keener@keenerlegal.com




This message is intended solely for the use of the individual to whom it is addressed and may contain
information that is privileged, confidential or otherwise exempt from disclosure under applicable law. If the
reader of this message is not the intended recipient or the employee or agent responsible for delivering the
message to the intended recipient, you are hereby notified that any dissemination, distribution, or copying of
this communication is strictly prohibited. If you have received this communication in error, please immediately
reply to this message or notify us by telephone at 773-562-5902 and delete the message.



