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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of: 

Trademark Registration No. 91221124 

Registration Date: July 21, 2009 

Mark: TauRx 

_______________________________       

      ) 

TAIRX, INC.     ) 

      ) 

   Petitioner  )  Opposition No. 91221124 (parent) 

      ) Cancellation No. 92066827 (child) 

   v.   ) 

      ) 

TAURX THERAPEUTICS LTD.,  ) 

      )  

   Registrant.  ) 

________________________________   

 

PETITIONER’S SUPPLEMENTAL RESPONSE TO REGISTRANT’S MOTION TO 

QUASH AND REQUEST FOR AN EXTENSION OF TIME 

Petitioner TaiRx, Inc. hereby submits this supplemental response to Registrant’s Motion 

to Quash filed on March 21, 2019. For the additional reasons set forth herein, Petitioner requests 

that Registrant’s Motion be denied. 

I. Factual Background 

Petitioner served discovery responses to Registrant on November 15, 20118. See 

Declaration of Kevin Keener; Exhibit 1. Registrant served its objections and responses on 

December 14, 2018. See Declaration of Kevin Keener; Exhibit 2. Registrant did not serve any 

responsive documents to Petitioner until February 5. See Declaration of Kevin Keener; Exhibit 

3. Petitioner served over 175,000 pages of responsive documents. See Declaration of Kevin 

Keener. Five weeks after, and more than a month from the end of the discovery period, Petitioner 

served a Notice of 30(b)(6) deposition to Registrant. See Declaration of Kevin Keener; Exhibit 



4. Registrant did not designate a 30(b)(6) individual until April 16, 2019. See Declaration of 

Kevin Keener. The individual identified resides in Aberdeen in the United Kingdom. See 

Declaration of Kevin Keener; Exhibit 5.  

II. Extension of Time is Warranted 

Petitioner believes that any Notice of written questions submitted to the Board following 

the Board’s decision on the pending motion to quash should relate back to the Notice of 30(b)(6) 

Deposition that Petitioner served on Registrant on March 13, 2019. Petitioner further believes 

that additional time required to complete the deposition of Dr. Harrington by written questions 

is warranted in this case. 

“A motion to extend must set forth with particularity the facts said to constitute good 

cause for the requested extension.” TBMP § 509.01. “Moreover, a party moving to extend time 

must demonstrate that the requested extension of time is not necessitated by the party’s own lack 

of diligence or unreasonable delay in taking the required action during the time previously 

allotted therefor.” Id.  

Good cause exists for an extension of discovery periods in this case. Petitioner served 

document requests in November 2018 and had to wait almost an additional two months until 

receiving responsive documents. Registrant also served a large number of pages which required 

review prior to issuing a notice of deposition. Petitioner served its Notice of 30(b)(6) Deposition 

more than one month from the end of the discovery period. Furthermore, Registrant did not 

designate an individual under Rule 30(b)(6) until April 16, 2019. Petitioner was not certain that 

it would have to undertake a deposition by written questions until Registrant designated Dr. 

Harrington as the deponent on April 16, 2019. Petitioner was diligent in this case and the need 

for additional time did not arise until Dr. Harrington was designated. For these reasons, 

additional time is warranted to discovery in this case. 



III. Conclusion 

For the reasons set forth herein, Petitioner requests that Registrant’s motion to quash be 

denied. Petitioner asserts that good cause is warranted for extending the discovery period in this 

case so that Petitioner may complete the deposition of Dr. Harrington by written questions in 

accordance with TTAB rules.  

Specifically, Petitioner requests an extension of time of 30 days from the date of 

resumption of the case to file its notice of written questions to Dr. Harrington. Petitioner further 

requests that the Board extend the discovery period by 90 days from the date of resumption to 

allow time for the deposition of Dr. Harrington by written questions to proceed in accordance 

with 37 C.F.R. § 2.124(d)(1). 

Date:   April 19, 2019 Respectfully Submitted, 

 

 

       /Kevin J. Keener/    

       Kevin J. Keener 

       Rishi Nair 

       KEENER & ASSOCIATES, P.C. 

       161 N. Clark Street, Suite 1600 

       Chicago, IL 60601 

       Telephone: (312) 523-2164 

       kevin.keener@keenerlegal.com 

       rishi.nair@keenerlegal.com  

  Attorneys for Petitioner 

. 

 

 

 

 

 

 

 

 

 

 

 

 



CERTIFICATE OF SERVICE 

I hereby certify that a copy of the forgoing document was served upon Registrant by email, 

on April 19, 2019 at the following email addresses: 

JASON KORANSKY 

PATTISHALL MCAULIFFE NEWBURY HILLIARD & GERALDSON 

200 S WACKER DR, SUITE 2900  

CHICAGO, IL 60606 

UNITED STATES 

tc@pattishall.com, jmk@pattishall.com, docket@pattishall.com 

/Kevin J. Keener/ 

Kevin J. Keener 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of: 

Registration No.  3,658,141 

Filing Date:  August 16, 2007 

Mark:    TauRx 

____________________________________ 

      ) 

      ) 

TaiRx, Inc.     )  Opposition No. 91221124 (parent) 

      )  Cancellation No. 92066827 (child) 

   Petitioner,  ) 

      ) 

v.      )   

      )  

      )   

TauRx Therapeutics Ltd.   ) 

      )  

   Registrant.  ) 

____________________________________) 

 

DECLARATION OF KEVIN KEENER  

I, Kevin Keener, being warned that willful false statements and the like are punishable by 

fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false statements and 

the like may jeopardize the validity of the application or document or any registration resulting 

therefrom, declares that the following statements made of his own knowledge are true; and all 

statements made on information and belief are believed to be true. 

1. On Thursday, November 15, 2018 I served Petitioner’s First Set of Discovery Requests to 

Registrant. A true and accurate copy of my service email is attached as Exhibit 1. 

2. On Friday, December 14, 2019, Registrant provided answers and objections to 

Petitioner’s First Set of Discovery Requests to Registrant. Registrant did not provide any 

documents on that date. I responded to the service email inquiring as to when responsive 

documents would be produced. Registrant’s counsel indicated that documents were being 
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collected but that the production would not be ready “before the end of the year.” A true 

and accurate copy of this email thread is attached as Exhibit 2. 

3. The parties agreed to an extension of time this matter which was filed on February 5, 

2019. Registrant produced documents responsive to Petitioner’s First Set of Discovery 

Requests to Registrant on February 5 and February 6, 2019. Registrant’s production was 

for TAU00001924 through TAU00177779- more than 175,000 pages. A true and 

accurate copy of the extension email and confirmation of receipt of the documents is 

attached as Exhibit 3. 

4. On March 13, 2019 I served a Notice of 30(b)(6) Deposition to TauRx. At the time of 

serving the notice of deposition the discovery period was scheduled to close on April 16, 

2019- more than one month from the date of serving the notice of deposition. A true and 

accurate copy of my service email for the notice of deposition is attached as Exhibit 4. 

5. Registrant filed a motion to quash the notice of deposition on March 21, 2019. 

6. On April 16, 2019, after I had filed Petitioner’s response to the motion to quash, 

Registrant designated Dr. Charles Harrington as the 30(b)(6) deponent for Registrant. 

Registrant identified that Dr. Harrington is located in Aberdeen in the United Kingdom 

and requested that Petitioner withdraw its notice of deposition. I informed counsel for 

Registrant that I did not have a problem with withdrawing the notice if Dr. Harrington 

were still available to answer written questions and Registrant would not object to the 

service of the deposition by written questions prior to the end of discovery. Registrant 

informed me that it could not extend time and would not waive objections to conducting 

the deposition by written questions. A true and accurate copy of the email thread 

regarding the attempt to schedule deposition by written questions is attached as Exhibit 5. 
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_ April 19, 2019____________    /Kevin J. Keener /______ 

Date        Kevin Keener 
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