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TauRx Therapeutics Ltd. 
 

v. 

TaiRx, Inc. 
 
Cancellation No. 92066827 
 
TaiRx, Inc. 
 

v. 
 

TauRx Therapeutics Ltd. 
 

Before Kuczma, Adlin, and Larkin, 
Administrative Trademark Judges. 
 
By the Board: 
 

TaiRx, Inc. (“TaiRx”) seeks registration of the mark shown below 

 
for a variety of pharmaceutical, chemical, nutritional and other products, as well as  

related services.1 In its amended, consolidated notice of opposition, TauRx 

                                            
1 Application Serial Nos. 86155839 for goods in International Class 5, and 86155840 for 
services in International Class 42, each filed January 2, 2014 under Section 1(b) of the 
Trademark Act, based on an intent to use the mark in commerce.  
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Therapeutics Ltd. (“TauRx Therapeutics”) alleges prior use and registration of the 

mark shown below 

 

for a wide variety of pharmaceutical and medical products, and related products 

and services.2 As grounds for opposition, TauRx Therapeutics alleges that use of 

TaiRx’s mark would be likely to cause confusion with TauRx Therapeutics’s mark 

and that TaiRx did not have a bona fide intent to use its mark on the filing date of 

its involved applications. In its answer, TaiRx denies the salient allegations in the 

amended consolidated notice of opposition. 

TaiRx subsequently filed, in a separate proceeding, a petition to cancel TauRx 

Therapeutics’s pleaded registration on the grounds of abandonment and genericness. 

We found the petition to be “effectively a compulsory counterclaim,” resulting in 

consolidation of the two proceedings. 41 TTABVUE 2.3 In its answer, TauRx 

Therapeutics denies the salient allegations in the counterclaim petition for 

cancellation. 

                                            
2 Registration No. 3658141, issued July 21, 2009 as an extension of protection under Section 
66(a) of the Act, 15 U.S.C. §§ 1141f(a), of International Registration No. 0936776. In 2015 
TauRx Therapeutics filed and the Office accepted a Section 71 affidavit of excusable nonuse. 
3 Citations are to the record in Opposition No. 91221124 and reference TTABVUE, the 
Board’s online docketing system. Specifically, the number preceding “TTABVUE” 
corresponds to the docket entry number(s), and any number(s) following “TTABVUE” refer 
to the page number(s) of the docket entry where the cited materials appear. 
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These consolidated cases now come up for consideration of another motion for 

summary judgment -- the third filed in this case -- this time TaiRx’s fully-briefed 

motion for summary judgment on its abandonment counterclaim, filed May 15, 2018. 

I. The Parties’ Evidence and Arguments 

TaiRx relies on TauRx Therapeutics’s interrogatory responses, in which TauRx 

Therapeutics admits that it “has not offered any goods or services in conjunction 

with,” or licensed, its pleaded mark in the United States. 48 TTABVUE 14-16, 18 

(responses to Interrogatory Nos. 1, 4-6, 11). Because these admissions establish that 

TauRx Therapeutics has not offered goods or services to United States consumers 

under its pleaded mark for more than three years since its pleaded registration issued 

(or ever), TaiRx argues that it has established a prima facie case of abandonment 

which TauRx Therapeutics has not rebutted. 

 TauRx Therapeutics denies that TaiRx’s evidence establishes “nonuse” under 15 

U.S.C. §1127, and argues that even if it did, any nonuse was excusable. Specifically, 

Charles Harrington, TauRx Therapeutics’s Chief Scientific Officer, testifies that 

TauRx Therapeutics is in the process of obtaining Food and Drug Administration 

(“FDA”) approval for its pharmaceutical products, that its pharmaceutical products 

have been the subject of clinical trials since 2004 and that TauRx Therapeutics is 

prohibited from offering pharmaceutical products under its pleaded mark until the 

clinical trials are complete and the FDA approves the products for sale. 50 TTABVUE 

53-55, 69-213 (Harrington Dec. ¶¶ 4, 6, 8 and Exs. 2-11). In its Section 71 Declaration 

of Excusable Nonuse, which the Patent and Trademark Office accepted, TauRx 
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Therapeutics explains that its ability to offer its related goods and services in 

International Classes 9, 10, 16, 35, 42 and 44 to United States consumers is also 

dependent on approval of its Class 5 pharmaceutical products. Id. at 69-115 

(Harrington Dec. Ex. 2).   

II. Summary Judgment is Inappropriate 

Summary judgment is appropriate only where there are no genuine disputes as to 

any material fact, thus allowing the case to be resolved as a matter of law. Fed. R. 

Civ. P. 56(a). The party seeking summary judgment bears the burden of 

demonstrating the absence of any genuine dispute of material fact, and that it is 

entitled to judgment under the applicable law. See Celotex Corp. v. Catrett, 477 U.S. 

317, 323 (1986); Sweats Fashions, Inc. v. Pannill Knitting Co. Inc., 833 F.2d 1560, 4 

USPQ2d 1793, 1796 (Fed. Cir. 1987). A factual dispute is genuine if, on the evidence 

of record, a reasonable fact finder could resolve the matter in favor of the non-moving 

party. See Opryland USA Inc. v. Great Am. Music Show Inc., 970 F.2d 847, 23 

USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde Tyme Foods, Inc. v. Roundy’s, Inc., 961 

F.2d 200, 22 USPQ2d 1542, 1544 (Fed. Cir. 1992). 

The evidence on summary judgment must be viewed in a light most favorable to 

the non-movant, and all justifiable inferences are to be drawn in the non-movant’s 

favor. Lloyd’s Food Prods., Inc. v. Eli’s, Inc., 987 F.2d 766, 25 USPQ2d 2027, 2029 

(Fed. Cir. 1993); Opryland USA, 23 USPQ2d at 1472. The Board may not resolve 

genuine disputes as to material facts; it may only ascertain whether genuine disputes 
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as to material facts exist. See Lloyd’s Food Prods., 25 USPQ2d at 2029; Olde Tyme 

Foods, 22 USPQ2d at 1547. 

Here, TauRx Therapeutics’s failure to offer goods under its pleaded mark to 

consumers in the United States does not necessarily mean that the mark was not 

being “used” under 15 U.S.C. §1127. In fact, when Congress redefined trademark 

“use” in the Trademark Law Revision Act of 1988, it explained that it intended 

that the revised definition of “use in commerce” be 
interpreted to mean commercial use which is typical in a 
particular industry. Additionally, the definition should be 
interpreted with flexibility so as to encompass various 
genuine, but less traditional, trademark uses, such as 
those made in test markets, infrequent sales of large or 
expensive items, or ongoing shipments of a new drug 
to clinical investigators by a company awaiting FDA 
approval …. 
 

S. Rep. No. 100-515, pp. 44-45 (Sept. 15, 1988) (emphasis added); H.R. No. 100-1028, 

p. 15 (Oct. 3, 1988). 

This Congressional intent is reflected in caselaw interpreting the Act’s definition 

of “use in commerce.” Kythera Biopharmaceuticals, Inc. v. Lithera, Inc., 998 

F.Supp.2d 890, 899 (C.D. Cal. 2014) (“Shipments of drugs for clinical testing may be 

a sufficient use in commerce to show a protectable interest … Here, because Plaintiff 

alleges that its ‘lead product candidate’ is ‘currently in Phase III clinical 

development,’ such activity may be sufficient to show that Plaintiff used the 

KYTHERA trademark on goods in commerce.”). In fact, “use” of marks in connection 

with clinical testing of pharmaceuticals has been held to be a basis on which to deny 
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summary judgment on the ground of nonuse. G.D. Searle & Co. v. Nutrapharm, Inc., 

1999 WL 988533 at *4 (S.D.N.Y. 1999). 

We previously addressed the issue in Alfacell Corp. v. Anticancer Inc., 71 USPQ2d 

1301 (TTAB 2004). In describing earlier-filed cross-motions for summary judgment 

on the issue of abandonment, we stated: 

The parties were at odds over whether respondent’s 
activities under its mark constituted “use in commerce” as 
contemplated under the Trademark Act. The Board 
characterized the issue as follows: Whether, as a matter of 
law, respondent’s shipments of its pharmaceutical 
products for purposes of pre-clinical trials within the 
United States, and for purposes of clinical trials in foreign 
countries constitute “use in commerce.” In an order dated 
September 24, 2002, the Board ruled in respondent’s favor, 
entering partial summary judgment on the issue of 
abandonment. The Board found that Congress intended 
the term “use in commerce” to encompass shipments of 
pharmaceuticals for pre-clinical trials in this country and 
for clinical trials abroad prior to receiving FDA approval as 
a reflection of common industry practice …. 
 

Id. at 1303 (citing Alfacell Corp. v. Anticancer, Inc., Cancellation No. 92032202, 2002 

WL 31121389 (TTAB 2002)). 

In any event, even if TauRx Therapeutics’s clinical trials and efforts to obtain 

FDA approval did not constitute “use” under the Trademark Act, there would be at 

the very least a genuine dispute of material fact as to whether any nonuse was 

excusable.  

Intent to resume use in abandonment cases has been 
equated with a showing of special circumstances which 
excuse a registrant’s nonuse. [Imperial Tobacco Ltd. v. 
Philip Morris, Inc., 899 F.2d 1575, 14 USPQ2d 1390, 95 
(Fed. Cir. 1990)]. If a mark owner’s nonuse is excusable, it 
has overcome the presumption that its nonuse was coupled 
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with an intent not to resume use; if the activities are 
insufficient to excuse nonuse, the presumption is not 
overcome. See [Cerveceria Centroamericana S.A. v. 
Cerveceria India Inc., 892 F.2d 1021, 13 USPQ2d 1307, 
1309, 1313 (Fed. Cir. 1989)]. To prove excusable nonuse, 
Opposer must produce evidence showing that, under the 
particular circumstances of the case, Opposer’s activities 
are those that a reasonable business with a bona fide intent 
to use a mark in U.S. commerce would have undertaken. 
Rivard v. Linville, 133 F.3d 1446, 45 USPQ2d 1374, 1376 
(Fed. Cir. 1998). To that end, the Board has pointed out 
that plans must be to resume commercial use of a mark 
within the “reasonably foreseeable future.”  

 
Exec. Coach Builders, Inc. v. SPV Coach Co., 123 USPQ2d 1175, 1198-99 (TTAB 

2017). Here, there is a genuine dispute as to whether TauRx Therapeutics’s 

participation in clinical trials and efforts to obtain FDA approval constitute 

excusable nonuse.  

III. Conclusion 
 

Because there are genuine disputes of material fact as to whether TauRx 

Therapeutics has used its pleaded mark in commerce under 15 U.S.C. § 1127, and 

whether any nonuse was excusable, TaiRx’s motion for summary judgment is denied.4 

Because three summary judgment motions, two filed by TaiRx and one filed by TauRx 

                                            
4 The parties should note that the evidence submitted in connection with a motion for 
summary judgment or opposition thereto is of record only for consideration of that motion. 
To be considered at final hearing, evidence must be properly introduced during the 
appropriate trial period. See Levi Strauss & Co. v. R. Joseph Sportswear Inc., 28 USPQ2d 
1464 (TTAB 1993); Pet Inc. v. Bassetti, 219 USPQ 911 (TTAB 1983). Additionally, the issues 
for trial are not limited to those identified to explain the denial of the motion. Rather, the 
issues for trial are framed by the pleadings and any issues not pleaded but which may yet be 
tried by express or implied consent. 
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Therapeutics, have been denied, the parties are prohibited from filing any additional 

motions for summary judgment. 

This proceeding is resumed. Trial and other dates are reset as follows: 

 

Expert Disclosures Due 1/16/2019

 

Discovery Closes 2/15/2019

 

Pretrial Disclosures Due for Party in Position of Plaintiff in Opposition 4/1/2019

 

30-day Trial Period Ends for Party in Position of Plaintiff in Opposition 5/16/2019

 

Pretrial Disclosures Due for Party in Position of Defendant in Opposition and in 
Position of Plaintiff in Cancellation 
 

5/31/2019

30-day Trial Period Ends for Party in Position of Defendant in Opposition, and in 
Position of Plaintiff in Cancellation 
 

7/15/2019

Pretrial Disclosures Due for Rebuttal of Party in Position of Plaintiff in Opposition 
and in Position of Defendant in Cancellation 
 

7/30/2019

30-day Trial Period Ends for Rebuttal of Party in Position of Plaintiff in Opposition, 
and in Position of Defendant in Cancellation 
 

9/13/2019

Pretrial Disclosures Due for Rebuttal of Party in Position of Plaintiff in Cancellation 9/28/2019

 

15-day Trial Period Ends for Rebuttal of Party in Position of Plaintiff in 
Cancellation 
 

10/28/2019

Opening Brief for Party in Position of Plaintiff in Opposition Due 12/27/2019

 

Combined Brief for Party in Position of Defendant in Opposition and Opening Brief 
as Plaintiff in Cancellation Due 
 

1/26/2020

Combined Rebuttal Brief for Party in Position of Plaintiff in Opposition and Brief 
as Defendant in Cancellation Due 
 

2/25/2020

Rebuttal Brief for Party in Position of Plaintiff in Cancellation Due 3/11/2020
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Request for Oral Hearing (optional) Due 3/21/2020

 

 

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is 

taken and introduced out of the presence of the Board during the assigned testimony 

periods. The parties may stipulate to a wide variety of matters, and many 

requirements relevant to the trial phase of Board proceedings are set forth in 

Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the 

manner and timing of taking testimony, matters in evidence, and the procedures for 

submitting and serving testimony and other evidence, including affidavits, 

declarations, deposition transcripts and stipulated evidence. Trial briefs shall be 

submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at 

final hearing will be scheduled only upon the timely submission of a separate notice 

as allowed by Trademark Rule 2.129(a). 


