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Opposition No. 91221124 

TauRx Therapeutics Ltd. 
 

v. 

TaiRx, Inc. 
 
Cancellation No. 92066827 
 
TaiRx, Inc. 
 

v. 
 

TauRx Therapeutics Ltd. 
 

Before Kuczma, Adlin, and Larkin, 
Administrative Trademark Judges. 
 
By the Board: 
 

This case now comes up for consideration of TauRx Therapeutics Ltd.’s (“TauRx 

Therapeutics”) motion (filed October 17, 2017) to dismiss TaiRx, Inc.’s (“TaiRx”)  

petition for cancellation on the ground that it is an untimely compulsory counterclaim 
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in the above-captioned opposition proceeding.1 42 TTABVUE.2 The motion is fully 

briefed. 

I. Background 
 

TauRx Therapeutics opposes registration of TaiRx’s mark TAIRX and design in 

the following form,  , in separate applications for goods in International 

Class 53 and services in International Class 42,4 on the ground of likelihood of 

                     
1 TauRx Therapeutics incorrectly captioned its motion as a motion for summary judgment. 
See Trademark Trial and Appeal Board Manual of Procedure (“TBMP”) § 313.04 (June 2017).  
 
2 Except where noted, TTABVUE cites refer to the record in Opposition No. 91221124, the  
parent case in these consolidated proceedings. 
 
3 Application Serial No. 86155839, filed January 2, 2014, based on an assertion of a bona fide 
intent to use the mark in commerce under Trademark Act Section 1(b), 15 U.S.C. § 1051(b). 
The identified goods are: “Agricultural biopesticides; Biological preparations for the 
treatment of tumors and cancers; Chemical preparations for pharmaceutical or medical 
purposes, namely, for treatment of tumors and cancers; Chemical preparations for sanitary 
use; Clinical medical reagents; Diagnostic preparations for medical purposes; Diagnostic 
preparations for medical purposes for detecting the presence of malignant, inflammatory and 
autoimmune disorders and conditions and tissue trauma in humans; Dietary and nutritional 
supplements; Dietary food supplements; Dietary supplements; Dietetic foods, namely, pasta, 
crackers, rice and bread adapted for medical use; Food supplements; Food supplements for 
humans, teenagers, and dogs, and food supplements for treating nausea and treating fatigue; 
Health food supplements; Herbal supplements; Medicinal herbal preparations; Medicinal 
herbs; Natural herbal supplements; Nutritional supplements; Pharmaceutical preparations 
for animal skincare; Vitamin supplements.” 
 
4 Application Serial No. 86155840, filed January 2, 2014, based on an assertion of a bona fide 
intent to use the mark in commerce under Trademark Act Section 1(b), 15 U.S.C. § 1051(b). 
The identified services are: “bacteriological research; Biological research; Chemical analysis; 
Chemical research; Conducting clinical trials for others; Consulting services in the field of 
industrial engineering; Cosmetics research; Food safety testing and consultation related 
thereto; Laboratory research services relating to pharmaceuticals; Medical laboratory 
services; Pharmaceutical research and development; Product quality testing; Product 
research and development; Providing medical testing services and information in the field of 
cancer research and disease classification; Quality control for others; Rental of laboratory 
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confusion under Trademark Act Section 2(d), 15 U.S.C. § 1052(d), based on its 

previously used and registered mark TAURX in the following stylized form, , 

for goods and services in International Classes 5, 9, 10, 16, 35, 42, and 44,5 and no 

                     
apparatus and instruments; Research and development of new products; Research and 
development of new products for others.” 
 
5 Registration No. 3658141, issued July 21, 2009, under Trademark Act Section 66(a), 15 
U.S.C. § 1141f(a), based on International Registration No. 936776. Section 71 affidavit 
accepted. The identified goods in International Class 5 are: “Pharmaceutical preparations for 
the treatment of diseases, illnesses and ailments in humans and animals, namely, infectious 
and parasitic diseases, neoplasms, blood disorders, mental disorders, disorders of the nervous 
system and sensory, organs, musculoskeletal system disorders, genitourinary system 
disorders, communicable diseases, neurological diseases, and psychological conditions; 
chemical preparations for medical and pharmaceutical purposes, namely, for the treatment 
of diseases, illnesses and ailments in humans and animals, namely, infectious and parasitic 
diseases, neoplasms, blood disorders, mental disorders, disorders of the nervous system and 
sensory, organs, musculoskeletal system disorders, genitourinary system disorders, 
communicable diseases, neurological diseases, and psychological conditions; diagnostic kits 
comprised of pharmaceutical and chemical preparations for the treatment of diseases, 
illnesses, and ailments in humans and animals, namely, infectious and parasitic diseases, 
neoplasms, blood disorders, mental disorders, disorders of the nervous system and sensory, 
organs, musculoskeletal system disorders, genitourinary system disorders, communicable 
diseases, neurological diseases, and psychological conditions.” The identified services in 
International Class 42 are: “Medical, pharmaceutical, genetic, biological and biotechnology 
research; design, research and development of drugs, pharmaceuticals and medicines for 
others; laboratory and medical laboratory research and development of drugs, 
pharmaceuticals and medicines for others; scientific development research and consultation 
in the fields of synthetic chemistry, organic chemistry, medicinal chemistry, pharmacological 
chemistry, anorgic chemistry, analytical chemistry, biological chemistry, radiochemistry, 
data analysis, informatics, bio-informatics, chem-informatics, computer aided design, 
artificial intelligence, neural networks, statistics, mathematics, physics and biophysics; 
biological development research and consultation in the fields of anatomy, pharmacology, 
pharmacokinetics, physiology, pathophysiology, aetiology, genomics, genetics, biochemicals, 
toxicology, neurochemistry, cellular biology, molecular biology, proteomics, pharmacological 
genetics and metabonomics; scientific research and development services for clinical 
development in the fields of drug development, clinical trial design, patient recruitment, drug 
testing, clinical data management, data analysis, statistical analysis, patient selection, 
clinical diagnosis and diagnostic testing; preparation of reports of scientific and medical 
research concerning medicines, pharmaceuticals, genetics, biology, biotechnology and drugs; 
development of prognostic and diagnostic tools for others; providing research consultation 
and information in the fields of medical, pharmaceutical, genetic, biological, drug, clinical, 
statistical and biotechnological research.” 
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bona fide intent to use the mark as of the intent-to-use application filing date. 25 

TTABVUE.  

In its August 1, 2017 order, the Board, among other things, denied both TauRx 

Therapeutics’s motion (filed March 2, 2017) for summary judgment on its no bona 

fide intent to use claim, and TaiRx’s cross-motion for summary judgment that TauRx 

Therapeutics lacks standing because it abandoned the mark in its pleaded 

registration. 39 TTABVUE. The order pointed out that challenges to the validity of a 

registration, such as abandonment claims, must be asserted via a counterclaim. 39 

TTABVUE 8. 

TaiRx then filed its petition for cancellation on the grounds of genericness and 

abandonment. Cancellation No. 92066827, 1 TTABVUE. The two cases were 

consolidated.  

II. Motion to dismiss denied 
 

TauRx Therapeutics contends that TaiRx unreasonably delayed in filing its 

petition for cancellation. In particular, TauRx Therapeutics contends that TaiRx has 

known about the basis for its abandonment claim since at least as early as July 21, 

2015, when TauRx Therapeutics filed its Section 71 Declaration of Excusable Nonuse 

in support of its pleaded registration, wherein it stated that the mark TAURX has 

not been in use in commerce because TauRx Therapeutics is obtaining Food and Drug 

Administration approval of its pharmaceuticals “through ongoing clinical trials” (42 

TTABVUE 3-4); that TaiRx should have known the basis for its genericness claim 

since at least as early as June 24, 2015 when it filed its answer in the opposition (42 
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TTABVUE 3); and that TaiRx “indisputably” had knowledge of its claims by May 11, 

2016, when TauRx Therapeutics served documents that explained TauRx 

Therapeutics’s “research and development of pharmaceuticals regarding the ‘tau’ 

protein and its link to neurodegeneration in the brain.” 42 TTABVUE 5.  

In response, TaiRx contends that “justice requires” consideration of its petition. 

44 TTABVUE 3. In particular, TaiRx contends that, although the produced 

documents refer to a “tau protein,” the May 11, 2016 document production is  

insufficient to provide a basis for alleging a claim that the mark TAURX is generic 

with regard to TauRx Therapeutics’s identified goods and services (44 TTABVUE 4); 

that TaiRx did not learn of the basis for a genericness claim until it reviewed more 

detailed documents that TauRx Therapeutics produced later (44 TTABVUE 5); that 

proceedings herein were suspended when TauRx Therapeutics produced those 

documents, and TaiRx filed the petition to cancel “only a handful of weeks” after the 

Board resumed proceedings on August 1, 2017 (44 TTABVUE 5); that, while 

admittedly it should have known the basis for the abandonment claim shortly after 

TauRx Therapeutics served initial discovery responses on May 11, 2016, it was 

unaware that it could petition to cancel the pleaded registration because it is a foreign 

company whose then-attorney was in the midst of a disciplinary proceeding before 

the Board and a lawsuit against the USPTO. 44 TTABVUE 6-8. Accordingly, TaiRx 

asks that the motion to dismiss be denied.6 

                     
6 TauRx Therapeutics’s reply brief essentially restates its original arguments and argues that 
TaiRx’s excuses are invalid. 
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Under Trademark Rule 2.106(b)(3)(i),  

A defense attacking the validity of any one or more of the registrations 
pleaded in the opposition shall be a compulsory counterclaim if grounds 
for such counterclaim exist at the time when the answer is filed. If 
grounds for a counterclaim are known to the applicant when the answer 
to the opposition is filed, the counterclaim shall be pleaded with or as 
part of the answer. If grounds for a counterclaim are learned during the 
course of the opposition proceeding, the counterclaim shall be pleaded 
promptly after the grounds therefor are learned. 
 

“An attack on the validity of a registration pleaded by an opposer will not be heard 

unless a counterclaim or separate petition is filed to seek the cancellation of such 

registration.” Trademark Rule 2.106(b)(2)(ii). “[A] defendant that fails to timely plead 

a compulsory counterclaim cannot avoid the effect of its failure by thereafter 

asserting the counterclaim grounds in a separate petition to cancel.” TBMP § 313.01 

(citing Vitaline Corp. v. General Mills Inc., 891 F.2d 273, 13 USPQ2d 1172, 1174 (Fed. 

Cir. 1989)). However, in determining whether to grant leave to add a counterclaim in 

an opposition proceeding against an intent-to-use application, Trademark Rule 2.107 

indicates that answers in such proceedings may be amended in the same manner and 

to the same extent as in a civil action in a United States district court. Thus, leave to 

amend must be freely given when justice so requires. See Fed. R. Civ. P. 15(a); Federal 

Rule of Civil Procedure 13, Committee Notes on Rules, 2009 Amendment (“An 

amendment to add a counterclaim will be governed by Rule 15.”).  

The Board has decided motions to amend to add compulsory counterclaims in 

oppositions under Rule 2.106(b)(3)(i) in combination with Fed. R. Civ. P. 15(a), which 

allows amendment at any stage of a proceeding when justice so requires, even in cases 

where the counterclaim was omitted from the original answer and was not based on 
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newly-discovered evidence. See Jive Software, Inc. v. Jive Commc’ns, Inc., 125 

USPQ2d 1175 (TTAB 2017); Zanella Ltd. v. Nordstrom Inc., 90 USPQ2d 1758, 1759 

(TTAB 2008); Libertyville Saddle Shop Inc. v. E. Jeffries & Sons Ltd., 22 USPQ2d 

1994, 1997 (TTAB 1992); See's Candy Shops, Inc. v. Campbell Soup Co., 12 USPQ2d 

1395, 1397 (TTAB 1989). If the Board refuses to allow a compulsory counterclaim, the 

defendant may also be precluded from raising the compulsory counterclaim in 

subsequent litigation. See Jive Software, 125 USPQ2d at 1180. 

Although TaiRx blames its former attorney for the failure to file the petition to 

cancel sooner, it is well-settled that action, inaction or even neglect by the former 

attorney does not excuse TaiRx’s failure. Rather, the former attorney’s conduct is 

attributable to TaiRx. See, e.g., Williams v. Five Platters, Inc., 510 F.2d 963, 184 

USPQ 744 (CCPA 1975), aff'g 181 USPQ 409 (TTAB 1974). 

Nonetheless, we find that, under the circumstances herein, justice requires that 

the petition to cancel should be allowed to go forward. Although TaiRx admits that it 

should have been aware of the possible abandonment of the TAURX mark as of TauRx 

Therapeutics’s May 11, 2016 document production (44 TTABVUE 6),7 nearly sixteen 

months prior to the filing of the petition to cancel, these proceedings were suspended 

for most of that time. Further, TauRx Therapeutics was aware of TaiRx’s intent to 

                     
7 TaiRx’s abandonment claim is based on TauRx Therapeutics’s failure to use the mark 
TAURX since the July 21, 2009 date of registration and alleged insufficiencies in the Section 
71 declaration. Cancellation No. 92066827, 1 TTABVUE 6-7. The acceptability of the Section 
71 declaration is an ex parte matter that is not subject to Board review; however, the 
acceptance of a Section 71 declaration cannot preclude TaiRx from asserting its abandonment 
claim. See Sinclair v. Deb Chemical Proprietaries Ltd., 137 USPQ 161, 165 (TTAB 1963) 
(acceptability of Section 8 affidavit not subject to Board review). 
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allege abandonment at least as early as March 31, 2017, when TaiRx filed its 

combined brief in response to TauRx Therapeutics’s motion for summary judgment 

and cross-motion for summary judgment, wherein TaiRx alleged lack of standing 

based on the alleged abandonment. 34 TTABVUE. In addition, TaiRx filed the 

petition to cancel promptly, i.e., five weeks, after the August 1, 2017 order mentioning 

a petition for cancellation.8 We further note that TauRx Therapeutics’s pleaded 

registration issued nearly nine years ago; that TauRx Therapeutics admitted in the 

Section 71 declaration filed on the sixth anniversary of the issuance of that 

registration that it has not used the registered mark TAURX in commerce; and that 

TauRx Therapeutics does not allege subsequent use of that mark in commerce. If that 

mark has indeed been abandoned, the registration for that mark should be removed 

from the register, and TauRx Therapeutics should not be able to rely upon a 

registration for that mark to oppose the applications of others. Cf. Am. Vitamin 

Products Inc. v. DowBrands Inc., 22 USPQ2d 1313, 1314 (TTAB 1992) (there is an 

“overriding public interest in removingabandoned registrations from the register”). 

We therefore find, in view of the multiple suspensions and earlier procedurally 

                     
8 We are not persuaded by TauRx Therapeutics’s assertion that TaiRx should have 
filed the petition to cancel while proceedings were suspended. The Board’s March 8, 
2017 suspension order stated that any submission filed during the pendency of TauRx 
Therapeutics’s motion for summary judgment which was not germane thereto would 
receive no consideration. We note that a motion for leave to file an amended pleading 
may be germane to a motion for summary judgment. See TBMP § 528.03. TaiRx 
raised the issue of abandonment in its cross-motion for summary judgment, but did 
so in a procedurally incorrect manner, and then filed the petition to cancel five weeks 
after being alerted to such incorrectness.   
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improper allegation of abandonment of the mark TAURX, that TaiRx’s petition to 

cancel is timely and that justice requires allowing it to go forward.  

The genericness claim is also timely. Even if TauRx Therapeutics’s initial 

document production may have suggested that portions of the involved mark may be 

generic, genericness only applies if the entire mark is generic and must be shown by 

clear evidence. See Princeton Vanguard, LLC v. Frito-Lay N. Am., Inc., 786 F.3d 960, 

114 USPQ2d 1827, 1832 (Fed. Cir. 2015); In re Hotels.com LP, 573 F.3d 1300, 91 

USPQ2d 1532, 1533-34 (Fed. Cir. 2009); Baroness Small Estates Inc. v. American 

Wine Trade Inc., 104 USPQ2d 1224, 1228 (TTAB 2012). Bearing in mind that 

pleadings in Board proceedings are subject to Patent and Trademark Rule 11.18(b), 

TaiRx is entitled to exercise its judgment to refrain from seeking to allege genericness 

until it believes that there is evidence that could sufficiently support such an 

allegation. We are therefore satisfied that TaiRx did not believe that it had a 

sufficiently firm basis for alleging genericness until after it received additional 

documents from TauRx on March 29, 2017.  

Based on the foregoing, TauRx Therapeutics’s motion to dismiss is denied. 

Proceedings herein are resumed. Discovery remains closed in the opposition 

proceeding. Remaining dates are reset as follows. 

 
Answer Due in Cancellation 3/16/2018
Deadline for Discovery Conference in Cancellation 4/15/2018
Discovery Opens in Cancellation 4/15/2018
Initial Disclosures Due in Cancellation 5/15/2018
Expert Disclosures Due in Cancellation 9/12/2018
Discovery Closes in Cancellation 10/12/2018
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Pretrial Disclosures Due for Party in Position of Plaintiff in Opposition 11/26/2018
30-day Trial Period Ends for Party in Position of Plaintiff in Opposition 1/10/2019
Pretrial Disclosures Due for Party in Position of Defendant in 
Opposition and in Position of Plaintiff in Cancellation 1/25/2019

30-day Trial Period Ends for Party in Position of Defendant in 
Opposition, and in Position of Plaintiff in Cancellation 3/11/2019

Pretrial Disclosures Due for Rebuttal of Party in Position of Plaintiff in 
Opposition and in Position of Defendant in Cancellation 3/26/2019

30-day Trial Period Ends for Rebuttal of Party in Position of Plaintiff in 
Opposition, and in Position of Defendant in Cancellation 5/10/2019

Pretrial Disclosures Due for Rebuttal of Party in Position of Plaintiff in 
Cancellation 5/25/2019

15-day Trial Period Ends for Rebuttal of Party in Position of Plaintiff in 
Cancellation 6/24/2019

Opening Brief for Party in Position of Plaintiff in Opposition Due 8/23/2019
Combined Brief for Party in Position of Defendant in Opposition and 
Opening Brief as Plaintiff in Cancellation Due 9/22/2019

Combined Rebuttal Brief for Party in Position of Plaintiff in Opposition 
and Brief as Defendant in Cancellation Due 10/22/2019

Rebuttal Brief for Party in Position of Plaintiff in Cancellation Due 11/6/2019
Request for Oral Hearing (optional) Due 11/16/2019
 

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is 

taken and introduced out of the presence of the Board during the assigned testimony 

periods. The parties may stipulate to a wide variety of matters, and many 

requirements relevant to the trial phase of Board proceedings are set forth in 

Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the 

manner and timing of taking testimony, matters in evidence, and the procedures for 

submitting and serving testimony and other evidence, including affidavits, 

declarations, deposition transcripts and stipulated evidence. Oral argument at final 

hearing will be scheduled only upon the timely submission of a separate notice as 

allowed by Trademark Rule 2.129(a). 


