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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
In re Registration No. 3,658,141- TAURX  
Application Serial No. 86/155,839 and 86/155,840 
TAIRX and Design 
____________________________________     
       
TAURX THERAPEUTICS LTD. ,     
       
    Opposer,  
       
v.       Cancellation No. 92066827 

Opposition No. 91221124   
   

TAIRX, INC. ,       
            
    Applicant .  
____________________________________ 
 

PETITIONER ’S RESPONSE TO REGISTRANT’S MOTION FOR SUMMARY 

JUDGMENT  

Petitioner TaiRx, Inc. (“TaiRx”) hereby submits its response to Registrant TauRx 

Therapeutics, Ltd.’s (“TauRx”) Motion for Summary Judgment. 

I. Standard for Summary Judgment 

A motion for summary judgment is a pretrial device intended to save the time and 

expense of a full trial when the moving party is able to demonstrate, prior to trial, that there is no 

genuine dispute of material fact, and that it is entitled to judgment as a matter of law. See Fed. R. 

Civ. P. 56(a); Celotex Corp. v. Catrett, 477 U.S. 317 (1986); Opryland USA Inc. v. Great 

American Music Show Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992); and Sweats 

Fashions Inc. v. Pannill Knitting Co. Inc., 833 F.2d 1560, 4 USPQ2d 1793 (Fed. Cir. 1987). The 

evidence must be viewed in a light most favorable to the non-moving party, and all reasonable 



inferences are to be drawn in the non-movant's favor. Lloyd’s Food Products, Inc. v. Eli’s, Inc., 

987 F.2d 766, 25 USPQ2d 2027, 2029 (Fed. Cir. 1993); Opryland USA, supra. (emphasis 

added). Therefore, when considering TauRx’s Motion for Summary Judgment, the Board should 

view all evidence in a light most favorable to TaiRx. 

II.  TauRx’s Motion for Summary Judgment Should Be Denied 

TauRx has filed a motion for summary judgment claiming that TaiRx’s Petition to Cancel 

Registration No. 3,658,141 should be dismissed because it is a compulsory counterclaim that 

should have been filed years ago. TaiRx’s Petition to Cancel should be considered as being 

served promptly. Furthermore, TairRx’s Petition to Cancel should be fully considered on the 

merits because justice requires. 

Trademark Rule 2.106(b)(2)(i) governs counterclaims for cancellation of pleaded 

registrations in Board opposition proceedings. Such claims must be pleaded promptly after the 

grounds are learned if not known at the time the answer is filed. See TBMP § 313.04. “A defense 

attacking the validity of any one or more of the registrations pleaded in the opposition shall be a 

compulsory counterclaim if grounds for such counterclaim exist at the time when the answer is 

filed. If grounds for a counterclaim are known to the applicant when the answer to the opposition 

is filed, the counterclaim shall be pleaded with or as part of the answer. If grounds for a 

counterclaim are learned during the course of the opposition proceeding, the counterclaim shall 

be pleaded promptly after the grounds therefor are learned.” 37 CFR § 2.106(b)(3)(i). 

Consistent with Fed. R. Civ. P. 15(a), the Board liberally grants leave to amend pleadings 

at any stage of the proceeding when justice requires, unless entry of the proposed amendment 

would violate settled law or be prejudicial to the rights of the adverse party. See Commodore 

Electronics Ltd. v. CBM Kabushiki Kaisha, 26 USPQ2d 1503 (TTAB 1993).  



Although abrogated in 2009 as redundant of Fed. R. Civ. P. 15(a), Fed. R. Civ. P. 13(f) is 

insightful because it permitted a party leave to assert a counterclaim if the counterclaim was 

originally omitted “through oversight, inadvertence, or excusable neglect, or when justice 

requires.” See e.g. See’s Candy Shops Inc. v. Campbell Soup Co. (12 USPQ2d 1395, 1396 

(TTAB 1989) (reading Rule 13(f) in conjunction with Rule 15(a)). As explained in the 

Committee Notes in 2009 concerning the deletion of Rule 13(f), “[w]hen the court's leave is 

required, the reasons described in Rule 13(f) for permitting amendment of a pleading to add an 

omitted counterclaim sound different from the general amendment standard in Rule 15(a)(2), but 

seem to be administered—as they should be—according to the same standard directing 

that leave should be freely given when justice so requires.” Fed. R. Civ. P. 13(f) Committee 

Notes on Rules- 2009 Amendment (emphasis added). Therefore, as noted in the Committee 

Notes, Fed. R. Civ. P. 15(a)’s requirement of “when justice requires” inherently contains the 

previously enumerated reasons of “oversight, inadvertence, or excusable neglect.”  

A. TaiRx submitted its Petition to Cancel based on Genericness Promptly 

After Proceedings Resumed 

TaiRx, in its Petition to Cancel the TAURX registration, claimed that TAURX is generic 

for the goods and services listed in Registration No. 3,658,141. TauRx claims that any claims of 

genericness should have been known to TaiRx when it produced certain documents on May 11, 

2016. While these documents make mention of a “ tau protein” they are by no means sufficient to 

illustrate and convey any potential genericness of the TAURX mark when applied to the several 

goods and services listed in Registration No. 3,658,141. TaiRx did not learn of the potential 

genericness of the TAURX mark until TauRx produced additional documents to it on March 29, 

2017. See Declaration of Kevin Keener and Exhibit A to Declaration of Kevin Keener. Indeed, it 



was not until a review of several in depth and descriptive documents produced on this date that 

gave insight into a claim for genericness. See Exhibit B1 to Declaration of Kevin Keener. These 

documents make mention at least of: 

�x “mice that overexpress truncated human Tau protein” TAU00001476 

�x “Tau pathology was measured immunohistochemically using mAb 7/51, an 

antibody having an epitope within the truncated tau fragment.” TAU00001479 

�x “LMTX reduces tau-pathology and rescues motor deficits” TAU00001486 

In other documents produced, much more in depth information is provided concerning the 

experimental modeling of tau aggregation in vitro (TAU00001570-1578), Tau neuropathology 

(TAU00001581-1628), and the product profile and overall clinical program (TAU00001637-

1736). This detailed information in the documents produced on March 29, 2017 was lacking in 

the documents cited by TauRx as establishing knowledge of a claim of genericness in May 2016. 

Thus, TaiRx did not learn of a potential counterclaim for genericness until March 29, 2017. 

 TaiRx learned of the potential counterclaim while the Opposition Proceeding was 

suspended pending a decision for a motion for summary judgment. See Declaration of Kevin 

Keener. TaiRx was prevented by the Board’s order of March 2, 2017 of presenting this 

counterclaim at that time. It was not until the Board decided the cross motions for summary 

judgment that TaiRx was permitted to assert its counterclaim for genericness against the TAURX 

registration. Given that only a handful of weeks had passed from the Board’s decision until 

TaiRx filed the Petition to Cancel, TaiRx complied with filing its Petition to Cancel in a timely 

and prompt manner. 

 For these reasons, TauRx’s motion for summary judgment as to TaiRx’s claim for 

genericness should be denied. 



B. TaiRx’s Claim for Abandonment Should be Considered Because Justice 

Requires 

TaiRx in its Petition to Cancel the TAURX registration, claimed that TauRx had 

abandoned the TAURX mark. TauRx has moved for judgment on this issue as saying that TaiRx 

should have been aware of this issue when TauRx filed its Section 71 Affidavit and when TauRx 

served its responses to interrogatories. 

Admittedly, TaiRx should have become aware of the potential abandonment of the 

TAURX Registration when TauRx served its responses to interrogatories. However, TaiRx’s 

claim of abandonment should still be considered because justice requires to be so and because 

TauRx will not be prejudiced by a consideration of abandonment on the merits. 

TaiRx, being a foreign company from a non-English country, encountered a cultural 

divide in which it never knew or was aware that the TAURX Registration could be cancelled. 

See Declaration of Yi-Wen Chu. TaiRx was never told by prior counsel that it could petition to 

cancel the TAURX Registration. See Declaration of Yi-Wen Chu. TaiRx’s prior attorney 

Matthew Swyers received TauRx’s responses to interrogatories. See Declaration of Yi-Wen Chu. 

However, TaiRx’s prior attorney Matthew Swyers never notified TaiRx that TauRx’s responses 

to interrogatories exhibited the abandonment of the TAURX Registration. See Declaration of Yi-

Wen Chu. 

Mr. Swyers, at the time, seemed to be caught up in a mess of his own. Mr. Swyers was in 

the midst of a lawsuit against the USPTO. See Exhibit D to Declaration of Kevin Keener. This 

lawsuit was dismissed on May 7, 2016, just a few days before TauRx served its interrogatory 

responses on May 11, 2016. See Exhibit E. But by that time Mr. Swyers was defending a 

disciplinary proceeding before the Board. See Declaration of Kevin Keener. The disciplinary 



proceeding involved allegations of neglecting client matters, failing to provide competent 

representation, failing to keep clients reasonably informed, and engaging in conduct involving 

dishonesty and misrepresentation. See Exhibit F to Declaration of Kevin Keener. Eventually Mr. 

Swyers consented to being excluded from practice before the USPTO, not admitting violation of 

the disciplinary rules. See Exhibit F to Declaration of Kevin Keener. However, should Mr. 

Swyers apply for reinstatement, these allegations will be presumed true. See Exhibit F to 

Declaration of Kevin Keener. 

Given the allegations and proceedings that TaiRx’s attorney was embroiled in at the time 

that TaiRx should have learned of the claim of abandonment, justice requires that TaiRx’s claim 

for abandonment be considered. The delay in filing a petition to cancel the TAURX Registration 

is completely excusable due to oversight, inadvertence, or excusable neglect. TaiRx did not fully 

understand the proceedings in which it was involved through no choice of its own- due mainly to 

language and cultural barriers. Also, its attorney, for one reason or another, never notified TaiRx 

that evidence existed that the TAURX registration was abandoned. This is the very same 

attorney who faced a lawsuit and a disciplinary proceeding against the USPTO for allegations 

involving neglecting client matters, failing to keep clients reasonably informed, and failing to 

provide competent representation. It should be telling that this attorney eventually consented to 

being excluded from practice before the USPTO. Thus, it was not by any fault of TaiRx which 

resulted in a delay in its submission of its Petition to Cancel. But rather oversight, inadvertence, 

and the excusable neglect present in matters wholly outside of TaiRx’s knowledge and control. 

TaiRx’s claim for abandonment should be considered because justice requires. But 

furthermore, TauRx will not be prejudiced by a consideration of the abandonment issue on the 

merits. This is primarily due to the fact that the parties have already engaged in discovery on the 



issue in the Opposition Proceeding. All relevant facts and matters pertinent to the issue of 

abandonment have already been produced and discovered by the parties. Thus there is no extra 

cost for TauRx in defending the abandonment issue on the merits.  

Although Trademark Rule 2.106(b)(3)(i) is clear and direct in its requirement of 

promptness of the filing of a counterclaim, this is the rare instance when justice requires that 

TaiRx’s claim of abandonment be considered on the merits. Through no fault of its own, a 

plurality of factors aligned against TaiRx which prevented TaiRx from learning of the grounds 

for a claim of abandonment. Cultural differences, languages barriers, attorneys facing 

disciplinary proceedings who never informed TaiRx of underlying facts and potential claims- all 

of these were wholly outside the control of TaiRx. TaiRx filed its Petition to Cancel for 

abandonment as soon as it possibly could after learning of the existence of such a claim from 

current counsel. Furthermore, TauRx will not be prejudiced in any way as all discovery pertinent 

to the issue has already been completed. 

For these reasons, TaiRx respectfully requests that TauRx’s motion for summary 

judgment as to its claim for abandonment be denied. 

III.  Conclusion 

In conclusion, TauRx’s Motion for Summary Judgement should be denied in its entirety. 

TaiRx filed its Petition to Cancel the TAURX Registration for genericness promptly after it 

learned of the basis of the claim. TaiRx is also not at fault for any delay in filing its claim for 

abandonment and justice requires consideration of the issue on the merits- particularly since the 

parties require no further discovery on the issue. Therefore, TaiRx respectfully requests that 

TauRx’s Motion for Summary Judgment be denied. 

 



 

__11/16/17________     By:____/Kevin Keener/________________ 
Date        Kevin J. Keener 
        Attorney for Applicant 
        Keener & Associates, P.C. 
        161 North Clark Street 
        Suite 1600 
        Chicago, IL 60601 
        (312) 523-2164 
 
 
 
 
 

CERTIFICATE OF SERVICE  
 
I hereby certify that a true and complete copy of the foregoing PETITIONER ’S RESPONSE 
TO REGISTRANT’S MOTION FOR SUMMARY JUDGMENT , including all exhibits, has 
been served on Opposer 
 
JASON KORANSKY 
PATTISHALL MCAULIFFE NEWBURY HILLIARD & GERALDSON 
200 S WACKER DR, SUITE 2900  
CHICAGO, IL 60606 
UNITED STATES 
tc@pattishall.com, jmk@pattishall.com, docket@pattishall.com 
 
by emailing electronic copies on November 16, 2017 to the addresses listed above. 
 

/Kevin Keener/_____________ 
       Kevin J. Keener 
       Attorney for Applicant 
       Keener & Associates, P.C. 
       161 North Clark Street 
       Suite 1600 
       Chicago, IL 60601 
       (312) 523-2164 
 
 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
In re Registration No. 3,658,141- TAURX  
Application Serial No. 86/155,839 and 86/155,840 
TAIRX and Design 
____________________________________     
       
TAURX THERAPEUTICS LTD. ,     
       
    Opposer,  
       
v.       Cancellation No. 92066827 

Opposition No. 91221124   
   

TAIRX, INC. ,       
            
    Applicant .  
____________________________________ 
 

DECLARATION OF KEVIN KEENER  

I, Kevin Keener, being warned that willful false statements and the like are punishable by 

fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false statements and 

the like may jeopardize the validity of the application or document or any registration resulting 

therefrom, declares that the following statements made of his own knowledge are true; and all 

statements made on information and belief are believed to be true. 

1. On December 30, 2016 TauRx Therapeutics, Ltd. (“TauRx”) filed a motion to amend its 

complaint in Opposition No. 91221124 (“Opposition Proceeding”). 

2. I appeared as counsel for TaiRx, Inc. (“TaiRx”) in the Opposition Proceeding on 

February 23, 2017.   

3. On February 25, 2017 I filed TaiRx’s Answer to TauRx’s Amended Complaint. 

4. On March 2, 2017 TauRx filed a Motion for Summary Judgment. 



5. On March 8, 2017, the Board issued an order suspending the Opposition Proceeding. In 

that order the Board stated that “Proceedings herein are suspended as of March 2, 2017 

pending the Board’s decision on Opposer’s motion for summary judgment. Any 

submission filed during the pendency of this motion which is not germane thereto will be 

given no consideration. See Trademark Rule 2.127(d).” 

6. On March 29, 2017, counsel for TauRx produced responsive documents to me under 

Bates numbers TAU00001475-1747. A true and accurate copy of the service email is 

attached as Exhibit A. 

7. True and accurate copies of Bates numbers TAU00001476; TAU00001479; 

TAU00001484; TAU00001486; and TAU00001488 are attached as Exhibit B1. 

8. True and accurate copies of Bates numbers TAU00001570-1628 and TAU00001637-

1736 are submitted independently under seal as Exhibit B2. 

9. The generic meaning of TAURX in Registration No. 3,658,141 only became apparent to 

me and TaiRx after receiving and reviewing Bates numbers TAU00001476; 

TAU00001479; TAU00001484; TAU00001486; TAU00001488; TAU00001570-1628 

and TAU00001637-1736.  

10. I filed a response to the TauRx’s Motion for Summary Judgment on March 31, 2017 with 

a countermotion for Summary Judgment. 

11. The Board issued an order denying the motions for summary judgment on August 1, 

2017. 

12. I was prohibited from filing any counterclaim against the TAURX registration because of 

the Board’s order suspending the Opposition Proceeding pending the motions for 

summary judgment. 



13. I filed the petition to cancel TAURX registration number 3,652,141 under Cancellation 

Proceeding Number 92066827 (“Cancellation Proceeding”) on September 6, 2017. I filed 

the Cancellation Proceeding as soon as possible after the Board’s decision on the motions 

for summary judgment. 

14. I served the petition to cancel in the Cancellation Proceeding to counsel for TauRx on 

September 6, 2017. A true and accurate copy of the service email is attached as Exhibit 

C. In my service email, I offered an unsolicited extension of time for TauRx to submit its 

pretrial disclosures. Counsel for TauRx did not respond to my offer but proceeded with 

serving its pretrial disclosures on September 8, 2017. 

15. Prior to my appearance in the Opposition Proceeding, TaiRx was represented by Attorney 

Matthew Swyers. Attorney Matthew Swyers filed an appearance in the Opposition 

Proceeding on February 4, 2016. 

16. Prior to this appearance, Attorney Matthew Swyers had filed a complaint in the United 

States District Court or the Eastern District of Virginia against the USPTO on January 6, 

2016. The lawsuit involved allegations against Mr. Swyers and the resulting investigation 

by the Office of Enrollment and Discipline (“OED”). A true and accurate copy of the 

complaint for this case is attached as Exhibit D. 

17. On March 11, 2016 the OED began a disciplinary proceeding against Mr. Swyers under 

Proceeding No. D2016-20. 

18. On May 7, 2016, the judge for the District Court granted the USPTO’s Motion to dismiss 

the federal lawsuit. A true and accurate copy of the order dismissing the federal lawsuit is 

attached as Exhibit E. 



19. Mr. Swyers eventually consented to being excluded from practice before the USPTO. A 

true and accurate copy of the Final Order of Proceeding No. D2016-20 is attached as 

Exhibit F. The allegations against Mr. Swyers noted in the Final Order include neglecting 

client matters, failing to provide competent representation, failing to keep clients 

reasonably informed, and engaging in conduct involving dishonesty and 

misrepresentation. As noted in the Final Order, although Mr. Swyers did not admit 

violation of the disciplinary rules, the allegations will be presumed true should Mr. 

Swyers applies for reinstatement. 

 

___11/16/17_______________    ____/KevinKeener/_____________ 

Date        Kevin Keener 
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UNITED STATESDISTRICT COURT

EASTERNDISTRICT OF VIRGINIA

(AlexandriaDivision)

MATTHEW H. SWYERS,

Plaintiff,

V.

FILED

2311. JAH -b P 3 22

CLERK b'S DISTRICT COURT
Miy.rjm'X yiRwiik

UNITED STATESPATENT AND TRADEMARK

OFFICE

and

RONALD K. JAICKS

7115DevonshireRd.

Alexandria,VA 22307

and

GERARD A. TAYLOR

815 King St., Apt. 5C
Alexandria,VA 22314-3087

and

LEONARDO VILLARREAL ALEJANDRO

Office of GeneralCounsel

600 DulanyStreet
CrystalParkTwo, Suite905
Arlington, VA 22202

and

JANE DOE

Defendants.

CASENO.

JURY TRIAL DEMANDED
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COMPLAINT

PreliminaryStatement

1. This is an action forpreliminaryand final injunctionto protectrights safeguarded

by the Constitution, to enjoin anyenforcement proceedingsto the extent they are based, in whole

or in part, on alleged failures to cooperate with or respond fully to the issuanceof "Requests for

information" ("RFIs") by the United States Patent and Trademark Office's ("USPTO") Officeof

Enrollment and Discipline ("OED") in violationof Plaintiffs rights under the Fourth and Fifth

Amendments to the Constitutionof the United States, and for Bivens damages against certain

federal officers and officials in their personal capacities for violationof Plaintiffs Constitutional

rights to dueprocessandprivacy. This action isbroughtby MatthewH. Swyers("Swyers"),

against whom theindividual Defendantshave violated hisconstitutional rights by issuing

"Requirementsfor Information" (RFIs) designedto harass,overburden,invade, injure and

damagethe Plaintiffand hisbusiness,andwhich violate fiindamentalrights to due processby

virtue, among other things, of the completeabsenceof any meansto challengethe RFIs'

overbreadth,oppressiveness,or invasion of the attorney-clientprivilege, on painsof finding

Swyers guiltyof sanctionable conduct for not answering the RFIs to the OED's satisfaction.

2. Specifically, since August 2014, theDefendantshave made itincreasingly

difficult for Swyersto practiceas atrademarkattorneybeforethe USPTOby useofobtrusiveand

overlyburdensomeinvestigatorytactics, throughthe useof RFIs seekinginformationon as many

as 15,000trademarkapplicationsfiled by Swyers,as to which no avenue exists for challenges

basedon breadth,privilege, vagueness,harassment,relevance,or invasion of attorney-client
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privilege, and through direct contacts andissuanceof mountainsof requests forinformation to

Swyers' current and former employees. Each RPI that is notansweredto the OED'ssatisfaction

- and none ever are, despite theexpenditureof hundredsof thousandsof dollars in legal fees and

untold lost hours spent by Swyershimselfto answer them, and then answer them again in an

effort to address the OED's endless list of asserteddeficienciesand demands for legalanalysis

- becomesthe basis for anadditional "failure to cooperate"charge againstSwyers,meaning

that not only is there no way tochallengeabusive,overreaching,or privilege-invadingrequests,

but the requests are accompaniedby a threat that anything butacquiescencecould result in a loss

of the right to continue inbusiness,with no avenue to seek protection from their use as a

bludgeon against Swyers, his employees, and his clients.

3. Theburdensomeand oppressivenature of the useof RFIs and theunavailabilityof

anymeansof review, forcing respondentto answeron pain of anenforcementactionfor failing

to do so, has been previouslynoted by the United States Courtof Appealsfor the FourthCircuit.

The practical effect of the constitutionalviolations is to force practitionersto agreeto any

proposed sanctions or leave the practiceof trademark lawaltogether.

4. This suit seeksdeclaratoryandinjunctive relief, andmonetarydamagesbased on

or resultingfrom irregular, invasive,disruptiveandunreasonableissuanceof RFIs by theOED

and,specifically,the individual defendants.

JurisdictionandVenue

5. This suit seeksrelief arising under the Constitution of the United States as

previouslynotedabove. This courthas jurisdictionof this actionpursuantto 28U.S.C.§ 1331.

Case 1:16-cv-00015-LO-IDD   Document 1   Filed 01/06/16   Page 3 of 20 PageID# 3



6. Venue isproperpursuantto 28 U.S.C. § 1391(b)(2) as the majorityof the actions

giving rise to the complaint occurred in Arlington County, Virginia where the OED and USTPO

areheadquarteredandwherethe Defendant'sofficesare located.

Parties

7. Plaintiff Matthew H. Swyers is a U.S. citizen and residentof North Carolina.

Swyers is a practicing trademark attorney before the USPTO located in Alexandria, Virginia, and

is admitted to practice in the Commonwealthof Virginia as well as other jurisdictions.

8. Defendant the United States Patent and Trademark Office is an agencyof the

United States.

9. Defendant Ronald K. Jaicks ("Jaicks") at all times relevant hereto was the duly

appointedand acting GeneralCounselfor the OED and a federalofficer whoseduties include

overseeing the OED, hearing petitions, and making investigatory determinations. Defendant

Jaicks is sued in his individual capacity.

10. Defendant Gerard A. Taylor ("Taylor") at all times relevant hereto was the duly

appointed and actingStaff Counsel for the OED and a federal officer whose duties include

undertakinginvestigationson the part of the OED.DefendantTaylor is sued in hisindividual

capacity.

11. Defendant Leonardo Villarreal Alejandro ("Villarreal Alejandro") at all times

relevant hereto was the duly appointed and actingStaff Attorney for the OED and a federal

officer whose duties includeundertakinginvestigationson the part of the OED.Defendant

Villarreal Alejandro is sued in his individual capacity.
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12. DefendantJane Doe is at all times relevant a dulyappointedand actingmemberof

the OED and a federalofficer who participatedin the OED investigationof MatthewH. Swyers.

DefendantJaneDoe issuedin her individual capacity.

FACTUAL BACKGROUND

The TrademarkCompany

13. In 2003, Matthew H. Swyers founded The Trademark Company, PLLC, a Virginia

law firm whose practice is dedicatedexclusivelyto therepresentationof clients in the protection

of their federal trademark andcopyright rights. The firm is anunbundledlaw practice as

recognizedunder the ABA ModelRules. From 2003 to the present, the firm hasrepresented

over20,000clients.

14. The Trademark Company's practiceprovidestrademarkaccess to thousandsof

persons who would not normally be able to afford to protect their intellectually property under

standard law firm pricing structures.

15. Each year, The Trademark Company, through Swyers, handles thousandsof

research reports, applications to register marks, refusals to register marks, as well as litigation

concerning trademarks for clients. The Trademark Company has been listed as oneof the top

trademarklaw firms in the United Stated byIntellectualPropertyTodaymagazine.

16. From 2003 to thepresent,the firm hasrepresentedover20,000 clients. Allof the

thousandsof applicationsfor marks aredirectly filed with theUSPTO,whichnaturallycreates a

significantcase load for theUSPTOexaminers.

17. To Plaintiffs knowledge, noneof these clients has lodged a complaint with the
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USPTOaboutSwyers. Rather, uponinformation and belief, the investigationtargetedSwyers

due to thevolumeof his filings.

CommencementofInvestigationinto Swyers*Work

18. Beginning August 29, 2014, agent Villarreal Alejandroof the Office of

Enrollmentand Discipline ("OED")commencedan investigationof Swyers' work as a trademark

lawyer. The investigation was undertaken despite no client complaints, allegationsof unethical

behavioror violation ofUSPTOrules.

19. On or about August 29, 2014 Swyers received an initial Request for Information

("RFI") from the OED seeking information regarding three trademark applications handled by

Swyers. The letterwarnedthat "It is aviolation ofUSPTORulesofProfessionalConductto fail

to cooperate with the OED in an investigation..." further threatening "...if you do not respond

to this request for information, the Committee on Discipline may draw an adverse inference in

makinga determination..."on the issue.

21. On or about October 29, 2014 Swyers, through counsel, complied with the OED's

requestandprovidedthe requestedinformation.

22. Almost immediately, the OED's investigation broadened into an inquiry into

virtually everytrademarkmatter ever handled by Swyers.

ImproperClientContactsandInvasionofAttorney-ClientPrivilege

23. Staffattorneys for the OED began contacting variousof Swyers' clients by letter

and telephone regarding their trademark applications. For example, on or about December 12,

2014 the OEDstaff attorney Villarreal Alejandro wrote numerous letters to clientsof Swyers,
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without Swyers' priorknowledgeor consent, requestingtheir "...assistancein connectionwith a

review of [their] trademark application." The letters requested that Swyers' clients confidentially

contact the OEDstaffattorneys Taylor, Villarreal Alejandro, orElizabethDorsey ("Dorsey").

24. The letters made nomentionwhatsoeverthat the OED wasinvestigatinganyone,

let alone the recipients' own counsel, or that the purposeof the communication was to gather

evidence insupportof that investigationor ofpotential charges against Swyers.

25. The letters asked about the validityof the marks, specifically whether the clients

had actually provided the marks to The Trademark Company. The letters, by implication,

suggested that a false statement had been made in the application about the mark, a potential

ground for cancellationof the trademarkon groundsof fraud. However, the letters made no

mentionof this, nor did the letters advise the clientsof their rights with regard to answering the

RPIs, or suggest that the clients speak to their attorney or other counsel prior to answering the

RFIs.

26. The letters made no mentionof the existenceof the attomey-client relationship

between the clients and their attorney, Swyers, nor did they indicate that the privilege could be

deemed waived byansweringthe RFI.

27. Instead,the lettersencouragedSwyers'clients to call the OED staffcounselwith

"questions", and provide a written response, without at any time stating that the OED was

investigatingSwyers.

28. Upon information and belief, on at least one occasionan OED staff member

called a clientof Swyers', askedquestionsaboutthe applicationSwyers filed the client's behalf.
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assuredthe client that they did not need to worrybecausethe caller was not an attorney, and

expresslyadvisedthe client that they need notspeakwith Swyers before answeringquestions,

again without advising the client regardingthe existenceof the attorney-clientrelationshipor

aboutthe potentialwaiverofsuchprivilege.

29. After clients began receiving the letters from the OED, Swyers and his office

received numerous calls from clients inquiring as to the basis for the letters. Ultimately, the

volumeof calls reached such a point that on December 16, 2014, Swyers, by counsel, spoke to

the individual defendants herein and requested that they cease all efforts in contactingSwyers'

clients directly and provide a listof clients contacted. OED attorney Jaicks advised that a list

would beprovidedbut neverdid so.

30. The written and telephonic contacts with Swyers' clients were in violationof Rule

4.3(a)of the Rulesof Professional Conductof the Supreme Courtof Virginia, in that the persons

contacted were not represented with regard to the matter, i.e., the investigationof Swyers, the

OED staff attorneys implied that they were disinterested, the OEDstaff attorneys knew or

reasonably should have known that theunrepresentedpersons misunderstand the lawyer's role in

the matter, and the OEDstaff attorneys did not make reasonable efforts to correct the

misunderstanding.

31. The lettersthemselvescontained legal advice in that they described to the clients

what a "specimen" was. Such advice, together with any advice by telephone that the clients did

not need to speak to an attorney before answering the OED's questions, violated Rule 4.3(b)of

the Rulesof Professional Conductof the Supreme Courtof Virginia, which prohibits a lawyer

8
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from giving adviceto apersonwho is notrepresentedby a lawyer,otherthan theadviceto secure

counsel,if the interestsof such person are or have areasonablepossibility of being in conflict

with the interestof the client.

32. The letters also wereviolative of Rule 4.2of the Rulesof the SupremeCourt of

Virginia, in that they constituted prohibited communicationabout the subject matter of a

representationwith a personthe lawyerknowsto berepresentedby anotherlawyer in the matter,

unlessthe lawyerhas theconsentof the other lawyeror is authorizedby law to do so. The OED

was soliciting information from Swyers' clients that, in the OED's view, constitutedpotential

evidenceof fraud on the USPTO, which would fallwithin the subjectmatterof those clients'

representationby Swyers. Indeed, in a December 19, 2014 telephonecommunicationwith

Swyer's counsel,Jaicks and Villarreal Alejandro specifically raised thepossibility that the

trademarkapplicationsfiled by Swyerscould be found to befraudulentand that Swyers'clients

could be damaged.

33. Thelettershavedamagedthe reputationof Swyersand his firm.

34. Upon information and belief, the USPTO is notappreciativeof the added

workload facilitated by the services provided by Swyers through The Trademark Company or

similarservices, which has prompted an investigation by the OED into his firm.

35. Swyers to date has not beeninformed of any client complaintsto the OED or

USPTO.

36. Nevertheless,the OED has embarked on an unwarranted, oppressive,and

unconstitutionalinvestigationof Swyers impacting his ability to practice law, robbing him of
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thousandsof hours of professional time in attempts to respond to the OED requests for

information, and costing hundredsof thousandsofdollars in legal fees.

RFIAbuses

37. Swyers was servedinitially with a setof RFIs by Villarreal Alejandro with the

OED on August 29, 2014. The first setof RFIs served on Swyersencompassed8 inquiries. On

or about October 29, 2014 Swyers, through counsel, complied with the OED's request and

providedthe requestedinformation.

38. OnDecember19, 2014,following productionofmaterialsto the OED onOctober

29, 2014, and following Swyers' objection, through counsel, to the OED's exparte

communications with Swyers' clients, OEDstaff attorney Villarreal Alejandro issued a second

setof Requestsfor Information(the "SecondRFI").

39. The Second RFI contained five requests requiring responses anddocumentation

for over 500 trademark applications ~ thereby constituting, in reality, some 2500 requests. See

Exhibit A hereto. Like the initial RFI, the Second RFI contained an explicit threatof discipline

for non-compliance. See Exhibit A at p. 15.

40. Moreover,question4 of the SecondRFI requested,by inferenceor otherwise,for

Swyers to review every signingof his name that had everoccurredbefore theUSPTO, to

determine whether anyof those signatures were not entered by Swyers. Based upon roughly

16,000applicationsbearinghis name at the time, andconservativelyestimatingthree signatures

per file, this request asked for Swyers to answer a questionconcerning48,000 signatures.

Combining this estimated48,000-partanswer with the prior estimated 2,500 questions, the

10
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OED's Second RFI, in total, requested answers toapproximately50,500 questions or sub-parts.

The RFI required responses by January 9, 2015.

41. In a civil proceeding in a state or federal court, information requests containing

50,000 sub-parts would be subject to objection and the entryof a protective order. Requests for

information that invaded the attorney-client privilege could be addressed similarly. However, no

such process exists, by regulation or otherwise, before the OED, notwithstanding that the penalty

for non-compliance with the OED RFIs encompasses attorney suspension or disbarment.

42. Swyersprovidedthe OED withresponsesto the secondsetof RFIs onMarch 16,

2015.

43. OnMarch20, 2015, the OEDrequesteda settlementconferenceat their offices in

Alexandria, Virginia. Swyers agreed, and a date was set and confirmed twice by the OED.

Although Swyers and his counsel at the time, a residentof Boston, Massachusetts, spent

significant time preparing for the conference and expended costs for travel, the OED cancelled

the conference by email the day before and stated that the "evidentiary record was not sufficiently

developed."

44. Despite two roundsof RFIs, a third setof RFIs encompassing 2 requests with

subparts was sent to Swyers on March 31, 2015 including a request for "the full names, mailing

addresses and personal telephone numbers for ALL current AND former employeesof The

Trademark Company." This request included dozensof past and current employees from the

time Swyers opened his firm in 2001. The OED demanded a response thereto within fifteen

(15) days. Of note, the third RFI did not contain the explicit threat fornon-compliancethat was

11
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includedin the first two RFIs.

45. On or about April 15, 2015 Swyers responded to the Third RFIspropoundedby

the OED. As partof his response to these third RFIs, Swyers, by counsel, objected to providing

the OED with personal employee information and objected to the OED contacting all current

employeeswithout certainprotectionsin place.

46. On or about April 16, 2015 OEDstaff attorney Taylor sent a letterthreatening

adverse discipline to Swyersif he did not immediately supplement or restate responses provided

in Swyers' April 15, 2015 response to the OED's Third RFIs. SeeExhibit B.

47. In responseto Taylor's threats, on or about April 27, 2015 Swyerssupplemented

the third RFIs and provided all employee information, including personal addresses and phone

numbersto the OED inresponseto theThird RFIs.

48. In April, 2015, by letter to Taylor, Swyers requested the OED reschedule the prior

settlement conference it had cancelled. Taylor declined the request.

49. On oraboutMay 7, 2015 OEDstaffattorneyTaylor forwarded14 setsof RFIs to

the 14then-existingemployeesof The TrademarkCompany, noneof whom are attorneys. See

Exhibit C. Each RFI directed to each employee contained 64 independent information requests,

including requests for attorney-client privileged communications, totaling 896 RFIs.

50. On oraboutMay 18, 2015, OEDstaff attorneyTaylor forwardedto Swyersthe

OED's Fourth RFIs. See Exhibit D. The requests ostensiblyconsistedof 149 questions, but

totaled at least 332 questions including subparts, andpotentially thousands moredependingon

the interpretationof the requests'broad language.

12
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51. Like the initial RFI and Second RFI, the Fourth RFI again contained anexplicit

threatof disciplinefor non-compliance.

52. Swyersagain timely providedresponsesto the fourth setof RPIs to the OED on

June18,2015,totaling 113 pagesof responses.

53. After receiptof Swyer's fourth setof RFIs, the OED responded that Swyers had

failed to provide complete responses toapproximately37 requests contained in the Fourth RFI.

The OED maintained that Swyers had violated 37 C.F.R. § 11.801(b) and was subject to

disciplinepursuantto 37 C.F.R. § 11.32 for failing to properly respond.

54. On June 29, 2015 OEDstaff attorney Taylor forwarded to Swyers, via counsel,

the OED's Fifth RFIs seeking yet moreinformation in the ongoing investigation. SeeExhibit E.

The fifth RFIs also requested privileged client correspondence regarding trademark filings.

Once again, given the scopeof the requests in conjunction with the subpartsthereofthe OED's

Fifth RFIs sought answers to hundredsof additional questionsfi-om Swyers on an exceedingly

short time frame. Again, OEDstaffattorney TaylorthreatenedSwyers, in writing, that failure to

respond to the questions in thisinvestigationwould lead to adverse consequences. SeeExhibit E.

55. Swyers thereafterprovidedsupplementalresponses to the Fourth RFIs, totaling a

dozensingle-spacedpages,togetherwith responsesto the fifth RFIs, to the OED onNovember6,

2015. Despite Swyer's repeated answers to the OED's RFIs, ten days later, the OED again

objected to thesupplementsto the fourth RFIs and fifth RFIs, maintaining that Swyers had failed

to respond or failed to respondcompletelyto both setsof RFIs, including nearly every single

supplement to the fourth RFIs. The OEDthreatenedthat Swyers violated 37 C.F.R. § 11.801(b)

13
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and wassubjectto disciplinepursuantto 37 C.F.R. § 11.32.

56. Manyof the OED'sobjectionsto Swyers'comprehensivesupplementto the fourth

RFIs: (a) simply repeatedthe so-calleddeficienciesof the original 113 pageresponsesto the

fourth RFIs, (b) found minutae in which to claim the responses were incomplete (i.e. the Swyers'

multiple page substantive responses discussed filing "trademark applications" but failed to

specifically state each time that this response also included trademarkdeclarations)or (c) labeled

clear, simple responses as "ambiguous". This confirmed that regardlessof Swyers' repeated

attemptsto answerthe RFIs in full, the OEDwould continueto label Swyers'responsesdeficient

no matterthe response.

57. The OED alsorequestedin-personinterviewswith every currentemployeeof the

TrademarkCompany(mostof whom work inNorth Carolina,but oneof whom works in Boston,

Massachusetts),and hasinterviewed,or attemptedto interview,every singleformer employeeof

The TrademarkCompany. Uponinformationand belief, the OED has leftmessageswith former

employeesseekingto inducethem to call the OEDpersonnelby indicatingnot that the OED was

investigatingSwyers, but that the OED was merely seeking to confirm the individual's past

employment.

58. The RFIs were not limited to seekingfactual information and documents,but

extendedto demandsthat Swyersprovide extensivelegal analysisjustifying the procedures

utilized by TheTrademarkCompany.

59. Swyers has expendedextraordinary efforts in attempts to comply with the

oppressive requestsof the OED but has beeninformed numerous times throughout the

14
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investigation(April 16, 2015, June 29, 2015 and November 16, 2015) that he has failed to

respond in a mannersatisfactoryto the OEDinvestigators. Regardlessof hov^^ many times and

in how manywaysSwyersresponds,he is told by the OED that hisresponsesareinsufficientand

that he faces prompt adverseconsequencessubjecting Swyers to independentdisciplinary

grounds for failure to respond that could result in suspensionof his ability to practice before the

USPTO.

60. Responding to the OED's requests has requiredPlaintiff to incur over a quarterof

a million dollars in legal fees, and to devote hundredsof hoursof time away from his practice,

with additional time and resources having to be spent in efforts to mitigate the damage done to

Swyer'sbusinessandreputation.

61. The OED'sinvestigationthroughouthas beencharacterizedby an utter lack of

procedural safeguards protecting Swyers' rights and his clients'. The OED's requests for written

answers,documents,and justificationsof legal positionswere clearly overly burdensomeand

oppressiveand invaded theattorney-clientprivilege, yet no meansexistedfor Swyers to seek

review and relief from the abusiverequests. Nevertheless,Swyers had no option but toanswer

the RFIs because failure to comply woulditself constitute grounds for disciplinary sanctions.

An attorneyshouldnot becompelledto subjecthimselfto disciplinarycharges, and the adverse

consequencesthatmay flow therefrom,in orderto protecthis client'sconfidencesor to challenge

unduly burdensomediscovery. Instead,the routinely abusivenatureof the requests,the denial

of any avenuefor challenge,and the threats of disciplinary action for non-compliance,are

hallmarksof a systemlackingthoseproceduralsafeguardsto which Swyers, or anyone, isentitled

15
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to underthe Constitution.

62. The unbridled oppressive useof RPIs without any means whatsoever to challenge

them,transformsan ethicsinvestigationinto a strike suit,forcing attorneystargeted by the OED

to accede to any OED settlement request becauseof the inabilityof the practitioner to afford to

comply with the process.

63. After a year and ahalf of investigation and the extraordinary compliance efforts,

Swyers has still not been apprised in any meaningful wayof what it is that he is supposed to have

done wrong. In a manner truly Kafkaesque, the OED's RFIs repeatedly make only vague

references to violationsof 45 USPTO Rulesof Professional Conduct as being the potential basis

for a determinationofviolationsunder37 CFR§11.32.

64. Ironically, as bestas can begleanedfrom the myriad of OED RFIs, the OED's

concernsregardingSwyers' practice appearto be fairly limited: whether in certain instances

paralegalshadenteredSwyers'electronicsignature,the degreeto which paralegalsassistedin the

preparationof applications, isolated instancesof a sample specimen having been uploaded in

error with anelectronicallysubmitted application insteadof the specimen actually provided by

the client, and theextentto which the acceptanceof credit card paymentscompliedwith trust

accountrequirements.Upon information and belief, fewif any factualdisputesexist between

Swyersand the OED relativeto anyof theseissues,althoughsignificantdisagreementexistsas to

the legalconclusionsto bedrawnfrom the facts.

65. Swyers hasexpendedover $250,000in legal fees inrespondingto the issuanceof

RFIs in thismatter. Swyershasalsosuffereddamagesdue to losttime in an amountin excessof

16
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$300,000. Swyershassufferedand will continueto sufferongoinginjury to hislegal practice

and has been harassed and oppressed in the conductof his business as a trademark lawyer, all

ostensibly in the nameof the propersupervisionof lawyers by the USPTO. In addition to

seeking damages for legal fees and professional time required to be expended as a resultof

unconstitutional conduct by the individual defendants, Swyers seeks injunctive relief against the

OED proceeding as to disciplinary action that are in any way based on an alleged deficiency in

Swyer'sresponsesto RFIs.

FIRSTCLAIM FORRELIEF

(Violation of DueProcess)

66. ThePlaintiff Swyers hereby incorporates by reference his responses to paragraphs

1-65ofhis complaintasif fully set forth herein.

67. By meansof its actions set forth above, the USPTO, through the individual

actionsof Taylor, Jaicks,andVillarreal Alejandroviolatedand continueto violate Swyers' rights

to proceduraldue processof law safeguardedby the Fifth Amendmentof the Constitution

relative to the inquiry into and actions regarding his professional work as a trademark lawyer.

68. Theactionsof the USPTO,Taylor, Jaicks,andVillarreal Alejandroentitle Swyers

to both injunctiveandmonetaryrelief, which is requestedby the court.

SECONDCLAIM FORRELIEF

(UnreasonableSearch)

69. ThePlaintiff Swyersherebyincorporatesby referencehis responsesto paragraphs

1-68ofhis complaintasif fully set forth herein.

70. The OED's and theindividual defendants'promulgationof its RFIs to Swyersas
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set forth above amounts to anunreasonablesearch within the meaningof the Fourth Amendment

of the United StatesConstitution,entitling Swyers to relief from same.The accompanying

intrusion upon theattorney-clientprivilege invadesSwyer'srights to privacy undertheFourth

Amendment.

71. The actionsof the USPTO, Taylor, Jaicks, and Villarreal Alejandro entitle Swyers

to both injunctive and monetary relief, which is requested by the court.

DAMAGES

72. ThePlaintiff Swyers hereby incorporates by reference his responses to paragraphs

1-71 ofhis complaintasif fully set forth herein.

73. The conductof the individual defendantsin violation of Swyers'constitutional

rights entitles Swyers todamagescausedthereby, pursuantto Bivens v. Six UnknownNamed

AgentsoftheFederalBureauofNarcotics,403 U.S. 388 (1971).

74. ThePlaintiff has beendamagedas a resultof the Defendants'unlawful acts in an

amountto bedeterminedat trial, but in no eventlessthan$550,000.

75. Furtherpursuantto Bivens v. Six UnknownNamedAgentsof the FederalBureau

of Narcotics, 403 U.S. 388(1971) and Davis v. Passman,442 U.S. 228 (1979),Plaintiff is

entitled to damages including 1) economic damages, 2)compensatordamages, 3) court costs

and 4) anyotherreliefthecourtmay deemjustand proper.

INJUNCTION/T,R.O.

76. ThePlaintiff Swyers herebyincorporatesby reference hisresponsesto paragraphs

1-75of his complaintasif fully set forth herein.
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77. Theenforcementof chargesofviolationsofdisciplinaryrules based in whole or in

part upon thefailure of Swyersto answer to theOED's satisfactionRFIs that violateSwyers'

constitutionalrights as setforth above,is itselfunconstitutional. If suchactionis notenjoined,

Swyerswill sufferimmediateandirreparableharmthrough,among other things, loss of his time,

loss ofincome,incurring attorney'sfees, loss ofreputation,and loss ofclients.Swyersasks this

Court to enjoin Defendants on a preliminary and permanent basis from the enforcementof

chargesof violationsof disciplinaryrulesbasedin wholeor in part upon thefailure of Swyersto

answer to the OED's satisfaction RPIs that violate Swyers' constitutional rights.

78. Swyers has no other remedy at law.

WHEREFORE, thePlaintiffSwyers prays unto the court forjudgementfollows:

1. An award of economic and compensatory damages against the individual

defendants;

2. For a preliminary and permanent injunction from the enforcementof chargesof

violations of disciplinary rules based in whole or in part upon the failureof Swyers to answer to

the OED's satisfaction RFIs that violate Swyers' constitutional rights;

3. An awardof reasonablecosts andattorney'sfees; and

4. For such other and furtherreliefas the court may deemjustand proper.

DEMAND FORJURY TRIAL

Pursuantto Rule 38of the Federal Rulesof Civil Procedure,a trial byjury is demanded

in this actionof all issuesso triable.

Dated: January6, 2016 Respectfullysubmitted,
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MATTHEW H. SWYERS

SANDSANDERSONPC

DannyM. Howell (VSB No. 30352)
dhowell@sandsanderson.com
Michael T. Marr (VSB No. 48536)
mniarr@sandsanderson.com
Sarah A.Bucovetsky (VSB. No. 78322)
sbucovetsky@sandsanderson.com
1497ChainBridgeRoad, Suite 202
McLean,VA 22101
(703) 893-3600
(703) 893-8484(fax)

Counselfor PlaintiffMatthew H. Swyers
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EXHIBIT  E 

  



IN THE UNITED STATESDISTRICTCOURT

FORTHE EASTERNDISTRICT OFVIRGINIA

AlexandriaDivision

MATTHEW H. SWYERS,

Plaintiff,

V.

UNITED STATESPATENTAND

TRADEMARK OFFICE,etal..

Defendants.

Civil No. l:16-cv-15

Hon. Liam O'Grady

MemorandumOpinion

Matthew Swyers filed this action to enjoin the United States Patent and Trademark Office

("PTO") from pursuing disciplinary proceedings against him stemming from the Officeof

EnrollmentandDiscipline's("OED") purportedlyimconstitutionalinvestigationinto his patent

practice. Inadditionto injunctiverelief, Swyersseeksdamagesfrom threeindividual PTO

employeespursuanttoBivens} Duringthependencyof thecomplaint,thePTOinitiateda

formal disciplinaryproceedingagainstSwyersthatis nowpendingbeforeanadministrativelaw

judge.

The PTOmovesto dismissthe complainton thegroimdthatthe statutoryschemeput in

place byCongressprecludesjudicial reviewof Swyers'claimsat this stage or,alternatively,for

failure to state a claim. (Dkt. No. 14). The individualdefendantshave separately moved to

dismissfor failure to statea Bivenscauseofactionor, alternatively,onthebasisof qualified

immunity. (Dkt. No. 17). Themotionsare fully briefed,and theCourtheardargumenton May

* SeeBivensv. Six UnknownNamedAgentsofFed.BureauofNarcotics,403 U.S.388
(1971).

Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 1 of 27 PageID# 839



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 2 of 27 PageID# 840



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 3 of 27 PageID# 841



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 4 of 27 PageID# 842



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 5 of 27 PageID# 843



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 6 of 27 PageID# 844



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 7 of 27 PageID# 845



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 8 of 27 PageID# 846



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 9 of 27 PageID# 847



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 10 of 27 PageID# 848



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 11 of 27 PageID# 849



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 12 of 27 PageID# 850



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 13 of 27 PageID# 851



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 14 of 27 PageID# 852



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 15 of 27 PageID# 853



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 16 of 27 PageID# 854



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 17 of 27 PageID# 855



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 18 of 27 PageID# 856



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 19 of 27 PageID# 857



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 20 of 27 PageID# 858



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 21 of 27 PageID# 859



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 22 of 27 PageID# 860



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 23 of 27 PageID# 861



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 24 of 27 PageID# 862



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 25 of 27 PageID# 863



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 26 of 27 PageID# 864



Case 1:16-cv-00015-LO-IDD   Document 30   Filed 05/27/16   Page 27 of 27 PageID# 865



EXHIBIT  F 



UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE DIRECTOR OF THE 

UNITED STATES PATENT AND TRADEMARK OFFICE 

In the Matter of 

Matthew H. Swyers, 

Respondent 

) 
) 
) 
) 
) 

�~�~�~�~�~�~�~�~�~�~�~�-�l� 

FINAL ORDER 

Proceeding No. D2016-20 

Pursuant to 37 C.F.R. § 11.27(b), the Director of the United States Patent and 

Trademark Office ("USPTO" or "Office") received for review and approval from the 

Director of the Office of Emollment and Discipline ("OED Director") an Affidavit For 

Consent Exclusion pursuant to 37 C.F.R. § 11.27, executed by Matthew H. Swyers 

("Respondent") on December 20, 2016. Respondent submitted the twelve-page Affidavit 

For Consent Exclusion to the USPTO for the purpose of being excluded on consent 

pursuant to 37 C.F.R. § 11.27. 

For the reasons set forth herein, Respondent's Affidavit For Consent Exclusion 

shall be approved, and Respondent shall be excluded on consent from practice before the 

Office in trademark and non-patent matters commencing on the date of this Final Order. 

Jurisdiction 

Respondent, of Vienna, Virginia, is an attorney licensed to practice law in the 

Commonwealth of Virginia and the District of Columbia and has practiced before the 

USPTO in trademark matters. As such, he is subject to the USPTO Code of Professional 



Responsibility, which is set forth at 37 C.F.R. § 10.20 et seq., and the USPTO Rules of 

Professional Conduct, which are set forth at 37 C.F.R. §§ 11.101through11.901.1 

Pursuant to 35 U.S.C. §§ 2(b)(2)(D) and 32 and 37 C.F.R. § 11.27, the USPTO 

Director has the authority to approve Respondent's Affidavit for Consent Exclusion and 

to exclude Respondent on consent from the practice of trademark and non-patent matters 

before the Office. 

Allegations of the Disciplinary Complaint 

A disciplinary complaint is pending against Respondent (Proceeding No. 2016-20) 

which alleges that: 

a. Respondent, an experienced trademark lawyer and former USPTO 
Trademark Examining Attorney, established The Trademark 
Company, PLLC, and through that business systematically 
permitted non-attorneys to practice trademark law for him with little 
or no supervision. 

b. Respondent, the sole attorney at the company, did not personally 
review or sign thousands of trademark applications and related 
documents (including statements of use, § 2(f) declarations, and 
responses to Office actions) prepared by his non-lawyer employees 
and filed with the USPTO, in violation of USPTO signature and 
certification rules and despite assurances on the company website 
that trademark applicants would be represented by a specialized 
attorney. 

c. As a result of Respondent's failure to supervise his employees, 
multiple fraudulent or digitally manipulated specimens of use were 
filed with the Office, which potentially jeopardized the trademark 
applications of his clients. 

1 The USPTO Code of Professional Responsibility applies to conduct prior to May 3, 2013, and 
the USPTO Rules of Professional Conduct apply to conduct on or after May 3, 2013. 
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d. Respondent failed to deposit client funds paid in advance into a 
client trust account and improperly split legal fees with his non­
practitioner employees. 

e. Respondent failed to respond to lawful requests for information or 
cooperate with the investigation conducted by the Office of 
Enrollment and Discipline. 

Respondent's Affidavit For Consent Exclusion 

Respondent acknowledges in his December 20, 2016 Affidavit For Consent 

Exclusion that: 

1. His consent is freely and voluntarily rendered, and he is not being subjected 

to coercion or duress. 

2. He is aware that the disciplinary complaint filed against him (Proceeding 

No. D2016-20) alleges that he violated the following Disciplinary Rules of the USPTO 

Code of Professional Responsibility and/ or the USPTO Rules of Professional Conduct: 

a. 37 C.F.R. § 10.23(a) (engaging in disreputable or gross 
misconduct by, inter alia: directing or allowing his employees 
to prepare, sign, and file trademark applications, responses to 
Office Actions, and other trademark documents; directing or 
allowing his employees to provide legal advice and guidance 
to trademark applicants; and/ or directing or allowing his 
employees to communicate with his clients about trademark 
search reports and opinions, without his involvement or 
supervision; engaging in disreputable or gross misconduct 
by, inter alia: failing to comply with the USPTO's electronic 
signature rules by not personally electronically signing 
trademark applications and trademark documents filed with 
the USPTO and, instead, directing or allowing his employees 
to sign or forge his electronic signature to the documents, 
which resulted in the validity of registered trademarks being 
jeopardized; engaging in disreputable or gross misconduct 
by, inter alia: directing or allowing his employees to sign or 
forge his name to § 2(£) declarations and file the § 2(f) 
declarations with the Office, when (i) he knew that the 
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Trademark Examining Attorneys would rely on the 
declarations when examining trademark applications and 
issuing registrations and when he knew or reasonably should 
have known that the validity of an applicants' applications 
and registrations were jeopardized by the false and/ or forged 
declarations; and/ or (ii) he knew or should have known his 
employees did not have adequate knowledge to aver, "The 
mark has become distinctive of the goods/ services through 
the applicant's substantially exclusive and continuous use in 
commerce that the U.S. Congress may lawfully regulate for at 
least the five years immediately before the date of this 
statement;" engaging in disreputable or gross misconduct by, 
inter alia: (i) failing to adequately supervise his employees or 
adequately review their work, thus permitting them to create 
false or fraudulent specimens and/ or digitally altered images 
of marks that did not depict the actual mark as used in 
commerce and file these specimens with the Office, and as a 
result, in some cases, the USPTO issued trademark 
registrations based on the false or fraudulent specimens or 
digitally altered marks, putting the validity of the resulting 
trademarks in jeopardy, (ii) failing to inform his clients that 
their trademark registrations or applications were potentially 
invalid and/ or take timely and effective remedial action on 
their behalf and/ or offer or provide restitution to them, 
and/ or (iii) failing to inform the USPTO of the potentially 
invalid applications and/ or registrations that resulted from 
the filing of false or fraudulent specimens or digitally altered 
marks; engaging in disreputable or gross misconduct by, inter 
alia: (i) not informing clients who purchased trademark legal 
services from The Trademark Company that their 
applications and other trademark documents were not 
prepared or reviewed by an attorney prior to being filed with 
the Office; and/ or (ii) collecting fees from clients for 
trademark legal services that were supposed to be performed 
by an attorney when their applications and other trademark 
documents were not prepared or reviewed by an attorney 
prior to being filed with the Office); 

b. 37 C.F.R. § 10.23(b)(4) (engaging in conduct involving 
dishonesty, fraud, deceit, or misrepresentation by, inter alia: 
not informing clients who purchased trademark legal services 
from The Trademark Company that their applications and 
other trademark documents were not prepared or reviewed 
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by an attorney prior to being filed with the Office; engaging 
in conduct involving dishonesty, fraud, deceit, or 
misrepresentation by, inter alia: (i) not personally 
electronically signing trademark applications and trademark 
documents filed with the USPTO and, instead, directing or 
allowing his employees to sign or forge his electronic 
signature to the documents, thereby misleading the USPTO, 
his clients, and the public into believing that Respondent had 
actually signed the trademark application or trademark 
document; and/ or (ii) not affirmatively informing the 
Trademark Examining Attorney that the actual signatory, the 
employee, was not identified on the document; engaging in 
conduct involving dishonesty, fraud, deceit, or 
misrepresentation by, inter alia: directing or allowing his 
employees to sign or forge his name to § 2(f) declarations and 
file the § 2(f) declarations with the Office, when (i) he knew 
that the Trademark Examining Attorneys would rely on the 
declarations when examining trademark applications and 
issuing registrations, and/ or (ii) he knew or should have 
known his employees did not have adequate knowledge to 
aver, "The mark has become distinctive of the goods/ services 
through the applicant's substantially exclusive and 
continuous use in commerce that the U.S. Congress may 
lawfully regulate for at least the five years immediately before 
the date of this statement;" engaging in conduct involving 
dishonesty, fraud, deceit, or misrepresentation by, inter alia: 
(i) failing to adequately supervise his employees or 
adequately review their work, thus permitting them to create 
false or fraudulent specimens and/ or digitally altered images 
of marks that did not depict the actual mark as used in 
commerce and file these specimens with the Office, and as a 
result, in some cases, the USPTO issued trademark 
registrations based on the false or fraudulent specimens or 
digitally altered marks, putting the validity of the resulting 
trademarks in jeopardy, (ii) failing to inform his clients that 
their trademark registrations or applications were potentially 
invalid and/ or take timely and effective remedial action on 
their behalf and/ or offer or provide restitution to them, 
and/ or (iii) failing to inform the USPTO of the potentially 
invalid applications and/ or registrations that resulted from 
the filing of false or fraudulent specimens or digitally altered 
marks; engaging in conduct involving dishonesty, fraud, 
deceit, or misrepresentation by, inter alia: (i) not informing 
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clients who purchased trademark legal services from The 
Trademark Company that their applications and other 
trademark documents were not prepared or reviewed by an 
attorney prior to being filed with the Office; and/ or (ii) 
collecting fees from clients for trademark legal services that 
were supposed to be performed by an attorney when their 
applications and other trademark documents were not 
prepared or reviewed by an attorney prior to being filed with 
the Office); 

c. 37 C.F.R. § 10.23(b)(5) (engaging in conduct prejudicial to the 
administration of justice by, inter alia: (i) directing or allowing 
his employees to prepare, sign, and file trademark 
applications, responses to Office Actions, and other 
trademark documents; directing or allowing his employees to 
provide legal advice and guidance to trademark applicants; 
and/ or directing or allowing his employees to communicate 
with his clients about trademark search reports and opinions, 
without his involvement or supervision; and/ or (ii) not 
reviewing trademark applications and other trademark 
documents (e.g., responses to Office Actions) prepared and 
filed by his employees before they were filed with the Office; 
engaging in conduct prejudicial to the administration of 
justice by, inter alia: (i) failing to comply with the USPTO's 
electronic signature rules by not personally electronically 
signing trademark applications and trademark documents 
filed with the USPTO and, instead, directing or allowing his 
employees to sign or forge his electronic signature to the 
documents, which resulted in the validity of registered 
trademarks being jeopardized and/ or (ii) directing or 
allowing his employees to sign or forge his electronic 
signature to trademark applications and other trademark 
documents knowing that the actual signatory, the employee, 
was not identified on the documents contrary to 
Respondent's certifications under § 11.18; engaging in 
conduct prejudicial to the administration of justice by, inter 
alia: directing or allowing his employees to sign or forge his 
name to§ 2(f) declarations and file the § 2(f) declarations with 
the Office, when (i) he knew that the Trademark Examining 
Attorneys would rely on the declarations when examining 
trademark applications and issuing registrations; and/ or (ii) 
he knew or should have known his employees did not have 
adequate knowledge to aver, "The mark has become 
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distinctive of the goods/ services through the applicant's 
substantially exclusive and continuous use in commerce that 
the U.S. Congress may lawfully regulate for at least the five 
years immediately before the date of this statement;" and/ or 
(iii) he knew that (a) the actual signatory, the employee, was 
not identified on the document and (b) the actual signatory, 
the employee, did not have the knowledge to support the 
factual contentions found in the declaration; engaging in 
conduct prejudicial to the administration of justice by, inter 
alia: (i) failing to adequately supervise his employees or 
adequately review their work, thus permitting them to create 
false or fraudulent specimens and/ or digitally altered images 
of marks that did not depict the actual mark as used in 
commerce and file these specimens with the Office, and as a 
result, in some cases, the USPTO issued trademark 
registrations based on the false or fraudulent specimens or 
digitally altered marks, putting the validity of the resulting 
trademarks in jeopardy, and/ or (ii) failing to inform the 
USPTO of the potentially invalid applications and/ or 
registrations that resulted from the filing of false or 
fraudulent specimens or digitally altered mark); 

d. 37 C.F.R. § 10.23(b)(6) (engaging in any other conduct that 
adverse! y reflects on the practitioner's fitness to practice 
before the Office, by engaging in the conduct referenced in 
Count I of the Complaint to the extent that his conduct does 
not otherwise violate a provision of the USPTO Code of 
Professional Responsibility; engaging in any other conduct 
that adversely reflects on the practitioner's fitness to practice 
before the Office, by engaging in the conduct referenced in 
Count II of the Complaint to the extent that his conduct does 
not otherwise violate a provision of the USPTO Code of 
Professional Responsibility; engaging in any other conduct 
that adversely reflects on the practitioner's fitness to practice 
before the Office, by engaging in the conduct referenced in 
Count III of the Complaint to the extent that his conduct does 
not otherwise violate a provision of the USPTO Code of 
Professional Responsibility; any other conduct that adversely 
reflects on the practitioner's fitness to practice before the 
Office, by engaging in the conduct referenced in Count IV of 
the Complaint to the extent that his conduct does not 
otherwise violate a provision of the USPTO Code of 
Professional Responsibility); 
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e. 37 C.F.R. §§ 10.23(a) and (b) via 10.23(c)(2)(ii) (knowingly 
giving false or misleading information or knowingly 
participating in a material way in giving false or misleading 
information to the USPTO or any employee of the USPTO by, 
inter alia: directing or allowing his employees to sign or forge 
his name to § 2(£) declarations and file the § 2(f) declarations 
with the Office, when (i) he knew that the Trademark 
Examining Attorneys would rely on the declarations when 
examining trademark applications and issuing registrations, 
and/ or (ii) he knew or should have known his employees did 
not have adequate knowledge to aver, "The mark has become 
distinctive of the goods/services through the applicant's 
substantially exclusive and continuous use in commerce that 
the U.S. Congress may lawfully regulate for at least the five 
years immediately before the date of this statement;" and/ or 
(iii) he knew that (a) the actual signatory, the employee, was 
not identified on the document and (b) the actual signatory, 
the employee, did not have the knowledge to support the 
factual contentions found in the declaration); 

f. 37 C.F.R. §§ 10.23(a) and (b) via 10.23(c)(15) (violating the 
certifications made to the USPTO under 37 C.F.R. § 11.18 by, 
inter alia: directing or allowing his employees to sign or forge 
his electronic signature to trademark applications and other 
trademark documents knowing that the actual signatory, the 
employee, was not identified on the documents; violating the 
certifications made to the USPTO under 37 C.F.R. § 11.18 by, 
inter alia: directing or allowing his employees to sign or forge 
his name to § 2(f) declarations and file the § 2(f) declarations 
with the Office, knowing that (i) the actual signatory, the 

' employee, was not identified on the document and (ii) the 
actual signatory, the employee, did not have the knowledge 
to support the factual contentions found in the declaration; 
violating the certifications made to the USPTO under 37 
C.F.R. § 11.18 by, inter alia, failing to adequately supervise his 
employees or adequately review their work, thus permitting 
them to create false or fraudulent specimens and/ or digitally 
altered images of marks that did not depict the actual mark as 
used in commerce and file these specimens with the Office); 

g. 37 C.F.R. § 10.31(a) (deceiving or misleading prospective 
applicants or other persons having immediate or prospective 

8 



business before the Office by word, circular, letter, or 
advertising with respect to prospective business before the 
Office by, inter alia: advertising on The Trademark Company's 
website that trademark applications would be prepared by an 
attorney when Respondent knew that trademark applications 
were not prepared or reviewed by an attorney prior to being 
filed with the USPTO; engaging in any other conduct that 
adversely reflects on the practitioner's fitness to practice 
before the Office, by engaging in the conduct referenced in 
Count V of the Complaint to the extent that his conduct does 
not otherwise violate a provision of the USPTO Code of 
Professional Responsibility); 

h. 37 C.F.R. § 10.47(a) and (c) (aiding a non-practitioner in the 
unauthorized practice of law before the Office by, inter alia: (i) 
directing or allowing his employees to prepare, sign, and file 
trademark applications, responses to Office Actions, and 
other trademark documents; directing or allowing his 
employees to provide legal advice and guidance to trademark 
applicants; and/ or directing or allowing his employees to 
communicate with his clients about trademark search reports 
and opinions, without his involvement or supervision; 
and/ or (ii) not reviewing trademark applications and other 
trademark documents (e.g., responses to Office Actions) 
prepared and filed by his employees before they were filed 
with the Office); 

i. 37 C.F.R. § 10.48 (sharing legal fees with a non-practitioner by 
paying employees non-discretionary monthly bonuses tied to 
the proceeds generated by the trademark legal services 
provided to applicants with whom they interacted); 

j. 37 C.F.R. § 10.77(b) (handling a legal matter without 
preparation adequate under the circumstances by, inter alia: 
failing to comply with the USPTO' s electronic signature rules 
by not personally electronically signing trademark 
applications and trademark documents filed with the USPTO 
and, instead, directing or allowing his employees to sign or 
forge his electronic signature to the documents, which 
resulted in the validity of registered trademarks being 
jeopardized); 
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k. 37 C.F.R. § 10.77(c) (neglecting client matters by, inter alia: not 
reviewing trademark applications, responses to Office 
Actions, and other trademark documents prepared and filed 
by his employees before they were filed with· the Office; 
neglecting client matters by, inter alia: (i) failing to adequately 
supervise his employees or adequately review their work, 
thus permitting them to create false or fraudulent specimens 
and/ or digitally altered images of marks that did not depict 
the actual mark as used in commerce and file these specimens 
with the Office, and as a result, in some cases, the USPTO 
issued trademark registrations based on the false or 
fraudulent specimens or digitally altered marks, putting the 
validity of the resulting trademarks in jeopardy, and/ or (ii) 
failing to inform his clients that their trademark registrations 
or applications were potentially invalid and/ or take timely 
and effective remedial action on their behalf and/ or offer or 
provide restitution to them); 

1. 37 C.F.R. § 10.84(a)(l) (intentionally failing to seek the lawful 
objectives of a client through reasonably available means 
permitted by law by, inter alia: intentionally failing to inform 
his clients that their trademark registrations or applications 
were potentially invalid and/ or take timely and effective 
remedial action on their behalf and/ or offer or provide 
restitution to them); 

m. 37 C.F.R. § 10.84(a)(3) (intentionally prejudicing or damaging 
the client during the course of a professional relationship by, 
inter alia: intentionally failing to inform his clients that their 
trademark registrations or applications were potentially 
invalid and/ or take timely and effective remedial action on 
their behalf and/ or offer or provide restitution to them); 

n. 37 C.F.R. § 10.89(c)(6) (intentionally or habitually violating 
any provision of the USPTO Code of Professional 
Responsibility while appearing in a professional capacity 
before a tribunal by, inter alia: (i) directing or allowing his 
employees to prepare, sign, and file trademark applications, 
responses to Office Actions, and other trademark documents; 
directing or allowing his employees to provide legal advice 
and guidance to trademark applicants; and/ or directing or 
allowing his employees to communicate with his clients about 
trademark search reports and opinions, without his 
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involvement or superv1s10n; and/ or (ii) not reviewing 
trademark applications, responses to Office Actions, and 
other trademark documents prepared and filed by his 
employees before they were filed with the Office; 
intentionally or habitually violating any provision of the 
USPTO Code of Professional Responsibility while appearing 
in a professional capacity before a tribunal by, inter alia: failing 
to comply with the USPTO's electronic signature rules by not 
personally electronically signing trademark applications and 
trademark documents filed with the USPTO and, instead, 
directing or allowing his employees to sign or forge his 
electronic signature to the documents, which resulted in the 
validity of registered trademarks being jeopardized; 
intentionally or habitually violating any provision of the 
USPTO Code of Professional Responsibility while appearing 
in a professional capacity before a tribunal by, inter alia: 
directing or allowing his employees to sign or forge his name 
to § 2(f) declarations and file the § 2(f) declarations with the 
Office, when (i) he knew that the Trademark Examining 
Attorneys would rely on the declarations when examining 
trademark applications and issuing registrations, and/ or (ii) 
he knew or should have known his employees did not have 
adequate knowledge to aver, "The mark has become 
distinctive of the goods/services through the applicant's 
substantially exclusive and continuous use in commerce that 
the U.S. Congress may lawfully regulate for at least the five 
years immediately before the date of this statement;"; 
intentionally or habitually violating any provision of the 
USPTO Code of Professional Responsibility while appearing 
in a professional capacity before a tribunal by, inter alia: (i) 
failing to adequately supervise his employees or adequately 
review their work, thus permitting them to create false or 
fraudulent specimens and/ or digitally altered images of 
marks that did not depict the actual mark as used in 
commerce and file these specimens with the Office, and as a 
result, in some cases, the USPTO issued trademark 
registrations based on the false or fraudulent specimens or 
digitally altered marks, putting the validity of the resulting 
trademarks in jeopardy, and/ or (ii) failing to inform the 
USPTO of the potentially invalid applications and/ or 
registrations that resulted from the filing of false or 
fraudulent specimens or digitally altered marks); 
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o. 37 C.F.R. § 10.112(a) (failing to deposit legal fees paid in 
advance into a separate client trust account by depositing 
them instead into The Trademark Company's operating 
account); 

p. 37 C.F.R. § 11.101 (failing to provide competent 
representation by, inter alia: not reviewing trademark 
applications, responses to Office Actions, and other 
trademark documents prepared and filed by his employees 
before they were filed with the Office; failing to provide 
competent representation by, inter alia: failing to comply with 
the USPTO's electronic signature rules by not personally 
electronically signing trademark applications and trademark 
documents filed with the USPTO and, instead, directing or 
allowing his employees to sign or forge his electronic 
signature to the documents, which resulted in the validity of 
registered trademarks being jeopardized; failing to provide 
competent representation by, inter alia: directing or allowing 
his employees to sign or forge his name to § 2(f) declarations 
and file the § 2(£) declarations with the Office, when (i) he 
knew that the Trademark Examining Attorneys would rely on 
the declarations when examining trademark applications and 
issuing registrations and when he knew or reasonably should 
have known that the validity of the applicants' applications 
and registrations were jeopardized by the false declarations; 
failing to provide competent representation by, inter alia: (i) 
failing to adequately supervise his employees or adequately 
review their work, thus permitting them to create false or 
fraudulent specimens and/ or digitally altered images of 
marks that did not depict the actual mark as used in 
commerce and file these specimens with the Office, and as a 
result, in some cases, the USPTO issued trademark 
registrations based on the false or fraudulent specimens or 
digitally altered marks, putting the validity of the resulting 
trademarks in jeopardy, and/ or (ii) failing to inform his 
clients that their trademark registrations or applications were 
potentially invalid and/ or take timely and effective remedial 
action on their behalf and/ or offer or provide restitution to 
them); 

q. 37 C.F.R. § 11.104(a) (failing to keep his client reasonably 
informed by, inter alia: (i) not informing Ms. Teague of the 
Office Action received on her behalf in U.S. Trademark 
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Application No. 86/287,301 and by not informing her that he 
had filed substitute specimens without confirming with her 
whether the substitute specimens depicted her mark as used 
in commerce, and/ or (ii) failing to inform his clients that their 
trademark registrations or applications were potentially 
invalid and/ or take timely and effective remedial action on 
their behalf and/ or offer or provide restitution to them); 

r. 37 C.F.R. § 11.115(a) (failing to hold property of a client or 
third person that is in the lawyer's possession in connection 
with a representation separate from the lawyer's own 
property, by depositing fees paid in advance by clients for 
trademark legal services and costs into his operating account); 

s. 37 C.F.R. § ll.115(c) (failing to deposit into a client trust 
account legal fees and expenses that have been paid in 
advance, to be withdrawn by the practitioner only as fees are 
earned or expenses incurred, by depositing fees paid in 
advance by clients for trademark legal services and costs into 
his operating account); 

t. 37 C.F.R. § ll.303(a)(l) (knowingly making a false statement 
of fact to a tribunal or failing to correct a false statement of 
material fact previously made to the tribunal by the 
practitioner by, inter alia: failing to inform the USPTO of the 
potentially invalid applications and/ or registrations that 
resulted from the filing of false or fraudulent specimens or 
digitally altered marks); 

u. 37 C.F.R. § ll.303(d) (failing, in an ex parte proceeding, to 
inform the tribunal of all material facts known to the 
practitioner that will enable the tribunal to make an informed 
decision, even if the facts are adverse by, inter alia: directing 
or allowing his employees to sign or forge his name to § 2(f) 
declarations and file the § 2(f) declarations with the Office, 
when (i) he knew that the Trademark Examining Attorneys 
would rely on the declarations when examining trademark 
applications and issuing registrations and/ or (ii) he knew or 
should have known his employees did not have adequate 
knowledge to aver, "The mark has become distinctive of the 
goods/services through the applicant's substantially 
exclusive and continuous use in commerce that the U.S. 
Congress may lawfully regulate for at least the five years 
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immediately before the date of this statement;"; failing, in an 
ex parte proceeding, to inform the tribunal of all material facts 
known to the practitioner that will enable the tribunal to make 
an informed decision, even if the facts are adverse, by, inter 
alia, failing to inform the USPTO of the potentially invalid 
applications and/ or registrations that resulted from the filing 
of false or fraudulent specimens or digitally altered marks); 

v. 37 C.F.R. § 11.503(a) (failing to make reasonable efforts to 
ensure that The Trademark Company had in effect measures 
giving reasonable assurance that its employees' conduct was 
compatible with Respondent's professional obligations, as is 
required by him as a partner or a person of comparable 
managerial authority of The Trademark Company by, inter 
alia: failing to adequately supervise his employees or 
adequately review their work, thus permitting them to create 
false or fraudulent specimens and/ or digitally altered images 
of marks that did not depict the actual mark as used in 
commerce and file these specimens with the Office, and as a 
result, in some cases, the USPTO issued trademark 
registrations based on the false or fraudulent specimens or 
digitally altered marks, putting the validity of the resulting 
trademarks in jeopardy); 

w. 37 C.F.R. § 11.503(b) (failing to make reasonable efforts to 
ensure that the conduct of The Trademark Company 
employees over whom he had direct supervisory authority 
was compatible with Respondent's professional obligations 
by, inter alia: failing to adequately supervise his employees or 
adequately review their work, thus permitting them to create 
false or fraudulent specimens and/ or digitally altered images 
of marks that did not depict the actual mark as used in 
commerce and file these specimens with the Office, and as a 
result, in some cases, the USPTO issued trademark 
registrations based on the false or fraudulent specimens or 
digitally altered marks, putting the validity of the resulting 
trademarks in jeopardy); 

x. 37 C.F.R. § 11.503(c) (ordering or ratifying the conduct of the 
employees of The Trademark Company which would have 
been a violation of the USPTO Rules of Professional Conduct 
had it been committed by a practitioner, and/ or failing to take 
remedial measures once he learned of the conduct by, inter 
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alia: (i) failing to adequately supervise his employees or 
adequately review their work, thus permitting them to create 
false or fraudulent specimens and/ or digitally altered images 
of marks that did not depict the actual mark as used in 
commerce and file these specimens with the Office, and as a 
result, in some cases, the USPTO issued trademark 
registrations based on the false or fraudulent specimens or 
digitally altered marks, putting the validity of the resulting 
trademarks in jeopardy, (ii) failing to inform his clients that 
their trademark registrations or applications were potentially 
invalid and/ or take timely and effective remedial action on 
their behalf and/ or offer or provide restitution to them, 
and/ or (iii) failing to inform the USPTO of the potentially 
invalid applications and/ or registrations that resulted from 
the filing of false or fraudulent specimens or digitally altered 
marks); 

y. 37 C.F.R. § 11.504(a) (sharing legal fees with a non­
practitioner by paying employees non-discretionary monthly 
bonuses tied to the proceeds generated by the trademark legal 
services provided to applicants with whom they interacted); 

z. 37C.F.R.§11.505 (assisting other persons in the unauthorized 
practice of law before the USPTO by, inter alia: (i) directing or 
allowing his employees to prepare, sign, and file trademark 
applications, responses to Office Actions, and other 
trademark documents; directing or allowing his employees to 
provide legal advice and guidance to trademark applicants; 
and/ or directing or allowing his employees to communicate 
with his clients about trademark search reports and opinions, 
without his involvement or supervision; and/ or (ii) not 
reviewing trademark applications and other trademark 
documents (e.g., responses to Office Actions) prepared and 
filed by his employees before they were filed with the Office); 

aa. 37 C.F.R. § 11.701 (making false or misleading 
communications about the practitioner or the practitioner's 
services by, inter alia: advertising on The Trademark 
Company's website that trademark applications would be 
prepared by an attorney when Respondent knew that 
trademark applications were not prepared or reviewed by an 
attorney prior to being filed with the USPTO); 
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bb. 37 C.F.R. §11.SOl(b) (failing to respond to lawful requests for 
information and failing to cooperate with OED by inter alia: (i) 
telling a witness not to talk to OED; (ii) falsely telling potential 
witnesses that talking to OED could affect their trademark 
rights; (iii) withholding the names of former employees for 
months; and/ or (iv) not providing OED with the documents 
it sought (invoices, employment agreements, correspondence 
about§ 2(£) declarations, and/ or a privilege log)); 

cc. 37 C.F.R. § ll.804(c) (engaging in conduct involving 
dishonesty, fraud, deceit, or misrepresentation by, inter alia: 
not informing clients who purchased trademark legal services 
from The Trademark Company that their applications and 
other trademark documents were not prepared or reviewed 
by an attorney prior to being filed with the Office; engaging 
in conduct involving dishonesty, fraud, deceit, or 
misrepresentation by, inter alia: (i) not personally 
electronically signing trademark applications and trademark 
documents filed with the USPTO and, instead, directing or 
allowing his employees to sign or forge his electronic 
signature to the documents, thereby misleading the USPTO, 
his clients, and the public into believing that Respondent had 
actually signed the trademark application or trademark 
document; and/ or (ii) not affirmatively informing the 
Trademark Examining Attorney that the actual signatory, the 
employee, was not identified on the document; engaging in 
conduct involving dishonesty, fraud, deceit, or 
misrepresentation by, inter alia: directing or allowing his 
employees to sign or forge his name to § 2(£) declarations and 
file the § 2(f) declarations with the Office, when (i) he knew 
that the Trademark Examining Attorneys would rely on the 
declarations when examining trademark applications and 
issuing registrations, and/ or (ii) he knew or should have 
known his employees did not have adequate knowledge to 
aver, "The mark has become distinctive of the goods/ services 
through the applicant's substantially exclusive and 
continuous use in commerce that the U.S. Congress may 
lawfully regulate for at least the five years immediately before 
the date of this statement;" engaging in conduct involving 
dishonesty, fraud, deceit, or misrepresentation, by, inter alia: 
(i) failing to adequately supervise his employees or 
adequately review their work, thus permitting them to create 
false or fraudulent specimens and/ or digitally altered images 
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of marks that did not depict the actual mark as used in 
commerce and file these specimens with the Office, and as a 
result, in some cases, the USPTO issued trademark 
registrations based on the false or fraudulent specimens or 
digitally altered marks, putting the validity of the resulting 
trademarks in jeopardy, (ii) failing to inform his clients that 
their trademark registrations or applications were potentially 
invalid and/ or take timely and effective remedial action on 
their behalf and/ or offer or provide restitution to them, 
and/ or (iii) failing to inform the USPTO of the potentially 
invalid applications and/ or registrations that resulted from 
the filing of false or fraudulent specimens or digitally altered 
marks; engaging in conduct involving dishonesty, fraud, 
deceit, or misrepresentation by, inter alia: (i) not informing 
clients who purchased trademark legal services from The 
Trademark Company that their applications and other 
trademark documents were not prepared or reviewed by an 
attorney prior to being filed with the Office; and/ or (ii) 
collecting fees from clients for trademark legal services that 
were supposed to be performed by an attorney when their 
applications and other trademark documents were not 
prepared or reviewed by an attorney prior to being filed with 
the Office; engaging in conduct involving dishonesty, fraud, 
deceit, or misrepresentation by, inter alia, falsely telling 
potential witnesses that talking to OED could affect their 
trademark rights); 

dd. 37 C.F.R. § 11.804(d) (engaging in conduct prejudicial to the 
administration of justice by, inter alia: (i) directing or allowing 
his employees to prepare, sign, and file trademark 
applications, responses to Office Actions, and other 
trademark documents; directing or allowing his employees to 
provide legal advice and guidance to trademark applicants; 
and/ or directing or allowing his employees to communicate 
with his clients about trademark search reports and opinions, 
without his involvement or supervision; and/ or (ii) not 
reviewing trademark applications and other trademark 
documents (e.g., responses to Office Actions) prepared and 
filed by his employees before they were filed with the Office; 
engaging in conduct prejudicial to the administration of 
justice by, inter alia: (i) failing to comply with the USPTO's 
electronic signature rules by not personally electronically 
signing trademark applications and trademark documents 
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filed with the USPTO and, instead, directing or allowing his 
employees to sign or forge his electronic signature to the 
documents, which resulted in the validity of registered 
trademarks being jeopardized and/ or (ii) directing or 
allowing his employees to sign or forge his electronic 
signature to trademark applications and other trademark 
documents knowing that the actual signatory, the employee, 
was not identified on the documents contrary to 
Respondent's certifications under § 11.18; engaging in 
conduct that is prejudicial to the administration of justice by, 
inter alia: directing or allowing his employees to sign or forge 
his name to § 2(f) declarations and file the § 2(f) declarations 
with the Office, when (i) he knew that the Trademark 
Examining Attorneys would rely on the declarations when 
examining trademark applications and issuing registrations, 
and/ or (ii) he knew or should have known his employees did 
not have adequate knowledge to aver, "The mark has become 
distinctive of the goods/services through the applicant's 
substantially exclusive and continuous use in commerce that 
the U.S. Congress may lawfully regulate for at least the five 
years immediately before the date of this statement;" and/ or 
(iii) he knew that (a) the actual signatory, the employee, was 
not identified on the document and (b) the actual signatory, 
the employee, did not have the knowledge to support the 
factual contentions found in the declaration; engaging in 
conduct that is prejudicial to the administration of justice by, 
inter alia: (i) failing to adequately supervise his employees or 
adequately review their work, thus permitting them to create 
false or fraudulent specimens and/ or digitally altered images 
of marks that did not depict the actual mark as used in 
commerce and file these specimens with the Office, and as a 
result, in some cases, the USPTO issued trademark 
registrations based on the false or fraudulent specimens or 
digitally altered marks, putting the validity of the resulting 
trademarks in jeopardy, and/ or (ii) failing to inform the 
USPTO of the potentially invalid applications and/ or 
registrations that resulted from the filing of false or 
fraudulent specimens or digitally altered marks; engaging in 
conduct prejudicial to the administration of justice by, inter 
aliri: (i) telling a witness not to talk to OED; (ii) falsely telling 
potential witnesses that talking to OED could affect their 
trademark rights; (iii) withholding the names of former 
employees for months; and/ or (iv) not providing OED with 
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the documents it sought (invoices, employment agreements, 
correspondence about § 2(f) declarations, and/ or a privilege 
log)); 

ee. 37 C.F.R. § 11.804(i) (engaging in any other conduct that 
adversely re£1ects on the practitioner's fitness to practice 
before the Office, by engaging in the conduct referenced in 
Count I of the Complaint, to the extent that the conduct does 
not otherwise violate another provision of the USPTO Rules 
of Professional Conduct; engaging in any other conduct that 
adversely refiects on the practitioner's fitness to practice 
before the Office, by engaging in the conduct referenced in 
Count II of the Complaint, to the extent that the conduct does 
not otherwise violate another provision of the USPTO Rules 
of Professional Conduct; engaging in any other conduct that 
adversely refiects on the practitioner's fitness to practice 
before the Office, by engaging in the conduct referenced in 
Count III of the Complaint to the extent that his conduct does 
not otherwise violate a provision of the USPTO Rules of 
Professional Conduct; engaging in any other conduct that 
adverse] y refiects on the practitioner's fitness to practice 
before the Office, by engaging in the conduct referenced in 
Count IV of the Complaint to the extent that his conduct does 
not otherwise violate a provision of the USPTO Code of 
Professional Responsibility; engaging in any other conduct 
that adversely refiects on the practitioner's fitness to practice 
before the Office, by engaging in the conduct referenced in 
Count V of the Complaint, to the extent that the conduct does 
not otherwise violate another provision of the USPTO Rules 
of Professional Conduct; other conduct that adversely refiects 
on the practitioner's fitness to practice before the Office, by 
engaging in the acts and omissions described in Count VIII 
above). 

3. Without admitting that he violated any of the Disciplinary Rules of the USPTO 

Code of Professional Responsibility and/ or the Rules of Professional Conduct which are 

the subject of the disciplinary complaint in Proceeding No. D2016-20, he acknowledges 

that, if and when he applies for reinstatement to practice before the USPTO in trademark 

or other non-patent matters under 37 C.F.R. § 11.60, the OED Director will conclusively 
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presume, for the limited purpose of determining the application for reinstatement, that 

(a) the allegations regarding him in the complaint filed in Proceeding No. D2016-20 are 

true and (b) he could not have successfully defended himself against such allegations. 

4. He has fully read and understands 37 C.F.R. §§ 11.5(b), 11.27, 11.58, 11.59, and 

11.60, and is fully aware of the legal and factual consequences of consenting to exclusion 

from practice before the USPTO in trademark and non-patent matters. 

5. He consents to being excluded from practice before the USPTO in trademark 

and non-patent matters. 

Exclusion on Consent 

Based on the foregoing, the USPTO Director has determined that Respondent's 

Affidavit For Consent Exclusion complies with the requirements of 37 C.F.R. § 11.27(a). 

Accordingly, it is hereby ORDERED that: 

1. Respondent's Affidavit For Consent Exclusion shall be, and hereby is, 

approved; 

2. Respondent shall be, and hereby is, excluded on consent from practice 

before the Office in trademark and non-patent matters commencing on the date of this 

Final Order; 

3. The OED Director shall electronically publish the Final Order at the Office 

of Enrollment and Discipline's electronic FOIA Reading Room, which is publicly 

accessible at http://e-foia.uspto.gov/Foia/ OEDReadingRoom.jsp; 

4. The OED Director shall publish a notice in the Official Gazette that is 

materially consistent with the following: 
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Notice of Exclusion on Consent 

This notice concerns Matthew H. Swyers of Vienna, Virginia, an 
attorney licensed to practice law in the Commonwealth of Virginia 
and the District of Columbia and practicing before the United States 
Patent and Trademark Office ("USPTO" or "Office) in trademark 
matters. The Director of the USPTO has accepted Mr. Swyers' 
affidavit for consent exclusion and ordered his exclusion on consent 
from practice before the Office in trademark and non-patent matters. 

Mr. Swyers voluntarily submitted his affidavit at a time when a 
disciplinary complaint was pending against him. The complaint 
alleged that Mr. Swyers, an experienced trademark lawyer and 
former USPTO Trademark Examining Attorney, established The 
Trademark Company, PLLC, and through that business 
systematically permitted non-attorneys to practice trademark law 
for him with little or no supervision. The complaint alleged that Mr. 
Swyers, the sole attorney at the company, did not personally review 
or sign thousands of trademark applications and related documents 
(including statements of use, § 2(f) declarations, and responses to 
Office actions) prepared by his non-lawyer employees and filed with 
the USPTO, in violation of USPTO signature and certification rules 
and despite assurances on the company website that trademark 
applicants would be represented by a specialized attorney. Further, 
the complaint alleged that, as a result of Mr. Swyers' failure to 
supervise his employees, multiple fraudulent or digitally 
manipulated specimens of use were filed with the Office, which 
potentially jeopardized the trademark applications of his clients. The 
complaint also asserted that Mr. Swyers failed to deposit client funds 
paid in advance into a client trust account and improperly split legal 
fees with his non-practitioner employees. Finally, the complaint 
alleged that Mr. Swyers failed to respond to lawful requests for 
information or cooperate with the investigation conducted by the 
Office of Enrollment and Discipline. 

Mr. Swyers' affidavit acknowledged that the disciplinary complaint 
filed against him alleged that his conduct violated the following 
provisions of the USPTO Code of Professional Responsibility, for 
conduct prior to May 3, 2013: 37 C.F.R. §§ 10.23(a) (engaging in 
disreputable or gross misconduct); 10.23(b)(4) (engaging in conduct 
involving dishonesty, fraud, deceit, or misrepresentation); 
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10.23(b)(5) (engaging in conduct prejudicial to the administration of 
justice); 10.23(a) and (b) via 10.23(c)(2)(ii) (knowingly giving false or 
misleading information or knowingly participating in a material 
way in giving false or misleading information to the USPTO or any 
employee of the USPTO); 10.23(a) and (b) via 10.23(c)(15) (violating 
the certifications made to the USPTO under 37 C.F.R. § 11.18); 
10.31(a) (deceiving or misleading prospective applicants or other 
persons having immediate or prospective business before the Office 
by advertising with respect to prospective business before the 
Office); 10.47(a) and (c) (aiding a non-practitioner in the 
unauthorized practice of law before the Office); 10.48 (sharing legal 
fees with a non-practitioner); 10.77(b) (handling a legal matter 
without preparation adequate under the circumstances); 10.77(c) 
(neglecting client matters); 10.84(a)(1) (intentionally failing to seek 
the lawful objectives of a client); 10.84( a)(3) (intentionally 
prejudicing or damaging the client during the course of a 
professional relationship); 10.89(c)(6) (intentionally or habitually 
violating any provision of the USPTO Code of Professional 
Responsibility while appearing in a professional capacity before a 
tribunal); 10.112(a) (failing to deposit legal fees paid in advance into 
a separate client trust account); and 10.23(b)(6) (engaging in other 
conduct that adversely reflects on the practitioner's fitness to 
practice before the Office). 

Mr. Swyers's affidavit also acknowledged that the disciplinary 
complaint alleged that his conduct violated the following provisions 
of the USPTO Rules of Professional Conduct, for conduct on or after 
May 3, 2013: 37 C.F.R. §§ 11.101 (failure to provide competent 
representation); 11.104(a)(3) (failing to keep the clients reasonably 
informed about the status of a matter); 11.115(a) (failing to hold 
property of a client or third person that is in the lawyer's possession 
in connection with a representation separate from the lawyer's own 
property); 11.115(c) (failing to deposit into a client trust account legal 
fees and expenses that have been paid in advance, to be withdrawn 
by the practitioner only as fees are earned or expenses incurred); 
11.303(a)(1)(knowingly making a false statement of fact to a tribunal 
or failing to correct a false statement of material fact previously made 
to the tribunal); 11.303( d) (failing, in an ex parte proceeding, to inform 
the tribunal of all material facts known to the practitioner that will 
enable the tribunal to make an informed decision, even if the facts 
are adverse); 11.503(a) (failing to make reasonable efforts to ensure 
that The Trademark Company had in effect measures giving 
reasonable assurance that its employees' conduct was compatible 
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with Respondent's professional obligations); 11.503(b) (failing to 
make reasonable efforts to ensure that the conduct of The Trademark 
Company employees over whom he had direct supervisory 
authority was compatible with Respondent's professional 
obligations); 11.503(c) (ordering or ratifying the conduct of the 
employees of The Trademark Company which would have been a 
violation of the USPTO Rules of Professional Conduct had it been 
committed by a practitioner, and/ or failing to take remedial 
measures once he learned of the conduct); 11.504(a) (sharing legal 
fees with a non-practitioner); 11.505 (aiding in the unauthorized 
practice of law before the USPTO); 11.701 (making false or 
misleading communications about the practitioner or the 
practitioner's services); 11.801 (b) (failing to cooperate with the Office 
of Emollment and Discipline in an investigation); 11.804(c) 
(engaging in conduct involving dishonesty, fraud, deceit or 
misrepresentation); 11.804( d) (engaging in conduct that is prejudicial 
to the administration of justice); and 11.804(i) (engaging in the acts 
and omissions that adversely reflect on Respondent's fitness to 
practice before the Office). 

While Mr. Swyers did not admit to violating any of the Disciplinary 
Rules of the USPTO Code of Professional Responsibility or the 
USPTO Rules of Professional Conduct as alleged in the pending 
disciplinary complaint, he acknowledged that, if and when he 
applies for reinstatement, the OED Director will conclusively 
presume, for the limited purpose of determining the application for 
reinstatement, that (i) the allegations set forth in the OED 
investigation against him are true, and (ii) he could not have 
successfully defended himself against such allegations. 

This action is taken pursuant to the provisions of 35 U.S.C. 
§§ 2(b)(2)(D) and 32, and 37 C.F.R. §§ 11.27 and 11.59. Disciplinary 
decisions involving practitioners are posted for public reading at the 
Office of Enrollment and Discipline Reading Room, available at: 
http://go.usa.gov/x9rhg. 

5. Respondent shall comply fully with 37 C.F.R. § 11.58; and 
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6. Respondent shall comply fully with 37 C.F.R. § 11.60 upon any request for 

reinstatement. 

�~� 
David Shewchuk 
Deputy General Counsel for General Law 
United States Patent and Trademark Office 

on behalf of 

Michelle K. Lee 
Under Secretary of Commerce for Intellectual Property and 
Director of the United States Patent and Trademark Office 

cc: 

Director of the Office of Emollment and Discipline 
U.S. Patent and Trademark Office 

Danny M. Howell 
Robert Jackson Martin IV 
Anne M. Sterba 
Law Office of Danny M. Howell, PLLC 
2010 Corporate Ridge, Suite 700 
Mclean, VA 22102 
Counsel for Matthew H. Swyers 
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