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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No. 3,658,141TAURX
Application Serial No. 86/155,839 and 86/155,840
TAIRX and Design C\

TaiRx
TAURX THERAPEUTICS LTD. ,
Opposer,
V. Cancellation No. 92066827
Opposition No. 91221124
TAIRX, INC. ,
Applicant.

PETITIONER 'S RESPONSE TO REGISTRANTS MOTION FOR SUMMARY
JUDGMENT

Petitioner TaiRXx, Inc. (TaiRX’) hereby submits its response to Registrant TauRx
Therapeutics, Ltds (‘TauRX) Motion for Summary Judgment.

l. Standard for Summary Judgment

A motion for summary judgment is a pretrial device intended to save the time and
expense of a full trial when the moving party is able to demonstrate, prior to triidhdhais no
genuine dispute of material fact, and that it is entitled to judgment as a madter SéeFed. R.
Civ. P. 56(a)Celotex Corp. v. Catretd77 U.S. 317 (1986Ppryland USA Inc. v. Great
American Music Show Inc970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992);Samelats
Fashions Inc. v. Pannill Knitting Co. Ind33 F.2d 1560, 4 USPQ2d 1793 (Fed. Cir. 1987

evidence must be viewed in a lighbst favorable to the non-moving party and all reasonable




inferences are to be drawn in the non-movant's favoyd’s Food Products, Inc. v. Eli’s, Inc
987 F.2d 766, 25 USPQ2d 2027, 2029 (Fed. Cir. 199@)yland USA, suprgemphasis

added). Therefore, v@m considering TauRx Motion for Summary Judgment, the Board should
view all evidence in a light most favorable to TaiRx.

Il. TauRXx s Motion for Summary Judgment Should Be Denied

TauRx has filed a motion for summary judgment claiming that TaiRetition to Cancel
Registration No. 3,658,141 should be dismissed because it is a compulsory counterclaim that
should have been filed years ago. Tad¥étition to Cacel should be considered being
served promptly. Furthermore, TairRx’s Petition to Cancel should be fully consmiethd
merits because justice requires.

Trademark Rule 2.106(b)(2)(i) governs counterclaims for cancellation of pleaded
registrations in Board opposition proceedings. Such claims must be pleaded prdt@pthea
grounds are learned if not known at the time the answer is filed. See TBMP § 3A3d@derise
attacking the validity of any one or more of the registrations pleaded in the oppdsitildmesa
compulsory counterclaim if grounds for such counterclaim exigte time when the answer is
filed. If grounds for a counterclaim are known to the applicant when the answer to theiopposit
is filed, the counterclaim shall be pleaded with or as part of the answesuifdy for a
counterclaim are learned during the course of the opposition proceeding, the cainmtsnall
be pleaded promptly after the grounds therefor are learned.” 37 CFR 8 2.106(b)(3)(i).

Consistent with Fed. R. Civ. P. 15(a), the Board liberally grants leave to amendgdeadi
at any stage of the proceeding when justice requires, unless entry of the proposed amendment
would violate settled law or be prejudicial to tights of the adverse party. SEemmodore

Electronics Ltd. v. CBM Kabushiki Kaish26 USPQ2d 1503 (TTAB 1993).



Although abrogated in 2009 as redundant of Fed. R. Civ. P. 15(a), Fed. R. Civ. B 13(f)
insightful because it permitted a party leave to assert a counterclaim if terctaim was
originally omitted “through oversight, inadvertence, or excusable neglect, or whea jus
requires.” See e.gee’s Candy Shops Inc. v. Campbell Soup(CbUSPQ2d 1395, 1396
(TTAB 1989) (reading Rule 13(f) in conjunction with Rule 15(Ap.explained in the
Committee Notes in 2008ncerning the deletion of Rule 13(fjw]hen the court's leave is

requiredthe reasons described ifRule 13(f) for permitting amendment of a pleading to add an

omitted counterclaim sound different from the general amendment standard tbR)IR), but

seem to be administered-as they should be—according to the same standard directing

that leave shouldbe freely given when justice so requiresFed. R. Civ. P. 13(fCommittee

Notes on Rules- 2009 Amendment (emphasis added). Therefore, as notedamthétee
Notes, Fed. R. Civ. P. 15(a)requirement of When justice requirésnherently contains the
previously enumerated reasons of “oversighadirertence, or excusable negfect.
A. TaiRx submitted its Petition to Cancel based on Genericness Prgity
After Proceedings Resumed

TaiRX, in its Petition to Cancel the TAURX registratiataimed that TAURX is generic
for the goods and services listed in Registration No. 3,658,141. TauRx claims thatmsyotlai
genericness should have been known to TaiRx when it produdathacuments on May 11,
2016.While theg documents make mentiohad“tau proteifi they are by no means sufficient to
illustrate and convey any potential genericness of the TAURX mark when aptlezideveral
goods and services listed in Registration No. 3,658,141. TaiRx did not learn of the potential
genericness of the TAURX mark until TRx produced additional documents to it on March 29,

2017. Sedeclaration of Kevin Keenexnd Exhibit A to Declaration of Kevin Keener. Indeed, it



was not until a review of several in depth and descriptive documents produced oretthistat
gave insight into a claim for genericness. See Exhibit B1 to Declaration of KeemeK& hese
doauments make mention at least of:

X “mice that overexpress truncatedman Tau protein” TAU00001476

X “Tau pathology was measured immunohistochemically using mAb 7/51, an

antibody having an epipe within the truncated tau fragméntAU00001479

X “LMTX reduces tatpathology and rescues motor deficits” TAU00001486
In other documents produced, much more in depth information is provided concerning the
experimental modeling of tau aggregation in vitro (TAU00001570-1578), Tau neuropathology
(TAUO0001581-1628), and the product profile anérall clinical progran{TAU0O0001637-
1736). This detailed information in the documents produced on March 29, 2017 was lacking in
the documents cited by TauRx as establishing knowledge of a claim of generichness2014.
Thus, TaiRx did not learn of a potential counterclaim for genericness until March 29, 2017.

TaiRx learned of the potential counterclaim while the Opposition Proceeding was
suspended pending a decision for a motion for summary judgment. See Declaration of Kevin
Keener.TaiRx was prevented by the Board’s order of March 2, 2017 of presenting this
counterclaim at that time. It was not until the Board decided the cross maticsyfimary
judgment that TaiRx was permitted to assert its counterclaim for genericness agaihSURX
registration. Given that only a handful of weeks had passed from the 8dawision until
TaiRXx filed the Petition to Cancel, TaiRx complied with filing its Petition tm¢2lin a timely
and prompt manner.
For these reasons, TauRxnotion for summary judgment as to TaiRxlaim for

genericness should be denied.



B. TaiRx’'s Claim for Abandonment Should be Considere@ecause Justice
Requires

TaiRx in its Rtition to Cancel the TAURX registratipolaimed that TauRx had
abandoned the TAURX mark. TauRx has moved for judgment on this issue as saying that TaiRx
should have been aware of this issue when TauRx filed its Section 71 Affidavit and wifen Ta
served its responses to interrogatories.

Admittedly, TaiRx should have become aware of the potential abandonment of the
TAURX Registration when TauRXx served its respons@stéorogatoriesHowever,TaiRX' s
claim of abandonment should still be considered because justice requires to beestaand b
TauRx will not be prejudiced by a consideration of abandonment on the merits.

TaiRXx, being a foreign company from a non-English country, encountered a cultural
divide in which it never knew or was aware that the TAURX Registration couldniceltzad.

See Declaration of YWen Chu. TaiRx was never told pyior counsel that it could petition to
cancel the TAURX Registration. See Declaration eiMén Chu. TaiR»s prior attorney
Matthew SwyerseceivedTauRXs responses to interrogatories. See Declaration-gféfi Chu.
However, TaiRks prior attoney Matthew Swyerseve notified TaiRx that TauR% responses
to interrogatories exhibited the abandonment of the TAURX Registr&emDeclaration of ¥i
Wen Chu.

Mr. Swyers, at the time, seemed to be caught up in a mess of his own. Mr. Swyers was in
the midst of a lawsuit againgte USPTO. See Exhibit D to Declaration of Kevin Keemars
lawsuit was dismissedn May 7, 2016just afew days before TauRXx served its interrogatory
responses on Mall, 2016. See Exhibit E. But by that time Mr. Swyers was defending a

disciplinary proceeding before the Board. See Declaration of Kevin Keener. Thpdinksy



proceeding involved allegations méglecting client matters, failing to provide competent
representation, failing to keep clients reasonably informed, and engaging in conduct involving
dishonesty and misrepresentati®ee Exhibit F to Declaration of Kevin &eer.Eventually Mr.
Swyers consented to being excluded from practice before the USPTO, not admitatigrvioi
the disciplinary rules. See Exhibit F to Declaration of Kevin Keener. However gskioul
Swyers apply for reinstatement, these allegations will be prestroeedsee Exhibit F to
Declaration of Kevin Kener.

Given the allegations and proceedings that TaRxforney was embroiled in at the time
that TaiRx should have learned of the claim of abandonment, justjagesthat TaiRxs claim
for abandonment be considered. The delay in filing a petition to cancel the TAURXr&egist
is completely excusable duedwersight, imdvertence, or excusable negl@&iRx did not fully
understand the proceedings in which it was involved through no choitseosint due mainly to
language and cultural barriers. Also, its attorney, for one reason or another, nigeer TiaitRx
thatevidence existed that the TAURX registration was abandoned. This is the very same
attorney who faced a lawsuit andiadiplinary proceeding against the USPTO for allegations
involving neglecting client matters, failing to keep clients reasonably informedagind to
provide competent representation. It should be telling that this attorney elyeotueslented to
being excluded from practice before the USPTO. Thus, it was not by any fault of TaiRx which
resulted in a delay iits submission of its Petition to Cancel. But rather oversight, inadvertence,
and the excusable neglect present in matters wholly outside of'§ &ikbwledge and control.

TaiRXs claim for abandonment should be considered because justice requires. But
furthermore, TauRx will not be prejudiced by a consideration of the abandonment issue on the

merits. This is primarily due to the fact that the parties ladreéady engaged in discovery on the



issue in the Opposition Proceediddl. relevant facts and matters pertinent to igsue of
abandonment have already been produced and discovered by the parties. Thus there is no extra
costfor TauRxin defending the abandonment issue on the merits.

Although Trademark Rule 2.106(b)(3){%) clear and direct in its requirement of
promptness of the filing of @unterclaim, this is the rare instance wipgstice requires that
TaiRX s claim of abandonment be considered on the m&hteugh no fault of its own, a
plurality of factors aligned against TaiRx which prevented TaiRx from learning gftleds
for a claim of abandonment. Cultural differences, languages barriers, attornags faci
disciplinary proceedings who never informed TaiRx of underlying facts and poteaimséll
of these were wholly outside the control of TaiRx. TaiRx filed its Petition to Céorce
abandonment as soon as it possibly could after learnitig @xistence of such a claim from
current counsekurthermore, TauRx will not be prejudiced in any way as all discovery pertinent
to the issue has already beempleted.

For these reasons, TaiRx respectfully requests that TaaRion for immary
judgment as to its claim for abandonment be denied.

II. Conclusion

In conclusion, TauRx’s Motion for Summary Judgement should be denied in its entirety.
TaiRx filed its Petition to Cancel the TAURX Registration for genericnesstly after it
learned of the basis of the claim. TaiRx is also not at fault for any delay in fgioaim for
abandonment and justice requires consideration of the issue on the paetitstarly since the
parties require no further discovery on the issue. Therefore, TaiRx respeeifulbsts that

TauRXs Motion for SunmaryJudgment be denied.



11/16/17 By: /Kevin Keener/

Date Kevin J. Keener
Attorney for Applicant
Keener & Associates, P.C.
161 North Clark Street
Suite 1600
Chicago, IL 60601
(312) 523-2164

CERTIFICATE OF SERVICE

| hereby certify that a true and complete copy of the foregeEGI TIONER 'S RESPONSE
TO REGISTRANT’'S MOTION FOR SUMMARY JUDGMENT , including all exhibits, has
been served o®pposer

JASON KORANSKY

PATTISHALL MCAULIFFE NEWBURY HILLIARD & GERALDSON
200 S WACKER DR, SUITE 2900

CHICAGO, IL 60606

UNITED STATES

tc@pattishall.com, jmk@pattishall.com, docket@pattishall.com
by emailing electronic copies on November 16, 201theécaddressdssted above.

/Kevin Keener/

Kevin J. Keener

Attorney for Applicant
Keener & Associates, P.C.
161 North Clark Street
Suite 1600

Chicago, IL 60601

(312) 523-2164




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No. 3,658,141TAURX
Application Serial No. 86/155,839 and 86/155,840
TAIRX and Design C\

TaiRx
TAURX THERAPEUTICS LTD. ,
Opposer,
V. Cancellation No. 92066827
Opposition No. 91221124
TAIRX, INC. ,
Applicant.

DECLARATION OF KEVIN KEENER
I, Kevin Keenerbeing warnd that willful false statements and the like are punishable by
fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false statements and
the like may jeopardize the validity of the application or document or any registresiolting
therefrom, declares that the following statements made afdmsknowledge are true; and all
statements made on information and belief are believed to be true.
1. On December 30, 2016 TauRx Therapeutics, Ltd. (“TauRx”) filed a motion to amend its
complaint in Opposition No. 91221124 (“Opposition Proceeding”).
2. | appeared as counsel for TaiRx, Inc. (“TaiRx”) in the Opposition Proceeding on
February 23, 2017.
3. On February 25, 2017 | filed TaiRx’s Answer to TauRx’'s Amended Complaint.

4. On March 2, 2017 TauRx filed a Motion for Summary Judgment.



. On March 8, 2017, the Board issued an order suspending the Opposition Proceeding. In
that order the Board stated that “Proceedings herein are suspended as of March 2, 2017
pending the Board’s decision on Opposer’s motion for summary judgment. Any
submission filed during the pendency of this motion which is not germane thereto will be
given no consideration. See Trademark Rule 2.127(d).”

. On March 29, 2017, counsel for TauRx produced responsive documents to me under
Bates number$AU00001475-1747A true and accurate copy of the service email is
attached as Exhibit A.

. True and accurate copieéBates number§ AU00001476; TAU00001479;

TAU00001484; TAU00001486; and TAUO00014&& attached as ExhibitlB

. True and accurate copiesBates numbers TAU00001570-1628 and TAUO0001637-

1736 are submitted independently under seal as Exhibit B2.

. The generic meaning of TAURX in Registration No. 3,658,141 only became apparent to
me and TaiRx after receivirand reviewingBates number§ AU00001476;

TAU00001479; TAUO0001484; TAUO0001486; TAUO0O001488; TAUOO0O01570-1628

and TAUO0001637-1736.

10.1 filed a response to the TauRx’s Motion for Summary Judgment on March 31, 2017 with

a countermotion for Summary Judgment.

11.The Board issued an order denying the motions for summary judgment on August 1,

2017.

12.1 was prohibited from filing any counterclaim against the TAURX registration beaHus

the Board’s order suspending the Opposition Proceeding pending the motions for

summary judgment.



13.1 filed the petition to cancel TAURX registration numi3e852,141 under Cancellation
Proceeding Number 92066827 (“Cancellation Proceeding”) on September 6| i@l .
the Cancellation Proceeding as soon as possible after the Board’s decision otidhe m
for summary jadgment.

14.1 served the petition to cancel in the Cancellation Proceeding to counsaluf@x Bn
September 6, 2017. A true and accurate copy of the service email is attached as Exhibit
C. In my service email, | offered an unsolicited extension of time for TauRXx to tsitfomi
pretrial disclosures. Counsel for TauRx did not respond to my offer but proceeded with
serving its pretrial disclosures on September 8, 2017.

15. Prior to my appearance in the Opposition Proceeding, TaiRx was represented byyAttorne
Matthew Swyers. Attorney Matthew Swyers filed an appearance in the Opposition
Proceeding on February 4, 2016.

16. Prior to this appearance, Attorney Matthew Swyers had filed a complaint mnttesl
States District Court or the Eastern District of Virginia againstX8BTO on January 6,
2016. The lawsuit involved allegations against Mr. Swyers and the resulting intiestiga
by the Office of Enrollment and Discipline (“OED”). A true and accurate copy of the
complaint for this case is attached as Exhibit D.

17.0n March 112016 the OED began a disciplinary proceeding against Mr. Swyers under
Proceeding No. D20180.

18.0n May 7, 2016, the judge for the District Court granted the USPTQO’s Motion to dismiss
the federal lawsuit. A true and accurate copy of the order dismissing the federal iawsui

attached as Exhibit E.



19.Mr. Swyers eventually consentediteing excluded from practice before the USPTO. A
true and accurate copy of the Final Order of Proceeding No. D2DiGattached as
Exhibit F. The allegations against Mr. Swyaersted in the Final Order incluaeglecting
client matters, failingo provide competent representation, failing to keep tdien
reasonably informed, and engaging in conduct involving dishonesty and
misrepresentatiors noted in the Final Order, although Mr. Swyers did not admit
violation of the disciplinary rules, the allegations will be preed true should Mr.

Swyers applies for reinstatement.

11/16/17 /KevinKeener/

Date Kevin Keener
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Reversal of spatial problem-solving cognitive deficit in a transgenic mouse line overexpressing
the repeat domain of Tau by treatment with the Tau aggregation inhibitor (TAI)
= Methylthioninium Chloride (MTC)
QUNIVERSHY V. Melis', S. Deiana', C. Zabke?, K. Stamer?, C. Harrington'~, G. Riedel' and Claude Wischik!'?

or ABERDEEN Wniversity of Aberdeen (Scotland, UK ), 2Charite, Berlin, (Germany) *TauRx Therapeutics Lid. Aberdeen (Scotland, UK). TauRx Therapeutics Ltd
v.melis@abdn.ac.uk

Background Aims

« Alzheimer's disease (AD) is a neurodegenerative disorder, +To test for cognitive deficit in Line 1 tau transgenic mice; mice that
characterized by the progressive loss of cognitive function which is overexpress truncated human Tau protein.

correlated with Tau pathology'2.

+ Therapeutic approaches to AD have concenfrated on symptomatic +To examine whether MTC can alleviate both pathology and cognitive
treatment, the amyloid pathway or neuroprotection: dysfunction in these mice.

« Methylthioninium chloride (MTC) inhibits Tau aggregation and dissolves

Tau aggregates in vitro® Mﬂgﬂﬂlﬂ ﬂnﬂ Mﬁth[]ds

Animals Modified training protocol according to Chen et al.’
# Line | transgenic mice overexpress tuncated human Tau (amino acids =P
295-300) fased to a membrane-targeting sequence to initiate the e ANTRAGIRE,  TRAINING 0 CRITERION
aiaezation S Thil T wsinces, They weee eqistioetsd unt 38 SMRT
background and bred to homozygosity, —_
OCSING
= A total of 39 NMRI female mice aged &/S months were used in this
sdy. These include 19 NMRI-denved transgemc mice (Line 1) and 20 .ﬁm&"" : '.J.I?Ymm
wild type control mice.
s TRERTM VSHLE PLAYFORM W
WILD TYFE = Amimals were randomly assigned to.one of 3 different treatment groups :::;:‘:::; ;:::“‘m‘::;mmm
WILD TYFE in each genotype, and they were injected orally (gavapge) with either water -revocanon cummses e i | (- e vasur o s s o o Lok
s or MTC (15 mg/kg or 45 mg'ke) CRTERKN - JSICCESSVE TRULS WIH LATENCY <20
= Behavi | testing was in accordance with the UK Home Office
regulations ouilined in the Animals {Scientific Procedures) Act 1986

Results

CUED TRAINING:
Path length Latency Swim speed Thigmotaxis

X 3

! fgi\ i PN

a 1 2 ; : & L 1 2 3 4 & o 1 2 3 4 & o 1 2 3 4 &
Days Days Days Days

Transgenic mice were impatred in acquiring the inigal ceed navig tavk. Swim path leneth; a between groups compranison showed that both vehicle- and 15 mgka-MTC treated Linel mice were impaired comprared to their wild type comnterpants [F values>8.58=
values=0.014]. No significant difference bclw:m Linel- and wild type- 45 mag'ke- MTC reated mice [Fil 48)=3.12; p=0.1] was found. Latency and swim specd: similar results to the pa{h Jcr@h were obtuned for latency despite of higher swim speed in Imwgum's
(F'£210.2%; p=0.0083). Speed was not affected by drug treatment (F's<1; p<0.85) |ndu.a||g no drigrelated effect on motor activity. Thigmotacs: the wall hugging behaviour was evident in all mice at the start of iraining with all groups spending a high percentage of time

in the peripheral zone, but all groups showed a p ive decrease over successi g sessions with 'a main effect of day [Fi4.132) = 66.98 p < 0.0001]. Rl o erpressed o moon vl (2 581,

%}%
‘df

TRAINING TO CRITERION:
D 4 2 =mmwa fype (Omgfeg)

ERCOLEM | it by | 19mglig)
i i o (45mglg)
st Thing 1 {Dmg/eg)

- Line ) { 15mgieg)

- e (ASmgleg)

Repr ive swim paths taken by
animals of each group during learning
of the first problem. Line | treated with
the higher dose of MTC  reached the
first problem as quickly as wild type
controls. In contrast vehicle-treated
Line 1 mice showed a deficit in leaming
the platform locations relative to wild

LA ) VEHCLE

TV S g

(FrEETE

AL TYFE 85 mptiy

n trials to reach criterion problems

type controls.
el 1 48 g
WALD TYPE LINE 1

5 s (e = Linki (o Number of trials to reach criterion pooled for the three problems

£ ‘\‘-"-k:i::i oA e H 1 = (S during 15 days of training to criterion for Linel and wild-type mice.
k! il typs {4 S — e (S G 2 h G
Vehiele-treated Line 1 needed longer training to learn the platform
- locations relative to wild type mice (effect of genotype: p = 0.0005; t

1 H 3 i i 3 = 3.85). Only Line 1 mice benefited from treatment with MTC and, as

aresult, 45 mg/kg-treated animals required less trials compared to
Line 1 vehicle group (p = 0.05: t = 2.00). ™ Statistically significant
difference in between-group comparison. Results are expressed as
mean values (£ SE).

The number of trials to reach criterion in each of the three problems during 15 days of training for
Linel and wild-type mice. Wild type controls mice showed a similar performance in learning each new
location. Transgenic mice treated with 45 mg/kg MTC displayed a better performance, particularly in
reaching problem 1 and 3 relative to vehicle- and 15 mg/kg MTC-treated Line 1 mice.

2 Over-expression of the human truncated Tau fragment in mice leads to a spatial problem-solving deficit.

a
0
CO]]_CllISlons' > Treatment with MTC reversed this deficit in the Tau transgenic mice in a dose-dependent manner and had no effect on

wild-type controls.
References:
1 Tqbal K et ab.(1998). J Neural Transm Suppl 53:169-80.
2 quj:; »éti.{] (IQ;% Be:\::hem::-nss?:': 519, > Confirms potential for Tau Aggregation Inhibitor (TAI) therapy as a disease-modifying treatment of AD.

3 OM Wischik et al, (1996). Proc Matl Acad Sc¢i U § A 93(200: 11213-8
4. Chen et al. (2000), Nahwe 408:975-970,
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Early and advanced stages of tau aggregation in transgenic mouse models

C. Zabke'¥, S.G. Dietze'?. K. Stamer'3, J.E Rickard??, C.R. Hamington??, ©.M. Wischik?® and F. Theuring’3
! University Hospital Charité, Berlin, Germany; * University of Aberdeen, Institute of Medical Sciences, Aberdeen, Scotland; *TauRx Therapeutics Lid, Aberdeen AB25 22D, UK.

%UNIVERSIT\’
of ABERDEEN

*claudia.zabke@charite.de
Background: Tau is the major constituent of the paired helical filaments that constitute the neurofi brlllary lesions in Alzheimer’s di (AD). Aggregated tau proteins are found in a variety of neurodegenerative diseases.
Mutations in the tau gene are associated with hereditary frontotemporal d ia with parki i ked to chre 17 (FTDP-17) and enhance the capacity for the protein to form aggregates in vitro.
- : Behavioural analyses
Methods: RNA and protein expression
 Transgenic mouse models expressing two different human tau SHIRPA screen reveals differences between transgenic Line 1 mice and controls
cDNA constructs were generated by microinjection into fertilised ]| TRDUSIS L sk o SR ) FICHICEE B A . 8 c
of NMRI mice N o primers followed by of the
mzytes 4 o 3¢ b, absence of genomic DNA was assured by using primers wlnch amplify mr F
» Expression of the transg was established using with RT-PCR ovs- - an intron. .
and Western blot o B P o o B i
: R T TN + expres: ‘was confirme stem = &
« Tau pathology was ed >chemically using mAb AT o blot. Brain material of L1, L6§ and WT mice was ; i
7/51, an antibody having an epitope within the truncated tau - T NN homogenised in PBS containing 2.5% PCA plus g
f t D % PIC  and mircofuged for 10 minutes. The g
ragment. il =i | supematant of the samples was analysed by SDS- £ =18
+ Tau aggregates were analysed using Western blot, Thioflavin S - w0 PAGE and immunoblatting with mAb 7.51. Line 1 Hetaro tero
taini d Bielschowsky Silver stainin o shows expression of a strong 18 kD band (closed Two rﬂmlﬁs oid L1 aninals were Iasled in the SHIRPA pamm This test comprises a number of
staining al'l. ! o g . 28~ arrow). The expression of human tau was observations of the gross apearance of the mouse, normal behaviours and reflexes. Significant
« Transgenic animals were behaviourally tested with the SHIRPA w- - = otmﬁrmt:'d;a luru:h-:n:s asa ba;vd of apparent m differences [*=p<0.05) were found in three parameters: weight (A}, freezing after transfer into novel
- z greater n jogencus J-repeat mouse environment (B) and locomotor activity in a small arena (C). The weight decreases from wild-type
protocol, t-maze, water maze, open field and rotarod . {open arraw). animals to heterozygous animals to homozygous animals, The percentage of animals freezing in a
JGAE navel and the activity i from wild-lypes to hetero to homozygous
Results animals. (] Animals were grouped according to their freezing behaviour inte either freeze* and .no
[B) IFl fractions were prepared from mouse brains 4. The IFI fractions were then incubated without (-} or with freeze’, the graph shows the percentage of animals for each genotype which freeze upon entry in the
Constructs [+) 2Wiml microcoecal nuclease for 1 h at 37.°C. Samples wele arulysed bgr SDS-PAGE and immunoblotting arena,
with mAb 7.61. dGAE and h cells are shown for
Both constructs are expressed under comparison. iFl prepared from WT or L1 mice ined very little fau, includi three repeat Line 1 mice show deficits in spatial reference memory in T-maze, water maze
=0 the control of the murine Thyl- mouse tau and a wry faint band ad' truncated tau. The IFI from Line 66 mice contains mnu-gm human and and open field
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Overexpression of a-synuclein leads to
cholinergic dysfunction in transgenic mice

CHARITE

Silke Frahm'?, Karima Schwab'?, Mandy Magbagbeoiu'?, Valeria Melis??, Gernot Riedel®, Claude M Wischik??, Charles R Harrington®?, Franz Theuring'?

1. Charité-University Medicine, CCR/Institute of Pharmacology, Hessische Strasse 3-4, D-10115 Berlin; 2: TauRx Therapeutics Lid,, Singapore, Singapore,
3: University of Aberdeen, School of Medicine and Dentistry, Aberdeen, United Kingdom; 4: University of Aberdeen, School of Medical Sciences, Aberdeen, United Kingdom

Abstract

Parkinson's Disease (PD) is characterized by accumulation of a-synuclein
aggregates at presynaptic sites and loss of midbrain dopamine neurons.
However, several other neurons degenerate in the course of the disease and
different transmitter systems are affected. To investigate PD related neuronal
dysfunction in motor areas of the brain, we generated and characterized a
mouse model overexpressing human a-synuclein under the Thy-1 promotor.
Behaviorally, transgenic mice showed deficits in motor functions that progress
during ageing. Immunohistochemical analysis revealed a-synuclein expression
in cholinergic neurons. of different brain areas, but no co-localization with
catecholaminergic neurons. We observed neuronal cell loss in the motor cortex
and a decrease in the number of cholinergic interneurons in the striatum of
a-synuclein overexpressing mice. Also, we found lower extracellular dopamine
levels inthe striatumoftransgenicanimals, with no changes in vesiculardopamine
content. Accordingly. the inhibitory and stimulatory effects of dopaminergic and
cholinergic agonistsfantagonists on locomotor activity were more pronounced
in sensitized transgenic mice compared to control animals. Together, our results
indicate that a-synuciein overexpression can aiter cholinergic and dopaminergic
functions and provides a useful model to test new therapeutic strategies for the
treatment of synucleinopathies.

Transgenic a-synuclein mice display age dependent motor
deficiencies
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Conclusions

+ Transgenic mice overexpressing human «-synuclein show deficits in
dopaminergic and cholinergic signaling

+ Motor impairment of transgenic mice is worsened by apomorphine
and rescued after acute scopolamine injection

+ Qur transgenic model represents a valuable model for the develop-
ment of new drug treatments for PD
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LMTX reduces tau-pathology in transgenic mice and restores
CHARIT E microtubule stabilisation and synaptic transmission
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Abstract: AD is an irreversible neurological disorder
characterised by cognitive and motor impairments and
the microtubule-associated protein tau is believed to drive
the underlying pathology. We recently reported beneficial
effects of LMTX, a reduced form of methylthioninium, on
pathology and motor skills in an AD transgenic mouse
model overexpressing mutated human tau (P301S/G335D).
We have used a proteomics approach to identify signaling
networks responsible for the mediation of beneficial
actions of LMTX. Brain tissue from untreated and LMTX-
treated transgenic mice was subjected to large scale two-
dimensionalelectrophoresisand nano-LC-ESI-MS(orbitrap).
We found that oral LMTX administration affects biological
processes involved in microtubule stabilisation and synaptic
transmission, protein ubiquitinationand responsetooxidative
stress, as well as metabolic processes associated with
energy generation. Ingenuity Pathway Analysis revealed tau
to be a highly significant upstream regulator of the observed
changes. We conclude that LMTX specifically targets tau
aggregation and thattaurepresents a reasonable therapeutic
target for the treatment of AD and other tauopathies.

LMTX reduces tau-pathology and rescues motor deficits
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Loss of striatal cholinergic interneurons in a transgenic e
synucleinopathy model leads to motor dysfunctions and induces CHARIT
adaptive changes in dopamine receptor levels L
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Transgenic :-synuclein mice are less sensitive to dopaminergic drugs
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FILED

UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF VIRGINIA
(Alexandria Division)
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Plaintiff,

V.

UNITED STATES PATENT AND TRADEMARK
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and

RONALD K. JAICKS
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GERARD A. TAYLOR
815 King St., Apt. 5C
Alexandria, VA 22314-3087

and
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Office of General Counsel

600 Dulany Street

Crystal Park Two, Suite 905

Arlington, VA 22202

and

JANE DOE
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Defendants.
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COMPLAINT

Preliminary Statement

1. This is an action for preliminary and final injunction to protect rights safeguarded
by the Constitution, to enjoin any enforcement proceedings to the extent they are based, in whole
or in part, on alleged failures to cooperate with or respond fully to the issuance of "Requests for
information” ("RFIs") by the United States Patent and Trademark Office's ("USPTO") Office of
Enrollment and Discipline ("OED") in violation of Plaintiff's rights under the Fourth and Fifth
Amendments to the Constitution of the United States, and for Bivens damages against certain
federal officers and officials in their personal capacities for violation of Plaintiff's Constitutional
rights to due process and privacy. This action is brought by Matthew H. Swyers ("Swyers"),
against whom the individual Defendants have violated his constitutional rights by issuing
"Requirements for Information" (RFIs) designed to harass, overburden, invade, injure and
damage the Plaintiff and his business, and which violate fundamental rights to due process by
virtue, among other things, of the complete absence of any means to challenge the RFIs'
overbreadth, oppressiveness, or invasion of the attorney-client privilege, on pains of finding
Swyers guilty of sanctionable conduct for not answering the RFIs to the OED's satisfaction.

2. Specifically, since August 2014, the Defendants have made it increasingly
difficult for Swyers to practice as a trademark attorney before the USPTO by use of obtrusive and
overly burdensome investigatory tactics, through the use of RFIs seeking information on as many
as 15,000 trademark applications filed by Swyers, as to which no avenue exists for challenges

based on breadth, privilege, vagueness, harassment, relevance, or invasion of attorney-client
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privilege, and through direct contacts and issuance of mountains of requests for information to
Swyers' current and former employees. Each RFI that is not answered to the OED's satisfaction
—and none ever are, despite the expenditure of hundreds of thousands of dollars in legal fees and
untold lost hours spent by Swyers himself to answer them, and then answer them again in an
effort to address the OED's endless list of asserted deficiencies and demands for legal analysis
-- becomes the basis for an additional "failure to cooperate" charge against Swyers, meaning
that not only is there no way to challenge abusive, overreaching, or privilege-invading requests,
but the requests are accompanied by a threat that anything but acquiescence could result in a loss
of the right to continue in business, with no avenue to seek protection from their use as a
bludgeon against Swyers, his employees, and his clients.

3. The burdensome and oppressive nature of the use of RFIs and the unavailability of
any means of review, forcing respondent to answer on pain of an enforcement action for failing
to do so, has been previously noted by the United States Court of Appeals for the Fourth Circuit.
The practical effect of the constitutional violations is to force practitioners to agree to any
proposed sanctions or leave the practice of trademark law altogether.

4. This suit seeks declaratory and injunctive relief, and monetary damages based on
or resulting from irregular, invasive, disruptive and unreasonable issuance of RFIs by the OED
and, specifically, the individual defendants.

Jurisdiction and Venue
5. This suit seeks relief arising under the Constitution of the United States as

previously noted above. This court has jurisdiction of this action pursuant to 28 U.S.C. § 1331.
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6. Venue is proper pursuant to 28 U.S.C. § 1391(b)(2) as the majority of the actions
giving rise to the complaint occurred in Arlington County, Virginia where the OED and USTPO
are headquartered and where the Defendant's offices are located.

Parties

7. Plaintiff Matthew H. Swyers is a U.S. citizen and resident of North Carolina.

Swyers is a practicing trademark attorney before the USPTO located in Alexandria, Virginia, and

is admitted to practice in the Commonwealth of Virginia as well as other jurisdictions.

8. Defendant the United States Patent and Trademark Office is an agency of the
United States.
9. Defendant Ronald K. Jaicks ("Jaicks") at all times relevant hereto was the duly

appointed and acting General Counsel for the OED and a federal officer whose duties include
overseeing the OED, hearing petitions, and making investigatory determinations. Defendant
Jaicks is sued in his individual capacity.

10.  Defendant Gerard A. Taylor ("Taylor") at all times relevant hereto was the duly
appointed and acting Staff Counsel for the OED and a federal officer whose duties include
undertaking investigations on the part of the OED. Defendant Taylor is sued in his individual
capacity.

11. Defendant Leonardo Villarreal Alejandro ("Villarreal Alejandro”) at all times
relevant hereto was the duly appointed and acting Staff Attorney for the OED and a federal
officer whose duties include undertaking investigations on the part of the OED. Defendant

Villarreal Alejandro is sued in his individual capacity.
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12.  Defendant Jane Doe is at all times relevant a duly appointed and acting member of
the OED and a federal officer who participated in the OED investigation of Matthew H. Swyers.
Defendant Jane Doe is sued in her individual capacity.

FACTUAL BACKGROUND
The Trademark Company

13.  In2003, Matthew H. Swyers founded The Trademark Company, PLLC, a Virginia
law firm whose practice is dedicated exclusively to the representation of clients in the protection
of their federal trademark and copyright rights. The firm is an unbundled law practice as
recognized under the ABA Model Rules. From 2003 to the present, the firm has represented
over 20,000 clients.

14.  The Trademark Company's practice provides trademark access to thousands of
persons who would not normally be able to afford to protect their intellectually property under
standard law firm pricing structures.

15.  Each year, The Trademark Company, through Swyers, handles thousands of
research reports, applications to register marks, refusals to register marks, as well as litigation
concerning trademarks for clients. The Trademark Company has been listed as one of the top
trademark law firms in the United Stated by Intellectual Property Today magazine.

16. From 2003 to the present, the firm has represented over 20,000 clients. All of the
thousands of applications for marks are directly filed with the USPTO, which naturally creates a
significant case load for the USPTO examiners.

17.  To Plaintiff's knowledge, none of these clients has lodged a complaint with the
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USPTO about Swyers. Rather, upon information and belief, the investigation targeted Swyers
due to the volume of his filings.
Commencement of Investigation into Swyers' Work

18. Beginning August 29, 2014, agent Villarreal Alejandro of the Office of
Enrollment and Discipline ("OED") commenced an investigation of Swyers' work as a trademark
lawyer. The investigation was undertaken despite no client complaints, allegations of unethical
behavior or violation of USPTO rules.

19.  On or about August 29, 2014 Swyers received an initial Request for Information
("RFI") from the OED seeking information regarding three trademark applications handled by
Swyers. The letter warned that "It is a violation of USPTO Rules of Professional Conduct to fail
to cooperate with the OED in an investigation ..." further threatening "... if you do not respond
to this request for information, the Committee on Discipline may draw an adverse inference in
making a determination..." on the issue.

21. On or about October 29, 2014 Swyers, through counsel, complied with the OED's
request and provided the requested information.

22.  Almost immediately, the OED's investigation broadened into an inquiry into
virtually every trademark matter ever handled by Swyers.

Improper Client Contacts and Invasion of Attorney-Client Privilege

23.  Staff attorneys for the OED began contacting various of Swyers' clients by letter

and telephone regarding their trademark applications. For example, on or about December 12,

2014 the OED staff attorney Villarreal Alejandro wrote numerous letters to clients of Swyers,
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without Swyers' prior knowledge or consent, requesting their "...assistance in connection with a
review of [their] trademark application." The letters requested that Swyers' clients confidentially
contact the OED staff attorneys Taylor, Villarreal Alejandro, or Elizabeth Dorsey ("Dorsey").

24.  The letters made no mention whatsoever that the OED was investigating anyone,
let alone the recipients’' own counsel, or that the purpose of the communication was to gather
evidence in support of that investigation or of potential charges against Swyers.

25.  The letters asked about the validity of the marks, specifically whether the clients
had actually provided the marks to The Trademark Company. The letters, by implication,
suggested that a false statement had been made in the application about the mark, a potential
ground for cancellation of the trademark on grounds of fraud. However, the letters made no
mention of this, nor did the letters advise the clients of their rights with regard to answering the
RFIs, or suggest that the clients speak to their attorney or other counsel prior to answering the
RFIs.

26.  The letters made no mention of the existence of the attorney-client relationship
between the clients and their attorney, Swyers, nor did they indicate that the privilege could be
deemed waived by answering the RFI.

27.  Instead, the letters encouraged Swyers' clients to call the OED staff counsel with
"questions”, and provide a written response, without at any time stating that the OED was
investigating Swyers.

28.  Upon information and belief, on at least one occasion an OED staff member

called a client of Swyers', asked questions about the application Swyers filed the client's behalf,
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assured the client that they did not need to worry because the caller was not an attorney, and
expressly advised the client that they need not speak with Swyers before answering questions,
again without advising the client regarding the existence of the attorney-client relationship or
about the potential waiver of such privilege.

29.  After clients began receiving the letters from the OED, Swyers and his office
received numerous calls from clients inquiring as to the basis for the letters. Ultimately, the
volume of calls reached such a point that on December 16, 2014, Swyers, by counsel, spoke to
the individual defendants herein and requested that they cease all efforts in contacting Swyers'
clients directly and provide a list of clients contacted. OED attorney Jaicks advised that a list
would be provided but never did so.

30.  The written and telephonic contacts with Swyers' clients were in violation of Rule
4.3(a) of the Rules of Professional Conduct of the Supreme Court of Virginia, in that the persons
contacted were not represented with regard to the matter, i.e., the investigation of Swyers, the
OED staff attorneys implied that they were disinterested, the OED staff attorneys knew or
reasonably should have known that the unrepresented persons misunderstand the lawyer's role in
the matter, and the OED staff attorneys did not make reasonable efforts to correct the
misunderstanding.

31.  The letters themselves contained legal advice in that they described to the clients
what a "specimen" was. Such advice, together with any advice by telephone that the clients did
not need to speak to an attorney before answering the OED's questions, violated Rule 4.3(b) of

the Rules of Professional Conduct of the Supreme Court of Virginia, which prohibits a lawyer
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from giving advice to a person who is not represented by a lawyer, other than the advice to secure
counsel, if the interests of such person are or have a reasonable possibility of being in conflict
with the interest of the client.

32.  The letters also were violative of Rule 4.2 of the Rules of the Supreme Court of
Virginia, in that they constituted prohibited communication about the subject matter of a
representation with a person the lawyer knows to be represented by another lawyer in the matter,
unless the lawyer has the consent of the other lawyer or is authorized by law to do so. The OED
was soliciting information from Swyers' clients that, in the OED's view, constituted potential
evidence of fraud on the USPTO, which would fall within the subject matter of those clients'
representation by Swyers. Indeed, in a December 19, 2014 telephone communication with
Swyer's counsel, Jaicks and Villarreal Alejandro specifically raised the possibility that the
trademark applications filed by Swyers could be found to be fraudulent and that Swyers' clients
could be damaged.

33.  The letters have damaged the reputation of Swyers and his firm.

34.  Upon information and belief, the USPTO is not appreciative of the added
workload facilitated by the services provided by Swyers through The Trademark Company or
similar services, which has prompted an investigation by the OED into his firm.

35.  Swyers to date has not been informed of any client complaints to the OED or
USPTO.

36.  Nevertheless, the OED has embarked on an unwarranted, oppressive, and

unconstitutional investigation of Swyers impacting his ability to practice law, robbing him of
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thousands of hours of professional time in attempts to respond to the OED requests for
information, and costing hundreds of thousands of dollars in legal fees.
RFI Abuses

37. Swyers was served initially with a set of RFIs by Villarreal Alejandro with the
OED on August 29, 2014. The first set of RFIs served on Swyers encompassed 8 inquiries. On
or about October 29, 2014 Swyers, through counsel, complied with the OED's request and
provided the requested information.

38.  On December 19, 2014, following production of materials to the OED on October
29, 2014, and following Swyers' objection, through counsel, to the OED's ex parte
communications with Swyers' clients, OED staff attorney Villarreal Alejandro issued a second
set of Requests for Information (the "Second RFI").

39.  The Second RFI contained five requests requiring responses and documentation
for over 500 trademark applications -- thereby constituting, in reality, some 2500 requests. See
Exhibit A hereto. Like the initial RFI, the Second RFI contained an explicit threat of discipline
for non-compliance. See Exhibit A at p. 15.

40.  Moreover, question 4 of the Second RFI requested, by inference or otherwise, for
Swyers to review every signing of his name that had ever occurred before the USPTO, to
determine whether any of those signatures were not entered by Swyers. Based upon roughly
16,000 applications bearing his name at the time, and conservatively estimating three signatures
per file, this request asked for Swyers to answer a question concerning 48,000 signatures.

Combining this estimated 48,000-part answer with the prior estimated 2,500 questions, the

10
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OED's Second RFI, in total, requested answers to approximately 50,500 questions or sub-parts.
The RFI required responses by January 9, 2015.

41.  In a civil proceeding in a state or federal court, information requests containing
50,000 sub-parts would be subject to objection and the entry of a protective order. Requests for
information that invaded the attorney-client privilege could be addressed similarly. However, no
such process exists, by regulation or otherwise, before the OED, notwithstanding that the penalty
for non-compliance with the OED RFIs encompasses attorney suspension or disbarment.

42.  Swyers provided the OED with responses to the second set of RFIs on March 16,
2015.

43.  On March 20, 2015, the OED requested a settlement conference at their offices in
Alexandria, Virginia. Swyers agreed, and a date was set and confirmed twice by the OED.
Although Swyers and his counsel at the time, a resident of Boston, Massachusetts, spent
significant time preparing for the conference and expended costs for travel, the OED cancelled
the conference by email the day before and stated that the "evidentiary record was not sufficiently
developed.”

44,  Despite two rounds of RFIs, a third set of RFIs encompassing 2 requests with
subparts was sent to Swyers on March 31, 2015 including a request for "the full names, mailing
addresses and personal telephone numbers for ALL current AND former employees of The
Trademark Company." This request included dozens of past and current employees from the
time Swyers opened his firm in 2001. The OED demanded a response thereto within fifteen

(15) days. Of note, the third RFI did not contain the explicit threat for non-compliance that was

11
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included in the first two RFIs.

45.  On or about April 15, 2015 Swyers responded to the Third RFIs propounded by
the OED. As part of his response to these third RFIs, Swyers, by counsel, objected to providing
the OED with personal employee information and objected to the OED contacting all current
employees without certain protections in place.

46.  On or about April 16, 2015 OED staff attorney Taylor sent a letter threatening
adverse discipline to Swyers if he did not immediately supplement or restate responses provided
in Swyers' April 15, 2015 response to the OED's Third RFIs. See Exhibit B.

47.  Inresponse to Taylor's threats, on or about April 27, 2015 Swyers supplemented
the third RFIs and provided all employee information, including personal addresses and phone
numbers to the OED in response to the Third RFIs.

48.  In April, 2015, by letter to Taylor, Swyers requested the OED reschedule the prior
settlement conference it had cancelled. Taylor declined the request.

49.  On or about May 7, 2015 OED staff attorney Taylor forwarded 14 sets of RFIs to
the 14 then-existing employees of The Trademark Company, none of whom are attorneys. See
Exhibit C. Each RFI directed to each employee contained 64 independent information requests,
including requests for attorney-client privileged communications, totaling 896 RFIs.

50.  On or about May 18, 2015, OED staff attorney Taylor forwarded to Swyers the
OED's Fourth RFIs. See Exhibit D. The requests ostensibly consisted of 149 questions, but
totaled at least 332 questions including subparts, and potentially thousands more depending on

the interpretation of the requests’ broad language.

12



Case 1:16-cv-00015-LO-IDD Document 1 Filed 01/06/16 Page 13 of 20 PagelD# 13

51.  Like the initial RFI and Second RF]I, the Fourth RFI again contained an explicit
threat of discipline for non-compliance.

52.  Swyers again timely provided responses to the fourth set of RFIs to the OED on
June 18, 2015, totaling 113 pages of responses.

53.  After receipt of Swyer's fourth set of RFIs, the OED responded that Swyers had
failed to provide complete responses to approximately 37 requests contained in the Fourth RFI.
The OED maintained that Swyers had violated 37 C.F.R. § 11.801(b) and was subject to
discipline pursuant to 37 C.F.R. § 11.32 for failing to properly respond.

54.  On June 29, 2015 OED staff attorney Taylor forwarded to Swyers, via counsel,
the OED's Fifth RFIs seeking yet more information in the ongoing investigation. See Exhibit E.
The fifth RFIs also requested privileged client correspondence regarding trademark filings.
Once again, given the scope of the requests in conjunction with the subparts thereof the OED's
Fifth RFIs sought answers to hundreds of additional questions from Swyers on an exceedingly
short time frame. Again, OED staff attorney Taylor threatened Swyers, in writing, that failure to
respond to the questions in this investigation would lead to adverse consequences. See Exhibit E.

55.  Swyers thereafter provided supplemental responses to the Fourth RFIs, totaling a
dozen single-spaced pages, together with responses to the fifth RFIs, to the OED on November 6,
2015. Despite Swyer's repeated answers to the OED's RFIs, ten days later, the OED again
objected to the supplements to the fourth RFIs and fifth RFIs, maintaining that Swyers had failed
to respond or failed to respond completely to both sets of RFIs, including nearly every single

supplement to the fourth RFIs. The OED threatened that Swyers violated 37 C.F.R. § 11.801(b)

13
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and was subject to discipline pursuant to 37 C.F.R. § 11.32.

56.  Many of the OED's objections to Swyers' comprehensive supplement to the fourth
RFIs: (a) simply repeated the so-called deficiencies of the original 113 page responses to the
fourth RFIs, (b) found minutae in which to claim the responses were incomplete (i.e. the Swyers'
multiple page substantive responses discussed filing "trademark applications" but failed to
specifically state each time that this response also included trademark declarations) or (c) labeled
clear, simple responses as "ambiguous". This confirmed that regardless of Swyers' repeated
attempts to answer the RFIs in full, the OED would continue to label Swyers' responses deficient
no matter the response.

57.  The OED also requested in-person interviews with every current employee of the
Trademark Company (most of whom work in North Carolina, but one of whom works in Boston,
Massachusetts), and has interviewed, or attempted to interview, every single former employee of
The Trademark Company. Upon information and belief, the OED has left messages with former
employees seeking to induce them to call the OED personnel by indicating not that the OED was
investigating Swyers, but that the OED was merely seeking to confirm the individual's past
employment.

58. The RFIs were not limited to seeking factual information and documents, but
extended to demands that Swyers provide extensive legal analysis justifying the procedures
utilized by The Trademark Company.

59.  Swyers has expended extraordinary efforts in attempts to comply with the

oppressive requests of the OED but has been informed numerous times throughout the

14
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investigation (April 16, 2015, June 29, 2015 and November 16, 2015) that he has failed to
respond in a manner satisfactory to the OED investigators. Regardless of how many times and
in how many ways Swyers responds, he is told by the OED that his responses are insufficient and
that he faces prompt adverse consequences subjecting Swyers to independent disciplinary
grounds for failure to respond that could result in suspension of his ability to practice before the
USPTO.

60.  Responding to the OED's requests has required Plaintiff to incur over a quarter of
a million dollars in legal fees, and to devote hundreds of hours of time away from his practice,
with additional time and resources having to be spent in efforts to mitigate the damage done to
Swyer's business and reputation.

61. The OED's investigation throughout has been characterized by an utter lack of
procedural safeguards protecting Swyers' rights and his clients'. The OED's requests for written
answers, documents, and justifications of legal positions were clearly overly burdensome and
oppressive and invaded the attorney-client privilege, yet no means existed for Swyers to seek
review and relief from the abusive requests. Nevertheless, Swyers had no option but to answer
the RFIs because failure to comply would itself constitute grounds for disciplinary sanctions.
An attorney should not be compelled to subject himself to disciplinary charges, and the adverse
consequences that may flow therefrom, in order to protect his client's confidences or to challenge
unduly burdensome discovery. Instead, the routinely abusive nature of the requests, the denial
of any avenue for challenge, and the threats of disciplinary action for non-compliance, are

hallmarks of a system lacking those procedural safeguards to which Swyers, or anyone, is entitled
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to under the Constitution.

62.  The unbridled oppressive use of RFIs without any means whatsoever to challenge
them, transforms an ethics investigation into a strike suit, forcing attorneys targeted by the OED
to accede to any OED settlement request because of the inability of the practitioner to afford to
comply with the process.

63.  After a year and a half of investigation and the extraordinary compliance efforts,
Swyers has still not been apprised in any meaningful way of what it is that he is supposed to have
done wrong. In a manner truly Kafkaesque, the OED's RFIs repeatedly make only vague
references to violations of 45 USPTO Rules of Professional Conduct as being the potential basis
for a determination of violations under 37 CFR §11.32.

64.  TIronically, as best as can be gleaned from the myriad of OED RFIs, the OED's
concerns regarding Swyers' practice appear to be fairly limited: whether in certain instances
paralegals had entered Swyers' electronic signature, the degree to which paralegals assisted in the
preparation of applications, isolated instances of a sample specimen having been uploaded in
error with an electronically submitted application instead of the specimen actually provided by
the client, and the extent to which the acceptance of credit card payments complied with trust
account requirements. Upon information and belief, few if any factual disputes exist between
Swyers and the OED relative to any of these issues, although significant disagreement exists as to
the legal conclusions to be drawn from the facts.

65.  Swyers has expended over $250,000 in legal fees in responding to the issuance of

RFIs in this matter. Swyers has also suffered damages due to lost time in an amount in excess of
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$300,000. Swyers has suffered and will continue to suffer ongoing injury to his legal practice
and has been harassed and oppressed in the conduct of his business as a trademark lawyer, all
ostensibly in the name of the proper supervision of lawyers by the USPTO. In addition to
seeking damages for legal fees and professional time required to be expended as a result of
unconstitutional conduct by the individual defendants, Swyers seeks injunctive relief against the
OED proceeding as to disciplinary action that are in any way based on an alleged deficiency in
Swyer's responses to RFIs.

FIRST CLAIM FOR RELIEF
(Violation of Due Process)

66.  The Plaintiff Swyers hereby incorporates by reference his responses to paragraphs
1-65 of his complaint as if fully set forth herein.

67. By means of its actions set forth above, the USPTO, through the individual
actions of Taylor, Jaicks, and Villarreal Alejandro violated and continue to violate Swyers' rights
to procedural due process of law safeguarded by the Fifth Amendment of the Constitution
relative to the inquiry into and actions regarding his professional work as a trademark lawyer.

68.  The actions of the USPTO, Taylor, Jaicks, and Villarreal Alejandro entitle Swyers
to both injunctive and monetary relief, which is requested by the court.

SECOND CLAIM FOR RELIEF
(Unreasonable Search)

69.  The Plaintiff Swyers hereby incorporates by reference his responses to paragraphs
1-68 of his complaint as if fully set forth herein.

70.  The OED's and the individual defendants' promulgation of its RFIs to Swyers as

17
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set forth above amounts to an unreasonable search within the meaning of the Fourth Amendment
of the United States Constitution, entitling Swyers to relief from same. The accompanying
intrusion upon the attorney-client privilege invades Swyer's rights to privacy under the Fourth
Amendment.

71. The actions of the USPTO, Taylor, Jaicks, and Villarreal Alejandro entitle Swyers
to both injunctive and monetary relief, which is requested by the court.

DAMAGES

72.  The Plaintiff Swyers hereby incorporates by reference his responses to paragraphs
1-71 of his complaint as if fully set forth herein.

73.  The conduct of the individual defendants in violation of Swyers' constitutional
rights entitles Swyers to damages caused thereby, pursuant to Bivens v. Six Unknown Named
Agents of the Federal Bureau of Narcotics, 403 U.S. 388 (1971).

74.  The Plaintiff has been damaged as a result of the Defendants' unlawful acts in an
amount to be determined at trial, but in no event less than $550,000.

75.  Further pursuant to Bivens v. Six Unknown Named Agents of the Federal Bureau
of Narcotics, 403 U.S. 388 (1971) and Davis v. Passman, 442 U.S. 228 (1979), Plaintiff is
entitled to damages including 1) economic damages, 2) compensatory damages, 3) court costs
and 4) any other relief the court may deem just and proper.

INJUNCTION/T.R.O.
76.  The Plaintiff Swyers hereby incorporates by reference his responses to paragraphs

1-75 of his complaint as if fully set forth herein.
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77.  The enforcement of charges of violations of disciplinary rules based in whole or in
part upon the failure of Swyers to answer to the OED's satisfaction RFIs that violate Swyers'
constitutional rights as set forth above, is itself unconstitutional. If such action is not enjoined,
Swyers will suffer inmediate and irreparable harm through, among other things, loss of his time,
loss of income, incurring attorney's fees, loss of reputation, and loss of clients. Swyers asks this
Court to enjoin Defendants on a preliminary and permanent basis from the enforcement of
charges of violations of disciplinary rules based in whole or in part upon the failure of Swyers to
answer to the OED's satisfaction RFIs that violate Swyers' constitutional rights.

78.  Swyers has no other remedy at law.

WHEREFORE, the Plaintiff Swyers prays unto the court for judgement follows:

1. An award of economic and compensatory damages against the individual
defendants;
2. For a preliminary and permanent injunction from the enforcement of charges of

violations of disciplinary rules based in whole or in part upon the failure of Swyers to answer to

the OED's satisfaction RFIs that violate Swyers' constitutional rights;

3. An award of reasonable costs and attorney's fees; and
4. For such other and further relief as the court may deem just and proper.
DEMAND FOR JURY TRIAL

Pursuant to Rule 38 of the Federal Rules of Civil Procedure, a trial by jury is demanded
in this action of all issues so triable.

Dated: January 6, 2016 Respectfully submitted,
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA

Alexandria Division
MATTHEW H. SWYERS, ;
. )
Plainif, ) Civil No. 1:16-cv-15
)
v ) Hon. Liam O’Grady
UNITED STATES PATENT AND ;
TRADEMARK OFFICE, et al., )
Defendants. ;
)

Memorandum Opinion

Matthew Swyers filed this action to enjoin the United States Patent and Trademark Office
(“PTO”) from pursuing disciplinary proceedings against him stemming from the Office of
Enrollment and Discipline’s (“OED”) purportedly unconstitutional investigation into his patent
practice. In addition to injunctive relief, Swyers seeks damages from three individual PTO
employees pursuant to Bivens.! During the pendency of the complaint, the PTO initiated a
formal disciplinary proceeding against Swyers that is now pending before an administrative law
judge.

The PTO moves to dismiss the complaint on the ground that the statutory scheme put in
place by Congress precludes judicial review of Swyers’ claims at this stage or, alternatively, for
failure to state a claim. (Dkt. No. 14). The individual defendants have separately moved to
dismiss for failure to state a Bivens cause of action or, alternatively, on the basis of qualified

immunity. (Dkt. No. 17). The motions are fully briefed, and the Court heard argument on May

!' See Bivens v. Six Unknown Named Agents of Fed. Bureau of Narcotics, 403 U.S. 388
(1971).



Case 1:16-cv-00015-LO-IDD Document 30 Filed 05/27/16 Page 2 of 27 PagelD# 840

6,2016. For substantially the same reasons identified in the defendants’ briefing, the Court will
grant the motions and dismiss the complaint.
I. BACKGROUND

This section first sets out the relevant statutory and regulatory framework and then turns
to the facts as alleged in the complaint.
A. PTO Disciplinary Investigations and Proceedings

Congress vested the PTO with “broad authority to govern the conduct of proceedings
before it and to govern the recognition and conduct of attorneys.” Lacavera v. Dudas, 441 F.3d
1380, 1383 (Fed. Cir. 2006); see also Kroll v. Finnerty, 242 F.3d 1359, 1364 (Fed. Cir. 2001);
Halvonik v. Dudas , 398 F. Supp. 2d 115, 121 n.12 (D.D.C. 2005) (describing the power as
“plenary”). Among other things, 35 U.S.C. § 2 provides that the PTO may establish regulations
“govern[ing] the recognition and conduct of agents, attorneys, or other persons representing
applicants or other parties before the Office, and may require them, before being recognized as
representatives of applicants or other persons, to show that they are of good moral character and
reputation and are possessed of the necessary qualifications to render to applicants or other
persons valuable service, advice, and assistance in the presentation or prosecution of their
applications or other business before the Office.” Id. § 2(b)(2)(D). Section 32, titled
“Suspension or Exclusion from Practice,” provides that “[t]he Director may, after notice and
opportunity for a hearing, suspend or exclude, either generally or in any particular case, from
further practice before the [PTO], any person, agent, or attorney shown to be incompetent or
disreputable, or guilty of gross misconduct, or who does not comply with the regulations

established under section 2(b)(2)(D).” Id. § 32. A grieving practitioner may seek review in this

Court.



Case 1:16-cv-00015-LO-IDD Document 30 Filed 05/27/16 Page 3 of 27 PagelD# 841

Pursuant to this authority, the PTO promulgated rules of professional conduct and
subjects attorneys to discipline for failure to comply. See 37 C.F.R. §§ 10.20-112 (Code of
Professional Responsibility); id. §§ 11.101-901 (Rules of Professional Conduct). The PTO’s
disciplinary process proceeds in two phases: the investigation of possible grounds for discipline
and the institution of formal disciplinary proceedings. See id. §§ 11.2, 11.19-11.60.
Disciplinary investigations are the province of the Office of Enrollment and Discipline and its
Director. Id. §§ 11.2(b)(3), 11.22(a). “An investigation may be initiated when the OED Director
receives a grievance, information or evidence from any source suggesting possible grounds for
discipline.” Id. § 11.22(a). When an investigation is initiated, the Director must provide the
practitioner written notice. Id. § 11.22(e).

The OED conducts investigations by issuing requests for information and evidence (a
“RFI”) to either “(i) [t]he grievant, (ii) [t]he practitioner, or (iii) [a]ny person who may
reasonably be expected to provide information and evidence needed in connection with the
grievance or investigation.” Id. § 11.22(f)(1). The Director may also “request information and
evidence . . . from a non-grieving client” if one of two conditions is met. Either the practitioner
consents to the contact or a member of the Committee on Discipline—an independent panel>—
finds “that good cause exists to believe that the possible ground for discipline alleged has
occurred with respect to non-grieving clients.” Id. § 11.22(£)(2).

PTO rules require practitioners to respond to “lawful demand[s] or request(s] for

information from an admissions or disciplinary authority,” except to the extent that doing so

2 The Committee on Discipline consists of three PTO employees, none of whom report
directly or indirectly to the OED Director or any employee designated to decide disciplinary
matters. 37 C.F.R. § 11.23(a).
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would “require disclosure of information otherwise protected by [privilege].” Id. § 11.801(b). A
practitioner who “knowingly fail[s] to respond” may be subject to discipline. Id.

PTO regulations contain a mechanism by which any “dissatisfied” party may challenge
“any action or notice of any employee of the [OED] during or at the conclusion of a disciplinary
investigation.” Id. § 11.2(e). In full, that section provides:

(e) Petition to USPTO Director in disciplinary matters. A party dissatisfied with
any action or notice of any employee of the Office of Enrollment and Discipline
during or at the conclusion of a disciplinary investigation shall seek review of the
action or notice upon petition to the OED Director. A petition from any action or
notice of the staff reporting to the OED Director shall be taken to the OED
Director. A party dissatisfied with the OED Director's final decision shall seek
review of the final decision upon petition to the USPTO Director to invoke the
supervisory authority of the USPTO Director in appropriate circumstances in
disciplinary matters. Any petition under this paragraph must contain a statement
of the facts involved and the point or points to be reviewed and the action
requested. Briefs or memoranda, if any, in support of the petition must
accompany the petition. Where facts are to be proven, the proof in the form of
affidavits or declarations (and exhibits, if any) must accompany the petition. The
OED Director may be directed by the USPTO Director to file a reply to the
petition to the USPTO Director, supplying a copy to the petitioner. An oral
hearing on petition taken to the USPTO Director will not be granted except when
considered necessary by the USPTO Director. The filing of a petition under this
paragraph will not stay an investigation, disciplinary proceeding, or other
proceedings. Any petition under this part not filed within thirty days of the
mailing date of the action or notice from which relief is requested may be
dismissed as untimely. Any request for reconsideration of the decision of the
OED Director or the USPTO Director may be dismissed as untimely if not filed
within thirty days after the date of said decision. Only a decision of the USPTO
Director regarding denial of a petition constitutes a final decision for the purpose
of judicial review.

Id

The PTO’s regulations governing disciplinary investigations were not always so
extensive. In 2004, the lack of procedural safeguards within PTO investigations resulted in a
rebuke by the Fourth Circuit. See Goldstein v. Moatz, 364 F.3d 204 (4th Cir. 2004). In
Goldstein, a practitioner sued several PTO employees for damages and declaratory relief arising

out of “the violation of his constitutional rights to free speech and due process through issuance

4
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of the RFIs.” Id. at 210. In denying the individual defendants absolute immunity, the court
reasoned that “[t]he importance of denying absolute immunity . . . is underscored by the utter
lack of procedural safeguards protecting Goldstein’s rights and his clients’ secrets.” Id. at 217.
At that time, the regulations contained no mechanism through which a practitioner could
challenge an RFI, absent the PTO formally initiating disciplinary proceedings. Thus, the Fourth
Circuit noted that Goldstein “had no option but to answer the RFIs because failure to comply
would itself constitute a violation of the disciplinary rules.” Id.

In the wake of Goldstein, the PTO made some changes.3 The section of the Code
addressing investigations now explicitly provides authorization to the OED Director to issue
RFIs. See 37 C.F.R. § 11.22(f). Before that, the authorization was contained somewhat
ambiguously elsewhere. See Goldstein, 364 F.3d at 217-18. Section 11.2(e) was added, giving
all parties the ability to petition for relief from an RFI through administrative channels and
ultimately to an Article III court. Thus, a practitioner “can [now] challenge the RFIs as unduly
burdensome or as protected by attorney-client privilege or attorney work-product privilege,” as
the Goldstein court envisioned. Id. at 218. Finally, as noted above, a practitioner can only be
subject to discipline for failing to response to “a lawfil demand or request for information” and
discipline cannot stem from refusal to disclose information otherwise protected by privilege. 37
C.F.R. § 11.801(b) (emphasis added).

If the OED Director believes an investigation has uncovered grounds for discipline, he
may institute disciplinary proceedings only if the Committee on Discipline makes a finding of
probable cause. Id. §§ 11.22(b), 11.32. If probable cause is found, the OED Director may file a

complaint. /d. § 11.32. The practitioner, who may be represented by counsel, then has thirty

* In its motion, the PTO concedes that “[p]rior to 2004, there existed scant formal legal
guidance concerning OED’s investigations into alleged misconduct.” PTO Mtn. at 4.

5
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days to file an answer. Id. §§ 11.36, 11.40. From that point, the proceedings bear many of the
same hallmarks as traditional litigation. See id. § 11.43 (Motions); § 11.44 (Hearings); § 11.45
(Amendment of Pleadings); § 11.50 (Evidence); § 11.51 (Depositions); § 11.52 (Discovery). An
independent hearing officer presides over the proceedings, id. § 11.39, and the OED Director
must prove violations by clear and convincing evidence. Id. § 11.49.

Within nine months, the hearing officer must issue an initial decision with findings of
fact, conclusions of law, and if a violation is found, an appropriate sanction. Id. §§ 11.39(d),
11.54(a). A practitioner may appeal an adverse ruling to the PTO Director. Id. § 11.55. The
Director may conduct a de novo review and either affirm, reverse, or modify the initial decision,
or, alternatively, remand for further proceedings. Id. § 11.56(a). Both the practitioner and the
OED Director have an opportunity to move the PTO Director for reconsideration. Id. § 11.56(c).
Review of the PTO Director’s final decision “may be had . . . by a petition filed in accordance
with 35 U.S.C. 32.” Id. § 11.57.

Section 32 provides that “[t]he United States District Court for the Eastern District of
Virginia, under such conditions and upon such proceedings as it by its rules determines, may
review the action of the Director upon the petition of the person so refused recognition or so
suspended or excluded.” 35 U.S.C. § 32. In turn, this Court has promulgated a local rule
addressing its jurisdiction over these petitions:

A person refused recognition to practice or suspended or excluded from practice

before the United States Patent and Trademark Office (“USPTO”) may seek

judicial review of such action by filing in the Alexandria Division of this Court a

petition against the Under Secretary of Commerce of Intellectual Property and

Director of the USPTO (“Director”) within 30 days after the date of the order

recording the Director’s action. Service of the petition shall be effected in

accordance with Fed. R. Civ. P. 4(i)(2). Within 60 days after service of the
summons and petition on the U.S. Attorney, the Director shall respond to the

petition and file a certified copy of the record and proceedings before the USPTO,
which shall constitute the sole basis for the Court’s review. The Court may, in its

6
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discretion, require briefing and argument prior to making a decision on the
petition.

E.D. Va. Local Rule 83.5.
B. Allegations in the Complaint

Matthew Swyers is a practicing patent aﬁomey and founder of The Trademark Company,
PLLC, “a Virginia law firm whose practice is dedicated exclusively to the representation of
clients in the protection of their federal trademark and copyright rights.” Compl. § 13. The
Trademark Company aims to “provide[] access to thousands of persons who would not normally
be able to afford to protect their intellectual[] property under standard law firm pricing
structures.” Id. § 14. On an annual basis, the firm “handles thousands” of matters. Id. § 15.
From the time of its founding in 2003 to date, The Trademark Company has represented more
than 20,000 clients. Id. § 16. As of 2015, the Company had employed Swyers and fourteen
other employees, none of whom were attorneys. Id. § 49.

In 2014, the OED initiated an investigation into Swyers’ practice before the PTO.> Id.
9 18. Over the course of a year, the OED sent Swyers five RFIs, in what Swyers believes was
“an unwarranted, oppressive, and unconstitutional investigation . . . impacting his ability to
practice law, robbing him of thousands of hours of professional time in attempts to respond to

the OED requests for information, and costing hundreds of thousands of dollars in legal fees.”

* Swyers appended many, but not all, of the documents incorporated by reference in the
complaint. Defendants attached several of these documents to their motions to dismiss. “[A]
court may consider documents attached to the complaint or the motion to dismiss so long as they
are integral to the complaint and authentic.” Kensington Volunteer Fire Dep’t v. Montgomery
Cty., 684 F.3d 462, 467 (4th Cir. 2012) (internal quotation marks omitted).

5 Swyers has no knowledge of any client complaints lodged against him. /d. §§ 17, 18,
35. He believes the OED is targeting him because of the burden placed on the PTO by the sheer
volume of The Trademark Company’s filings. Id. § 17.

7
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Id. 9 36. Because the gravamen of Swyers’ complaint is the OED’s method of investigation, it is
necessary to go into some detail.

Swyers received the first RFI in August 2014 from defendant Leonardo Villarreal
Alejandro, an OED staff attorney. Id. ] 19, 37; Defs.” Ex. 1. It contained eight inquiries
directed at three trademark applications filed by Swyers. Compl. § 37; Defs.” Ex. 1 at 2. The
letter also identified six PTO rules “under possible consideration in th[e] investigation,” and
further warned that

It is a violation of the USPTO Rules of Professional Conduct to fail to cooperate

with OED in an investigation of any matter before it, or to knowingly fail to

respond to a request from OED. See 37 C.F.R. § 11.801(b). In addition, if you do

not respond to this request for information, the Committee on Discipline may

draw an adverse inference in making a determination under 37 C.F.R. § 11.23.

Compl. q 19; Defs. Ex. 1 at 3. The letter requested a response within thirty days.

Swyers provided the requested information in October. Compl. 921, 37. “Almost
immediately, the OED’s investigation broadened into an inquiry into virtually every trademark
matter ever handled by Swyers.” Id. §22. OED staff attorneys began contacting Swyers’ clients
by letter and telephone regarding their trademark applications.’ Jd. §23. In December 2014, Mr.
Villarreal Alejandro sent a letter to Swyers’ clients without his knowledge or consent that
requested “assistance in connection with a review of [their] trademark application.” Id. The

letters asked for a written response regarding whether the client had actually provided marks to

The Trademark Company. Id. {25, 27. The letters did not state that the OED was investigating

6 In its motion, the PTO explains that it followed the process mandated in 37 C.F.R.
§ 11.22(f)(2) and received permission to contact non-grieving clients from the Committee on
Discipline. Despite this explanation, Swyers’ opposition states: “Notably, Defendants never
allege in their Motion to Dismiss that they received Mr. Swyers’ consent or received approval
from the Committee on Discipline that good cause existed to contact Mr. Swyers’ clients.” PTO
Opp’n at 4 n.2 (emphasis in original).
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Swyers or that the purpose of the letter was to gather evidence for that investigation. Id. 9 24.
They also did not advise the clients of their rights with regard to answering the RFI, suggest that
they contact a lawyer before answering, or mention attorney-client privilege. Id. 9 25-26.

On at least one occasion, OED staff called one of Swyers’ clients and inquired about a
trademark application. Id. §28. Upon information and belief, OED staff “assured the client that
they did not need to worry because the caller was not an attorney, and expressly advised the
client that they need not speak with Swyers before answering questions, again without advising
the client regarding the existence of the attorney-client relationship or about the potential waiver
of such privilege.” Id.

Clients began contacting Swyers and informing him of the OED contacts. On December
16, 2014, Swyers, by counsel, “spoke to the individual defendants™ and asked that they stop
contacting clients and also provide a complete list of clients contacted. Id. §29. Although
defendant Ronald Jaiks said a list would be provided, it never was. Id.

On December 19, Mr. Villareal Alejandro issued a second RF1. Id. q 38; P1.’s Ex. A.
The RFI explained that part of the OED’s inquiry “concerns . . . compliance with USPTO
electronic signature rules.” Pl.’s Ex. A at 14. The RFI identified approximately 500 trademark
applications, see id. at 2-14, and requested that for each submission filed in each of the 500
applications Swyers identify whether he personally entered his signature or whether he had
another person do so; identify each submission filed electronically for which he did not
personally enter the signature; explain for each document that was not personally signed why he
did not do so; and identify all other submissions filed electronically with the PTO for which
Swyers did not personally enter his signature. Id. at 14-15. Swyers contends that the last

request required him to review each of the 16,000 applications he had filed with the PTO.
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Compl. § 40. The letter identified eight PTO rules under consideration and requested response
by January 9, 2015. PL.’s Ex. A at 16.

Swyers provided a response on March 16, 2015. Id. §42. Shortly thereafter, on March
20, the OED requested a settlement conference at its offices in Alexandria. Id. §43. Swyers
“spent a significant time preparing for the conference and expended costs for travel [from
Boston],” only to have the OED cancel the day before citing an insufficient evidentiary record.
Id

On March 30, defendant Gerard Taylor issued a third RFI and requested a response in
fifteen days. Id. § 44; Defs.” Ex. 2. It contained two requests. The first asked for clarity
regarding Swyers’ earlier responses.’ Specifically, it asked if Swyers’ position was that “The
Trademark Company PLLC’s business records do not indicate who electronically signed his
name to the trademark applications listed in OED’s Second RFI, and . . . Mr. Swyers does not
recall or know who electronically signed his name to the trademark applications listed in OED’s
Second RFL.” Defs.” Ex. 2 at 1. The second request directed Swyers to provide “the full names,
mailing addresses and personal telephone numbers for all of the current and former employees of
The Trademark Company,” including “non-paid interns, clerks, and volunteers.” Id. The letter
also “request[ed] Mr. Swyers’ permission to speak with the Trademark Company’s current
employees in person, during . . . normal hours of business.” Id. at 2. Finally, the letter identified
twelve rules under consideration.

On April 15, Swyers responded that he personally and individually signed many, but not

all, trademark applications filed with the PTO; that “some entering of my name on other e-

7 None of Mr. Swyers’ responses were attached to the complaint or Defendants’ motions
to dismiss. However, it is possible to glean some of their content from the RFIs.

10
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signatures was done by the well-trained and well-experienced Research and Applications
Specialists (of an unknown number of times by the unknown names of the Research and
Applications Specialists who entered those e-signatures)™; and that electronic signings were
“done by me and the Research and Application Specialists as a group or collective effort.” Pl.’s
Ex. D at 2. He also provided the name of one employee, but withheld the rest of the requested
employee information on the grounds that the request was “overly broad, unduly burdensome,
and not reasonably calculated to lead to the discovery of admissible, probative, non-redundant,
and relevant evidence or information”; that the RFI failed to provide adequate instructions and
definitions; that the request implicated “attorney-client privilege, deliberative process privilege,
attorney work product doctrine, [and] any other applicable privilege”; that the request was
“oppressive or unnecessarily expensive”; that the request “do[es] or may impact, the privacy of
TMC personnel in general or under Federal, or State law in particular’; and that the request
“do[es] or may impact, the legal rights of TMC personnel under Federal or State law.” Pl.’s Ex.
B at 2-3.

The OED responded with a letter providing notice that Swyers’ response to the Third RFI
was incomplete. The letter also comprehensively responded to each of Swyers’ objections and
warned that his failure to comply “raise[d] ethical considerations under 37 C.F.R. § 11.801(b).”
Id at 1. The letter concluded by requesting full compliance with the RFI and that Swyers
“provide specific factual and legal support for any objections raised, as well as any other
information he believes will be helpful to the OED Director in examining the issues raised in this
letter.” Id. at4. On April 27, Swyers supplemented his response with all of the employee

information OED had requested. Compl. §47. Swyers also requested to reschedule the

settlement conference, but the OED declined. Id. | 48.

11
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On May 7, Mr. Taylor sent RFIs to fourteen employees of The Trademark Company
pursuant to 37 C.F.R. § 11.22(f)(1)(iii). Id. §49; P1.’s Ex. C. The letter explained that the OED
“is investigating certain trademark applications and trademark documents filed by and through
The Trademark Company.” Pl.’s Ex. C at 1. Each RFI contained 64 requests, ranging from
basic information to inquiries like, “Have you ever prepared a trademark application that was
filed by The Trademark Company with the [PTO]? If so, do you believe that you are able to
identify the clients and/or the trademark application serial numbers in which you prepared a
trademark application between January 1, 2010, and January 28, 2015?” Id. at 2-15.

On May 18, Mr. Taylor sent Swyers a fourth RFI. Compl. ] 50; P1.’s Ex. D. It stated:
“In light of information gathered to date . . . [OED] has additional questions regarding the
manner in which over fifteen thousand (15,000) trademark applications and related trademark
application submissions were filed in the [PTO] . . . since January 1, 2010.” Pl.’s Ex. D at 1.
The RFI contained 149 inquiries divided between ten issues:

1. Poséible professional misconduct in connection with Mr. Swyers possibly knowingly
allowing others to sign of trademark application and trademark application submissions

filed in the Office under Mr. Swyers’ name;

2. Possible professional misconduct in connection with Mr. Swyers possibly knowingly
allowing others to sign his name to declarations filed in the Office;

3. Possible professional misconduct in connection with the submission of possible phony
specimens to the Office by Mr. Swyers and/or by non-practitioners under Mr. Swyers’
supervision;

4. Possible professional misconduct in connection with possible lack of safekeeping client
property;

5. Possible professional misconduct in connection with possible lack of safeguarding client
property and possible false or misleading statements;

6. Possible professional misconduct in connection with possible sharing of legal fees with
non-practitioners;

12



Case 1:16-cv-00015-LO-IDD Document 30 Filed 05/27/16 Page 13 of 27 PagelD# 851

7. Possible professional misconduct in connection with possible impermissible limiting of
liability;

8. Possible professional misconduct in connection with possible false certifications to the
Office and possibly knowingly filing papers in the Office without ensuring the accuracy
of the papers;

9. Possible professional misconduct in connection with failing to take corrective action on
behalf of a trademark applicant after learning that a phony specimen was filed with the
Office and after representing to OED that corrective action was being taken; and

10. Possible professional misconduct in connection with Mr. Swyers possibly interfering
with OED investigation.

Id at 1-35.
Because some of the requests pertained to correspondence relating to certain trademark
applications, the letter contained a privilege instruction:
If information or documents are withheld on the basis of privilege, please
(a) provide a copy of the document with only the purported privileged
components of the document redacted, (b) state the privilege(s) being asserted,
and (c) state the factual and legal basis for the privilege(s). If the entire document
is withheld on the basis of privilege, please provide a privilege log that states the
document type, the date of the document, the author of the document, the
privilege(s) being asserted, and the factual and legal basis for the assertion of the
privilege(s).
Id. at 35. A response was requested within thirty days. Id. at 36.
On June 18, Swyers provided a timely 113-page response. Compl. §52. The OED sent a
letter providing notice that Swyers had not provided complete responses to 37 questions. Id.
9 53. The letter also stated Swyers had violated 37 C.F.R. § 11.801(b) and was subject to
discipline pursuant to 37 C.F.R. § 11.32. Id.
On June 29, Mr. Taylor sent a fifth RFI asking for the production of certain specific
documents relating to a subset of trademark applications. Id. § 54; P1.’s Ex. E at 2-3. This letter

also contained a privilege instruction. Id. at 7. The letter instructed that after receiving complete

13
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responses from the RFIs sent to the employees and Swyers’ response to the final RF], “the OED
Director may reschedule the previously postponed . . . settlement conference.” Id. at 7-8.

On November 6, Swyers pfovided a supplemental response to the fourth RFI and a
response fp the fifth RFI. Compl. §55. The OED provided notice that both responses were
incomplete. Id. Swyers describes the OED’s objections to his responses as “simply repeat[ing]
the so-called deficiencies of the original” response; based on “minutiae”; or “label[ing] clear,
simple responses as ‘ambiguous.’” Id. § 56.

At the time Swyers filed suit against the PTO, he had incurred over $250,000 in legal
fees. Id. 60, 65. He had also spent hundreds of hours away from his own practice, time which
he values at approximately $300,000. Id.

B. Procedural History

L. The Federal Lawsuit

In January 2016, Swyers sued the PTO and three individual PTO officials—Ronald Jaiks,
OED’s acting General Counsel; Gerard Taylor, OED counsel; and Leonardo Villarreal
Alejandro, OED counsel (collectively, the “Individual Defendants™).® The complaint alleges two
constitutional violations. Count One asserts that “the USPTO, through the individual actions of
Taylor, Jaiks, and Villarreal Alejandro violated and continue to violate Swyers’ rights to
procedural due process of law safeguarded by the Fifth Amendment of the Constitution relative
to the inquiry into and actions regarding his professional work as a trademark lawyer.” Id. § 67.
Count Two asserts that “[t]he OED’s and the individual defendants’ promulgation of its RFIs to
Swyers . . . amounts to an unreasonable search within the meaning of the Fourth Amendment”

and “[t]he accompanying intrusion upon the attorney-client privilege invades Swyer’s [sic] right

¥ The complaint also lists a “Jane Doe” official as a defendant.
14
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to privacy under the Fourth Amendment.” Id. § 70. As relief, Swyers seeks preliminary and
permanent injunctive relief against the PTO and damages from the Individual Defendants. Id.
99 65, 77, 72-75.

2. The Initiation of a Disciplinary Proceeding

At the time Swyers filed his complaint, the OED’s investigation was still pending. On
March 11, 2016, the OED Director filed a complaint against Swyers, thereby initiating a
disciplinary proceeding. The complaint alleges eight counts, one of which is based on Swyers’
failure to respond to the RFIs. See Defs.” Ex. 3. As relief, the complaint seeks the entry of an
order “excluding or suspending [Swyers] from practice before the USPTO in patent, trademark,
and other non-patent matters.” Id. at 53. The matter is currently pending before an
administrative law judge (“ALJ”) in the U.S. Environmental Protection Agency. During the May
6 hearing, the PTO represented that Swyers has filed an answer in the administrative proceeding
raising the same constitutional claims as are at issue here.

II. DISCUSSION

Because the PTO and the Ihdividual Defendants have filed separate motions, the Court
addresses each in turn applying the well-established motion to dismiss standard.
A. The PTO’s Motion to Dismiss

The PTO contends the Court is presently without jurisdiction to reach Swyers’ claims
because Congress, through 15 U.S.C. § 32, intended to channel all Article III review of PTO
disciplinary proceedings to a single court (this court, in fact) and only affer the conclusion of the
administrative proceedings. The Court agrees. Swyers’ federal lawsuit is an impermissible

attempt to bypass the channels prescribed by Congress. His day in court will come, but not yet.
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The PTO submits that the Supreme Court’s decisions in Thunder Basin Coal Co. v.
Reich, 510 U.S. 200 (1994) and its progeny provide the relevant framework. There, the Court
stated that “[p]rovisions for agency review do not restrict judicial review unless [1] the ‘statutory
scheme’ displays a ‘fairly discernible’ intent to limit jurisdiction, and [2] the claims at issue ‘are
of the type Congress intended to be reviewed within th[e] statutory structure.”” Free Enter.
Fundv. Pub. Co. Accounting Oversight Bd., 130 S. Ct. 3138, 3150 (2010) (quoting Thunder
Basin, 510 U.S. at 207). The first part of the analysis—*“whether it is ‘fairly discernible’ that
Congress precluded district court jurisdiction”™—is determined by examining the statute’s “text,
structure, and purpose.” Elgin v. Dep't of Treasury, 132 S. Ct. 2126, 2133 (2012) (citing
Thunder Basin, 510 U.S. at 207); see also Nat’l Taxpayers Union v. U.S. Social Sec. Admin.,
376 F.3d 239, 241 (4th Cir. 2004). The second piece of the analysis considers whether “a strong
countervailing rationale” is present that would reverse the presumption of initial administrative
review. Jarkesy v. S.E.C., 803 F.3d 9, 17 (D.C. Cir. 2015) (quoting E. Bridge, LLC v. Chao, 320
F.3d 84, 89 (1st Cir. 2003)). The Supreme Court has identified three such indicators: (1) “if a
finding of preclusion could foreclose all meaningful judicial review”; (2) “if the suit is wholly
collateral to a statute’s review provisions”; and (3) “if the claims are outside the agency’s
expertise.” Free Enter., 561 U.S. at 489-90 (quoting Thunder Basin, 510 U.S. at 212-13)
(internal quotations omitted).

Swyers seeks to enjoin a PTO disciplinary proceeding, an area Congress expressly
considered in § 32. While § 32 is “facially silent” as to whether the exercise of jurisdiction
otherwise conferred by statutes like § 1331 is precluded at this stage, see Thunder Basin, 510
U.S. at 208, the PTO submits it does so implicitly. The Court agrees. As explained above,

Congress gave the PTO extensive authority to govern the proceedings and the practitioners

16
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appearing before it. See 35 U.S.C. § 2(b)(2)(D). Congress also provided that “[t]he Director
may, after notice and opportunity for a hearing, suspend or exclude, either generally or in any
particular case, from further practice before the [PTO], any person, agent, or attorney shown to
be incompetent or disreputable, or guilty of gross misconduct, or who does not comply with the
regulations established under section 2(b)(2)(D).” Id. § 32. PTO regulations provide for a
hearing before an independent hearing officer and administrative appeal to the PTO Director.
Then, by statute, a “person so refused recognition or so suspended or excluded” may seek
“review of the action of the Director” by petition to the United States District Court for the
Eastern District of Virginia. Id.

The structure bears many parallels to the scheme considered in Thunder Basin—
adjudication of charges by an independent ALJ where a practitioner has the opportunity to
present evidence and argument; an opportunity to appeal the decision within the agency; and an
appeal of the Director’s decision to a single federal court. Although § 32 does not explicitly say
that the Eastern District of Virginia’s jurisdiction is exclusive, “[i]t is well settled that even
where Congress has not expressly stated that statutory jurisdiction is exclusive . . . a statute
which vests jurisdiction in a particular court cuts off jurisdiction in other courts in all cases
covered by that statute.” Telecommunications Res. & Action Ctr. v. Fed. Commc’ns Comm 'n,
750 F.2d 70, 77 (D.C. Cir. 1984). The Federal Circuit has considered § 32’s language and held
that the district court identified is “the exclusive forum for review of action taken by the
Commissioner.” Franchi v. Manbeck, 972 F.2d 1283, 1288 (Fed. Cir. 1992); see also Halvonik
v. Kappos, 759 F. Supp. 2d 31, 35 (D.D.C. 2011) (“The District Court for the District of

Columbia serves as the exclusive forum for individuals petitioning for review of a decision

17



Case 1:16-cv-00015-LO-IDD Document 30 Filed 05/27/16 Page 18 of 27 PagelD# 856

suspending or excluding them from practice before the USPTO.”).” Moreover, § 32 is in contrast
to § 1338 which grants jurisdiction “of any civil action arising under any Act of Congress
relating to patents™ to all district courts. See Franchi v. Manbeck, 947 F.2d 631, 633 (2d Cir.
1991). In sum, the Court finds it is fairly discernible from § 32 that Congress intended to
preclude district court jurisdiction over pre-enforcement challenges to, or collateral attacks on,
PTO disciplinary proceedings.'®

The Court must also consider whether Swyers’ claims are “of the type Congress intended
to be reviewed within this statutory structure.” Thunder Basin, 510 U.S. at 207. Swyers bases
his Fifth Amendment due process claim on the purported “utter lack of procedural safeguards™ in
PTO investigations. Compl. § 61. He states repeatedly that “no means existed . . . to seek
review and relief from the abusive requests” and because of that, he was forced to comply under
the threat of further sanctions.!! Id.; see also id. ] 41, 62. Swyers’ Fourth Amendment claim is
that “the promulgation of [the] RFIs to Swyers . . . amount[ed] to an unreasonable search within
the meaning of the Fourth Amendment” and “[t]he accompanying intrusion upon the attorney-

client privilege invade[d] Swyers’ rights to privacy under the Fourth Amendment.” Id. § 70.

® At the time, § 32 provided for petitions for review to be filed in the U.S. District Court
for the District of Columbia.

' The Thunder Basin Court also considered the legislative history and purpose of the
Mine Act, but the PTO does not make any argument or citation to either here. The Fourth
Circuit has noted that the Supreme Court did not suggest “that the legislative history stands on
equal footing with the text and structure of the statute or that specific legislative history is
necessary to conclude that Congress intended to preclude judicial review.” Nat’l Taxpayers
Union, 376 F.3d at 243 n.2.

1" This is, of course, not accurate as 37 C.F.R. § 11.2(e) provides a specific mechanism
to challenge “any action or notice of any employee of the [OED] during or at the conclusion of a
disciplinary investigation.” Swyers quotes extensively from Goldstein in support of his
argument, but the Goldstein court’s comments are not relevant to the current regulations which
have since been overhauled.

18
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Essentially, Swyers argues that the OED’s investigatory process was unconstitutional as applied
to him."? |

A finding of preclusion will not deny Swyers all meaningful judicial review. Swyers will
be able to raise these arguments in his defense during the disciplinary proceedings (as he already
has) because he can only be disciplined for failing to respond to a “lawful” RFI. 37 C.F.R.
§ 11.801(c). And if Swyers is not satisfied with the administrative proceeding, he has an avenue
for judicial review.”® Cf E. Bridge, LLC, 320 F.3d at 89-90 (“Plaintiffs can assert all of their
challenges as defenses in an agency enforcement proceeding. . . . The limitation imposed here is
channeling of initial review through the administrative process, not exclusion of judicial
supervision.”). The constitutional nature of Swyers’ claims does not require a different result.
His constitutional claims will ultimately reach “an Article III court fully competent to
adjudicate.” Elgin, 113 S. Ct. at 2137, see also Nat’l Taxpayers, 376 F.3d at 243—44 (“In this
case, even if the administrative agency elects not to decide the constitutional claims
presented . . . this court can do so at the appropriate time.”); Virginia v. United States, 74 F.3d
517, 523 (4th Cir. 1996) (“There is simply no impediment to the adjudication of constitutional

issues through petitions for direct review of final agency action in the circuit courts.”). In fact,

12 In his opposition to the PTO’s motion to dismiss, Swyers’ makes multiple claims that
do not appear in the complaint, including that the RFI regulation, 37 C.F.R. § 11.22(f), is
“facially unconstitutional.”

13 The Court finds it significant that, by statute, the OED has a window of time within
which it must bring charges. 35 U.S.C. § 32 (providing that a proceeding “shall be commenced
not later than the earlier of either the date that is 10 years after the date on which the misconduct
forming the basis for the proceeding occurred, or 1 year after the date on which the misconduct
forming the basis for the proceeding is made known to an officer or employee of the Office”).
The PTO must bring charges within a certain period of time. If it does, a practitioner will have
Article I review. If the PTO does not bring charges, but the practitioner believes the

investigation was overly burdensome, 37 C.F.R. § 11.22(¢) provides an alternate route to
challenge the OED’s actions.
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there are examples in the case law of district courts doing just that under § 32. See, e.g.,
Halvonik, 398 F. Supp. 2d 115 (considering procedural due process claim directed at PTO’s
initiation of disciplinary proceedings under § 32); Maginangell v. Lahman, 32 F. Supp. 2d 1
(D.D.C. 1998) (considering due process and equal protection claims on petition under § 32).
Swyers claims are likewise not “wholly collateral” to the statutory review scheme.
Although his claims are based on the investigation stage and at first glance may appear distinct
from § 32, the relief Swyers seeks brings the claims squarely within the statute’s purview.
Specifically, the complaint asks for an injunction against “charges of violations of disciplinary
rules based in whole or in part upon the failure of Swyers to answer to the OED’s satisfaction
RFIs that violate Swyers’ constitutional rights.” Compl. § 77 (emphasis added). Thus, the
claims are similar to those in Elgin where the Court observed that “petitioners’ constitutional
claims are the vehicle by which they seek to reverse the removal decisions, to return to federal
employment, and to receive the compensation they would have earned but for the adverse
employment action.” 132 S. Ct. at 2139-40; see also Jarkesy, 803 F.3d at 23 (“Here, [plaintiff’s]
constitutional and APA claims do not arise ‘outside’ the SEC administrative enforcement
scheme—they arise from actions the Commission took in the course of that scheme.”). And they
are distinct from the broad structural or systemic constitutional challenges that the Supreme
Court has held to be collateral. By comparison, the challenge in Free Enterprise was collateral
because it was not a challenge to a potential order by the Commission, but instead to the
existence of the entity itself. See Jarkesy, 804 F.3d at 23 (noting that the Free Enterprise
“plaintiffs were not in that scheme at all”); Charles Schwab & Co. Inc. v. Fin. Indus. Regulatory
Auth. Inc., 861 F. Supp. 2d 1063, 1078 (N.D. Cal. 2012) (“[I]n Free Enterprise, unlike here, the

plaintiff challenged the very existence of the administrative agency, a collateral issue to any
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discipline, and one which rendered meaningful review in the administrative process a practical
impossibility.”).

Finally, Swyers’ claims fall easily within the PTO’s expertise. He challenges the
propriety of RFIs under PTO regulations and the determination of whether a patent practitioner
violated the Code of Professional Conduct by failing to respond to an RFI. Cf Sturm, Ruger &
Co. v. Chao, 300 F.3d 867, 874 (D.C. Cir. 2002) (finding a claim that “require[s] interpretation
of the parties’ rights and duties under the Act and its regulations, . . . fall[s] squarely within the
Commission's expertise™).

In sum, the PTO has convinced the Court that Swyers’ collateral attack on the pending
PTO proceedings is precluded. Cf Jarkesy, 803 F.3d at 24 (“Rather than allowing the statutory
review process to run its course—a course that will eventually lead back to a court of appeals,
Jarkesy has sought to make an end run around that process by going directly to district court. . . .
Our obligation to respect the review process established by Congress bars us from permitting
Jarkesy to make this end run, and requires dismissal of [his] district court complaint.” (internal
quotations and alteration omitted)); Great Plains Coop v. Commodity Futures Trading Comm’n,
205 F.3d 353, 355 (8th Cir. 2000) (“Allowing the target of an administrative complaint simply to
file for an injunction in a federal district court would defeat the purpose of [the statute]: It would
create two avenues of judicial review and would allow the plaintiff to short-circuit the
administrative review process and the development of a detailed factual record by the agency.”);
Chauv. S.E.C., 72 F. Supp. 3d 417, 425 (S.D.N.Y. 2014) (“This Court’s jurisdiction is not an
escape hatch for litigants to delay or derail an administrative action when statutory channels of
review are entirely adequate.”). On that ground, dismissal of Swyers’ claims against the PTO is

appropriate.
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In his opposition, Swyers neither cites Thunder Basin nor explains why that framework
does not apply here. He does, however, make the argument under prudential exhaustion analysis
that his claims fall within each of three “exceptions.”'* First, Swyers spends pages exploring
various disjointed arguments under the general assertion that his claims present a “pure question
of law.” Opp’n at 19-28. He also argues that he has suffered, and will continue to suffer,
irreparable harm. Finally, he contends “there is no question that any administrative remedy will
be futile, and will be lacking in due process.” Id. at 29.

Even if it is the case, as Swyers seems to be arguing, that the Court should frame the
question as one of exhaustion rather than preclusion, the Court would nonetheless decline to
intervene in the pending proceeding. As already explained, Congress’s intent that disciplinary
proceedings be committed to the agency’s expertise is manifest. See Cooper v. Lee, 86 F. Supp.
3d 480, 485 (E.D. Va. 2015) (“Courts should take particular care to adhere to the exhaustion
doctrine when ‘the function of the agency and the particular decision sought to be reviewed
involve exercise of discretionary powers granted the agency by Congress, or require application
of special expertise.’” (quoting McKart v. United States, 395 U.S. 185, 194 (1969)). And no
exception to exhaustion applies here. First, the mere presence of a “pure” question of law does
not alone excuse exhaustion. Nor does the Court agree with Swyers’ take. The claims are based
on the OED’s actions during a year-long investigation, which is necessarily a fact-bound inquiry.
Second, the harm purportedly suffered—which amounts to litigation expense and reputational

harm—does not rise to the level of an irreparable injury. See Cooper, 86 F. Supp. 3d at 488 (

14 Swyers seems to understand the PTO’s argument to be that he failed to exhaust his
administrative remedies through the mechanism provided in § 11.2(e). That, of course, is not the
PTO’s argument, which is instead that the szatute precludes the Court’s exercise of jurisdiction to
enjoin the pending disciplinary proceeding. (Although, as a factual matter, Swyers quite clearly
could have used the mechanism in § 11.2(€) to challenge the RFIs during the investigation.)
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“[TThe Supreme Court has held that ‘[m]ere litigation expense, even substantial and
unrecoupable cost, does not constitute irreparable injury.’” (quoting Renegotiation Bd. v.
Bannercraft Clothing Co., 415 U.S. 1, 24 (1974)); Bennett v. U.S. Sec. & Exch. Comm’n, No. 15-
cv-3325, 2015 WL 9183445, at *9 (D. Md. Dec. 17, 2015) (“[T]he time and expense of the
administrative process are not grouhds for proceeding instead before a district court.”). Finally,
even if futility applies here, Swyers has not shown it. His claims will be heard by an
independent ALJ with extensive process. The outcome is far from a foregone conclusion. See
Thetford Props. IV Ltd. P’ship v. U.S. Dep’t of Hous. & Urban Dev., 907 F.2d 445, 450 (4th Cir.
1990) (“Absent a clear showing that an administrative agency has taken a hard and fast position
that makes an adverse ruling a certainty, a litigant’s prognostication that he is likely to fail before
an agency is not a sufficient reason to excuse the lack of exhaustion.”).

Ultimately, no matter how the question is framed, “where, as here, Congress has created a
particularized and comprehensive scheme for judicial and administrative review in a given
context, . . . any challenge to either the scheme itself or the manner by which the agency is
administering that scheme must be addressed specifically through the avenues for judicial review
that Congress provided.” Abuirshaid v. Johnson, No. 1:15-cv-1113, 2015 WL 9450612, at *4
(E.D. Va. Dec. 21, 2015) (published opinion). Accordingly, the Court will grant the PTO’s
motion to dismiss.

B. Individual Defendants’ Motion to Dismiss

Swyers also seeks to hold the Individual Defendants liable in damages for their asserted
unconstitutional conduct throughout the investigation pursuant to Bivens. The Individual
Defendants move to dismiss on two grounds. First, they contend there are no facts supporting

the creation of a Bivens remedy here. Second, they submit that, even if the court were to
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recognize such a remedy, the Individual Defendants would nonetheless be entitled to qualified
immunity. The Court agrees on both grounds and will grant the motion to dismiss.

The Supreme Court has instructed that “any freestanding damages remedy for a claimed
constitutional violation has to represent a judgment about the best way to implement a
constitutional guarantee; it is not an automatic entitlement no matter what other means there may
be to vindicate a protected interest, and in most instances [the Court] ha[s] found a Bivens
remedy unjustified.” Wilkie v. Robbins, 551 U.S. 537, 550 (2007); see also Cioca v. Rumsfeld,
720 F.3d 505, 509 (4th Cir. 2013) (stating courts are to “review a plaintiff’s invitation to imply a
Bivens action . . . with skepticism” (internal quotations omitted)); Lebron v. Rumsfeld, 670 F.3d
540, 548 (4th Cir. 2012) (“The Bivens cause of action is not amenable to casual extension.”).
Assuming Swyers has identified “a constitutionally recognized interest . . . adversely affected by
the actions of federal employees,” a Bivens remedy will not be available if “any alternative
existing process for protecting the interest amounts to a convincing reason for the Judicial
Branch to refrain from providing a new and freestanding remedy in damages.” Wilkie, 551 U.S.
at 550. And in the absence of alternative processes, it must also be the case that no “special
factors™ are present that would counsel hesitation. Id.; see also Lebron, 670 F.3d at 548 (internal
quotations omitted).

Swyers cannot proceed beyond the first step. The process provided in § 11.2(e) permits
any party “dissatisfied with any action or notice of any employee of the [OED] during or at the
conclusion of a disciplinary investigation” to petition the OED Director, followed by the PTO
Director, and after a final decision is reached, a federal court. Despite Swyers’ numerous
arguments to the contrary, this provision undoubtedly includes the “oppressive” RFIs with which

Swyers feels he was burdened. Swyers is also a party to ongoing disciplinary proceedings in
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which he may raise his claims and, as explained extensively above, will ultimately be able to
submit to this Court for review.

Two courts in this district have similarly declined to recognize a Bivens remedy against
PTO employees on this ground. See Haley v. Under Secretary of Commerce for Intellectual
Prop., 129 F. Supp. 3d 377, 383 (E.D. Va. Sept. 8, 2015) (“[Plaintiff] has an alternate remedy
because 35 U.S.C. § 32 grants [plaintiff] an opportunity to petition this Court for review of the
USPTO’s disciplinary decision; thus, the Court will not recognize his Bivens claim.”); Piccone v.
U.S. Patent & Trademark Office, 2015 WL 6499687, at *4 (E.D. Va. Oct. 27, 2005) (“Because
Plaintiff’s claims regarding the baseless nature and political motivations of Defendants’
investigation and prosecution are questions properly raised and resolved through the thorough,
entirely adequate regulatory scheme the USPTO has devised pursuant to the valid authorization
of Congress, this Court will not create a Bivens action to create a parallel avenue for Plaintiff to
recover financial damages where Congress has not done so0.”). Swyers’ attempts to distinguish
his case are unavailing. For instance, he is incorrect that the unavailability of money damages
under the existing scheme warrants a Bivens remedy. See Corr. Servs. Corp. v. Malesko, 534
U.S. 61, 69 (2001) (“So long as the plaintiff had an avenue for some redress, bedrock principles
of separation of powers foreclosed judicial imposition of a new substantive liability.”). Nor do
Swyers’ criticisms of various aspects of the administrative proceedings as lacking—such as the
PTO’s discovery rules—render it inadequate. See W. Radio Servs. Co. v. U.S. Forest Serv., 578
F.3d 1116, 1123 (9th Cir. 2009) (declining to recognize a Bivens action “notwithstanding the

unavailability of money damages against individual officers or the right to a jury trial” under the

alternative scheme).
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Finally, even if a Bivens remedy existed, the Court'agrees that Swyers’ claims could not
proceed because the Individual Defendants are entitled to qualified immunity. “Qualified
immunity . . . protects all government officials except those who violate a ‘statutory or
constitutional right that was clearly established at the time of the challenged conduct.” Jones v.
Chandrasuwan, 2016 WL 1697682, at *4 (4th Cir. 2016) (published opinion) (quoting Carroll v.
Carman, 135 S. Ct. 348, 350 (2014)). Assuming Swyers alleged a violation of a constitutional
right—a doubtful premise—the Individual Defendants’ actions did not constitute a violation of a
clearly established right at the time they conducted the investigation. See Cantley v. W. Virginia
Reg'l Jail & Corr. Facility Auth., 771 F.3d 201, 205 (4th Cir. 2014) (“We may address either
prong of th[e] analysis first.”)

“A right is clearly established only if its contours are sufficiently clear that a reasonable
official would understand that whaf he is doing violates that right.” Jones, 2016 WL 1697682, at
*8 (internal quotation marks omitted). “While a case directly on point is not required, existing
precedent must have placed the statutory or constitutional question beyond debate.” Id. (internal
quotation marks omitted). The Individual Defendants assert there is no case law from the
Supreme Court or the Fourth Circuit that would establish a violation of a clearly established
right. Swyers has not identified any case law that would have put the Individual Defendants on
notice that the issuance of RFIs to Swyers or contact with Swyers’ clients would violate his

constitutional rights. And the Court’s own search has not revealed any.'* Accordingly, the

15 To the contrary, in Bender v. Dudas, 490 F.3d 1361, 1369 (Fed. Cir. 2007), the
Federal Circuit examined a claim “that the PTO’s use of RFIs in [a] disciplinary investigation
lacked procedural safeguards and was therefore constitutionally defective.” The Federal Circuit
rejected the claim, explaining that the PTO’s RFI procedure falls within the Supreme Court’s
recognition that “when governmental action does not partake of an adjudication, as for example,
when a general fact-finding investigation is being conducted, it is not necessary that the full
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A

Individual Defendants are entitled to qualified immunity and the claims against them are
dismissed.
III. CONCLUSION
For the reasons stated, the PTO’s Motion to Dismiss (Dkt. No. 14) and the Individual

Defendants’ Motion to Dismiss (Dkt. No. 17) are GRANTED. An order will issue.

May— , 2016
Alexandria, Virginia

Js/ ((P{“(
Liam O’ Grady \

United States District f‘ugge

panoply of judicial procedures be used.” Id. (quoting Hannah v. Larche, 363 U.S. 420, 442
(1960)).
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UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE DIRECTOR OF THE
UNITED STATES PATENT AND TRADEMARK OFFICE

In the Matter of )
Matthew H. Swyers, ; Proceeding No. D2016-20
Respondent ;
)
FINAL ORDER

Pursuant to 37 C.FR, § 11.27(b), the Director of the United States Patent and
Trademark Office (“USPTO” or “Office”) received for review and approval from the
Director of the Office of Enrollment and Discipline (“OED Director”) an Affidavit For
Consent Exclusion pursuant to 37 CFR. § 11.27, executed by Matthew H. Swyers
(“Respondent”) on Dlecember 20,2016, Respondent submitted the twelve-page Affidavit
For Consent Exclusion to the USPTO for the purpose of being excluded on consent
pursuant to 37 C.F.R. § 11.27.

For the reasons set forth herein, Respondent’s Affidavit For Consent Exclusion
shall be approved, and Respondent shall be excluded on consent from practice before the
Office in trademark and non-patent matters commencing on the date of this Final Order.

Jurisdiction

Respondent, of Vienna, Virginia, is an attorney licensed to practice law in the

Commonwealth of Virginia and the District of Columbia and has practiced before the

USPTO in trademark matters. As such, he is subject to the USPTO Code of Professional




Responsibility, which is set forth at 37 CF.R. § 10.20 ef seq., and the USPTO Rules of
Professional Conduct, which are set forth at 37 C.F.R. §§ 11,101 through 11.901.*

Pursuant to 35 US.C. §§ 2(b)(2)(D) and 32 and 37 C.F.R. §11.27, the USPTO
Director has the authority to approve Respondent’s Affidavit for Consent Exclusion and
to exclude Respondent on consent from the practice of trademark and non-patent matters
before the Office.

Allegations of the Disciplinary Complaint

A disciplinary complaint is pending against Respondent (Proceeding No. 2016-20)

which alleges that:

a. Respondent, an experienced trademark lawyer and former USPTO
Trademark Examining Attorney, established The Trademark
Company, PLLC, and through that business systematically
permitted non-attorneys to practice trademark law for him with little
or No supervision,

b. Respondent, the sole attorney at the company, did not personally
review or sign thousands of trademark applications and related
documents (including statements of use, § 2(f) declarations, and
responses to Office actions) prepared by his non-lawyer employees
and filed with the USPTQ, in violation of USPTO signature and
certification rules and despite assurances on the company website
that trademark applicants would be represented by a specialized
attorney. |

c. As a result of Respondent’s failure to supervise his employees,
multiple fraudulent or digitally manipulated specimens of use were
filed with the Office, which potentially jeopardized the trademark
applications of his clients.

' The USPTO Code of Professional Responsibility applies to conduct prior to May 3, 2013, and
the USPTO Rules of Professional Conduct apply to conduct on or after May 3, 2013,
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d. Respondent failed to deposit client funds paid in advance into a
client trust account and improperly split legal fees with his non-
practitioner employees.

e. Respondent failed to respond to lawful requests for information or
cooperate with the investigation conducted by the Office of
Enrollment and Discipline.

Respondent’s Affidavit For Consent Exclusion
Respondent acknowledges in his December 20, 2016 Affidavit For Consent

Exclusion that:

1. His consent is freely and voluntarily rendered, and he is not being subjected
to coercion or duress.

2, He is aware that the disciplinary complaint filed against him (Proceeding
No. D2016-20) alleges that he violated the following Disciplinary Rules of the USPTO
Code of Professional Responsibility and/ or the USPTO Rules of Professional Conduct:

a. 37 CER. § 10.23(a) (engaging in disreputable or gross
misconduct by, inter alin: directing or allowing his employees
to prepare, sign, and file trademark applications, responses to
Office Actions, and other trademark documents; directing or
allowing his employees to provide legal advice and guidance
to trademark applicants; and/or directing or allowing his
employees to communicate with his clients about trademark
search reports and opinions, without his involvement or
supervision; engaging in disreputable or gross misconduct
by, inter alin: failing to comply with the USPTO’s electronic
signature rules by not personally electronically signing
trademark applications and trademark documents filed with
the USPTO and, instead, directing or allowing his employees
to sign or forge his electronic signature to the documents,
which resulted in the validity of registered trademarks being
jeopardized; engaging in disreputable or gross misconduct
by, inter alia: directing or allowing his employees to sign or
forge his name to § 2(f) declarations and file the § 2(f)
declarations with the Office, when (i) he knew that the
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Trademark Examining Attorneys would rely on the
declarations when examining trademark applications and
issuing registrations and when he knew or reasonably should
have known that the validity of an applicants’ applications
and registrations were jeopardized by the false and/ or forged
declarations; and/or (ii) he knew or should have known his
employees did not have adequate knowledge to aver, “The
mark has become distinctive of the goods/services through
the applicant's substantially exclusive and continuous use in
commerce that the U.S. Congress may lawfully regulate for at
least the five years immediately before the date of this
statement;” engaging in disreputable or gross misconduct by,
inter alia: (i} failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, (ii) failing to inform his clients that
their trademark registrations or applications were potentially
invalid and/or take timely and effective remedial action on
their behalf and/or offer or provide restitution to them,
and/or (iif) failing to inform the USPTO of the potentially
invalid applications and/or registrations that resulted from
the filing of false or fraudulent specimens or digitally altered
marks; engaging in disreputable or gross misconduct by, inter
alia: (1) not informing clients who purchased trademark legal
services from The Trademark Company that their
applications and other trademark documents were not
prepared or reviewed by an attorney prior to being filed with
the Office; and/or (it) collecting fees from clients for
trademark legal services that were supposed to be performed
by an attorney when their applications and other trademark
documents were not prepared or reviewed by an attorney
prior to being filed with the Office);

37 CER. § 10.23(b)(4) (engaging in conduct involving
dishonesty, fraud, deceit, or misrepresentation by, infer alia:
not informing clients who purchased trademark legal services
from The Trademark Company that their applications and
other trademark documents were not prepared or reviewed
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by an attorney prior to being filed with the Office; engaging
in conduct involving dishonesty, fraud, deceit, or
misrepresentation by, inter alin: (i) not personally
electronically signing trademark applications and trademark
documents filed with the USPTO and, instead, directing or
allowing his employees to sign or forge his electronic
signature to the documents, thereby misleading the USPTO,
his clients, and the public into believing that Respondent had
actually signed the trademark application or trademark
document; and/or (il) not affirmatively informing the
Trademark Examining Attorney that the actual signatory, the
employee, was not identified on the document; engaging in
conduct involving  dishonesty, fraud, deceit, or
misrepresentation by, infer alia: directing or allowing his
employees to sign or forge his name to § 2(f) declarations and
file the § 2(f) declarations with the Office, when (i) he knew
that the Trademark Examining Attorneys would rely on the
declarations when examining trademark applications and
issuing registrations, and/or (ii) he knew or should have
known his employees did not have adequate knowledge to
aver, “The mark has become distinctive of the goods/services
through the applicant's substantially exclusive and
continuous use in commerce that the US. Congress may
lawfully regulate for atleast the five years immediately before
the date of this statement;” engaging in conduct involving
dishonesty, fraud, deceit, or misrepresentation by, inter alia:
(i) failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, (ii) failing to inform his clients that
their trademark registrations or applications were potentially
invalid and/or take timely and effective remedial action on
their behalf and/or offer or provide restitution to them,
- and/or (iii) failing to inform the USPTO of the potentially
invalid applications and/or registrations that resulted from
the filing of false or fraudulent specimens or digitally altered
marks; engaging in conduct involving dishonesty, fraud,
deceit, or misrepresentation by, inter alia: (i) not informing
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clients who purchased trademark legal services from The
Trademark Company that their applications and other
trademark documents were not prepared or reviewed by an
attorney prior to being filed with the Office; and/or (ii)
collecting fees from clients for trademark legal services that
were supposed to be performed by an attorney when their
applications and other trademark documents were not
prepared or reviewed by an attorney prior to being filed with
the Office);

37 C.E.R. § 10.23(b}(5) (engaging in conduct prejudicial to the
administration of justice by, infer alig: (i) directing or allowing
his employees to prepare, sign, and file trademark
applications, responses to Office Actions, and other
trademark documents; directing or allowing his employees to
provide legal advice and guidance to trademark applicants;
and/or directing or allowing his employees to communicate
with his clients about trademark search reports and opinions,
without his invelvement or supervision; and/or (ii) not
reviewing trademark applications and other trademark
documents (e.g., responses to Office Actions) prepared and
filed by his employees before they were filed with the Office;
engaging in conduct prejudicial to the administration of
justice by, inter alin: (i) failing to comply with the USPTO's
electronic signature rules by not personally electronically
signing trademark applications and trademark documents
filed with the USPTO and, instead, directing or allowing his
employees to sign or forge his electronic signature to the
documents, which resulted in the validity of registered
trademarks being jeopardized and/or (ii) directing or
allowing his employees to sign or forge his electronic
signature to trademark applications and other trademark
documents knowing that the actual signatory, the employee,
was not identified on the documents contrary to
Respondent’s certifications under § 11.18; engaging in
conduct prejudicial to the administration of justice by, inter
alia: directing or allowing his employees to sign or forge his
name to § 2(f) declarations and file the § 2(f) declarations with
the Office, when (i) he knew that the Trademark Examining
Attorneys would rely on the declarations when examining
trademark applications and issuing registrations; and/or (ii)
he knew or should have known his employees did not have
adequate knowledge to aver, “The mark has become
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distinctive of the goods/services through the applicant's
substantially exclusive and continuous use in commerce that
the U.S, Congress may lawfully regulate for at least the five
years immediately before the date of this statement;” and/or
(iii) he knew that (a) the actual signatory, the employee, was
not identified on the document and (b) the actual signatory,
the employee, did not have the knowledge to support the
factual contentions found in the declaration; engaging in
conduct prejudicial to the administration of justice by, inter
aliz: (i) failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
- commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, and/or (ii) failing to inform the
USPTO of the potentially invalid applications and/or
registrations that resulted from the filing of false or
fraudulent specimens or digitally altered mark);

37 C.ER. § 10.23(b)(6) (engaging in any other conduct that
adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count I of the Complaint to the extent that his conduct does
not otherwise violate a provision of the USPTO Code of
Professional Responsibility; engaging in any other conduct
that adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count 1T of the Complaint to the extent that his conduct does
not otherwise violate a provision of the USPTO Code of
Professional Responsibility; engaging in any other conduct
that adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count III of the Complaint to the extent that his conduct does
not otherwise violate a provision of the USPTO Code of
Professional Responsibility; any other conduct that adversely
reflects on the practitioner’s fitness to practice before the
Office, by engaging in the conduct referenced in Count IV of
the Complaint to the extent that his conduct does not
otherwise violate a provision of the USPTO Code of
Professional Responsibility);
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37 C.ER. §§ 10.23(a) and (b) via 10.23(c)(2)(ii) (knowingly
giving false or misleading information or knowingly
participating in a material way in giving false or misleading
information to the USPTO or any employee of the USPTO by,
inter alia: directing or allowing his employees to sign or forge
his name to § 2(f) declarations and file the § 2(f) declarations
with the Office, when (i) he knew that the Trademark
Examining Attorneys would rely on the declarations when
examining trademark applications and issuing registrations,
and/ or (ii) he knew or should have known his employees did
not have adequate knowledge to aver, “The mark has become
distinctive of the goods/services through the applicant's
substantially exclusive and continuous use in commerce that
the U.S. Congress may lawfully regulate for at least the five
years immediately before the date of this statement;” and/or
(iii) he knew that (a) the actual signatory, the employee, was
not identified on the document and (b) the actual signatory,
the employee, did not have the knowledge to support the
factual contentions found in the declaration);

37 C.ER. 8§ 10.23(a) and (b) via 10.23(c)(15) (violating the
certifications made to the USPTO under 37 C.F.R. § 11.18 by,
inter alin; directing or allowing his employees to sign or forge
his electronic signature to trademark applications and other
trademark documents knowing that the actual signatory, the
employee, was not identified on the documents; violating the
certifications made to the USPTO under 37 CF.R. § 11.18 by,
inter alia: directing or allowing his employees to sign or forge
his name to § 2(f) declarations and file the § 2(f) declarations
with the Office, knowing that (i) the actual signatory, the
. employee, was not identified on the document and (i) the
actual signatory, the employee, did not have the knowledge
to support the factual contentions found in the declaration;
violating the certifications made to the USPTO under 37
C.F.R. § 11.18 by, inter alin, failing to adequately supervise his
employees or adequately review their work, thus permitting
them to create false or fraudulent specimens and/or digitally
altered images of marks that did not depict the actual mark as
used in commerce and file these specimens with the Office);

37 CF.R. § 10.31(a) (deceiving or misleading prospective
applicants or other persons having immediate or prospective
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business before the Office by word, circular, letter, or
advertising with respect to prospective business before the
Office by, inter alia: advertising on The Trademark Company’s
website that trademark applications would be prepared by an
attorney when Respondent knew that trademark applications
were not prepared or reviewed by an attorney prior to being
filed with the USPTO; engaging in any other conduct that
adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count V of the Complaint to the extent that his conduct does
not otherwise violate a provision of the USPTO Code of
Professional Responsibility);

37 CF.R. § 1047(a) and (¢) (aiding a non-practitioner in the
unauthorized practice of law before the Office by, inter alia: (i)
directing or allowing his employees to prepare, sign, and file
trademark applications, responses to Office Actions, and
other trademark documents; directing or allowing his
employees to provide legal advice and guidance to trademark
applicants; and/or directing or allowing his employees to
communicate with his clients about trademark search reports
and opinions, without his involvement or supervision;
and/or (i} not reviewing trademark applications and other
trademark documents (e.g., responses to Office Actions)
prepared and filed by his employees before they were filed
with the Office);

37 C.F.R. § 10.48 (sharing legal fees with a non-practitioner by
paying employees non-discretionary monthly bonuses tied to
the proceeds generated by the trademark legal services
provided to applicants with whom they interacted);

37 CER. § 10.77(b) (handling a legal matter without
preparation adequate under the circumstances by, infer alia:
failing to comply with the USPT('s electronic signature rules
by not personally electronically signing trademark
applications and trademark documents filed with the USPTO
and, instead, directing or allowing his employees to sign or
forge his electronic signature to the documents, which
resulted in the validity of registered trademarks being
jeopardized);




37 C.E.R, § 10.77(c) (neglecting client matters by, infer alia: not
reviewing trademark applications, responses to Office
Actions, and other trademark documents prepared and filed
by his employees before they were filed with the Office;
neglecting client matters by, inter alin: (i) failing to adequately
supervise his employees or adequately review their work,
thus permitting them to create false or fraudulent specimens
and/or digitally altered images of marks that did not depict
the actual mark as used in commerce and file these specimens
with the Office, and as a result, in some cases, the USPTO
issued trademark registrations based on the false or
fraudulent specimens or digitally altered marks, putting the
validity of the resulting trademarks in jeopardy, and/or (ii)
failing to inform his clients that their trademark registrations
or applications were potentially invalid and/or take timely
and effective remedial action on their behalf and/or offer or
provide restitution to them);

37 C.F.R. § 10.84(a)(1) (intentionally failing to seek the lawful
objectives of a client through reasonably available means
permitted by law by, infer alia: intentionally failing to inform
his clients that their trademark registrations or applications
were potentially invalid and/or take timely and effective
remedial action on their behalf and/or offer or provide
restitution to them);

37 C.F.R. § 10.84(a)(3) (intentionally prejudicing or damaging
the client during the course of a professional relationship by,
inter alin: intentionally failing to inform his clients that their
trademark registrations or applications were potentially
invalid and/or take timely and effective remedial action on
their behalf and/ or offer or provide restitution to them);

37 CFR. § 10.89(c)(6) (intentionally or habitually violating
any provision of the USPTO Code of Professional
Responsibility while appearing in a professional capacity
before a tribunal by, inler alia: (i) directing or allowing his
employees to prepare, sign, and file trademark applications,
responses to Office Actions, and other trademark documents;
directing or allowing his employees to provide legal advice
and guidance to trademark applicants; and/or directing or
allowing his employees to communicate with his clients about
trademark search reports and opinions, without his
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involvement or supervision; and/or (i) not reviewing
trademark applications, responses to Office Actions, and
other trademark documents prepared and filed by his
employees before they were filed with the Office;
intentionally or habitually violating any provision of the
USPTO Code of Professional Responsibility while appearing
in a professional capacity before a tribunal by, inter alia: failing
to comply with the USPTO's electronic signature rules by not
personally electronically signing trademark applications and
trademark documents filed with the USPTO and, instead,
directing or allowing his employees to sign or forge his
electronic signature to the documents, which resulted in the
validity of registered trademarks being jeopardized;
intentionally or habitually violating any provision of the
USPTO Code of Professional Responsibility while appearing
in a professional capacity before a tribunal by, inter alia:
directing or allowing his employees to sign or forge his name
to § 2(f) declarations and file the § 2(f) declarations with the
Office, when (i) he knew that the Trademark Examining
Attorneys would rely on the declarations when examining
trademark applications and issuing registrations, and/or (it)
he knew or should have known his employees did not have
adequate knowledge to aver, “The mark has become
distinctive of the goods/services through the applicant's
substantially exclusive and continuous use in commerce that
the U.S, Congress may lawfully regulate for at least the five
years immediately before the date of this statement;”;
intentionally or habitually violating any provision of the
USPTO Code of Professional Responsibility while appearing
in a professional capacity before a tribunal by, infer alia: (i)
failing to adequately supervise his employees or adequately
review their work, thus permitting them to create false or
fraudulent specimens and/or digitally altered images of
marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
- result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, and/or (ii) failing to inform the
USPTO of the potentially invalid applications and/or
registrations that resulted from the filing of false or
fraudulent specimens or digitally altered marks);
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37 CER. § 10.112(a) (failing to deposit legal fees paid in
advance into a separate client trust account by depositing
them instead into The Trademark Company’s operating
account);

37 CFR. § 11101 (failing to provide competent
representation by, infer alin: not reviewing trademark
applications, responses to Office Actions, and other
trademark documents prepared and filed by his employees
before they were filed with the Office; failing to provide
competent representation by, infer alia: failing to comply with
the USPTO's electronic signature rules by not personally
electronically signing trademark applications and trademark
documents filed with the USPTO and, instead, directing or
allowing his employees to sign or forge his electronic
signature to the documents, which resulted in the validity of
registered trademarks being jeopardized; failing to provide
competent representation by, infer alia: directing or allowing
his employees to sign or forge his name to § 2(f) declarations
and file the § 2(f) declarations with the Office, when (i) he
knew that the Trademark Examining Attorneys would rely on
the declarations when examining trademark applications and
issuing registrations and when he knew or reasonably should
have known that the validity of the applicants” applications
and registrations were jeopardized by the false declarations;
failing to provide competent representation by, inter alia: (i)
failing to adequately supervise his employees or adequately
review their work, thus permitting them to create false or
fraudulent specimens and/or digitally altered images of
marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTQ issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting -
trademarks in jeopardy, and/or (i) failing to inform his
clients that their trademark registrations or applications were
potentially invalid and/or take timely and effective remedial
action on their behalf and/or offer or provide restitution to
them);

37 CER. § 11.104(a) (failing to keep his client reasonably

informed by, inter alia: (i) not informing Ms, Teague of the
Office Action received on her behalf in U.S. Trademark
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Application No. 86/287,301 and by not informing her that he
had filed substitute specimens without confirming with her
whether the substitute specimens depicted her mark as used
in commerce, and/ or (ii) failing to inform his clients that their
trademark registrations or applications were potentially
invalid and/or take timely and effective remedial action on
their behalf and/ or offer or provide restitution to them);

37 C.E.R, § 11.115(a) (failing to hold property of a client or
third person that is in the lawyer's possession in connection
with a representation separate from the lawyer's own
property, by depositing fees paid in advance by clients for
trademark legal services and costs into his operating account);

37 CER. § 11.115(c) {failing to deposit into a client trust
account legal fees and expenses that have been paid in
advance, to be withdrawn by the practitioner only as fees are
earned or expenses incurred, by depositing fees paid in
advance by clients for trademark legal services and costs into
his operating account);

37 C.F.R. § 11.303(a)(1) (knowingly making a false statement
of fact to a tribunal or failing to correct a false statement of
material fact previously made to the tribunal by the
practitioner by, inter alia: failing to inform the USPTO of the
potentially invalid applications and/or registrations that
resulted from the filing of false or fraudulent specimens or
digitally altered marks);

37 C.F.R. § 11.303(d) (failing, in an ex parte proceeding, to
inform the tribunal of all material facts known to the
practitioner that will enable the tribunal to make an informed
decision, even if the facts are adverse by, inter alia: directing
or allowing his employees to sign or forge his name to § 2(f)
declarations and file the § 2(f) declarations with the Office,
when (i) he knew that the Trademark Examining Attorneys
would rely on the declarations when examining trademark
applications and issuing registrations and/or (ii} he knew or
should have known his employees did not have adequate
knowledge to aver, “The mark has become distinctive of the
goods/services through the applicant's substantially
exclusive and continuous use in commerce that the US.
Congress may lawfully regulate for at least the five years
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immediately before the date of this statement;”; failing, in an
ex parte proceeding, to inform the tribunal of all material facts
known to the practitioner that will enable the tribunal to make
an informed decision, even if the facts are adverse, by, infer
alia, failing to inform the USPTO of the potentially invalid
applications and/ or registrations that resulted from the filing
of false or fraudulent specimens or digitally altered marks);

37 CEFR, § 11.503(a) (failing to make reasonable efforts to
ensure that The Trademark Company had in effect measures
giving reasonable assurance that its employees’ conduct was
compatible with Respondent’s professional obligations, as is
required by him as a partner or a person of comparable
managerial authority of The Trademark Company by, inter
alia: failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy);

37 CER, § 11.503(b) (failing to make reasonable efforts to
ensure that the conduct of The Trademark Company
employees over whom he had direct supervisory authority
was compatible with Respondent’s professional obligations
by, inter alia: failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy);

37 CF.R. § 11.503(c) (ordering or ratifying the conduct of the
employees of The Trademark Company which would have
been a violation of the USPTO Rules of Professional Conduct
had it been committed by a practitioner, and/ or failing to take
remedial measures once he learned of the conduct by, inter
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ad.

alia: (1) failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, (ii) failing to inform his clients that
their trademark registrations or applications were potentially
invalid and/or take timely and effective remedial action on
their behalf and/or offer or provide restitution to them,
and/or (iii) failing to inform the USPTO of the potentially
invalid applications and/or registrations that resulted from
the filing of false or fraudulent specimens or digitally altered
marks);

37 CFR. § 11.504(a) (sharing legal fees with a non-
practitioner by paying employees non-discretionary monthly
bonuses tied to the proceeds generated by the trademark legal
services provided to applicants with whom they interacted);

37 C.F.R. §11.505 (assisting other persons in the unauthorized
practice of law before the USPTO by, inter alia: (i) directing or
allowing his employees to prepare, sign, and file trademark
applications, responses to Office Actions, and other
trademark documents; directing or allowing his employees to
provide legal advice and guidance to trademark applicants;
and/ or directing or allowing his employees to communicate
with his clients about trademark search reports and opinions,
without his involvement or supervision; and/or (ii) not
reviewing trademark applications and other trademark
documents (e.g., responses to Office Actions) prepared and
filed by his employees before they were filed with the Office);

37 CFR. § 11701 (making false or misleading
communications about the practitioner or the practitioner’s
services by, inter aliz: advertising on The Trademark

‘Company’s website that trademark applications would be

prepared by an attorney when Respondent knew that
trademark applications were not prepared or reviewed by an
attorney prior to being filed with the USPTO);
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bb.

CC.

37 CF.R. §11.801(b) (failing to respond to lawful requests for
information and failing to cooperate with OED by inter alia: (i)
telling a witness not to talk to OED; (ii) falsely telling potential
witnesses that talking to OED could affect their trademark
rights; (iif) withholding the names of former employees for
months; and/or (iv) not providing OED with the documents
it sought (invoices, employment agreements, correspondence
about § 2(f) declarations, and/or a privilege log));

37 CFR. § 11.804(c) (engaging in conduct involving
dishonesty, fraud, deceit, or misrepresentation by, inter alia:
not informing clients who purchased trademark legal services
from The Trademark Company that their applications and
other trademark documents were not prepared or reviewed
by an attorney prior to being filed with the Office; engaging
in conduct involving dishonesty, fraud, deceit, or
misrepresentation by, inter alia: () not personally
electronically signing trademark applications and trademark
documents filed with the USPTO and, instead, directing or
allowing his employees to sign or forge his electronic
signature to the documents, thereby misleading the USPTO,
his clients, and the public into believing that Respondent had
actually signed the trademark application or trademark
document; and/or (ii) not affirmatively informing the
Trademark Examining Attorney that the actual signatory, the
employee, was not identified on the document; engaging in
conduct involving  dishonesty, fraud, deceit, or
misrepresentation by, inter alia: directing or allowing his
employees to sign or forge his name to § 2(f) declarations and
file the § 2(f) declarations with the Office, when (i) he knew
that the Trademark Examining Attorneys would rely on the
declarations when examining trademark applications and
issuing registrations, and/or (ii) he knew or should have
known his employees did not have adequate knowledge to
aver, “The mark has become distinctive of the goods/ services
through the applicant's substantially exclusive and
continuous use in commerce that the U.S. Congress may
lawfully regulate for at least the five years immediately before
the date of this statement;” engaging in conduct involving
dishonesty, fraud, deceit, or misrepresentation, by, inter alia:
(i) failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/or digitally altered images
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dd.

of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, (ii) failing to inform his clients that
their trademark registrations or applications were potentially
invalid and/or take timely and effective remedial action on
their behalf and/or offer or provide restitution to them,
and/or (iii) failing to inform the USPTO of the potentially
invalid applications and/or registrations that resulted from
the filing of false or fraudulent specimens or digitally altered
marks; engaging in conduct involving dishonesty, fraud,
deceit, or mistepresentation by, inter alin: (i) not informing
clients who purchased trademark legal services from The
Trademark Company that their applications and other
trademark documents were not prepared or reviewed by an
attorney prior to being filed with the Office; and/or (ii)
collecting fees from clients for trademark legal services that
were supposed to be performed by an attorney when their
applications and other trademark documents were not
prepared or reviewed by an attorney prior to being filed with
the Office; engaging in conduct involving dishonesty, fraud,
deceit, or misrepresentation by, infer alig, falsely telling
potential witnesses that talking to OED could affect their
trademark rights);

37 C.F.R. § 11.804(d) (engaging in conduct prejudicial to the
administration of justice by, infer alig: (i) directing or allowing
his employees to prepare, sign, and file trademark
applications, responses to Office Actions, and other
trademark documents; directing or allowing his employees to
provide legal advice and guidance to trademark applicants;
and/or directing or allowing his employees to communicate
with his clients about trademark search reports and opinions,
without his involvement or supervision; and/or (i) not
reviewing trademark applications and other trademark
documents (e.g., responses to Office Actions) prepared and
filed by his employees before they were filed with the Office;
engaging in conduct prejudicial to the administration of
justice by, inter alia: (i) failing to comply with the USPTO'’s
electronic signature rules by not personally electronically
signing trademark applications and trademark documents
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filed with the USPTO and, instead, directing or allowing his
employees to sign or forge his electronic signature to the
documents, which resulted in the validity of registered
trademarks being jeopardized and/or (ii) directing or
allowing his employees to sign or forge his electronic
signature to trademark applications and other trademark
documents knowing that the actual signatory, the employee,
was not identified on the documents contrary to
Respondent’s certifications under § 11.18; engaging in
conduct that is prejudicial to the administration of justice by,
inter alia: directing or allowing his employees to sign or forge
his name to § 2(f) declarations and file the § 2(f) declarations
with the Office, when (i) he knew that the Trademark
Examining Attorneys would rely on the declarations when
examining trademark applications and issuing registrations,
and/ or (ii) he knew or should have known his employees did
not have adequate knowledge to aver, “The mark has become
distinctive of the goods/services through the applicant's
substantially exclusive and continuous use in commerce that
the U.S. Congress may lawfully regulate for at least the five
years immediately before the date of this statement;” and/or
(iii) he knew that (a) the actual signatory, the employee, was
not identified on the document and (b) the actual signatory,
‘the employee, did not have the knowledge to support the
factual contentions found in the declaration; engaging in
conduct that is prejudicial to the administration of justice by,
inter alin: (1) failing to adequately supervise his employees or
adequately review their work, thus permitting them to create
false or fraudulent specimens and/ or digitally altered images
of marks that did not depict the actual mark as used in
commerce and file these specimens with the Office, and as a
result, in some cases, the USPTO issued trademark
registrations based on the false or fraudulent specimens or
digitally altered marks, putting the validity of the resulting
trademarks in jeopardy, and/or (ii) failing to inform the
USPTO of the potentially invalid applications and/or
registrations that resulted from the filing of false or
fraudulent specimens or digitally altered marks; engaging in
conduct prejudicial to the administration of justice by, inter
alia: (i) telling a witness not to talk to OED; (i) falsely telling
potential witnesses that talking to OED could affect their
trademark rights; (iii) withholding the names of former
employees for months; and/or (iv) not providing OED with
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ee.

the documents it sought (invoices, employment agreements,
correspondence about § 2(f) declarations, and/or a privilege

log));

37 C.ER. § 11.804(i) (engaging in any other conduct that
adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count I of the Complaint, to the extent that the conduct does
not otherwise violate another provision of the USPTO Rules
of Professional Conduct; engaging in any other conduct that
adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count II of the Complaint, to the extent that the conduct does
not otherwise violate another provision of the USPTO Rules
of Professtonal Conduct; engaging in any other conduct that
adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count III of the Complaint to the extent that his conduct does
not otherwise violate a provision of the USPTO Rules of
Professional Conduct; engaging in any other conduct that
adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count IV of the Complaint to the extent that his conduct does
not otherwise violate a provision of the USPTO Code of
Professional Responsibility; engaging in any other conduct
that adversely reflects on the practitioner’s fitness to practice
before the Office, by engaging in the conduct referenced in
Count V of the Complaint, to the extent that the conduct does
not otherwise violate another provision of the USPTO Rules
of Professional Conduct; other conduct that adversely reflects
on the practitioner’s fitness to practice before the Office, by
engaging in the acts and omissions described in Count VIII
above).

3. Without admitting that he violated any of the Disciplinary Rules of the USPTO
Code of Professional Responsibility and/or the Rules of Professional Conduct which are
the subject of the disciplinary complaint in Proceeding No. D2016-20, he acknowledges
that, if and when he applies for reinstatement to practice before the USPTO in trademark

or other non-patent matters under 37 C.E.R. § 11.60, the OED Director will conclusively
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presume, for the limited purpose of determining the application for reinstatement, that
(a) the allegations regarding him in the complaint filed in Proceeding No. D2016-20 are
true and (b) he could not have successfully defended himself against such allegations.

4. He has fully read and understands 37 C.F.R. §§ 11.5(b), 11.27, 11.58,11.59, and
11.60, and is fully aware of the legal and factual consequences of consenting to exclusion
from practice before the USPTO in trademark and non-patent matters.

5. He consents to being excluded from practice before the USPTO in trademark
and non-patent matters.

Exclusion on Consent

Based on the foregoing, the USPTO Director has determined that Respondent’s

Affidavit For Consent Exclusion complies with the requirements of 37 C.F.R. § 11.27(a).

Accordingly, it is hereby ORDERED that:

1. Respondent’s Affidavit For Consent Exclusion shall be, and hereby is,
approved;
2. Respondent shall be, and hereby is, excluded on consent from practice

before the Office in trademark and non-patent matters commencing on the date of this
Final Order;

3. The OED Director shall electronically publish the Final Order at the Office
of Enrollment and Discipline’s electronic FOIA Reading Room, which is publicly

accessible at http:/ /e-foia.uspto.gov/Foia/ OEDReadingRoom.jsp;

4. The OED Director shall publish a notice in the Official Gazette that is

materially consistent with the following;:

20




Notice of Exclusion on Consent

This notice concerns Matthew H. Swyers of Vienna, Virginia, an
attorney licensed to practice law in the Commonwealth of Virginia
- and the District of Columbia and practicing before the United States
Patent and Trademark Office (“USPTO” or “Office) in trademark
matters, The Director of the USPTO has accepted Mr. Swyers’
affidavit for consent exclusion and ordered his exclusion on consent
from practice before the Office in trademark and non-patent matters,

Mr. Swyers voluntarily submitted his affidavit at a time when a
disciplinary complaint was pending against him. The complaint
alleged that Mr. Swyers, an experienced trademark lawyer and
former USPTO Trademark Examining Attorney, established The
Trademark Company, PLLC, and through that business
systematically permitted non-attorneys to practice trademark law
for him with little or no supervision. The complaint alleged that Mr,
Swyers, the sole attorney at the company, did not personally review
or sign thousands of trademark applications and related documents
(including statements of use, § 2(f) declarations, and responses to
Office actions) prepared by his non-lawyer employees and filed with
the USPTO, in violation of USPTO signature and certification rules
and despite assurances on the company website that trademark
applicants would be represented by a specialized attorney. Further,
the complaint alleged that, as a result of Mr. Swyers’ failure to
supervise his employees, multiple fraudulent or digitally
manipulated specimens of use were filed with the Office, which
potentially jeopardized the trademark applications of his clients. The
complaint also asserted that Mr. Swyers failed to deposit client funds
paid in advance into a client trust account and improperly split legal
fees with his non-practitioner employees. Finally, the complaint
alleged that Mr. Swyers failed to respond to lawful requests for
information or cooperate with the investigation conducted by the
Office of Enrollment and Discipline.

Mr. Swyers” affidavit acknowledged that the disciplinary complaint
tiled against him alleged that his conduct violated the following
provisions of the USPTO Code of Professional Responsibility, for
conduct prior to May 3, 2013: 37 C.IF.R, §§ 10.23(a) (engaging in
disreputable or gross misconduct); 10.23(b)(4) (engaging in conduct
involving dishonesty, fraud, deceit, or misrepresentation);
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10.23(b)(5) (engaging in conduct prejudicial to the administration of
justice); 10.23(a) and (b) via 10.23(c)(2)(ii) (knowingly giving false or
misleading information or knowingly participating in a material
way in giving false or misleading information to the USPTO or any
employee of the USPTO); 10.23(a) and (b} via 10.23(c)(15) (violating
the certifications made to the USPTO under 37 CFR. § 11.18);
10.31(a) (deceiving or misleading prospective applicants or other
persons having immediate or prospective business before the Office
by advertising with respect to prospective business before the
Office); 1047(a) and (c) (aiding a non-practitioner in the
unauthorized practice of law before the Office); 10.48 (sharing legal
tees with a non-practitioner);, 10.77(b} (handling a legal matter
without preparation adequate under the circumstances), 10.77(c)
(neglecting client matters); 10.84(a)(1) (intentionally failing to seek
the lawful objectives of a client); 10.84(a)(3) (intentionally
prejudicing or damaging the client during the course of a
professional relationship); 10.89(c)(6) (intentionally or habitually
violating any provision of the USPTO Code of Professional
Responsibility while appearing in a professional capacity before a
tribunal); 10.112(a) (failing to deposit legal fees paid in advance into
a separate client trust account); and 10.23(b)(6) (engaging in other
conduct that adversely reflects on the practitioner’s fitness to

practice before the Office).

Mr, Swyers’s affidavit also acknowledged that the disciplinary
complaint alleged that his conduct violated the following provisions
of the USPTO Rules of Professional Conduct, for conduct on or after
May 3, 2013: 37 CER. §§ 11.101 (failure to provide competent
representation); 11.104(a)(3) (failing to keep the clients reasonably
informed about the status of a matter); 11.115(a} (failing to hold
property of a client or third person that is in the lawyer's possession
in connection with a representation separate from the lawyer's own
property); 11.115(c) (failing to deposit into a client trust account legal
fees and expenses that have been paid in advance, to be withdrawn
by the practitioner only as fees are earned or expenses incurred);
11.303(a)(1) (knowingly making a false statement of fact to a tribunal
or failing to correct a false statement of material fact previously made
to the tribunal); 11.303(d) (failing, in an ex parte proceeding, toinform
the tribunal of all material facts known to the practitioner that will
enable the tribunal to make an informed decision, even if the facts
are adverse); 11.503(a) (failing to make reasonable efforts to ensure
that The Trademark Company had in effect measures giving
reasonable assurance that its employees’ conduct was compatible
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with Respondent’s professional obligations); 11.503(b) (failing to
make reasonable efforts to ensure that the conduct of The Trademark
Company employees over whom he had direct supervisory
authority was compatible with Respondent’s professional
obligations); 11.503(c) (ordering or ratifying the conduct of the
employees of The Trademark Company which would have been a
violation of the USPTO Rules of Professional Conduct had it been
committed by a practitioner, and/or failing to take remedial
measures once he learned of the conduct); 11.504(a) (sharing legal
fees with a non-practitioner); 11.505 (aiding in the unauthorized
practice of law before the USPTO);, 11.701 (making false or
misleading communications about the practitioner or the
practitioner’s services); 11.801(b) (failing to cooperate with the Office
of Enrollment and Discipline in an investigation); 11.804(c)
{engaging in conduct involving dishonesty, fraud, deceit or
misrepresentation); 11.804(d) (engaging in conduct that is prejudicial
to the administration of justice); and 11.804(i) (engaging in the acts
and omissions that adversely reflect on Respondent's fitness to
practice before the Office).

While Mr, Swyers did not admit to violating any of the Disciplinary
Rules of the USPTO Code of Professional Responsibility or the
USPTO Rules of Professional Conduct as alleged in the pending
disciplinary complaint, he acknowledged that, if and when he
applies for reinstatement, the OED Director will conclusively
presume, for the limited purpose of determining the application for
reinstatement, that (i) the allegations set forth in the OED
investigation against him are true, and (it) he could not have
successfully defended himself against such allegations.

This action is taken pursuant to the provisions of 35 US.C.
88 2(b)(2)(D) and 32, and 37 CE.R. §§ 11.27 and 11.59. Disciplinary
decisions involving practitioners are posted for public reading at the
Office of Enrollment and Discipline Reading Room, available at:
http:/ /go.usa.gov/x9rhe.

Respondent shall comply fully with 37 C.F.R. § 11.58; and
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6. Respondent shall comply fully with 37 CF.R. § 11.60 upon any request for

reinstatement.

% Ten 2017

Date

Deputy General Counsel for General Law
United States Patent and Trademark Office

on behalf of

Michelle K. Lee
Under Secretary of Commerce for Intellectual Property and
Director of the United States Patent and Trademark Office

cc

Director of the Office of Enrollment and Discipline
U.S. Patent and Trademark Office

Danny M. Howell

Robert Jackson Martin IV

Anne M. Sterba

Law Office of Danny M. Howell, PLLC
2010 Corporate Ridge, Suite 700

- Mclean, VA 22102

Counsel for Matthew H. Swiers
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