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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

____________________________________ 

TAURX THERAPEUTICS LTD.,  

Opposer, 

v. Opposition No. 91221124 

Application Serial No. 86/155,839 and 

86/155,840 

TAIRX, INC., Mark: TAIRX and Design  

Applicant.  

____________________________________ 

APPLICANT’S MOTION TO SUSPEND PENDING OUTCOME OF RELATED 

PROCEEDING OR MOTION FOR CONSOLIDATION IN THE ALTERNATIVE 

I. Introduction

Applicant TaiRx, Inc. (“Applicant”) hereby submits this motion to suspend the pending 

opposition of Application Serial No. 86/155,839 and 86/155,840 under Opposition Proceeding 

No. 91221124 (“Opposition Proceeding”) pending the outcome of Cancellation Proceeding No. 

92066827 (“Cancellation Proceeding”). Alternatively, Applicant respectfully requests a 

consolidation of the two proceedings.  

Applicant filed the Cancellation Proceeding on September 6, 2017. The Petition for 

Cancellation is attached hereto as Exhibit 1. The Cancellation Proceeding instituted on 

September 8, 2017 and the deadline for submitting an answer is October 18, 2017. In the 

Opposition Proceeding, Opposer’s pretrial disclosures were due and submitted on September 8, 

2017. Applicant sought consent for consolidation of the two proceedings from Opposer but 

Opposer declined to consent to the consolidation of the two proceedings. Applicant also provided 
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an offer for an extension of time to the Opposition Proceeding to allow for consideration of the 

consolidation but Opposer declined to consent to an extension of time. 

II. Motion to Suspend 

Applicant requests a suspension of the Opposition Proceeding pending the outcome of the 

Cancellation Proceeding. Pursuant to 37 CFR § 2.117(a), the Board may suspend a proceeding 

pending the final determination of another Board proceeding in which the parties are involved. 

See The Tamarkin Co. v. Seaway Food Town Inc., 34 USPQ2d 1587, 1592 (TTAB 1995) 

(suspended pending outcome of ex parte prosecution of opposer’s application). The Cancellation 

Proceeding has a direct bearing on the Opposition Proceeding and therefore the Opposition 

Proceeding should be suspended pending outcome of the Cancellation Proceeding. 

The Cancellation Proceeding has a direct bearing on the Opposition Proceeding. First, the 

Cancellation Proceeding involves the same parties. Second, the Cancellation Proceeding involves 

the same trademark applications and registration that are pertinent in the Opposition Proceeding. 

Third, this proceeding hinges on the outcome of the Cancellation Proceeding. In this proceeding 

Applicant argued in a counter motion for summary judgment that Opposer lacked standing due to 

the contention that Opposer’s trademark registration no. 3,658,141 has been abandoned. In the 

Cancellation Proceeding Applicant is seeking to cancel Opposer’s trademark registration no. 

3,658,141 on the basis that Opposer has abandoned the registration. See Exhibit A. Thus the 

outcome of the Cancellation Proceeding has a direct bearing on Applicant’s defense in the 

Opposition Proceeding. A judgment in the Cancellation Proceeding in Applicant’s favor thus 

could have a direct bearing on the issue of standing in the Opposition Proceeding. In addition, a 

judgment in favor of Applicant in the Cancellation Proceeding has a direct bearing on who has 

priority over use of the marks at issue in Opposer’s Count I for Likelihood of Confusion in 
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Opposer’s Amended Consolidated Notice of Opposition. If Opposer’s registration number 

3,658,141 has been deemed cancelled then Opposer cannot rely on the date of filing of the 

application for priority purposes in the Opposition Proceeding.  

In addition, Applicant had not filed a counterclaim in the Opposition Proceeding. 

However, Applicant’s Petition to Cancel Opposer’s trademark registration no. 3,658,141 is 

practically Applicant’s counterclaim in the Opposition Proceeding. Thus, even though the 

proceedings are at separate stages the Opposition Proceeding should be suspended so that the 

similar issues from the Opposition Proceeding and the Cancellation Proceeding can be decided at 

the same time. Thus, for the purposes of judicial economy and equity, Applicant requests that the 

Opposition Proceeding be suspended pending the outcome the Cancellation Proceeding. 

III. Motion to Consolidate 

In the alternative, should the Board decide not to suspend the Opposition Proceeding, 

Applicant respectfully requests that the Opposition Proceeding and the Cancellation Proceeding 

be consolidated together so that the related issues relevant to both cases can be decided 

simultaneously. 

Fed. R. Civ. P. 42(a), as made applicable by Trademark Rule 2.116(a), provides that 

when actions involving common questions of law and fact are pending before the Board, it may 

order all the actions consolidated. In determining whether to consolidate, the Board should weigh 

the savings in time, effort and expense that may be gained from consolidation against any 

prejudice or inconvenience that may be caused by consolidation. TBMP § 511. 

In the current matter, the Cancellation Proceeding and the Opposition Proceeding involve 

the same parties and the same trademarks. In fact, Applicant’s Petition to Cancel is effectively a 

counterclaim in the Opposition Proceeding. See Prosper Business Development Corp. v. 
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International Business Machines, Corp., 113 USPQ2d 1148, 1149 (TTAB 2014) (Board ordered 

consolidation of opposition and cancellation proceedings because cancellation was "effectively a 

compulsory counterclaim"). Furthermore, consolidating the cases will serve judicial economy as 

the Board may decide all issues at one time. Although the trial period has started in the 

Opposition Proceeding, Applicant’s claims in the Petition to Cancel would naturally fall into 

Applicant’s trial period which has yet to start and does not end until December 22, 2017. 

Furthermore, Opposer would not be prejudiced by the consolidation of the matters as Applicant 

has stated that Opposer’s registration has been abandoned in its affirmative defenses in its 

Answer to the Amended Consolidated Notice of Opposition in the Opposition Proceeding. The 

filing of the Petition to Cancel, and the entire Cancellation Proceeding, are thus natural 

extensions of Applicant’s affirmative defenses.  

For these reasons the savings in time, effort, and expense outweigh any prejudice or 

inconvenience which would be caused by the consolidation of the cases. Therefore, Applicant 

requests that the Cancellation Proceeding and the Opposition Proceeding be consolidated. 

IV. Conclusion 

In conclusion, Applicant requests that the Opposition Proceeding be suspended pending 

the outcome of the Cancellation Proceeding. In the alternative, Applicant requests that the 

Opposition Proceeding and the Cancellation Proceeding be consolidated. 

 

__9/8/17________     By:____/Kevin Keener/________________ 

Date        Kevin J. Keener 

        Attorney for Applicant 

        Keener & Associates, P.C. 

        161 North Clark Street 

        Suite 1600 

        Chicago, IL 60601 

        (312) 523-2164 
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CERTIFICATE OF SERVICE 

 

I hereby certify that a true and complete copy of the foregoing APPLICANT’S MOTION TO 

SUSPEND PENDING OUTCOME OF RELATED PROCEEDING OR MOTION FOR 

CONSOLIDATION IN THE ALTERNATIVE, including all exhibits, has been served on 

Opposer 

 

JASON KORANSKY 

PATTISHALL MCAULIFFE NEWBURY HILLIARD & GERALDSON 

200 S WACKER DR, SUITE 2900  

CHICAGO, IL 60606 

UNITED STATES 

tc@pattishall.com, jmk@pattishall.com, docket@pattishall.com 

 

by emailing electronic copies on September 8, 2017 to the addresses listed above. 

 

/Kevin Keener/_____________ 

       Kevin J. Keener 

       Attorney for Applicant 

       Keener & Associates, P.C. 

       161 North Clark Street 

       Suite 1600 

       Chicago, IL 60601 

       (312) 523-2164 

 

 

 

 

 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the matter of: 

Registration No. 3,658,141 

Filing Date:  August 16, 2007 

Mark:   TauRx 

____________________________________ 

)

)

TaiRx, Inc. )

) Cancellation No. 

Petitioner, )

)

v. )

)

)

TauRx Therapeutics Ltd. )

)

Registrant.  ) 

____________________________________) 

PETITION FOR CANCELLATION 

Petitioner TaiRx, Inc. ("Petitioner"), a corporation located at San-Chung Rd. Nankang 

Business Park, Taipei, Taiwan 11560, believe they will be damaged by the continued registration 

of the mark shown in Trademark Registration No. 3,658,141, for the mark TauRx owned by 

Registrant TauRx Therapeutics Ltd., a company located at 25 Bukit Batok Crescent, The Elitist 

#06-13 Singapore 658066 ("Registrant") and hereby seeks to cancel that registered mark, alleging 

as grounds for its cancellation: 

1. Petitioner will be damaged by the continued registration of the TauRx Registration because

Petitioners currently own U.S. Application No. 86/155,840 for the mark TaiRx (with

design) in International Class 042, for “Bacteriological research; Biological research;

Chemical analysis; Chemical research; Conducting clinical trials for others; Consulting

EXHIBIT 1



services in the field of industrial engineering; Cosmetics research; Food safety testing and 

consultation related thereto; Laboratory research services relating to pharmaceuticals; 

Medical laboratory services; Pharmaceutical research and development; Product quality 

testing; Product research and development; Providing medical testing services and 

information in the field of cancer research and disease classification; Quality control for 

others; Rental of laboratory apparatus and instruments; Research and development of new 

products; Research and development of new products for others.”  

2. Petitioners will be damaged by the continued registration of the TauRx Registration 

because Petitioners currently own U.S. Application No. 86/155,839 for the mark TaiRx 

(with design) in International Class 005, for “Agricultural biopesticides; Biological 

preparations for the treatment of tumors and cancers; Chemical preparations for 

pharmaceutical or medical purposes, namely, for treatment of tumors and cancers; 

Chemical preparations for sanitary use; Clinical medical reagents; Diagnostic preparations 

for medical purposes; Diagnostic preparations for medical purposes for detecting the 

presence of malignant, inflammatory and autoimmune disorders and conditions and tissue 

trauma in humans; Dietary and nutritional supplements; Dietary food supplements; Dietary 

supplements; Dietetic foods, namely, pasta, crackers, rice and bread adapted for medical 

use; Food supplements; Food supplements for humans, teenagers, and dogs, and food 

supplements for treating nausea and treating fatigue; Health food supplements; Herbal 

supplements; Medicinal herbal preparations; Medicinal herbs; Natural herbal supplements; 

Nutritional supplements; Pharmaceutical preparations for animal skincare; Vitamin 

supplements.” 

 



Abandonment 

3. The parties are engaged in a related proceeding where Registrant is opposing Petitioner’s 

trademark applications for TaiRx (with design). The related proceeding is currently 

pending under opposition proceeding number 91221124 (“related proceeding”). 

4. During discovery of the related proceeding Registrant admitted that it had not yet used the 

TAURX mark in commerce in the United States. A true and accurate copy of Registrant’s 

answers to the Requests for Admission is attached as Exhibit A.  

5. The TauRx registration issued on July 21, 2009. 

6. Since the date of registration, Registrant has failed use the TauRx mark in commerce in the 

United States.  

7. Since the date of registration, Registrant has failed to use the TauRx mark in commerce in 

the United States for at least three consecutive years. 

8. Registrant has no intention to resume use of the TauRx mark in connection with the goods 

and services listed in the TauRx registration in commerce in the United States. 

9. Under 15 U.S.C. § 1127, nonuse for three consecutive years is prima facie evidence of 

abandonment. 

10. Registrant abandoned the TauRx registration. 

11. Registrant filed a declaration of excusable nonuse of the mark in commerce under Section 

71 on July 21, 2015.  

12. Section 71 requires a showing that the nonuse is due to special circumstances which excuse 

such nonuse and is not due to any intention to abandon the mark. 

13. Registrant’s Section 71 affidavit of nonuse failed to show that the nonuse of the goods was 

due to special circumstances beyond the control of Registrant. 



14. Registrant’s Section 71 affidavit of nonuse failed to show that the nonuse of the goods was 

not due to any intention to abandon the TauRx mark. 

15. Registrant’s Section 71 affidavit was insufficient because the TauRx mark had already 

been abandoned due to nonuse of the mark in commerce for three consecutive years. 

16. Registrant’s Section 71 affidavit was insufficient because the nonuse was more than a 

temporary interruption in the use of the mark due to circumstances beyond the control of 

the Registrant. 

17. The TauRx registration should be cancelled because TauRx has abandoned use of the 

TauRx mark and has no intent to resume use of the TauRx mark. 

Genericness 

18. Registrant is not entitled to exclusive use of the term “TauRx” in relation to the goods and 

services listed in the TauRx registration. 

19. The term “Tau” refers to a protein found in the brain. Studies show that variations in the 

tau protein may be responsible for Alzheimer’s disease. 

20. The term “Rx” is a known abbreviation for the word “prescription.” 

21. The term “TauRx” has the meaning of a prescription medicine for the treatment of tau 

protein in the brain. 

22. Registrant stated in its Section 71 declaration on July 21, 2015 that its pharmaceutical 

products are in clinical trials for the treatment of Alzheimer’s disease and dementia. 

23.  The general public would not understand that the goods and services of the TauRx 

registration offered in connection with the term TauRx would refer to Registrant. 

24. The term “TauRx” is necessary to accurately describe prescription medicine that is used to 

treat tau protein in the brain. 



25. Third parties have the right to use the term “TauRx” in connection with the goods and 

services listed in the TauRx registration. 

26. If Registrant is allowed to continue to maintain its registration for TauRx, Registrant would 

be able to improperly obstruct the usage of these generic terms by third parties. 

27. The relevant purchasing public would understand the term TauRx to refer to the genus, or 

category, of goods and services listed in the TauRx registration. 

28. The term “TauRx’ is incapable of serving as a source identifier when applied to the goods 

and services listed in the TauRx registration. 

29. The term “TauRx” is generic when applied to the goods and services listed in the TauRx 

registration. 

30. If the Registrant is permitted to retain the registration sought to be cancelled, a cloud will 

be placed on Petitioner’s title in and to the trademark TaiRx and on its right to enjoy the 

free and exclusive use thereof in connection with the sale of its goods and services, all to 

the great injury and detriment of the Petitioner. 

WHEREFORE, Petitioner, by and through their attorneys, believing they are damaged by 

Trademark Registration No. 3,658,141, respectfully requests that this Petition be granted and that 

Trademark Registration No. 3,658,141 for TauRx be cancelled. 

 

__9/6/17________     By:____/Kevin Keener/________________ 

Date        Kevin J. Keener 

        Attorney for Applicant 

        Keener & Associates, P.C. 

        161 North Clark Street 

        Suite 1600 

        Chicago, IL 60601 

        (312) 523-2164 

 

 

 



CERTIFICATE OF SERVICE 

 

I hereby certify that a true and complete copy of the foregoing PETITION TO CANCEL, 

including all exhibits, has been served on Registrant 

 

JASON KORANSKY 

PATTISHALL MCAULIFFE NEWBURY HILLIARD & GERALDSON 

200 S WACKER DR, SUITE 2900  

CHICAGO, IL 60606 

UNITED STATES 

tc@pattishall.com, jmk@pattishall.com, docket@pattishall.com 

 

by emailing electronic copies on September 6, 2017 to the addresses listed above. 

 

/Kevin Keener/_____________ 

       Kevin J. Keener 

       Attorney for Applicant 

       Keener & Associates, P.C. 

       161 North Clark Street 

       Suite 1600 

       Chicago, IL 60601 

       (312) 523-2164 

 

 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

In re Application Serial Nos. 86/155,839 and 86/155,840 — TAIRX and Design 

Published in the Official Gazette on November 18, 2014 

TauRx Therapeutics Ltd., ) 

) 

Opposer, ) 

) 

v. ) Opposition No. 91221124 

) 

TaiRx, Inc., ) 

) 

Applicant. ) 

OPPOSER’S RESPONSE TO APPLICANT’S 

FIRST SET OF INTERROGATORIES 

In accordance with Rule 33 of the Federal Rules of Civil Procedure and 37 C.F.R. § 

2.120, Opposer responds to Applicant’s First Set of Interrogatories as set forth below, subject to 

its general and specific objections. 

GENERAL OBJECTIONS 

1. Opposer objects to Applicant’s “Definitions” and to each Interrogatory to the

extent they are inconsistent with or attempt to impose obligations beyond those imposed by the 

Federal Rules of Civil Procedure or the Trademark Trial and Appeal Board’s rules and 

regulations. 

2. Opposer objects to Applicant’s “Definitions” to the extent they purport to alter the

plain meaning and/or scope of any specific Interrogatory. 

3. By submitting these responses, Opposer do not in any way accept Applicant’s

purported definitions of words and phrases contained in this discovery set. 

Exhibit A



 

 

4. Opposer objects to each and every Interrogatory to the extent it seeks 

identification of trial preparation materials or consulting experts retained by Opposer, or the 

disclosure of facts known to or held by consulting experts. 

5. Opposer objects to each and every Interrogatory to the extent it seeks Opposer, in 

advance of trial, to specify in detail the evidence it intends to present, or identify the witnesses it 

intends to call. 

6. Opposer objects to each and every Interrogatory to the extent it seeks information 

protected from discovery by the attorney-client privilege, the work-product doctrine and/or any 

other applicable privilege, immunity, or doctrine. Nothing contained in these responses is 

intended to be, or in any way constitutes, a waiver of any such privilege, immunity, or doctrine. 

7. Opposer objects to each and every Interrogatory to the extent it seeks information 

that is already in Applicant’s possession, custody, or control, or that is otherwise publicly 

available to Applicant. 

8. Opposer objects to each and every Interrogatory to the extent it seeks information 

related to activities outside of the United States.  

9. Opposer objects to each and every Interrogatory to the extent it is vague, 

ambiguous, unintelligible, duplicative, overly broad, unduly burdensome, or seeks information 

that is neither relevant to the claims or defenses of either party in this action nor reasonably 

calculated to lead to the discovery of admissible evidence. 

10. Opposer has not yet completed its investigation of the facts related to this 

opposition. Consequently, all of the responses contained herein are based only on such 

information and documentation that is presently available to Opposer. It is anticipated that 

further investigation, research, and analysis will supply additional facts, add meaning to known 



 

 

facts, and perhaps establish entirely new factual conclusions, all of which may in turn lead to 

substantial additions or changes to these responses. Accordingly, Opposer reserves the right to 

amend these responses, and to offer related evidence as additional facts are ascertained, analyses 

are made, research is completed, and contentions become apparent. Opposer will supplement 

these responses pursuant to Fed. R. Civ. P. 26(e). 

RESPONSES 

 INTERROGATORY NO. 1

State in detail the nature of the business, operations, and activities conducted by 

Opposer. 

Answer: Opposer specifically objects to this Interrogatory on the grounds that the term 

“activities” is vague and ambiguous.  

Subject to its general and specific objections, Opposer states that it is a company 

involved in the research, development, marketing, promotion, and sale of pharmaceutical 

products, including those relating to the diagnosis, treatment, and cure of neurodegenerative 

diseases caused through protein aggregation. Opposer further states that it will produce 

documents in accordance with Fed. R. Civ. P. 33(d) from which Applicant can derive an answer 

to this Interrogatory. 

 INTERROGATORY NO. 2

Identify each person who has knowledge of Opposer’s selection and adoption of 

Opposer’s Mark and who has knowledge of how it is intended to be used. To the 

extent this interrogatory identifies more than ten (10) persons, limit the response 

to only those persons who possess the most knowledge. 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it is overly broad 

and unduly burdensome to the extent that it seeks the identity of up to 10 people.  



 

 

Subject to its general and specific objections, Opposer incorporates by reference its Initial 

Disclosures served on Applicant on August 18, 2015, which identify the individuals most 

knowledgeable of Opposer’s selection and adoption of its Mark and intended use of its Mark.  

 INTERROGATORY NO. 3

Describe in detail all goods and services formerly and currently being offered by 

Opposer in conjunction with Opposer’s Mark and identify the dates on which 

Opposer first began such use(s) and the geographic areas in which such use 

occurred. 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it is overly broad 

and unduly burdensome to the extent that it seeks information relating to “all goods and 

services.” Opposer also specifically objects to this Interrogatory on the ground that it seeks 

information unrelated to Opposer’s use of its Mark in the United States.  

Subject to its general and specific objections, Opposer states that it has not offered any 

goods or services in conjunction with its Mark in the United States. 

 INTERROGATORY NO. 4

Describe any periods since Opposer’s alleged date of first use, as set forth in the 

preceding paragraph, during which oppose did not make use of Opposer’s mark. 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it is overly broad 

and unduly burdensome to the extent that it seeks information relating to “all goods and 

services,” as set forth in the referenced Interrogatory No. 3. Opposer also specifically objects to 

this Interrogatory on the ground that it seeks information unrelated to Opposer’s use of its Mark 

in the United States. Opposer further objects to this Interrogatory as vague and ambiguous, as the 

term “as set forth in the preceding paragraph” does not necessarily refer to the preceding 

Interrogatory No. 3.  

Subject to its general and specific objections, Opposer states that it has not offered any 

goods or services in conjunction with its Mark in the United States. 



 

 

 INTERROGATORY NO. 5

With respect to each good and/or service identified in your response to 

Interrogatory No. 3, state the annual sales in units and dollars from the date of 

first use of each such good and/or service. 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it is overly broad 

and unduly burdensome to the extent that it seeks information relating to “all goods and 

services,” as set forth in the referenced Interrogatory No. 3. Opposer also specifically objects to 

this Interrogatory as seeking information unrelated to Opposer’s use of its Mark in the United 

States.  

Subject to its general and specific objections, Opposer states that it has not sold any 

goods or services in conjunction with its Mark in the United States. 

 INTERROGATORY NO. 6

With respect to each good and/or service identified in your response to 

Interrogatory No. 3, describe in detail the manner in which Opposer’s Mark is 

promoted in the United States, including but not limited to the media and mode of 

any marketing efforts as well as the geographic regions in which said promotions 

are conducted. 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it is overly broad 

and unduly burdensome to the extent that it seeks information relating to “all goods and 

services,” as set forth in the referenced Interrogatory No. 3. 

Subject to its general and specific objections, Opposer refers to its answer to 

Interrogatory No. 3 and states that it has not promoted Opposer’s Mark in the United States with 

respect to goods or services offered in the United States. 

 INTERROGATORY NO. 7

For each medium identified in the preceding interrogatory, state the annual 

expenditure for advertising and promotion since inception. 



 

 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it is overly broad 

and unduly burdensome to the extent that it seeks information relating to “all goods and 

services,” as set forth in the referenced Interrogatory No. 6.  Opposer also specifically objects to 

this Interrogatory as seeking information unrelated to Opposer’s use of its Mark in the United 

States. 

Subject to its general and specific objections, Opposer refers to its answer to 

Interrogatory No. 6 and states that it has no such annual expenditures.  

 INTERROGATORY NO. 8

Identify the person or persons who, from the date of Opposer’s claimed date of 

first use(s) of Opposer’s Mark to the present, have been responsible for the 

marketing and/or promotion of Opposer’s goods and services under Opposer’s 

Mark indicating the period during which each person was so responsible. 

Answer:  Opposer specifically objects to this Interrogatory on the ground that it seeks 

information unrelated to Opposer’s marketing, promotion or use of its Mark in the United States. 

Subject to its general and specific objections, Opposer incorporates by reference its 

answer to Interrogatory No. 3 and the Initial Disclosures served on Applicant on August 18, 

2015.    

 INTERROGATORY NO. 9

Identify all advertising agencies, public relations agencies or market research 

agencies that Opposer has used, participated with or cooperated with in 

advertising, marketing or promoting the goods/services identified in response to 

Interrogatory No. 3, and indicate the time period(s) during which such activities 

were conducted. 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it is overly broad 

and unduly burdensome to the extent that it seeks information relating to “all goods and 

services,” as set forth in the referenced Interrogatory No. 3.  Opposer further objects to this 



 

 

Interrogatory on the ground that it seeks information unrelated to Opposer’s advertising, 

marketing or promotion in the United States. 

Subject to its general and specific objections, Opposer states that it has not used any such 

agencies. 

 INTERROGATORY NO. 10

With respect to each good and/or service identified in your response to 

Interrogatory No. 3, describe in detail the channels of distribution by which the 

goods and/or services of Opposer under Opposer’s Mark reach or are expected to 

reach the ultimate user or consumer. 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it is overly broad 

and unduly burdensome to the extent that it seeks information relating to “all goods and 

services,” as set forth in the referenced Interrogatory No. 3.  Opposer further objects to this 

Interrogatory on the ground that it seeks information unrelated to Opposer’s use of its Mark in 

the United States. 

Subject to its general and specific objections, Opposer states that its goods and services 

would be distributed through channels associated with the pharmaceutical industry, including 

pharmaceutical companies, hospitals, physicians, physician groups, and pharmacies. 

 INTERROGATORY NO. 11

Identify any and all licensees of Opposer’s Mark, if any, and in so doing, describe 

each licensing arrangement and identify each product and/or service offered or 

sold by each licensee under Opposer’s Mark or similar designation. 

Answer:  Opposer specifically objects to this Interrogatory to the extent that it seeks information 

regarding Opposer’s licensing of its Mark outside of the United States. Subject to its general and 

specific objections, Opposer states that it has not licensed Opposer’s Mark to anyone in the 

United States. 



 

 

 INTERROGATORY NO. 12

Describe in detail any adversarial proceeding or challenge, if any, involving 

Opposer’s Mark, or any similar designation, before the Trademark Trial and 

Appeal Board, Bureau of Customs, Federal Trade Commission, or any court or 

tribunal, including but not limited to any challenge by cease and desist letter to 

Opposer’s Mark. 

Answer: Opposer specifically objects to this Interrogatory because the phrase “or any similar 

designation” is vague and ambiguous. Opposer also specifically objects to this Interrogatory to 

the extent that it seeks information relating to proceedings outside of the United States.  

Subject to its general and specific objections, Opposer states that it will produce 

documents in accordance with Fed. R. Civ. P. 33(d) from which Applicant can derive an answer 

to this Interrogatory. 

 INTERROGATORY NO. 13

Identify all persons who have knowledge concerning Opposer’s selection, 

adoption and/or use of Opposer’s Mark for any products and services. 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it is overly broad 

and unduly burdensome to the extent that it is seeks the identification of “all persons” for “any 

products and services.” Opposer also specifically objects to this Interrogatory on the ground that 

it is duplicative of Interrogatory No. 2.  

Subject to its general and specific objections, Opposer incorporates by reference its Initial 

Disclosures served on Applicant on August 18, 2015, which identifies the individuals most 

knowledgeable of Opposer’s selection, adoption, and/or use of its Mark. 

 INTERROGATORY NO. 14

Identify and describe any and all opinions relating to the Opposer’s Mark, 

including but not limited to Opposer’s use of Opposer’s mark vis-à-vis 

Applicant’s Mark. 



 

 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it seeks 

information subject to attorney-client privilege and/or the work product doctrine. Subject to its 

general and specific objections, Opposer states that no such non-privileged opinions exist. 

 INTERROGATORY NO. 15

Identify and describe any and all investigations, polls, studies, evaluations, 

analysis, tests, ratings, or surveys relating to Opposer’s Mark or Applicant’s 

Marks, including but not limited to Opposer’s use of Opposer’s Mark. 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it seeks 

information subject to attorney-client privilege and/or the work product doctrine.  

Subject to its general and specific objections, Opposer states that no such non-privileged 

investigations, polls, studies, evaluations, analysis, tests, ratings, or surveys exist. 

 INTERROGATORY NO. 16

Describe in detail Opposer’s awareness and knowledge of Applicant, Applicant’s 

business activities, Applicant’s Marks, and/or Applicant’s use or intended use of 

Applicant’s Marks, prior to as well as subsequent to Opposer’s use of Opposer’s 

Mark and filing of its federal trademark application, and in so doing, state the 

dates on which each person or persons gained such knowledge or awareness. 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it seeks 

information subject to attorney-client privilege and/or the work product doctrine. Opposer also 

objects to this Interrogatory to the extent it seeks information unrelated to Applicant’s and 

Opposer’s activities in the United States.  

Subject to its general and specific objections, Opposer states that it first became aware of 

Applicant’s intended use of its Marks in the United States after Applicant filed its applications 

for its Marks in the U.S.P.T.O. 



 

 

 INTERROGATORY NO. 17

Identify the intended and actual consumers of Opposer’s goods and/or services 

offered and/or sold under or in connection with Opposer’s Mark or similar 

designation. 

Answer: Opposer specifically objects to this Interrogatory because the phrase “similar 

designation” is vague and ambiguous.  Opposer also objects to this Interrogatory to the extent it 

seeks information related to consumers outside of the United States. 

Subject to its general and specific objections, Opposer states that the intended customers 

for its goods and services include (1) pharmaceutical companies with respect to which Opposer 

would enter development partnerships, (2) hospitals and other healthcare providers, and (3) 

people suffering from neurodegenerative diseases, including but not limited to dementia and 

Alzheimer’s Disease. Opposer further states that it will produce documents in accordance with 

Fed. R. Civ. P. 33(d) from which Applicant can derive an answer to this Interrogatory. 

 INTERROGATORY NO. 18

Identify and describe any instances of actual confusion or mistake with respect to 

the goods and/or services sold or offered by Opposer under Opposer’s  Mark and 

the goods and services intended to be offered by Applicant under Applicant’s 

Marks. 

Answer: Opposer specifically objects to this Interrogatory on the grounds that it is irrelevant  

and is unlikely to lead to the discovery of admissible evidence because Applicant does not 

appear to offer any goods or services under its Marks in the United States. 

Subject to its general and specific objections, Opposer states that it is not currently aware 

of any such instances of actual confusion. Opposer’s investigation, however, continues.  

 INTERROGATORY NO. 19

State in detail the factual and legal basis for the Opposer’s contention that 

“Applicant’s proposed use and registration of TAIRX and Design mark is likely 

to result in confusion, mistake, or deception with Opposer, its TAURX Mark, or 

the belief that Applicant or its identified goods and services intended to be or 



 

 

actually sold and offered under the TAIRX and Design mark are in some way 

connected with, licensed, or approved by Opposer, or that Applicant is a business 

partner of or otherwise affiliated with Opposer”. Notice of Opposition at pg. 5 ¶9. 

Answer: Opposer specifically objects to this Interrogatory on the ground that it seeks purely 

legal arguments. Opposer also specifically objects to this Interrogatory on the ground that it is 

premature because discovery is ongoing in this Opposition. 

Subject to its general and specific objections, Opposer states that Opposer’s TAURX 

Mark and Applicant’s proposed TAIRX and Design Mark are confusingly similar. Opposer 

further states that the goods and services associated with the parties’ respective marks are 

identical or closely related, as they both involve pharmaceuticals. In addition, the trade channels 

and consumers for Opposer’s and Applicant’s goods and services with their respective marks are 

the same or similar. Further, Opposer is developing medications for use by people with 

dementia, Alzheimer’s Disease, or other neurodegenerative diseases. These people could have 

diminished mental capacities to differentiate between medications, and should they have 

medications from both Opposer branded with the TAURX mark and the Applicant branded with 

the TAIRX mark, they may confuse one medication with the other, which could lead to 

potentially dangerous or catastrophic health consequences.  

 INTERROGATORY NO. 20

State in detail the factual and legal basis for the Opposer’s contention that 

“Accordingly, applicant’s registration of the TAIRX and Design mark would 

damage Opposer.” Notice of Opposition at pg. 5 ¶11. 

Answer: Opposer specifically objects to this Interrogatory on the ground that it seeks purely 

legal arguments. Opposer also specifically objects to this Interrogatory on the ground that it is 

premature because discovery is ongoing in this Opposition. 

Subject to its general and specific objections, Opposer states that “applicant’s registration 

of the TAIRX and Design mark would damage Opposer” because such registrations would 



 

 

provide Applicant federal rights for marks that are confusingly similar to Opposer’s TAURX 

Mark. 

 INTERROGATORY NO. 21

Identify each lay and expert witness Opposer expects to call to testify on its behalf 

in this matter, and state the subject matter of each such witness’s expected 

testimony, and identify each exhibit that Opposer intends to introduce or rely 

upon in connection with such witness. 

Answer: Opposer specifically objects to this Interrogatory on the ground that it is premature 

because the testimony period has not yet begun, and Opposer is not yet required to disclose each 

lay witness it intends to call to testify on its behalf in this matter. 

Subject to its general and specific objections, Opposer states that it will disclose its lay 

witnesses when required to do so by the Board’s scheduling order in this Opposition. Opposer 

further states that at this time it does not intend to call any expert witnesses to testify on its 

behalf in this Opposition.  

 INTERROGATORY NO. 22

Identify and describe all documents Opposer expects to use, introduce or rely 

upon at the time of trial in this matter. 

Answer: Opposer specifically objects to this Interrogatory on the ground that it is premature 

because fact discovery is still open in this matter and the testimony period has not yet begun. 

Opposer further objects to this Interrogatory on the grounds that it is overly broad and unduly 

burdensome to the extent that it asks Opposer to identify and describe “all documents.” 

 INTERROGATORY NO. 23

Identify all persons who were consulted or participated in the preparation of the 

answers to these interrogatories. 

Answer: Subject to its general objections, Opposer states that the following people were 

consulted or participated in the preparation of the answers to these interrogatories: Claude 



 

 

Wischik (Executive Chairman), Lawrence Wong (Company Secretary and Legal Counsel), 

Timothy Earle (Chief Business Officer and Chief Operating Officer), Charles Harrington (Chief 

Scientific Officer and Intellectual Property Officer), and John Cheung (CMC Logistics Project 

Manager). 

 INTERROGATORY NO. 24

Has the Opposer taken legal action against a third party other than the Applicant 

to police or enforce its alleged rights in Opposer’s Mark?  If so, please set forth, 

with particularity the following: 

1. The name and address of the party against whom the legal action was instituted; 

2. the date(s) during which the legal action transpired; 

3. a complete description of the legal action taken; 

4. if the legal action took place before the United States Patent & Trademark Office or any 

state or federal court or agency, the name of the entity in which it took place including 

the proceeding number assigned thereto; 

5. a complete description of the allegations included in the legal action; 

6. the result of the legal action. 

Answer:  Opposer objects to this Interrogatory to the extent it seeks information related to legal 

actions outside of the United States. Subject to its general and specific objections, Opposer states 

that it will produce documents in accordance with Fed. R. Civ. P. 33(d) from which Applicant 

can derive an answer to this Interrogatory. 



 

 

 INTERROGATORY NO. 25

Has a third-party ever taken legal action against the Opposer regarding the 

Opposer’s use of Opposer’s Mark? If so, please set forth, with particularity the 

following: 

1. The name and address of the party against whom the legal action was instituted; 

2. the date(s) during which the legal action transpired; 

3. a complete description of the legal action taken; 

4. if the legal action took place before the United States Patent & Trademark Office or 

any state or federal court or agency, the name of the entity in which it took place 

including the proceeding number assigned thereto; 

5. a complete description of the allegations included in the legal action; 

6. the result of the legal action. 

Answer: Opposer objects to this Interrogatory to the extent it seeks information related to legal 

actions outside of the United States. Subject to its general and specific objections, Opposer states 

that no third party has taken legal action against Opposer regarding Opposer’s use of its Mark in 

the United States. 
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