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By the Board:

The following motions are pending herein: (1) TauRx Therapeutics Ltd.’s
(“Opposer”) motion (filed March 2, 2017) for summary judgment on the ground that
Tai Rx, Inc. (“Applicant”) had no bona fide intent to use the mark in commerce when
it filed its involved applications; (2) Applicant’s motion (filed March 31, 2017) to reset
time to serve discovery responses or withdraw admissions; (3) Applicant’s cross-
motion (filed March 31, 2017) for summary judgment on the ground that Opposer
lacks standing to maintain this proceeding.

Background

In separate applications, Applicant seeks to register the mark TAIRX and design

C\Taiﬁx

in the following form , for goods in International Class 5 and services in



Opposition No. 91221124

International Class 42.! Opposer filed a consolidated notice of opposition to
registration of Applicant’s mark in both applications on the grounds of likelihood of
confusion with its previously used and registered mark TAURX in the following
stylized form, TauRx  for goods in International Classes 5, 9, 10, and 16 and services
in International Class 35, 42, and 44.2 Applicant, in its answer, denied the salient

allegations of the notice of opposition and asserted affirmative defenses.

! Application Serial Nos. 86155839 and 86155840, filed January 2, 2014, based on an
assertion of a bona fide intent to use the mark in commerce under Trademark Ace Section
1(b), 15 U.S.C. § 1051(b). The applications include statements that “[t]he mark consists of the
wording ‘TaiRx’ in gray letters, the dot above the letter 1’ is gold, a blue semicircular design
filled with gold and gray drop-like shapes appears adjacent to the wording” and that “[t]he
color(s) blue, gold and gray is/are claimed as a feature of the mark.”

The identified goods in International Class 5 in Application Serial No. 86155839 are
“Agricultural biopesticides; Biological preparations for the treatment of tumors and cancers;
Chemical preparations for pharmaceutical or medical purposes, namely, for treatment of
tumors and cancers; Chemical preparations for sanitary use; Clinical medical reagents;
Diagnostic preparations for medical purposes; Diagnostic preparations for medical purposes
for detecting the presence of malignant, inflammatory and autoimmune disorders and
conditions and tissue trauma in humans; Dietary and nutritional supplements; Dietary food
supplements; Dietary supplements; Dietetic foods, namely, pasta, crackers, rice and bread
adapted for medical use; Food supplements; Food supplements for humans, teenagers, and
dogs, and food supplements for treating nausea and treating fatigue; Health food
supplements; Herbal supplements; Medicinal herbal preparations; Medicinal herbs; Natural
herbal supplements; Nutritional supplements; Pharmaceutical preparations for animal
skincare; Vitamin supplements.”

The recited services in International Class 42 in Application Serial No. 86155840 are
“Bacteriological research; Biological research; Chemical analysis; Chemical research;
Conducting clinical trials for others; Consulting services in the field of industrial engineering;
Cosmetics research; Food safety testing and consultation related thereto; Laboratory
research services relating to pharmaceuticals; Medical laboratory services; Pharmaceutical
research and development; Product quality testing; Product research and development;
Providing medical testing services and information in the field of cancer research and disease
classification; Quality control for others; Rental of laboratory apparatus and instruments;
Research and development of new products; Research and development of new products for
others.”

2Registmtion No. 3658141, issued July 21, 2009, based on Trademark Act Section 66(a), 15
U.S.C. § 1141f(a). Section 71 affidavit accepted. The goods in International Class 5 are
“Pharmaceutical preparations for the treatment of diseases, illnesses and ailments in
humans and animals, namely, infectious and parasitic diseases, neoplasms, blood disorders,
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On December 30, 2016, Opposer filed a motion for leave to file an amended notice
of opposition to add a claim that Applicant lacked a bona fide intent to use the mark
in commerce when it filed its involved applications. The Board granted that motion
in a January 27, 2017 order. In its answer, Applicant denied the salient allegations
of the amended notice of opposition and provided additional information concerning
its intended defense of the opposition.

Motion to amend admissions granted

On January 3, 2017, during the pendency of the Opposer’s motion for leave to file
an amended notice of opposition and three days prior to the close of discovery under
the operative schedule set forth in the Board’s December 12, 2016 order (24

TTABVUE),3 Opposer served its first set of requests for admissions on Applicant’s

mental disorders, disorders of the nervous system and sensory, organs, musculoskeletal
system disorders, genitourinary system disorders, communicable diseases, neurological
diseases, and psychological conditions; chemical preparations for medical and
pharmaceutical purposes, namely, for the treatment of diseases, illnesses and ailments in
humans and animals, namely, infectious and parasitic diseases, neoplasms, blood disorders,
mental disorders, disorders of the nervous system and sensory, organs, musculoskeletal
system disorders, genitourinary system disorders, communicable diseases, neurological
diseases, and psychological conditions; diagnostic kits comprised of pharmaceutical and
chemical preparations for the treatment of diseases, illnesses, and ailments in humans and
animals, namely, infectious and parasitic diseases, neoplasms, blood disorders, mental
disorders, disorders of the nervous system and sensory, organs, musculoskeletal system
disorders, genitourinary system disorders, communicable diseases, neurological diseases,
and psychological conditions.” The services in International Class 42 are “scientific research
and development services for clinical development in the fields of drug development, clinical
trial design, patient recruitment, drug testing, clinical data management, data analysis,
statistical analysis, patient selection, clinical diagnosis and diagnostic testing.”

K Opposer served its requests for admission prior to January 14, 2017, when changes to the
Trademark Rules of Practice regarding when the timing of service of discovery requests
became effective. Accordingly, notwithstanding that responses to those requests were not due
until after the close of discovery, Applicant should have timely responded thereto.
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second and third sets of attorneys. 31 TTABVUE 58. The Board suspended
proceedings herein in a January 23, 2017 order (26 TTABVUE), as amended by a
January 25, 2017 order (27 TTABVUE), pending the Board’s decision on the motion
for leave to amend. Though not stated explicitly, the Board’s January 27, 2017 order
(28 TTABVUE) granting that motion as conceded and resuming proceedings herein
effectively reset Applicant’s time to respond to the requests for admission.
Accordingly, Applicant’s responses thereto were due by thirty days from the
resumption of proceedings, i.e., by February 26, 2017. Because February 26, 2017 was
a Sunday, Applicant could have timely served responses on Monday, February 27,
2017. See Trademark Rule 2.196. Applicant’s fourth set of attorneys entered an
appearance herein on February 23, 2017. 29 TTABVUE. Opposer filed its motion for
summary judgment (31 TTABVUE) relying in part on requests for admissions
deemed admitted under Fed. R. Civ. P. 36(b) on March 2, 2017, three days after the
last date on which Applicant could have timely responded to those requests for
admissions.

Under Fed. R. Civ. P. 36(a)(3), each of Opposer’s requests for admission stands
admitted because Applicant failed to timely serve written answers or objections
addressed to each request. See TBMP § 407.03. To avoid admissions resulting from a
failure to timely respond, applicant may either: (1) move to reopen its time to serve
responses to the outstanding admission requests because its failure to timely respond
was the result of excusable neglect under Fed. R. Civ. P. 6(b)(1)(B), or (2) move to

withdraw and amend its admissions pursuant to Fed. R. Civ. P. 36(b). TBMP Section
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525 (June 2017). Under Rule 36(b), the Board may permit withdrawal or amendment
of admissions where “the presentation of the merits of the action will be subserved
thereby and the party who obtained the admission fails to satisfy the court that
withdrawal or amendment will prejudice that party in maintaining the action or
defense on the merits.” The test for withdrawal or amendment of admissions is based
on two prongs: (1) whether the merits of the case will be subserved by allowing
withdrawal or amendment of the admissions, and (2) whether the nonmovant will be
prejudiced by allowing withdrawal or amendment of the effective admissions. See
Giersch v. Scripps Networks Inc., 85 USPQ2d 1306, 1307-09 (TTAB 2007).

With respect to the first prong of the test, we find that the merits of the action will
be subserved by allowing withdrawal of the admissions which resulted from
Applicant's failure to timely respond. Concurrently with its motion to amend,
Applicant served responses to Opposer’s requests in which all but four of the 174
previously admitted facts are denied, thereby demonstrating that most of the
admitted matters are in fact disputed. See id. at 1308-09.

Regarding the second prong, the test is whether the propounding party is now any
less able to obtain the evidence required to prove the matter which was admitted than
it would have been at the time the admission was made. Rabil v. Swafford, 128 F.R.D.
1, 2 (D.D.C. 1989). We find that Opposer will not be prejudiced by allowing the
withdrawal of Applicant’s effective admissions. Because responses to the requests for
admissions were not due until after the close of the discovery period, Opposer could

not have relied upon those admissions in its decisions regarding further discovery
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herein. Opposer has otherwise pointed to no special difficulties it may face as a result
of allowing Applicant to amend its admissions. While the Board recognizes that
Opposer relied on the admissions in deciding to prepare and file its motion for
summary judgment, such reliance does not rise to the level of “prejudice” as
contemplated by Rule 36(b).4 See FDIC v. Prusia, 18 F.3d 637, 640 (8th Cir. 1994)
(having to convince a trier of fact of the truth of a matter erroneously admitted does
not constitute prejudice; “preparing a summary judgment motion in reliance upon an
erroneous admission does not constitute prejudice”).

Based on the foregoing, we find that it is appropriate to exercise our discretion
pursuant to Rule 36(b) and hereby grant Applicant's motion to withdraw its effective
admissions.5 Accordingly, Applicant’s effective admissions stand withdrawn and are
replaced by the responses to the requests for admission that were filed as an exhibit

to 1ts motion to amend its admissions.6

* As noted supra, Opposer served its requests for admissions in the waning days of the
discovery period so that responses thereto were not due until after the close of the discovery
period. We therefore find that reopening the discovery period to permit Opposer to take
follow-up discovery based on the withdrawn admissions is unwarranted. Cf. Giersch v.
Scripps Networks Inc., supra.

® Because we have allowed Applicant to amend its admissions under Rule 36(b), we decline
to reach whether Applicant’s failure to timely respond to the requests for admission was the
result of excusable neglect.

% In Applicant’s responses to Opposer’s requests for admissions, Applicant admits only
request nos. 1-4 and denies request nos. 5-174. 33 TTABVUE 9-16. As a result of those
admissions, Applicant admits that documents that it produced in response to Opposer’s
document requests and otherwise in this proceeding “are true and correct copies of the
genuine original documents for purposes of admission into evidence during the testimony
period in this opposition proceeding.” 31 TTABVUE 39-40. An admission in response to a
request for admission “conclusively establishe[s]” the matter that is subject of that request.
Fed. R. Civ. P. 36(b). “However, a denial in response to a request for admission is merely a
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Motions for summary judgment in general

We turn now to the parties’ cross-motions for summary judgment. Summary
judgment is an appropriate method of disposing of cases in which there are no
genuine disputes as to material facts, thus leaving the case to be resolved as a matter
of law. See Fed. R. Civ. P. 56(c). In deciding motions for summary judgment, the Board
must follow the well-established principles that all evidence must be viewed in a light
favorable to the non-movant, and all justifiable inferences must be drawn in the
nonmovant's favor. The Board may not resolve disputes of material fact; it may only
ascertain whether such disputes are present. See Lloyd's Food Products Inc. v. Eli's
Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993); Opryland USA Inc. v. Great
American Music Show Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992); Olde
Tyme Foods Inc. v. Roundy's Inc., 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir. 1992).
The fact that both parties have moved for summary judgment does not necessarily
mean that no genuine disputes of material fact remain. See Leatherwood Scopes Int’l
Inc. v. Leatherwood, 63 USPQ2d 1699, 1703 (TTAB 2002).
Applicant’s cross-motion for summary judgment denied

We first address Applicant’s cross-motion on the ground that Opposer lacks
standing to maintain this proceeding. Applicant contends that Opposer’s standing is
based entirely upon its pleaded Registration No. 3658141, which was obtained under

Trademark Act Section 66(a), 15 U.S.C. § 1141f(a), which was issued on July 21, 2009,

refusal to stipulate to certain matter.” Sinclair Oil Corp. v. Kendrick, 85 USPQ2d 1032, 1037
n.8 (TTAB 2007).
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and that Opposer has abandoned its registered mark in view of its alleged nonuse
thereof at any time since such issuance. Accordingly, Applicant contends that there
1s no genuine dispute that Opposer lacks standing to maintain this proceeding and
that dismissal of this opposition is therefore warranted.

Applicant’s cross-motion i1s not well-taken. Applicant asserts that Opposer cannot
properly rely on its registration because Opposer abandoned the registered mark by
failing to use that mark in commerce since the issuance of that registration eight
years ago. However, that assertion is not properly before the Board because Applicant
has not asserted a counterclaim for cancellation of the registration.” See Trademark
Rules 2.106(b)(3) and 2.114(b)(3); TBMP § 313. Opposer can rely solely upon its
ownership of the pleaded registration to establish its standing to oppose Applicant’s
involved mark. See Cunningham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842,
1844 (Fed. Cir. 2000); Wise F&I, LLC v. Allstate Ins. Co., 120 USPQ2d 1103, 1107
(TTAB 2016). Opposer need not have used the pleaded mark in commerce to have
standing herein. See Fiat Group Automobiles S.p.A. v. ISM Inc., 94 USPQ2d 1111,
1112 (TTAB 2010) (standing based on filing of Section 66(a) application and

provisional refusal of that application based on prior pending applications, including

! Applicant argues in its reply brief that, even if Opposer has standing, Opposer cannot
prevail on its Section 2(d) claim because Opposer cannot prove priority of use. A plaintiff in
a Board proceeding can rely upon either a valid and subsisting registration or prior use in
support of a likelihood of confusion claim. See Trademark Act Section 2(d), 15 U.S.C. §
1052(d); King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110
(CCPA 1974). Opposer would need to establish prior use herein only if its pleaded registration
were the subject of a counterclaim. See Massey Junior Coll., Inc. v. Fashion Inst. of Tech., 492
F.2d 1399, 181 USPQ 272, 275 n.6 (CCPA 1974) (“prior use need not be shown by a plaintiff
relying on a registered mark unless the defendant counterclaims for cancellation”); Cent.
Garden & Pet Co. v. Doskocil Mfg. Co., 108 USPQ2d 1134, 1139 (TTAB 2013).
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the applicant’s involved application). Based on the foregoing, Applicant’s cross-
motion for summary judgment is denied.

Opposer, as an exhibit to both the original and amended notices of opposition,
submitted a current copy of information from the USPTO’s Trademark Status and
Document Retrieval database (“T'SDR”) showing the current status and title of
Opposer’s pleaded Registration No. 3658141. 24 TTABVUE 18-23; 1 TTABVUE 12-
15. In view of such submission, that registration is “received in evidence and made
part of the record” herein. Trademark Rule 2.122(d)(1). However, Opposer did not
expressly seek entry of summary judgment on the issue of standing. Moreover,
standing must subsist through trial. See Blackhorse v. Pro Football Inc., 98 USPQ2d
1633, 1637 (TTAB 2011) (“Petitioners must prove standing as part of their case.”).
Accordingly, we decline to enter partial summary judgment in favor of Opposer, as
the non-movant, on this issue. See TBMP § 528.08.

Opposer’s motion for summary judgment denied

We turn next to Opposer’s motion for summary judgment. For the Board to grant
that motion, Opposer must establish that there is no genuine dispute as to any
material fact on its claim that Applicant lacked a bona fide intent to use the mark in
commerce when it filed its involved application. Trademark Act Section 1(b), 15
U.S.C. § 1051(b), states that “a person who has a bona fide intention, under
circumstances showing the good faith of such person, to use a trademark in
commerce” may apply for registration of the mark. An applicant’s bona fide intent to

use a mark must reflect an intention that is firm, though it may be contingent on the
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outcome of an event (that is, market research or product testing) and must reflect an
Iintention to use the mark “in the ordinary course of trade, ... and not ... merely to
reserve a right in a mark.” Commodore Elecs. Ltd. v. CBM Kabushiki Kaisha, 26
USPQ2d 1503 (TTAB 1993) (quoting Trademark Act Section 45, 15 U.S.C. § 1127,
and citing Senate Judiciary Comm. Rep. on S. 1883, S. Rep. No. 515, 100th Cong., 2d
Sess. 24-25 (1988)).

“The bar for showing a bona fide intent is not high.” M.Z. Berger & Co. v. Swatch
AG, 787 F.3d 368, 114 USPQ2d 1892, 1899 (Fed. Cir. 2015). Moreover, as a general
rule, the factual question of intent is unsuited to disposition on summary judgment.
See Copelands’ Enters., Inc. v. CNV, Inc., 945 F.2d 1563, 20 USPQ2d 1295 (Fed. Cir.
1991). Nonetheless, the Board has held that where there is no evidence of an
applicant’s bona fide intent to use the mark at issue on the claimed goods or services,
entry of summary judgment on a claim that the applicant had no bona fide intent to
use the mark in commerce when he filed his involved application may be warranted.
See Honda Motor Co. v. Winkelmann, 90 USPQ2d 1660 (TTAB 2009).

An absence of any documentary evidence on the part of an applicant regarding its
bona fide intent to use a mark in commerce 1s sufficient to prove that an applicant
lacks a bona fide intent to use its mark in commerce, unless other facts are presented
which adequately explain or outweigh the applicant’s failure to provide such
documentary evidence. Swatch AG (Swatch SA) (Swatch Ltd.) v. M. Z. Berger & Co.,

108 USPQ2d 1463, 1471-72 (TTAB 2013), affd, M.Z. Berger & Co., 114 USPQ2d 1892;

see also Commodore Elecs., 26 USPQ2d at 1507. If an opposer satisfies its initial

10
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burden of showing the absence of documentary evidence regarding an applicant’s
bona fide intention to use the mark, the burden of production shifts to the applicant
to come forward with evidence adequately explaining or outweighing the failure to
provide such documentary evidence. Swatch AG, 108 USPQ2d at 1472; see also
Commodore Elecs., 26 USPQ2d at 1507 n.11. An applicant’s capacity to market and/or
manufacture the identified goods is evidence that weighs against a finding that an
applicant lacked bona fide intent to use. See Wet Seal, Inc., 82 USPQ2d at 1643.

In determining the sufficiency of documentary evidence demonstrating bona fide
intent, the Board has held that the Trademark Act does not expressly impose “any
specific requirement as to the contemporaneousness of an applicant's documentary
evidence corroborating its claim of bona fide intention. Rather, the focus is on the
entirety of the circumstances, as revealed by the evidence of record.” Lane Ltd. v.
Jackson Int’l Trading Co., 33 USPQ2d 1351, 1355 (TTAB 1994).

In this case, Opposer, through the declaration of its attorney, Jason Koransky, has
proffered Applicant’s responses to Opposer’s second set of document requests
wherein, subject to objections, Applicant states that it “does not retain” documents
that demonstrate its “bona fide intent or other plans” to use its involved mark in
connection with most of the goods and services identified in its applications. Rather,
with regard to request nos. 33-39, 41-50, 52-55, 58-63, and 67-69, Applicant merely
states that its use of its involved mark with regard to each of the goods and services
identified in the requests “is in the very early planning stages.” 31 TTABVUE 60-73

and 76-78. With its supplemental responses to Opposer’s document requests,

11
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however, Applicant indicates that it produced twenty-five pages of documents which
it contends show its “bona fide intent or other plans” to use the mark on “chemical
preparations for pharmaceutical or medical purposes, namely, for treatment of
tumors and cancers” (request no. 35). 31 TTABVUE 76.

Applicant further states in its interrogatory responses that it has made no
expenditures for marketing or advertising goods or services under the involved mark
(interrogatory no. 7); that it has not budgeted for future marketing, advertising or
promotion of any products or services under the involved mark (interrogatory no. 8);
and that it filed its intent-to-use applications for the involved mark “to protect” its
“rights” in the involved mark “while the approval of its goods and services and its
parent (sic) applications are pending” (interrogatory no. 10). 31 TTABVUE 83-84. In
addition, Opposer submitted excerpts from Applicant’s discovery deposition upon
written questions under Fed. R. Civ. P. 30(b)(6) wherein Applicant’s witness, Dr. Yi-
Wen Chu, testified that most of the goods and services identified in the application
are “under evaluation” or “in early exploratory stage.” 31 TTABVUE 94-104.

In response, Applicant, through the declaration of its attorney Kevin J. Keener,
produced documents which include: (1) a copy of its company profile (34 TTABVUE
22), which states that it was founded in 2011 and is “a new biotechnology company,
focusing on the development of novel drug products in treating severe diseases, such
as cancer and sepsis” and that it has three drugs, TRX-818, TRX-306, and TRX-606,
under development for treatment of cancer and sepsis; (2) a copy of United States

Patent No. 8524740 B2 (34 TTABVUE 24-94), entitled Synthesis and Anticancer

12
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Activity of Aryl and Heteroaryl-Quinolin Derivatives, which Applicant contends
grants it a monopoly to distribute the anticancer compound in the United States; (3)
a list of attendees of the Bio 2016 trade show in San Francisco, California, which
includes two officers of Applicant (34 TTABVUE 96); (4) documents indicating that
Applicant’s representatives attended trade shows in Europe (34 TTABVUE 98 and
100); (5) documents indicating that Applicant’s representative attended the 2015
American Association for Cancer Research Annual Meeting in Philadelphia,
Pennsylvania; and (6) a printout of an excerpt accessed on August 8, 2016, from
clinicaltrials.gov, a service of the National Institutes of Health, announcing a clinical
trial entitled Safety and Pharmacokinetic Study of TRX-818 in Asian Solid Tumor
Patients (34 TTABVUE 107-09).

Applicant’s documents show plans to use its involved mark on “Chemical
preparations for pharmaceutical or medical purposes, namely, for treatment of
tumors and cancers” and “Conducting clinical trials for others.” Many of Applicant’s
1dentified goods — for example, “Biological preparations for the treatment of tumors
and cancers,” “Clinical medical reagents,” “Diagnostic preparations for medical
purposes for detecting the presence of malignant, inflammatory, and autoimmune
disorders and conditions and tissue trauma in humans,” and “Food supplements for
treating nausea and treating fatigue” — could overlap with “Chemical preparations
for pharmaceutical or medical purposes, namely, for treatment of tumors and
cancers.” Likewise, several of Applicant’s recited services — for example, “Biological

research,” “Chemical analysis,” “Chemical research,” “Laboratory research services

13
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2

relating to pharmaceuticals,” “Medical laboratory services,” “Pharmaceutical
research and development,” and “Providing medical testing services and information
in the field of cancer research and disease classification” — may overlap with
“conducting clinical trials for others.”

Applicant’s evidence also is sufficient to raise at least a genuine dispute as to its
capacity to create the goods and offer the services identified in the applications.
Swatch AG, 108 USPQ2d at 1477 (“[W]e have previously stated, and hereby reaffirm,
that an applicant’s capacity to market and/or manufacture the identified goods is
evidence that weighs against a finding that an applicant lacked bona fide intent to
use.”) (citing Wet Seal, 82 USPQ2d at 1643).

Accordingly, viewing all of the evidence in a light favorable to Applicant as the
non-movant, we find that there is a genuine dispute as to whether Applicant has a
bona fide intent to use the involved mark for the goods and services identified in its
involved applications. Based on the foregoing, Opposer’s motion for summary

judgment on its claim of no bona fide intent to use the mark in commerce is denied.

Proceedings are resumed. Remaining dates are reset as follows.

Plaintiff's Pretrial Disclosures 9/8/2017
Plaintiff's 30-day Trial Period Ends 10/23/2017
Defendant's Pretrial Disclosures 11/7/2017
Defendant's 30-day Trial Period Ends 12/22/2017
Plaintiff's Rebuttal Disclosures 1/6/2018
Plaintiff's 15-day Rebuttal Period Ends 2/5/2018

In each instance, a copy of the transcript of testimony, together with copies of
documentary exhibits, must be served on the adverse party within thirty days after

completion of the taking of testimony. Trademark Rule 2.125. Briefs shall be filed in

14
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accordance with Trademark Rules 2.128(a) and (b). An oral hearing will be set only
upon request filed as provided by Trademark Rule 2.129. If either of the parties or
their attorneys should have a change of address, the Board should be so informed

promptly.
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