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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TAURX THERAPEUTICS LTD.,

Opposer,
V. Opposition No. 91221124
Application Serial No. 86/155,839 and
86/155,840
TAIRX, INC., Mark: TAIRX and Design

Applicant. C\
TaiRx

REPLY IN SUPPORT OF APPLICANT’S COUNTERMOTION FOR SUMMARY
JUDGMENT

Applicant TaiRx, Inc. (“Applicant”) hereby submits this reply in support of its counter-

motion for summary judgment.
L Opposer has failed to rebut that U.S. Reg. No. 3,658,141 is abandoned.

Nonuse for 3 consecutive years is prima facie evidence of abandonment. 15 U.S.C. §
1127. A showing of a prima facie case creates a rebuttable presumption that the trademark owner
has abandoned the mark without intent to resume use. Imperial Tobacco Ltd. v. Philip Morris
Inc., 899 F.2d 1575, 14 USPQ2d 1390, 1393 (Fed. Cir. 1990) (“Philip Morris proved that
Imperial did not use the mark JPS for cigarettes in the United States for more than two years
immediately preceding the filing of its petition for cancellation. Such proof established a prima
facie case of abandonment of the JPS mark under section 45(a), including the element of

intent”); Once the presumption is triggered, it shifts the burden to the trademark owner to come



forward with evidence showing either (a) that it did not cease use of the mark or (b) that, if use
of the mark was discontinued, it intended to resume use. Rivard v. Linville 133 F.3d at 1449.

In cases where a statutory presumption is not present, then “[i]ntent not to resume may be
inferred from circumstances.” 15 U.S.C. § 1127. Practically, this means that objective evidence
of abandonment outweighs a party's testimony that there was no intent to abandon a mark.
Hiland Potato Chip Co., v. Culbro Snack Foods, Inc., 720 F.2d 981, 982-983 (8th Cir. 1983)
(quoting MCCARTHY, Trademarks and Unfair Competition, Vol 1, Sec. 17:3C (1973) (“If all a
party had to do to avoid a holding of abandonment was to testify that he never had any intent to
abandon the mark, then no mark would ever be held abandoned.”). See also, Silverman v. CBS
Inc., 870 F.2d 40, 9 USPQ2d 1778, 1783 (2d Cir. 1989); See also Rivard, 133 F.3d at 1448, 45
USPQ2d at 1376 (““A registrant's proclamations of his intent to resume or commence use in
United States commerce during the period of nonuse are awarded little, if any, weight.”).

Opposer, in its response, argues that Opposer has not abandoned its registration because
it has never ceased its intent to use the mark in commerce. Opposer’s assertions amount to no
more than a statement that Opposer has no intent to abandon its registration. Such intent does not
change the fact that Opposer has effectively abandoned its registration in 2012 after it failed to
use the mark in commerce for three years after its registration. “A section 44(e) registrant is
merely granted a dispensation from actual use prior to registration, but after registration, there is
no dispensation of the use requirements.” Imperial Tobacco Ltd. 14 USPQ2d at 1393. Failure to
use the TAURX mark in commerce by 2012 rendered Opposer’s registration void. No amount of
intent on Opposer’s part can save it from the fact that U.S. Registration No. 3,658,141 went
abandoned after Opposer had failed to use its mark within three years from the registration date.

Opposer’s statement of intention to use the mark and statements of “excusable nonuse” amount



to no more than statements that Opposer intends not to abandon its mark and are insufficient to
save its registration. Opposer must come forth with evidence that it either (a) used the mark in
commerce or (b) if the mark was discontinued, that it has an intent to resume use. Opposer can
make neither showing. Therefore, Opposer’s registration is invalid and does not confer standing
onto Opposer. To hold otherwise would permit a company to warehouse a mark for decades
during a period when it has no use commerce and at best can only speculate as to a date when it
may actually commence use of the mark in commerce.
IL. Opposer cannot prove priority of use

In the event that Opposer has standing to proceed with the current suit, Opposer’s Notice
of Opposition must still be dismissed. Opposer claims that Applicant’s application should be
dismissed based on priority and likelihood of confusion with its TAURX mark. However,
Opposer cannot prove priority of use. Opposer has not used its mark in commerce in the U.S.
Therefore, Opposer can only rely on U.S. Registration No. 3,658,141 for priority of use.
However, as asserted above, the registration went abandoned in 2012. Therefore, Opposer has no
date on which to rely for proving it has priority over Applicant’s TAIRX mark. In contrast,
Applicant has a constructive priority date of January 2, 2014- the filing date of its applications.
See 15 U.S.C. § 1057(c). Therefore, even if Opposer still has standing to proceed to trial, there is
no dispute of material fact that Opposer cannot prove priority of use over Applicant’s mark.

III.  Conclusion

In conclusion, Opposer’s Amended Notice of Opposition should be dismissed with

prejudice. Opposer lacks standing to bring suit because it has no reasonable basis for its belief of

damage in a mark which it has never used in commerce in the United States and has abandoned



its U.S. registration. Alternatively, even if Opposer does have standing it cannot prove priority of

use of its trademark.
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