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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Heroes, Inc.

Granted to Date
of previous ex-

02/22/2015

tension
Address 1200 29th Street, N.W.
Washington, DC 20007
UNITED STATES
Correspondence James L. Bikoff, David K. Heasley
information Attorneys at Law

Smith, Gambrell & Russell LLP
1055 Thomas Jefferson Street NW Suite 400
Washington, DC 20007

UNITED STATES

jbikoff@sgrlaw.com, dheasley@sgrlaw.com Phone:202-263-4300

Applicant Information

Application No

85646050

Publication date 08/26/2014

Opposition Filing
Date

02/20/2015

Opposition Peri- 02/22/2015

od Ends

Applicant

Hero Associates, LLC

25 Chetwynd Road
Paoli, PA 19301
UNITED STATES

Goods/Services Affected by Opposition

Class 036. First Use: 2010/05/00 First Use In Commerce: 2010/05/00

All goods and services in the class are opposed, namely: Charitable fundraising services, namely,
eleemosynary services in the field of collection, by means of selling energy shots, management, and
disbursements of money in connection with programs and facilities for the welfare of police, firefight-
ers, EMTs and armed forces; Charitable fundraising services by means of selling energy shots to
raise funds for police, firefighters, EMTs and armed forces

Applicant Information

Application No

85646085

Publication date 08/26/2014

Opposition Filing
Date

02/20/2015

Opposition Peri-
od Ends

Applicant

Hero Associates, LLC

25 Chetwynd Road
Paoli, PA 19301
UNITED STATES



http://estta.uspto.gov

Goods/Services Affected by Opposition

Class 036. First Use: 2010/05/00 First Use In Commerce: 2010/05/00

All goods and services in the class are opposed, namely: Charitable fundraising services, namely,
eleemosynary services in the field of collection, by means of selling energy shots, management, and
disbursements of money in connection with programs and facilities for the welfare of police, firefight-
ers, EMTs and armed forces; Charitable fundraising services by means of selling energy shots to
raise funds for police, firefighters, EMTs and armed forces

Grounds for Opposition

False suggestion of a connection Trademark Act section 2(a)

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 827676 Application Date 04/22/1966

No.

Registration Date | 04/18/1967 Foreign Priority NONE
Date

Word Mark HEROES INC.

Design Mark

Description of NONE
Mark

Goods/Services Class U100 (International Class 035, 036, 037, 038, 039, 040, 041, 042). First
use: First Use: 1964/11/18 First Use In Commerce: 1964/12/24

AIDING THE WIDOWS AND CHILDREN OF FIREMEN AND POLICEMEN
KILLED IN THE LINE OF DUTY IN WASHINGTON, D;C;, MARYLAND AND
VIRGINIA, IN FINANCIAL, LEGAL, AND LIKE CAUSES

U.S. Registration | 2142514 Application Date 02/18/1997

No.

Registration Date | 03/10/1998 Foreign Priority NONE
Date

Word Mark HEROES, INC.

Design Mark

Description of NONE

Mark

Goods/Services Class 036. First use: First Use: 1964/11/18 First Use In Commerce: 1964/12/24

charitable fund raising services and charitable services, namely, aiding the famil-
ies of fire fighters and police officers killed in the line of duty by providing funds
to the victims families




Class 042. First use: First Use: 1964/11/18 First Use In Commerce: 1964/12/24

charitable services, namely, aiding thefamilies of fire fighters and police officers
killed in the line of duty by providing access to legal services, medicalservices
and counseling to the victims families

U.S. Registration | 2927593 Application Date 02/27/2004

No.

Registration Date | 02/22/2005 Foreign Priority NONE
Date

Word Mark HEROES

Design Mark

HEROES

Description of NONE
Mark

Goods/Services Class 036. First use: First Use: 1964/11/18 First Use In Commerce: 1964/12/24

CHARITABLE FUND RAISING SERVICES AND CHARITABLE SERVICES,
NAMELY, AIDING THE FAMILIES OF FIRE FIGHTERS AND POLICE OF-
FICERS KILLED IN THE LINE OF DUTY BY PROVIDING FUNDS TO THE VIC-
TIMS FAMILIES

Class 042. First use: First Use: 1964/11/18 First Use In Commerce: 1964/12/24

CHARITABLE SERVICES, NAMELY, AIDING THEFAMILIES OF FIRE FIGHT-
ERS AND POLICE OFFICERS KILLED IN THE LINE OF DUTY BY PROVID-
ING ACCESS TO LEGAL SERVICES TO THE VICTIMS FAMILIES

Class 044. First use: First Use: 1964/11/18 First Use In Commerce: 1964/12/24

CHARITABLE SERVICES, NAMELY, AIDING THEFAMILIES OF FIRE FIGHT-
ERS AND POLICE OFFICERS KILLED IN THE LINE OF DUTY BY PROVID-
ING ACCESS MEDICAL SERVICES AND PSYCHOLOGICAL SUPPORT
COUNSELING TO THE VICTIMS FAMILIES

Attachments 72244113#TMSN.png( bytes)
76578125#TMSN.png( bytes )
HERO ENERGY SHOT Notice of Opposition.pdf(219772 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /D. Heasley/,/J.Bikoff/
Name James L. Bikoff, David K. Heasley
Date 02/20/2015




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial Nos. 85/646,050, 85/646,085

HEROES, INC.

(a District of Columbia non-profit corporation),

Opposer,
\'2
Opposition No.
HERO ASSOCIATES, LLC
Applicant
NOTICE OF OPPOSITION

Opposer, Heroes, Inc., a District of Columbia non-profit corporation with a principal
place of business at 1200 29" Street, NW, Washington, DC 20007, believes that it will be
damaged by and thus opposes registration of the marks HERO ENERGY SHOT and HERO
ENERGY SHOT & Design, which are the subject of Application Serial Nos. 85/646,050,
85/646,085, for use in connection with charitable fundraising services in International Class 36.
As provided by 15 U.S.C. §§ 1052, 1063, 1125 and all other applicable authority, and predicated
upon the following grounds, Opposer alleges as follows in opposition to registration of these
applications:

1. Applicant, Hero Associates, LLC, is a limited liability company with a principal place of

business at 25 Chetwynd Road, Paoli Pennsylvania 19301.



On June 7, 2012, Applicant filed Application Serial Nos. 85/646,050 and 85/646,085 to
register the marks HERO ENERGY SHOT and HERO ENERGY SHOT & Design,
based on use in commerce since May 2010.

. Both of the subject Applications aver that Applicant has used the marks HERO
ENERGY SHOT and HERO ENERGY SHOT & Design in connection with

“Charitable fundraising services, namely, eleemosynary services in the field of

collection, by means of selling energy shots, management, and disbursements of money

in connection with programs and facilities for the welfare of police, firefighters, EMTs

and armed forces; Charitable fundraising services by means of selling energy shots to

raise funds for police, firefighters, EMTs and armed forces” in International Class 36

(emphasis added).
. To evidence its use in commerce of the applied-for marks, Applicant submitted a
specimen of use to the USPTO on June 7, 2012 consisting of web pages from Applicant’s

website, www.HeroEnergyShot.com. On its website, Applicant avers that “We created

Hero Energy Shot to honor the 32 million heroes that put on a uniform every day putting
their lives in harm’s way to help keep us safe. ... Hero Energy Shot donates proceeds
back from every purchase to the nonprofit organizations that support the armed forces,
police, firefighters and EMT’s. Do you part today by purchasing Hero Energy Sot
making you a hero to our heroes by helping to keep them safe every day.”

. The subject applications were published for opposition on August 26, 2014. Opposer
obtained extensions of time until February 22, 2015 to file an opposition. This opposition
is timely filed.

Opposer Heroes, Inc. was founded over 50 years ago, in 1964, by a group of Washington-



arca businessmen with the goal of assisting the widows and children of law enforcement
officers and firefighters who gave their lives in the line of duty.
Opposer’s nonprofit organization predominantly consists of volunteer members who

conduct the Heroes, Inc. program. The organization thus incurs few administrative costs.

. Opposer Heroes, Inc. is the owner of the following registered trademarks (hereinafter the

“HEROES Marks”):

a) U.S. Registration No. 827,676 for HEROES INC. (& Design) for “aiding the
widows and children of firemen and policemen killed in the line of duty in
Washington, DC, Maryland and Virginia, in financial, legal and like causes™;

b) U.S. Registration No. 2,142,514 for HEROES, INC. for “charitable fund
raising services and charitable services, namely, aiding the families of fire fighters
and police officers killed in the line of duty by providing funds to the victims
families” in International Class 36, and “charitable services, namely, aiding the
families of fire fighters and police officers killed in the line of duty by providing
access to legal services, medical services and counseling to the victims families”
in International Class 42; and

¢) U.S. Registration No. 2,927,593 for HEROES for “charitable fund raising
services and charitable services, namely, aiding the families of fire fighters and
police officers killed in the line of duty by providing funds to the victims
families” in International Class 36, ‘“charitable services, namely, aiding the
families of fire fighters and police officers killed in the line of duty by providing
access to legal services to the victims families” in International Class 42, and

“charitable services, namely, aiding the families of firefighters and police officers



9.

10.

11.

12.

13.

14.

15.

killed in the line of duty by providing access to medical services and
psychological support counseling to the victims’ families” in International Class
44. Exhibit A, status and title copies of registrations as of Feb. 19, 2015.
Opposer Heroes, Inc. has been using the HEROES Marks continuously for over 50
years, since 1964, and is currently using these marks in interstate commerce on and in
connection with charitable fund raising services and charitable services, namely, aiding
the families of fire fighters and police officers killed in the line of duty by providing
funds to the victims’ families.
Opposer’s aforesaid registrations for the HEROES Marks are valid and subsisting, have
been neither revoked nor cancelled, have not expired, and are incontestable.
Through long and continuous use, Opposer’s HEROES Marks have become well known
to members of the public, who identify Heroes, Inc. as the source of services under the
HEROES Marks. Heroes, Inc. has built up a high degree of distinctiveness and valuable
goodwill in its name and HEROES Marks through its extensive investment of time, effort
and money over the last 50 years.
Applicant seeks to register marks similar in sight, sound, connotation and commercial
impression to Opposer’s HEROES Marks.
Applicant’s applied-for marks contain the dominant component HERO, the singular form
of HEROES.
Consumers are generally more inclined to focus on the first word in any trademark or
service mark, so the component HERO is the focus of Applicant’s marks.
Indeed, the component HERO is the only distinctive feature of Applicant’s applied-for

marks. Applicant has disclaimed the words “ENERGY SHOT.”



16.

17.

18.

19.

20.

21.

22,

As used in Applicant’s subject marks, the word HERO refers to fire fighters and police
officers, among others.

Applicant claims to use its subject marks in connection with charitable fundraising
services in International Class 36. These are the same services in the same class the
Opposer offers under its marks.

The services sold or provided by both Applicant and Opposer under these marks will
travel through the same trade channels and be used by the same classes of consumers, on
behalf of the same beneficiaries.

The beneficiaries of Applicant’s charitable fundraising services under the applied-for
marks include fire fighters, police officers, and their surviving family members.
Applicant’s charitable fundraising services under the applied-for marks include donating
proceeds from every purchase of “Hero Energy Shot” beverage to nonprofit organizations
that support police and fire fighters, among others.

There is extensive overlap between Opposer Heroes, Inc.’s services and the services
Applicant provides under the applied-for HERO ENERGY SHOT marks.

Because the Applicant’s and the Opposer’s marks are similar in appearance and in sound,
connote the same or substantially identical subject matter, target the same consumers, and
create the same commercial impression, members of the public are likely to believe that
Applicant’s services in connection with its applied-for HERO ENERGY SHOT marks
are sponsored by, affiliated with or emanate from Opposer, thereby causing a likelihood
of confusion, mistake or deception between Applicant’s mark and Opposer’s HEROES

Marks within the meaning of Section 2(d) of the Lanham Act. For example, members of



23.

24.

25.

26.

the public are likely to believe, falsely, that Applicant’s charitable fundraising services
under the applied-for marks are a source of funding for Opposer’s organization.
Applicant’s applied-for HERO ENERGY SHOT marks also falsely suggest a
connection with Opposer within the meaning of Section 2(a) of the Lanham Act.
“HEROQ?” is a dominant and essential feature of Applicant’s mark; that is the dominant and
essential feature of the HEROES Marks and the name Heroes, Inc., an American
institution. Applicant’s mark thus closely approximates Opposer’s name or identity. It
would be recognized as such by the relevant public because it points uniquely and
unmistakably to Opposer, even though Heroes, Inc. is not connected with the activities
performed by Applicant. Heroes, Inc.’s name or identity is of sufficient fame and
reputation that a connection with it would be presumed when Applicant’s marks are used
in connection with its charitable fundraising services.
Heroes, Inc. has not authorized Applicant to use or register its proposed marks, nor does
Heroes, Inc. exercise any control over Applicant’s use of the subject marks. As a result,
any defect, failure or fault with respect to services offered by Applicant under the
proposed mark will erode the valuable good will associated with Opposer and its
HEROES Marks.
Registration and use of Applicant’s marks will reduce the value of the goodwill
associated with Opposer’s HEROES Marks.
If Applicant were granted registration of its proposed marks, it would thereby obtain a
prima facie exclusive right to use the marks in connection with the services described in
its application, contributing to the damage and injury that would be suffered by Heroes,

Inc.



27. For these reasons, Opposer expressly alleges and asserts that registration of the applied-
for HERO ENERGY SHOT marks by Applicant for the referenced services would be
inconsistent with the standards for registration set forth in 15 U.S.C. §§ 1052(a) and (d),
1063, and other applicable authority.

WHEREFORE, Opposer respectfully requests that this Opposition be sustained and that

registration of Applicant’s HERO ENERGY SHOT marks be refused.

. A‘ Blkoff

- m:%% %/m

Dav1d K. Heasley

Smith, Gambrell & Russell LLP
1055 Thomas Jefferson Street, NW
Suite 400

Washington, D.C. 20007
202-263-4300

Certificate of Service
I hereby certify that on this 20th day of February 2015, a copy of the foregoing was sent by
Federal Express and e-mail to:
Camille M. Miller, Esquire
Cozen O’Connor
1900 Market Street
Philadelphia, PA 19103-3527
cmiller@cozen.com

/
Attorney for Applicant< D /Q
2y,

David K. Heasley




EXHIBIT A



2/19/2015 Trademark Electronic Search System (TESS)

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Thu Feb 19 03:21:12 EST 2015

Record 1 out of 1

DL LTl RULEESES ( Use the "Back” button of the Internet Browser to

return to TESS)

Word Mark HEROES INC.

Goods and 1C 035 036 037 038 039 040 041 042. US 100. G & S: AIDING THE WIDOWS AND CHILDREN OF

Services FIREMEN AND POLICEMEN KILLED IN THE LINE OF DUTY IN WASHINGTON, D;C;, MARYLAND
AND VIRGINIA, IN FINANCIAL, LEGAL, AND LIKE CAUSES. FIRST USE: 19641118. FIRST USE IN
COMMERCE: 19641224

Mark

Drawing (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Code

Design 07.03.25 - Aquariums (buildings); Convention hall; Hospitals; Libraries, public libraries; Schools; Wash, car

Search (commercial)

Code 13.01.02 - Blow torch; Propane torches; Torches; Welding torch
22.01.10 - Brass instruments, including trumpets, bugles, tubas, trombones, hunting horns and post horns;
Bugles; Trombones; Trumpets; Tubas
24.01.03 - Shields or crests with letters, punctuation or inscriptions contained therein or superimposed
thereon

Serial 72244113

Number

Filing Date April 22, 1966
Current

Basis 1A

Original

Filing Basis

Registration 0827676
Number

Registration .

Date April 18, 1967

Owner (REGISTRANT) HEROES, INC. CORPORATION D.C. 666 11TH STREET NW SUITE 300
WASHINGTON D.C. 20001

http:/tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:746e22.3.1 112



2/19/2015 Trademark Electronic Search System (TESS)

Attorney of ,\\iES | BIKOFF

Record

Type of  gERVICE MARK

Mark

Register PRINCIPAL

¢:‘(‘:a"'t SECT 15. SECTION 8(10-YR) 20060814.
Renewal  2ND RENEWAL 20060814

Live/Dead

Indicator LIVE

eSS Home| NewUser FreE Foru] Browss oier [SEARCH OG | 7or

| . HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:746ez2.3.1
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2/19/2015 Trademark Electronic Search System (TESS)

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Thu Feb 19 03:21:12 EST 2015

R Free Formf Browst oier JSEARCH 0G

E"Jgout Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

return to TESS)

Typed Drawing

Word Mark HEROES, INC.

Goods and 1C 036. US 100 101 102. G & S: charitable fund raising services and charitable services, namely, aiding
Services the families of fire fighters and police officers killed in the line of duty by providing funds to the victims
families. FIRST USE: 19641118. FIRST USE IN COMMERCE: 19641224

| ( Use the "Back™ button of the Internet Browser to

IC 042. US 100 101. G & S: charitable services, namely, aiding the families of fire fighters and police
officers killed in the line of duty by providing access to legal services, medical services and counseling to
the victims families. FIRST USE: 19641118. FIRST USE IN COMMERCE: 19641224

Mark

Drawing (1) TYPED DRAWING

Code

Serial

Number 75243675

Filing Date February 18, 1997

Curl_'ent 1A

Basis

Original

Filing Basis 1A

Published

for October 7, 1997

Opposition

Registration 2142514

Number

Registration .+, 10, 1998

Date

Owner (REGISTRANT) HEROES, Inc. CORPORATION D.C. 666 11th Street, N.W., Suite 300 Washington
D.C. 20001

Attorney of James L. Bikoff

Record

Prior

Registrations 0827676

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "INC." APART FROM THE MARK AS
SHOWN

http:/tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:746ez2.4.1
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2/19/2015 Trademark Electronic Search System (TESS)
Type of Mark SERVICE MARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20080108.
Renewal 1ST RENEWAL 20080108

Live/Dead

Indicator LIVE

STRUCTURED [ RER Eorml arowactier

| .HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:746ez2.4.1

22



2/19/2015 Trademark Electronic Search System (TESS)

Bz stevis|Baves|Halp

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Thu Feb 19 03:21:12 EST 2015

Logout | Please logout when you are done to release system resources allocated for you.

TESS Home | New User

EREE Forul Browss Dicr

Record 1 out of 1

BUCESEEN ( Use the "Back” button of the Internet Browser to

return to TESS)

HEROES

Word Mark HEROES

Goods and IC 036. US 100 101 102. G & S: CHARITABLE FUND RAISING SERVICES AND CHARITABLE
Services SERVICES, NAMELY, AIDING THE FAMILIES OF FIRE FIGHTERS AND POLICE OFFICERS

KILLED IN THE LINE OF DUTY BY PROVIDING FUNDS TO THE VICTIMS FAMILIES. FIRST USE:

19641118. FIRST USE IN COMMERCE: 19641224

IC 042. US 100 101. G & S: CHARITABLE SERVICES, NAMELY, AIDING THE FAMILIES OF FIRE
FIGHTERS AND POLICE OFFICERS KILLED IN THE LINE OF DUTY BY PROVIDING ACCESS TO
LEGAL SERVICES TO THE VICTIMS FAMILIES. FIRST USE: 19641118. FIRST USE IN
COMMERCE: 19641224

1C 044, US 100 101. G & S: CHARITABLE SERVICES, NAMELY, AIDING THE FAMILIES OF FIRE
FIGHTERS AND POLICE OFFICERS KILLED IN THE LINE OF DUTY BY PROVIDING ACCESS
MEDICAL SERVICES AND PSYCHOLOGICAL SUPPORT COUNSELING TO THE VICTIMS
FAMILIES. FIRST USE: 19641118. FIRST USE IN COMMERCE: 19641224

Standard

Characters

Claimed

Mark

Drawing (4) STANDARD CHARACTER MARK
Code
Serial
Number
Filing Date  February 27, 2004

Current
Basis

76578125

1A

Original

Filing Basis 1A

Published

for November 30, 2004
Opposition

Registration
Number 2927593

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:746ez2.5.1
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2/19/2015 Trademark Electronic Search System (TESS)
Registration February 22, 2005

Date

Owner (REGISTRANT) Heroes, Inc. CORPORATION D.C. 1100 G Street, NW Suite 300 Washington D.C.
20005

Attorney of  \ o5 L. Bikoff

Record

Prior 0827676:2142514

Registrations

Type of Mark SERVICE MARK
Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).

Live/Dead
Indicator LIVE

NewUser [ sraucruren ferer Foruf arewss ier[SEARCHOG | 7or

| .HOME | SITE INDEX] SEARCH | eBUSINESS | HELP | PRIVACY POLICY

hitp://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:746ez2.5.1
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