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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In the matter of
Trademark Application Serial No.: 86/225,448

Filed: March 19, 2014
Published: August 19, 2014

Mark: HISPANIC AMERICAN CHAMBER INSTITUTE plus design

HISPANIC-AMERICAN CHAMBER

)
)
OF COMMERCE, )
)
Opposer, )
)
V. ) Opposition No.
)
HISPANIC-AMERICAN CHAMBER ) Serial No. 86/225,448
INSTITUTE )
)
Applicant )
)

NOTICE OF OPPOSITION

Opposer HISPANIC-AMERICAN CHAMBER OF COMMERCE, a non-profit
organization organized under the laws of Massachusetts, having an address of 225 Franklin St.
Suite 2600, Boston, MA 02110 (“HACC”) believes that it will be damaged by registration of the
mark for the services identified in the application now pending in the Trademark Office with
Serial No. 86/225,448 (the “Application”), and opposes the same with respect to Class 35 (the
“Opposed Class”). The grounds for opposition are as follows:

Description of Opposed Application and Services

1. As evidenced by the publication for opposition of the mark HISPANIC

AMERICAN CHAMBER INSTITUTE in the Official Gazette on August 19, 2014 (see Exhibit



A, attached), Applicant Hispanic American Chamber Institute (“Applicant” or “The Institute™)
seeks to register the mark HISPANIC AMERICAN CHAMBER INSTITUTE plus design in
International Class 035 - Advertising and Business Services for “promoting economic, social,
and educational development in Hispanic communities in the United States and Latin America”
(the “Opposed Mark™).

2. Applicant filed the Application for the Opposed Mark on March 19, 2014.

Description of HACC’s Common Law Rights

3. HACC is a non-profit organization established in 1992 that is committed to the
economic development and success of the Hispanic business community. It carries out its
mission—both independently and in collaboration with partner organizations—by means of
services, advocacy, research, and information sharing.

4, Since its inception in 1992, HACC has continuously used the trademark
HISPANIC AMERICAN CHAMBER OF COMMERCE in connection with a ship logo (the
“SHIP MARK?”) (see Exhibit B attached).

5. The leadership of HACC selected the ship logo as representative of one of the
three ships sailed by Christopher Columbus when he made his first trans-Atlantic voyage to
America, The SHIP MARK is intended to signify, among other things, the hard work,
commitment, and journey of HACC and its members as they strive for continued success in the
economic development of the Hispanic business community.

6. The SHIP MARK is displayed on HACC’s website masthead and on other HACC
materials distributed throughout the community.

7. HACC holds common law rights in the SHIP MARK through its continuous,

long-term, and extensive use of that mark in commerce in connection with representing



businesses, individuals, and institutions and promoting the economic development and success of
the Hispanic business community.

8. Since 1992, HACC has invested in the SHIP MARK and developed goodwill in
that mark through its activities within, and outside of, the community. And members of the
public have come to identify the mark with HACC’s sponsored activities.

9. The mark is distinctive, inherently or otherwise, as it relates to HACC’s services
provided for under the SHIP MARK.

The Institute and the Opposed Mark

10. Upon information and belief, the Institute was formed in or about 1997 to serve as
the educational and fundraising arm of the HACC.

11. The Articles of Organization were filed with the Secretary of the Commonwealth
of Massachusetts on or about June 13, 1997, and signed under the pains and penalties of perjury
by “Bruce M. Young” on behalf of the “Hispanic-American Chamber of Commerce.” (See
Exhibit C attached).

12. The street address indicated in the Articles of Organization for the Applicant is 67
Broad Street, 4" Floor, Boston, MA 02109. Notably, this was also the address of the HACC at
the time.

13. When the Institute was formed, Mr. Bruce Young (a/k/a Bruce Young Candelaria)
was associated with HACC.

14, Mr Young continued to be affiliated with HACC when he allegedly created the
Opposed Mark in or about 1999.

15. Upon information and belief, HACC never authorized or contemplated that Mr.

Young or the Institute would faction off and compete with HACC.



16. Upon information and belief, HACC never authorized Mr. Young or the Institute
to use the Opposed Mark, and certainly not in a manner outside of the context of HACC.

Grounds for Opposing Application

(Likelihood of Confusion)

17. HACC’s common law rights in the SHIP MARK give HACC exclusive rights to
use the mark in connection with representing businesses, individuals, and institutions and
promoting the economic development and success of the Hispanic business community.

18. HACC acquired common law rights in the SHIP MARK prior to the filing date of
the Application, and on information and belief, prior to Applicant’s first use in commerce of its
applied-for mark.

19. As a consequence of HACC’s extensive and long-term use and promotion of its
marks in commerce, HACC’s SHIP MARK has become well known in the community to
identify HACC’s services. Thus, members of the community including donors, partners,
sponsors, and the like have come to associate the mark with the HACC. As a result, the mark is
a valuable asset of HACC in that it is a principal symbol of its quality of services.

20. Applicant’s mark is confusingly similar to HACC’s common law mark. Indeed,
because the marks share the same root phrase—as both HACC’s and Applicant’s marks contain
or are comprised of the words “Hispanic-American Chamber”—and both contain a ship having
multiple sails and floating in water, the public has been and will continue to be confused,
mistaken, or deceived into believing that Applicant’s services are provided by, are authorized by,
or are in some way sponsored by or connected with the HACC.

21. Applicant has claimed registration in Class 35 for promoting economic, social,

and educational development in Hispanic communities in the United States and Latin America.



22. If Applicant were granted the registration in Class 35 that is herein opposed,
Applicant would obtain at least a prima facie exclusive right to the use of its mark with respect to
services in the advertising and business services classification. Such registration and the right so
conferred on Applicant would be a source of damage and injury to HACC.

23. Registration of Applicant’s mark in Class 35 for the services identified in the
Application will interfere with the use by HACC of its common law rights, all to the damage and
injury of HACC.

(Applicant is Not the Rightful Owner)

24, Upon information and belief, the Opposed Mark was created by Mr. Young in or
about 1999 while he was affiliated with HACC.

25. The Opposed Mark was created on behalf of and for the benefit of HACC.

26. To the extent that Applicant used the Opposed Mark at its creation, such use was
attributable to HACC.

27. Accordingly, the Applicant is not the rightful owner of the Application or the

Opposed Mark.

[REMAINDER OF PAGE INTENTIONALLY LEFT BLANK]



WHEREFORE, HACC requests that the Application be rejected with respect to Class 35,
that no registration be issued to Applicant with respect to Class 35, that this Opposition to
registration be sustained in favor of HACC, and that HACC be granted such other and further
relief as may be just.

HISPANIC-AMERICAN CHAMBER OF
COMMERCE,

By its attorneys,
Dated: V2 | ‘—K\‘\

Heather B. RepickU Q

Rory P. Pheiffer

Taylor M. Coon

Nutter, McClennen & Fish LLP
Seaport West

155 Seaport Boulevard

Boston, MA 02210

Phone: (617) 439-2000

Fax: (617) 310-9000

hrepicky @nutter.com

Coon,
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The Commonivealth of Wassachuseits
William Francis Galvin
Secretary of the Commonwealth
One Ashburton Place, Boston, Massachusetts 02108-1512

ARTICLES OF ORGANIZATION

/ (General Laws, Chapter 180)

ARTICLE I
The exact name of the corporation is:

Hispanic-American Chamber Institute, Inc.

ARTICLE I
The purposce of the corporation is to engage in the following activities:

a) to lessen neighborhood tensions and eliminate
prejudice and discrimination in the community.

b) to defend human and civil rights secured by law.

.. ¢) to combat community deterioration and juvenile
delinquency,

d) to provide relief to the poor, distressed, and
underprivileged.

e) to educate the public and promote social welfare.

' f? to engage in any and all lawful activities necessary
or lngldental to accomplish the foregoing purposes, except as
restricted herein and as limited by the provisions of Section
301(c)(3) of the Internal Revenue Code.

g) to engage in those exclusively chari
educaylonal activities that may be engggerintﬁglgoiggrations
organized under Chapter 180 of the Gandrail Laws of the
Commonwealth of Massachusetts and, in particular, without
limiting the generality of the foregoing, those activities

within the scope of Section 4(a) of Chapter 180
Laws of the Commonwealth of Massachusetgs. of the General

97167030

: cient, additions shall be set forth on onc side
Note: If the space provided under any article or item an this form is insuffi » add :
i):ljofsepar{;tc Bpl/2 x 17 sbeets of paper with a lgft margin of at least | inch. A.ddxlions to more than one article may be
made on a single sheet so long as each article requiring each addition is clearly indicated




ARTICLE IO
A corporation may have one or more classes of members, If it does, the designation of such classes, the manner of election
or appointments, the duration of membership and the qualification and rights, inctuding voting righs, of the members of
each class, may be set forth in the by-laws of the corporation or may be sct forth below:

The designation of classes of members, their manner of
gélection or appointment, the duration of membership and the
qualification and rights, including voting rights, of the
members of each class, are set forth in the bylaws of the
corporation.

ARTICLE IV
**Other lawful provisions, if any, for the conduct and regulation of the business and affairs of the corporation, for its
voluntary dissolution, or for limiting, defining, or regulating the powers of the corporation, or of its directors or members,
or of any class of members, are as follows:

Other lawful provisions for the conduct and regulation of
the business of the corporation are set forth in SHEET 4A,
attached. .

Other lawful provisions for the conduct and regulation of
the business of the corporation are set forth in SHEET 4B,

attached.

: ARTICLE V
The by-laws of the corporation have been duly adopted and the initial directors, president, treasurer and clerk or other
presiding, financial or recording officers, whose names are set out on the following page, have been duly elecred,

**[f thare are no provistons, state "None™.
Note: The preceding four (4) articles are considered to be permanent and may only be changed by filing appropriate Articles of Amendment.




Hispanic-American Chamber Institute
67 Broad Street
Boston, Massachuset

SHEET 4A

4. Other lawful provisions for the conduct and regutation of the Carporation's
business:

{(a) Subject to all limitations set forth in, or referred to by, other previsions of
these Articles, this corporation shall have, and may exercise in furtherance of its incorporated
purposes, (1) all of the powers specified in Section 8 of Chapter 1568 of the Massachusetts
General Laws as amended from time to time except the powers referred to in paragraph (m)
thereof which do not apply to charitable corporations, and (2) all other powers necessary or
convenient to effect any or all of the purposes for which the corporation is formed, provided
always that (i} no such powers shall be exercised in a manner inconsistent with Chapter 180 of
the General Laws of the Commonwealth of Massachusetts (if) the corporation shall be operated
exclusively for charitable and educational purposes, as said terms have been and shall be
defined in Section 170{c) and 501(c)(3) of the Internal Revenue Code of 1954, as amended (the
“Internal Revenue Code"), {iil) the corporation shall act or refrain from acting so as not to subject
itself to the taxes imposed by the following sections of the Internal Revenue Code: 4942 (relating
to taxes on failure to distribute income), 4945 (relating to taxable expenditurés); {iv) no part of the
assets of the corporation and no part of any net eamings of the corporation shall be divided
among or inure to the benefit of any officer or director of the corporation or any private individual,
or be appropriated for any purposes other than the purposes of the corporation herein set forth,
(v} no contribution shall be made by the comoration to entities or persons for other than religious,
charitable, scientific, literary, or educational purposes; (vi) no substantial part of the activities of
the corporation shall be or include the carrying on of propaganda or otherwise attempting to
influence legisiation or participating in or intervening in (including the publishing or distribution of
statements) any political campaign on behalf of any candidate for public cffice; and (vii) upon the
tiquidation , dissolution, or winding up of the corporation, all of the corporation's assets remaining
after the satisfaction of its outstanding liabilities shall be distributed to an organization or
organizations exempt from taxation under the provisions of Section 501(c)(3) of the Intemal
Revenue Code.

(b) Except as otherwise specfically provided by the By-Laws of the corporation,
meetings of the Members of the Corporation may be held anywhere in the United States.

(¢c) The Directors of the corporation may make, amend, or repeal the By-Laws of
the corporation in whole or in part, except with respect to any provision thereof which by law,
these Articles of the By-Laws of the corporation require action by the Members,




Hispanic-American Chamber Institute
67 Broad Street
Boston, Massachusetts 02109

EET 4

{d) Except as otherwise provided below, the corporation shall, to the extent
legally permissible and only to the extant that the status of the corporation as an organization
exempt under Section 501(c){3) of the Internal Revenue Code is not adversely affected thereby,
indemnify each person who is, or shall have been, a Direclor or officer of the corporation against
all liabilities and expenses (including judgments, fines, penaities, and reasonable attorneys' fees
and all amounts paid, other than to the corporation, in compromise or settlement) imposed upon
or incurred by any such person in connection with, or arising out of, the defense or disposition of
any action, suit or other proceeding, whether civil or criminal, in which he may be a defendant or
with which he may be threatened or otherwise invoived, directly or indirectly, by reason of his
being or having been such a Director or officer.

The corporation shall provide no indemnffication with respect to any matter as to
which any such Director or officer shalt be finally adjudicated in such action, suit, or proceeding
not to have acted in good faith in the reasonable belief that his action was in the best interests of
the corporation. The corporation shall provide no indemnification with respect to any matter
settled or compromised, pursuant to a consent decree or otherwise, unless such settlement or
compromise shall have been approved as in the best interests of the corporation, after notice that
indeminfication is involved, by (i} a disinterested majority of the Board of Directors or (i) a
majority of the Members, exclusive of any member by whom such Director or officer is employed.

Indemnification may include payment by the corporation of expenses in
defending a civil or criminal action or proceeding in advance of the final disposition of such action
or proceeding upon receipt of an undertaking by the person indemnified to repay such payment if
it is uttimately determined that such person is not entitied to indemnification under Section 6 of
Chapter 180 of the Massachusetts General Laws.

As used in this Article 4(d), the terms "Director” and “officer” include their
respective heirs, executors, administrators, and legal representatives, and an “interested”
Director is one against whom in such capacity the proceeding in question or another proceeding
on the same or simiar grounds is then pending. .

The right of indemnification provided in this Article 4(d) shall not be exclusive of
or affect any other rights to which any Director or officer may be entitled under any agreement,
statute, or otherwise. The corporation’s obligation to provide indeminfication under this Article
shall be offset 10 the extent of any other source of indemnification or any otherwise applicable
insurance coverage under a policy maintained by this corporation or any other person, Nothing
contained in this Article 4(d) shall affect any rights to which caorporate personnel other than
Directors or officers may be entitled by contract or otherwise.




ARTICLE VI
The effective date of organization of the corporation shall be the date approved and filed by the Secretary of the Commonwealth,
If a later effective date is desired, specify such date which shall not be more than thirty days after the date of filing.

ARTICLE VII
The information contained in Article VIL is not a permanent part of the Articles of Organization.

a. The street address of the principal office of the corporation in Massachusetts is: (post office boxes are not acceptabic)
67 Broad Street, 4th Floor, Bostsd Ma'0216§ S

b. The name, residential address and post office address of the directors and officers of the corporation arc as follows:

NAME RESIDENTIAL ADDRESS ! POST OFFICE ADDRESS
. . e Nt
President: ; - e T B R T
Bruce M. Young (6 CottageuStreet.t. 7 ™' POB 812733
Treasurer: Wellesley MA 02181 Wellesley MA 02181
" Andres Lopez 28 Cavanaugh Road
Clerk: ﬁWellesley MA 02181
' Bruce M. Young {6 Cottage Street POB 812733
Directors: Wellesley MA 02181 Wellesley MA 02181
(orofficers (% o3 . o~ j
having the bBdgara.Cintron 36 Lynwood Avenue
pOWCI‘S of Holyoke MA 01040
directors)

¢. The fiscal year of the corporation shall end on the last day of the month of:  pacember

d. The name and business address of the resident agent of the corporation, if any, is: none

I/We, the below signed incorporator(s), do hereby centify under the pains and penalties of perjury that I/we have not been
convicted of any crimes relating to alcohol or gaming within the past ten years. 1/We do hereby further certify that to the
best of my/our knowledge the above-named officers have not been similarly convicted. If so convicted, explain.

IN WITNESS WHEREOF AND UNDER THE PAINS AND PENALTIES OF PERJURY, I/we, whosc signature(s) appear below as
incorporator(s) and whose name(s) and business or residential address(es) are clearly typed or printed beneath each signature,
do hereby associate with the intention of forming this corporation under the provisions of General Laws, Chapter 180 and
do hereby sign these Articles of Organization as incorporator(s) this 13th_ day of June , 1997 .,

B X =
VI"’ 7 l/
Bruce M, Young
Hispanic-American Chamber of Commerce

67 Broad Street
Boston MA 02181

Note: If an existing corporation is acting as incorporator, iype in the exact name of the corporation, the state or otber jurisdiction where
it was incorporated, the name of the person signing on bebalf of said corporation and the title be/sbe bolds or otber autbority by which
such action is taken. ’ )
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LoDRLRCT ALY OF * THE COMMONWEALTH OF MASSACHUSETTS
fHe COMMONWE AL

ARTICLES OF ORGANIZATION
970K 16 PH 1159 LS

(General Laws, Chapter 180)
CORFL R BN THYISION

1 hereby certify thar, upon examination of these Articles of Organiza-
tion, duly submitted to me, it appears that the provisions of the General
Laws relative to the organization of corporations have been comblicd
with, and | hereby approve said-articles; and the filing fee in the amount
of 8, § 00 having been paid, said articles are deemed to have been
filed with me this _/f dayof _TJ Unrm" 19T L

Effective date:

WILLIAM FRANCIS GALVIN
Secretary of the Commonwealth

TO BE FILLED IN BY CORPORATION
Photocopy of document to be sent to:

Bruce M. Young
6 Cottage Street), POB 812733

Wellesley MA 02181

Telephone: (617) 261-4222




