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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of:
Serial No. 86/247,672
Mark: NOCTRISA

FERRING B.V.,
Opposer,
V.

Opposition No. 91219487

ALLERGAN, INC. and SERENITY
PHARMACEUTICALS, LLC

Applicants.

N N N N N N N N N N N

AMENDED NOTICE OF OPPOSITION

Opposer, Ferring B.V., a limited liability company organized under the laws of the
Netherlands having an address of Polaris Avenue 144, 2132 JX Hoofddorp, The Netherlands,
believes that it will be damaged by the registration of the trademark NOCTRISA Serial No.
86/247,672 in Class 5, filed on April 9, 2014, and hereby opposes this application. As grounds
for the opposition, it is alleged that:

1. Opposer, Ferring B.V. (“Opposer”), is the owner of U.S. Trademark Registration
No. 4,405,021 for NOCDURNA for “Pharmaceutical products and preparations for use in
treating urological disorders and conditions.”

2. A true and correct copy of U.S. Trademark Registration No. 4,405,021 for the
NOCDURNA trademark, issued September 24, 2013, together with a print-out from the TESS
and TDSR databases showing the title and status of the NOCDURNA trademark registration, are

attached hereto as Exhibit 1.



3. Opposer has rights in the NOCDURNA trademark at least as early as August 7,
20009, the filing date of the application for NOCDURNA in Registration No. 4,405,021.

4. Allergan, Inc. (““Allergan”), is a Delaware corporation having an address of 2525
DuPont Drive, Irvine, California 92612.

5. Serenity Pharmaceuticals, LLC (“Serenity”), is Delaware limited liability
company having an address of 105 Hawk Court, Milford, Pennsylvania 18337.

6. Allergan applied in Application Serial No. 86/247,672 to register the NOCTRISA
trademark for “Pharmaceutical preparations for the treatment of nocturia” in Class 5.

7. Application Serial No. 86/247,672 was filed on April 9, 2014, based on the intent-
to-use provisions of Section 1(b) of the Trademark Act.

8. On information and belief, Allergan made no use of the NOCTRISA trademark
prior to the filing date of April 9, 2014.

0. On information and belief, Allergan has not used the NOCTRISA trademark in
commerce prior to the filing date of April 9, 2014.

10. On information and belief, Allergan has made no use of the NOCTRISA
trademark on the Class 5 goods covered by application Serial No. 86/247,672 prior to April 9,
2014.

11. On information and belief, Allergan has not used the NOCTRISA mark in
commerce on the Class 5 goods covered by application Serial No. 86/247,672 prior to April 9,
2014.

12. On March 26, 2018, Allergan filed an assignment with the United States Patent

and Trademark Office (“USPTO”) where Allergan assigned the NOCTRISA mark to Serenity.



A true and correct copy of the trademark assigned filed by Allergan at Reel/Frame 6299/0542 is
attached hereto as Exhibit 2.

13. Upon information and belief, Serenity has not made use of the NOCTRISA mark
in U.S. commerce.

14. Opposer’s rights in the NOCDURNA trademark are prior to Allergan and
Serenity’s rights in the NOCTRISA mark.

15. Upon information and belief, neither Allergan nor Serenity have filed any Request
for Proprietary Name to the Food and Drug Administration (“FDA”) listing NOCTRISA as a
proposed proprietary name.

GROUND I - LIKELTHOOD OF CONFUSION

16. Opposer repeats and realleges each and every allegation above as if fully set forth
herein.

17. The mark NOCTRISA 1is confusingly similar to Opposer’s trademark
NOCDURNA and is likely, when used in conjunction with the goods identified in the
application, to cause confusion or to cause mistake or to cause deception.

18. The goods set forth in the application for NOCTRISA are the same as or closely
related to Opposer’s NOCDURNA goods and would be offered through the same or similar
channels of trade, and used by one or more of the same classes of purchasers and users, such that
consumers will be confused, mistaken or deceived into believing that Allergan and/or Serenity’s
goods originate from, are authorized by, or are in some way connected with Opposer.

19. Opposer will be damaged by registration of the NOCTRISA mark as shown in

Application Serial No. 86/247,672.



GROUND II — IMPROPER ASSIGNMENT OF MARK

20. Opposer repeats and realleges each and every allegation above as if fully set forth
herein.

21. On March 26, 2018, Allergan filed a trademark assignment. See Exhibit 2,
Reel/Frame 6299/0542 (the “Assignment”). The Assignment assigns several trademarks,
including the NOCTRISA mark, from Allergan to Serenity and states that they are being
assigned “absolutely with full title guarantee all its right, title and interest in and to the
Transferred IP.” See id. at Section 1. Transferred IP is a defined term that includes several
trademark applications and registrations, including the NOCTRISA mark. The Assignment
assigns to Serenity “all statutory and common law rights ... together with the goodwill of the
business relating to the goods or services in respect of which the Transferred IP are registered or
used.”

22. 15 U.S.C. §1060(a)(1) states as follows:

no application to register a mark under section 1(b) shall be assignable prior to
the filing of an amendment under section 1(c) to bring the application into
conformity with section 1(a) or the filing of the verified statement of use under
section 1(d), except for an assignment to a successor to the business of the

applicant, or portion thereof, to which the mark pertains, if that business is
ongoing and existing.

23. The recorded assignment does not reference any other agreements between
Allergan and Serenity.

24.  Upon information and belief Serenity is not a successor company to Allergan.

25.  No allegation or statement of use was filed before the assignment was filed with
the USPTO.

26.  The NOCTRISA Application, Serial Number 86/247,672 was filed under Section

1(b) as an intent-to-use application, therefore 15 U.S.C. §1060(a)(1) applied to this application.
4



27. Accordingly, the NOCTRISA Application, Serial Number 86/247,672 was
improperly assigned to Serenity and are therefore void.

GROUND IIT - LACK OF BONA FIDE INTENT TO USE NOCTRISA

28. Opposer repeats and realleges each and every allegation above as if fully set forth
herein.

29.  Grounds for an opposition also include that an application is void ab initio when
there is no bona fide intent to use a mark in U.S. commerce on identified goods and services as
of the filling date of the application under Section 1(b). T.B.M.P. §309.03(c¢).

30. “[TIntent must be demonstrable and more than a mere subjective belief.” M.Z.
Berger & Co. v. Swatch AG, 787 F.3d 1368, 1375, 114 USPQ2d 1892, 1899 (Fed. Cir. 2015)
(citing 15 U.S.C. §1051(b)(1)). The question of “whether an applicant has ‘bona fide intent’ to
use the mark in commerce at the time of the application requires objective evidence of intent.”
Id. at 1376.

31. On information and belief, neither Allergan nor Serenity have sought proprietary
name approval from the FDA for NOCTRISA.

32. On information and belief, neither Allergan nor Serenity has used the NOCTRISA
mark subject to Application Serial Number 86/247,672, in U.S. Commerce since April 9, 2014,
the date it filed the application.

33. On information and belief, neither Allergan nor Serenity had a bona fide intent to
use NOCTRISA in U.S. commerce at the time it filed its application for the mark in Class 5

under Section 1(b), and therefore the application for NOCTRISA is void ab initio.



WHEREFORE, Opposer, Ferring B.V., believes that it is being and will continue to be
damaged by the registration of the NOCTRISA Application shown in Application Serial Number
86/247,672, and therefore requests that the application be refused, and that this Opposition be

sustained in favor of Opposer.

Dated: October 20, 2020 Respectfully submitted,

By:_/s/ Sarah Anne Keefe

Sarah Anne Keefe

WOMBLE BOND DICKINSON (US) LLP
470 Atlantic Avenue, 6" Floor

Boston, MA 02110

Tel.: 857-287-3100

Fax: 857-302-6850
Sarah.Keefe(@wbd-us.com

Jacob S. Wharton

WOMBLE BOND DICKINSON (US) LLP
One West Fourth Street

Winston-Salem, NC 27101

Tel.: 336-747-6609

Fax: 336-726-6985
Jacob.Wharton@wbd-us.com

Attorneys for Ferring, B.V

WBD (US) 50487442
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B nited

States of Ampy,,

Anited States Patent and Trademark Office (?

NOCDURNA

Reg. No. 4,405,021
Registered Sep. 24,2013

Int. Cl.: 5

TRADEMARK
PRINCIPAL REGISTER

Deputy Director of the United States Patent and Trademark Office

FERRING B.V. (NETHERLANDS CORPORATION)
POLARIS AVENUE 144
2132 JX HOOFDDORP, NETHERLANDS

FOR: PHARMACEUTICAL PRODUCTS AND PREPARATIONS FOR USE IN TREATING
UROLOGICAL DISORDERS AND CONDITIONS, IN CLASS 5 (U.S. CLS. 6, 18, 44, 46, 51
AND 52).

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, SIZE, OR COLOR.

OWNER OF ERPN CMNTY TM OFC REG. NO. 008679441, DATED 4-28-2010, EXPIRES 11-
11-2019.

SER. NO. 76-698,840, FILED 8-7-2009.

RON FAIRBANKS, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL
TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE
DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten Years*
What and When to File:

First Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) between the
5th and 6th years after the registration date. See 15 U.S.C. §§1058, 1141k. If the declaration is
accepted, the registration will continue in force for the remainder of the ten-year period, calculated
from the registration date, unless cancelled by an order of the Commissioner for Trademarks or a
federal court.

Second Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) and an
Application for Renewal between the 9th and 10th years after the registration date.*
See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*
What and When to File:

You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal between
every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above
with the payment of an additional fee.

The United States Patent and Trademark Office (USPTO) will NOT send you any future notice or
reminder of these filing requirements.

*ATTENTION MADRID PROTOCOL REGISTRANTS: The holder of an international registration with
an extension of protection to the United States under the Madrid Protocol must timely file the Declarations
of Use (or Excusable Nonuse) referenced above directly with the USPTO. The time periods for filing are
based on the U.S. registration date (not the international registration date). The deadlines and grace periods
for the Declarations of Use (or Excusable Nonuse) are identical to those for nationally issued registrations.
See 15U.S.C. §§1058, 1141k. However, owners of international registrations do not file renewal applications
at the USPTO. Instead, the holder must file a renewal of the underlying international registration at the
International Bureau of the World Intellectual Property Organization, under Article 7 of the Madrid Protocol,
before the expiration of each ten-year term of protection, calculated from the date of the international
registration. See 15 U.S.C. §1141j. For more information and renewal forms for the international registration,
see http://www.wipo.int/madrid/en/.

NOTE: Fees and requirements for maintaining registrations are subject to change. Please check the
USPTO website for further information. With the exception of renewal applications for registered
extensions of protection, you can file the registration maintenance documents referenced above online
at http:/www.uspto.gov.

Page: 2 / RN # 4,405,021



Generated on: This page was generated by TSDR on 2019-11-18 20:23:04 EST
Mark: NOCDURNA

NOCDURNA

US Serial Number: 76698840 Application Filing Aug. 07, 2009
Date:
US Registration 4405021 Registration Date: Sep. 24,2013
Number:

Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active
Descriptor:
The trademark application has been registered with the Office.

Status: A Section 8 declaration has been accepted.
Status Date: Dec. 18,2018
Publication Date: Jul. 09, 2013

Mark Information

Mark Literal NOCDURNA

Elements:
Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.
Claim:
Mark Drawing 4 - STANDARD CHARACTER MARK

Type:

Foreign Information

Foreign 008679441 Foreign Apr. 28,2010
Registration Registration Date:
Number:
Foreign EUROPEAN (EU) OFFICE FOR Foreign Expiration Nov. 11,2019
Application/Registration HARMONIZATION IN THE INTERNAL MARKET Date:

Country: (OHIM)

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: PHARMACEUTICAL PRODUCTS AND PREPARATIONS FOR USE IN TREATING UROLOGICAL DISORDERS AND CONDITIONS

International 005 - Primary Class U.S Class(es): 006, 018, 044, 046, 051, 052
Class(es):

Class Status: ACTIVE
Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No
Filed ITU: Yes Currently ITU: No
Filed 44D: No Currently 44E: Yes

Filed 44E: No Currently 66A: No



Filed 66A: No Currently No Basis: No
Filed No Basis: No
Current Owner(s) Information
Owner Name: Ferring B.V.

Owner Address:

Legal Entity Type:

Polaris Avenue 144
2132 JX Hoofddorp NETHERLANDS

CORPORATION State or Country NETHERLANDS
Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Karen Lim Docket Number: FRRG 1609546
Attorney Primary klim-docket@fzlz.com Attorney Email Yes
Email Address: Authorized:
Correspondent
Correspondent Karen Lim
Name/Address: Fross Zelnick Lehrman & Zissu, P.C.
4 TIMES SQUARE, 17TH FLOOR
New York, NEW YORK UNITED STATES 10036
Phone: 212-813-5900
Correspondent e- klim-docket@fzlz.com Correspondent e- Yes
mail: mail Authorized:
Domestic Representative - Not Found
Prosecution History
Date Description ZLonﬁgzging

Dec. 18,2018 NOTICE OF ACCEPTANCE OF SEC. 8 - E-MAILED
Dec. 18,2018 REGISTERED - SEC. 8 (6-YR) ACCEPTED 70833
Dec. 18,2018 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70833
Dec. 07, 2018 TEAS SECTION 8 RECEIVED
Sep. 24,2018 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED
Apr. 05, 2017 REVIEW OF CORRESPONDENCE COMPLETE - ADDRESS UPDATED 88889
Jan. 31, 2017 CORRESPONDENCE RECEIVED IN LAW OFFICE
Jan. 05, 2017 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Jan. 05, 2017 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Sep. 24,2013 REGISTERED-PRINCIPAL REGISTER
Jul. 09, 2013 PUBLISHED FOR OPPOSITION
Jun. 19, 2013 NOTICE OF PUBLICATION
Apr. 19, 2013 NOTICE OF REINSTATEMENT MAILED
Apr. 16,2013 1(B) BASIS DELETED; NEW BASIS REQUESTED 65362
Mar. 05, 2013 NOTICE OF ALLOWANCE CANCELLED 65362
Mar. 29, 2013 44(e) PETITION - GRANTED 70458
Apr. 15,2013 REINSTATEMENT GRANTED - INADVERTENTLY ABANDONED 70458
Apr. 15,2013 ABANDONMENT - NO USE STATEMENT FILED 99999
Mar. 18, 2013 ASSIGNED TO PETITION STAFF 70458
Mar. 05, 2013 TEAS PETITION TO AMEND BASIS RECEIVED 1111
Sep. 05, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED
Sep. 04, 2012 EXTENSION 5 GRANTED 65362
Aug. 29, 2012 EXTENSION 5 FILED 65362
Aug. 29, 2012 TEAS EXTENSION RECEIVED
Mar. 15, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED
Mar. 14,2012 EXTENSION 4 GRANTED 65362
Mar. 06, 2012 EXTENSION 4 FILED 65362



Mar. 06, 2012 TEAS EXTENSION RECEIVED

Oct. 27, 2011 ASSIGNED TO EXAMINER

Aug. 25, 2011 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED
Aug. 24, 2011 EXTENSION 3 GRANTED

Aug. 19, 2011 EXTENSION 3 FILED

Aug. 19, 2011 PAPER RECEIVED

Mar. 15, 2011 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED
Mar. 14, 2011 EXTENSION 2 GRANTED

Mar. 07, 2011 EXTENSION 2 FILED

Mar. 07, 2011 PAPER RECEIVED

Oct. 20, 2010 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED
Oct. 19, 2010 EXTENSION 1 GRANTED

Sep. 16, 2010 EXTENSION 1 FILED

Oct. 19, 2010 CASE ASSIGNED TO INTENT TO USE PARALEGAL

Sep. 21,2010 PAPER RECEIVED

Mar. 16, 2010 NOA MAILED - SOU REQUIRED FROM APPLICANT

Dec. 22, 2009 PUBLISHED FOR OPPOSITION

Dec. 02, 2009 NOTICE OF PUBLICATION

Nov. 17, 2009 LAW OFFICE PUBLICATION REVIEW COMPLETED

Nov. 17, 2009 ASSIGNED TO LIE

Oct. 30, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 26, 2009 ASSIGNED TO EXAMINER

Aug. 18, 2009 APPLICATION FILING RECEIPT MAILED

Aug. 12, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

76463

65362

65362

65362
65362

65362
65362
65362

70138
70138

83285

TM Staff and Location Information

TM Staff Information - None

File Location
Current Location: TMO LAW OFFICE 117 Date in Location: Dec. 18,2018
Proceedings
Summary
Number of 4
Proceedings:
Type of Proceeding: Opposition
Proceeding 91219485 Filing Date: Nov 25, 2014
Number:
Status: Pending Status Date: Nov 25, 2014
Interlocutory WINSTON T FOLMAR
Attorney:
Defendant
Name: Allergan, Inc. and Serenity Pharmaceuticals LLC
Correspondent KENNETH L WILTON
Address: SEYFARTH SHAW LLP

Correspondent e-
mail:

Associated marks
Mark

NOCTIVA

Name:

Correspondent

2029 CENTURY PARK EAST , SUITE 3500
LOS ANGELES CA UNITED STATES , 90067-3021

kwilton@seyfarth.com , Igregory@seyfarth.com , mcardona@seyfarth.com , ttabdocket@seyfarth.com

Application Status ﬁi"':tl, &
Opposition Pending 86247669

Plaintiff(s)
Ferring B.V.
SARAH ANNE KEEFE

Registration
Number



Associated marks

Address: WOMBLE BOND DICKINSON (US) LLP

TWO INTERNATIONAL PLACE, SUITE 2310
BOSTON MA UNITED STATES , 02110

Correspondent e- Sarah.Keefe@wbd-us.com , Jacob.Wharton@wbd-us.com , TMDocketing@wbd-us.com , Danny.Vara@wbd-us.com

mail:

Mark

NOCDURNA
NOCTURIN
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Entry Number

Application Status

Section 8 - Accepted
Cancelled - Section 8
Prosecution History
History Text

FILED AND FEE

NOTICE AND TRIAL DATES SENT; ANSWER DUE:

PENDING, INSTITUTED

D CHANGE OF CORRESP ADDRESS

D MOTION W/CONSENT TO REOPEN ITS TIME TO ANSWER AND RESET
DEADLINES

TRIAL DATES RESET

ANSWER

P MOT FOR EXT W/ CONSENT

EXTENSION OF TIME GRANTED

P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS
SUSPENDED

P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS
SUSPENDED

P MOT TO CONSOLIDATE

CONSOLIDATED (PARENT); TRIAL DATES REMAIN SET

P MOT FOR EXT W/ CONSENT

EXTENSION OF TIME GRANTED

D CHANGE OF CORRESP ADDRESS

STIPULATED PROTECTIVE ORDER

STIP PROTECTIVE AGREEMENT APPROVED; TRIAL DATES REMAIN AS RESET
P MOT FOR EXT W/ CONSENT

EXTENSION OF TIME GRANTED

P CHANGE OF CORRESP ADDRESS

P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS
SUSPENDED

P CHANGE OF CORRESP ADDRESS

P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS
SUSPENDED

P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS
SUSPENDED

P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS
SUSPENDED

D CHANGE OF CORRESP ADDRESS

STIP FOR EXT

D MOT TO JOIN/SUBSTITUTE PARTY

STIP TO SUSPEND PEND DISP CIV ACTION

SUSPENDED

P APPEARANCE / POWER OF ATTORNEY

P CHANGE OF CORRESP ADDRESS

RESPONSE DUE 30 DAYS (DUE DATE)

P RESP TO BD ORDER/INQUIRY

TRIAL DATES RESET

Date
Nov 25, 2014
Nov 25, 2014
Nov 25, 2014
Jan 14, 2015

Jan 14, 2015

Jan 26, 2015
Feb 03, 2015
Jul 24, 2015

Jul 24, 2015

Sep 17,2015
Sep 17,2015
Jan 28, 2016
Jan 28, 2016
Jul 25, 2016

Jul 27, 2016

Jul 27, 2016

Jul 28, 2016

Jul 29, 2016

Oct 06, 2016
Oct 06, 2016
Nov 07, 2016
Nov 07, 2016
Dec 08, 2016
Dec 08, 2016
Dec 16, 2016
Feb 03, 2017
Jun 21,2017
Jun 28, 2017
Dec 15, 2017
Jan 16, 2018
Mar 22, 2018
Mar 29, 2018
May 03, 2018
May 26, 2018
Jun 20, 2018
Jul 05, 2018

Jul 05, 2018

Jun 03, 2019
Jun 03, 2019
Jul 08, 2019

Aug 06, 2019
Oct 21, 2019

Serial
Number

76698840

Registration
Number

4405021

76629478

3656210

Due Date

Jan 04, 2015

Aug 07, 2019

Type of Proceeding: Opposition




Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark

NOCUVANT

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

91219486 Filing Date: Nov 25, 2014

Pending Status Date: Nov 25, 2014
WINSTON T FOLMAR

Defendant
Allergan, Inc.

KENNETH L WILTON

SEYFARTH SHAW LLP

2029 CENTURY PARK EAST SUITE 3500

LOS ANGELES CA UNITED STATES , 90067-3021

kwilton@seyfarth.com , hinchey susan@allergan.com , cprice@seyfarth.com , kelko@seyfarth.com , LAXTTABDocket@seyfarth.com

Application Status ?l?xl:t: o nﬁﬁ:igf tion
Opposition Pending 86247674

Plaintiff(s)
Ferring B.V.

SARAH ANNE KEEFE

WOMBLE BOND DICKINSON (US) LLP
TWO INTERNATIONAL PLACE, SUITE 2310
BOSTON MA UNITED STATES , 02110

Sarah.Keefe@wbd-us.com , Jacob.Wharton@wbd-us.com , TMDocketing@wbd-us.com , Danny.Vara@wbd-us.com

Mark Application Status fl‘::?ll) o :ﬁﬁ:ﬁ:ﬁﬁon
NOCDURNA Section 8 - Accepted 76698840 4405021
NOCTURIN Cancelled - Section 8 76629478 3656210

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Nov 25, 2014
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 25, 2014 Jan 04, 2015
3 PENDING, INSTITUTED Nov 25, 2014
4 D CHANGE OF CORRESP ADDRESS Jan 14, 2015
5 D MOTION W/CONSENT TO REOPEN ITS TIME TO ANSWER AND RESET Jan 14. 2015

DEADLINES ’
6 TRIAL DATES RESET Jan 26, 2015
7 ANSWER Feb 03, 2015
8 P MOT FOR EXT W/ CONSENT Jul 24, 2015
9 EXTENSION OF TIME GRANTED Jul 24, 2015
10 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 17, 2015
11 SUSPENDED Sep 17, 2015
12 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 28, 2016
13 SUSPENDED Jan 28, 2016
14 CONSOLIDATED - CHILD OF 91219485 Jul 27,2016
15 P MOT FOR EXT W/ CONSENT Jul 27,2016
16 EXTENSION OF TIME GRANTED Jul 27,2016
17 P CHANGE OF CORRESP ADDRESS Dec 08, 2016
18 P CHANGE OF CORRESP ADDRESS Jun 19, 2019
Type of Proceeding: Opposition
Proceeding 91219487 Filing Date: Nov 25, 2014
Number:
Status: Pending Status Date: Nov 25, 2014

Interlocutory WINSTON T FOLMAR

Attorney:



Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark

NOCTRISA

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Defendant
Allergan, Inc.

KENNETH L WILTON

SEYFARTH SHAW LLP

2029 CENTURY PARK EAST SUITE 3500

LOS ANGELES CA UNITED STATES , 90067-3021

kwilton@seyfarth.com , hinchey susan@allergan.com , cprice@seyfarth.com , kelko@seyfarth.com , LAXTTABDocket@seyfarth.com

Application Status

Opposition Pending
Plaintiff(s)
Ferring B.V.

SARAH ANNE KEEFE

WOMBLE BOND DICKINSON (US) LLP
TWO INTERNATIONAL PLACE, SUITE 2310
BOSTON MA UNITED STATES, 02110

Sarah.Keefe@wbd-us.com , Jacob.Wharton@wbd-us.com , TMDocketing@wbd-us.com , Danny.Vara@wbd-us.com

86247672

Registration
Number

Registration

Mark Application Status Nl
NOCDURNA Section 8 - Accepted 76698840 4405021
NOCTURIN Cancelled - Section 8 76629478 3656210

Prosecution History

Entry Number History Text Date Due Date
1 FILED AND FEE Nov 25, 2014
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 25, 2014 Jan 04, 2015
3 PENDING, INSTITUTED Nov 25, 2014
4 D CHANGE OF CORRESP ADDRESS Jan 14, 2015
5 D MOTION W/CONSENT TO REOPEN ITS TIME TO ANSWER AND RESET Jan 14. 2015

DEADLINES ’
6 TRIAL DATES RESET Jan 26, 2015
7 ANSWER Feb 03, 2015
8 P MOT FOR EXT W/ CONSENT Jul 24, 2015
9 EXTENSION OF TIME GRANTED Jul 24, 2015
10 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 17, 2015
11 SUSPENDED Sep 17, 2015
12 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 28, 2016
13 SUSPENDED Jan 28, 2016
14 P MOT FOR EXT W/ CONSENT Jul 27, 2016
15 EXTENSION OF TIME GRANTED Jul 27, 2016
16 CONSOLIDATED - CHILD OF 91219485 Jul 27, 2016
17 P CHANGE OF CORRESP ADDRESS Dec 08, 2016
18 P CHANGE OF CORRESP ADDRESS Jun 19, 2019
Type of Proceeding: Opposition
Proceeding 91218909 Filing Date: Oct 17,2014
Number:
Status: Terminated Status Date: Feb 05, 2015
Interlocutory ELIZABETH WINTER
Attorney:
Defendant
Name: Omega Alpha Pharmaceuticals Inc.
Correspondent CYNTHIA J LEDGLEY
Address: LEDGLEY LAW

724 ANNETTE ST
TORONTO ON CANADA . M6S2E2



Correspondent e-
mail:

Associated marks

Mark

NOCTURNA

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark

NOCDURNA
NOCTURIN

o O A~ W N =

Entry Number

docket@LedgleyLaw.com , CLedgley@LedgleyLaw.com

Application Status

Abandoned - After Inter-Partes Decision
Plaintiff(s)
Ferring B.V.
ARNE M OLSON
OLSON & CEPURITIS LTD

20 NORTH WACKER DRIVE , 36TH FLOOR
CHICAGO IL UNITED STATES , 60606

TMDocket@olsonip.com , docket@olsonip.com , AOIson@olsonip.com , KGaripay@olsonip.com

Application Status

Section 8 - Accepted
Cancelled - Section 8
Prosecution History
History Text

FILED AND FEE

NOTICE AND TRIAL DATES SENT; ANSWER DUE:

PENDING, INSTITUTED

NOTICE OF DEFAULT

BD DECISION: SUSTAINED

TERMINATED

Date
Oct 17, 2014
Oct 20, 2014
Oct 20, 2014
Dec 17,2014
Feb 05, 2015
Feb 05, 2015

Serial Registration
Number Number
85912552
Serial Registration
Number Number
76698840 4405021
76629478 3656210
Due Date
Nov 29, 2014
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900444153 03/26/2018
TRADEMARK ASSIGNMENT COVER SHEET

Electronic Version v1.1 ETAS ID: TM467101
Stylesheet Version v1.2
SUBMISSION TYPE: NEW ASSIGNMENT
NATURE OF CONVEYANCE: ASSIGNMENT OF THE ENTIRE INTEREST AND THE GOODWILL
CONVEYING PARTY DATA
Name Formerly Execution Date Entity Type
Allergan,Inc. 05/28/2017 Corporation: DELAWARE

RECEIVING PARTY DATA

Name: Serenity Pharmaceuticals LLC

Street Address: 105 Hawk Court

City: Milford

State/Country: PENNSYLVANIA

Postal Code: 18337

Entity Type: Limited Liability Company: DELAWARE

PROPERTY NUMBERS Total: 3

Property Type Number Word Mark
Serial Number: 86247669 NOCTIVA
Serial Number: 86247672 NOCTRISA
Serial Number: 86247674 NOCUVANT
o
[{=}
CORRESPONDENCE DATA 5
Fax Number: 2123553333 §
Correspondence will be sent to the e-mail address first; if that is unsuccessful, it will be sent o
using a fax number, if provided; if that is unsuccessful, it will be sent via US Mail. =
Phone: 2128138800 2
Email: NY-TM-Admin@goodwinprocter.com o
Correspondent Name: GOODWIN PROCTER LLP/Janis Nici O
Address Line 1: 620 Eighth Avenue
Address Line 4: New York, NEW YORK 10018
NAME OF SUBMITTER: Janis Nici
SIGNATURE: /janis nici/
DATE SIGNED: 03/26/2018

Total Attachments: 6

source=assignment agreement#page1.tif
source=assignment agreement#page?2.tif
source=assignment agreement#page3.tif
source=assignment agreement#page4.tif

TRADEMARK
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source=assignment agreement#pageb.tif
source=assignment agreement#page®6.tif
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TRADEMARK, COPYRIGHT and DOMAIN NAME ASSIGNMENT

THIS TRADEMARK, COPYRIGHT and DOMAIN NAME ASSIGNMENT (the
“Agreement”) is made on 28 May 2017 between:

(1)  ALLERGAN, INC. incorporated under the laws of the state of Delaware having a
registered office at 2525 Dupont Drive, Irvine, CA 92612, United States of America
(“Assignor’™);

{2) SERENITY PHARMACEUTICALS LLC, incorporated under the laws of the state
of Delaware having a registered office at 105 Hawk Cowrt, Milford, PA 18337, United
States of America (“Assignee™). (collectively, the Assignor and Assignee are the
“Parties” and each singularly is a “Party™).

BACKGROUND

(A) The Assignor is the proprietor of or applicant for the trademark registrations, trade
mark applications, copyright registrations, copyright applications and domain names
listed in Schedule A to this agreement (the “Transferred IP™).

B) The Assignor has agreed to assign the Transferred IP to the Assignee on the terms set
out in this Agreement.

AGREED TERMS

1. ASSIGNMENT

In return for good and valuable consideration {receipt of which the Assignor expressly
acknowledges), the Assignor hereby assigns to the Assignee absolutely with full title
puarantee all its right, title and inferest in and to the Transferred 1P, including:

(2) the absolute entitlement to any registered trademarks granted pursuant to any of
the applications comprised in the Transferred IP;

(by all statutory and common law rights attaching to the Transferred 1P, together
with the goodwill of the business relating to the goods or services in respect of
which the Transferred IP are registered or used;

(c) all rights of priority {or to claim priority} attaching to the Transferred IP; and

(¢} the right to bring. make, oppose, defend, appeal proceedings, claims or actions
and obtain relief {and fo retain any damages recovered) in respect of any
infringement, or any other cause of action {including passing off) arising from
ownership, of any of the Transferred IP whether occurring before, on or after the
date of this agreement.

2. FURTHER ASSURANCE

2.1 At its own expense, the Assignor shall, and shall use all reasonable endeavours to
procure that any necessary third party shall, execute sach documents and perform
such acts as may be required for the purpose of giving full effect to this agreement,
including registration of the Assignee as applicant or registered proprietor of the
Transferred IP.

2.2 The Assignor shall do the following at the Assignee's cost and direction, pending
formal registration or recordal of the assignment of the Transferred 1P to the
Assignee:

TRADEMARK
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(a} if legally required to do so, pay all applicable application, filing, registration,
renewal and other fees as they fall due;

{by if legally required to do so, promptly satisfy all official actions issued by any
relevant trade mark registry or authority;

{¢) provide the Assignee with all information and other assistance required to
enable the Assignee to prepare, file or prosecute applications for registration of
any of the Transferred IP (including producing, in the appropriate form, any
evidence of its use of the Transferred IP);

(d} ensure that copies of all correspondence that it, or its agents, receive (including
any renewal advice or other notification received from any relevant registry) are
promptly delivered to the Assignee; and

{e) provide the Assignee with all information and other assistance required by the
Assignee fo conduct, defend or settle any relevant claims, actions or proceedings
(including. if requested by the Assignee, bringing proceedings in its own name
or lending its name to any proceedings brought by the Assignee).
3 COUNTERPARTS

3.1 This agreement may be executed in any number of counterparts, each of which when
executed and delivered shall constitule a duplicate original, but all the counterparts
shall together constitute the one agreement.

3.2 Transmission of the executed signature page of a counterpart of this agreement by: (a}
fax; or (b) email (in PDF, JPEG or other agreed format) shall take effect as delivery of
an executed counterpart of this agreement.

4, THIRD PARTY RIGHTS

No one other than a Party to this agreement {or their successors and permitted
assignees) shall have any right to enforee any of #ts terms.

5. GOVERNING LAW
This agreement and any dispute or claim (including non-contractual disputes or

claims) arising out of or in connection with it or its subject maiter or formation shall
be governed by and construed in accordance with the law of Delaware.

6. JURISDICTION

The Parties Irrevocably agree that the cowrts of Delaware shall have exclusive
jurisdiction to settle any dispute or claim (ncluding non-contractual disputes or
claims) arising out of or in connection with this agreement or its subject matter or
formation.

[Signatures follow afier the Schedule)

TRADEMARK
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Schedule A

; . o , < 4 P . APPL. APPL. REG. ,
TRADEMARK LCOUNTRY STATUS ‘ OWNER DATE NO. DATE REG. NO.
NOCTIVA s Pending Allergan, Ine. S-Apr-14 | 86247669
NOCTIVA EUTM Pending Allergan, Inc. 3-hul-14 | 013053509
NOCTRISA us Pending Allergan, Ine. O-Apr-14 | 86247672
NOCTRISA ELUTM Pending Allergan, Inc. 3-Jul-1d4 | 013053475
NOCUVANT Us Pending Allergan, Inc. S-Apr-14 | 86247674
NOCUVANT BUTM Pending Allergan, Inc. 3-Jul-14 | (13033434
. - \ 15-Aug- - .
NOZURIA Us Pending Allergan, nc. 16 87138356
PACSERA Us Pending Allergan, Inc. B-Jui-14 86331317
PACSERA EUTM Registered |  Allergan,Tne. | 1570 | 009740800 | ZOP" | aoo7ava9
v 16-Fgh-
PACSERA US Abandoned Allergan, Inc. " 83244298
BAZINGCT s Abandoned Allergan, Inc. }6;}'-;31)« 83244301
PAZINOCT BUTM Regisiered | Alfergan, nc. ! S;{;eb‘ 009749649 22.;*;“"‘ 009749649
. ; 21-hum-
PAZINOCT Us Pending Allergan, Inc. 16 87078539
- . : 2i-Jun~ <
RELISERA UR Pending Allergan, Inc, 16 87078547
RELISERA Us Abandoned Alergan, Inc. O-Mar-11 | 85262388
RELISERA EUTM Registered Allergan, Inc. 7-Apr-11 | 009874884 m'ﬁf‘g" (09874884
REMIO Us Pending Allergan, ne. | DAY | g713g363
. ; 21-Jun-
REMNOCT us Pending Allergam, inc. 16 87078543
Feb- I dul-
REMNOCT EUTM Registered | Allergan,Inc. | *7 7% | 009740508 | %M | 00974908
. {o-Feb- . _
REMNQCT Us Abandoned Allergan, Inc. i1 85244300
RESTNOCT Us Pending Allergan, Inc. 15'{“‘6“5’ 87138368
3
TRADEMARK
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Title of Copyrighted
Work

Country

Authors

Reg. No. Reg. Date

Status

Questionnaire on the
1mpact of Nighitime
Urination

Canada

Seymour Fein, Linda Leng
Yee Cheng, Kristin Khalaf,
Steve Abrams

5 Gctober

1134153 2016

Registered

Questionnaire on the
impact of Nighttime
Urination

China

Seymour Fein, Linda Leng
Yee Cheng, Kristin Khalaf,
Steve Abrams

2016-L- 9 November
06310865 2016

Registered

Questionnaire on the
Impact of Nighttime Us
Urination

Seymour Fein, Linda Leng
Yee Cheng, Kristin Khalaf, n/a n/a
Steve Abrams

Pending

Domain Names
www.noctivainfo.com
www.noctivaservice.com
www.noctivaspray.com
Wwww.hogtrisa.com
www.noctivafornocturia.com
www nocuvant.com
WWW.pacsera.com
WWW.pazinoct.com
www relisera.com
Www. remnoct.com
www.learmaboutnoctiva.com
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IN WITNESS WHEREOF, each party has caused this agreement to be duly executed by its
duly authorised representative in a manner binding upon it on the date stated at the beginning
of this Agreement.

)
Signed by Matthew O. Brady______ ) / P
for and on behalf of 3 /{ ;’/ *;{j 7 ot _,'f_;
ALLERGAN, INC. ) JE T
) L &
5
TRADEMARK
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.....................................................

for and on behalf of
SERENITY PHARMACEUTICALS
LLC

TRADEMARK
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