
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA637267
Filing date: 11/05/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Illumina Inc.

Granted to Date
of previous ex-
tension

11/05/2014

Address 5200 Illumina Way
San Diego, CA 92122
UNITED STATES

Attorney informa-
tion

Lisa M. Martens
Fish & Richardson P.C.
P.O. Box 1022
Minneapolis, MN 55440-1022
UNITED STATES
tmdoctc@fr.com, martens@fr.com, dylan-hyde@fr.com Phone:(858) 678-5070

Applicant Information

Application No 86198139 Publication date 07/08/2014

Opposition Filing
Date

11/05/2014 Opposition Peri-
od Ends

11/05/2014

Applicant ILLUMISCULPT LLC
1886 Fargo Lane #6
Chula Vista, CA 91913
UNITED STATES

Goods/Services Affected by Opposition

Class 010. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Medical apparatus and instruments for use
in surgery

Class 044. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Medical clinic providing weight loss solu-
tions, services and programs, nutrition counseling, hormone therapy, including, bioidentical hormone
replacement, antiaging therapy, and natural hormone therapy, medical aesthetic procedures, includ-
ing, laser hair removal, laser peels, botulinum toxin treatments, microdermabrasion, liposuction, vein
treatments, veintherapy, cellulite treatments, body contouring treatments, injectable filler treatments,
facials, and skin care

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration 2471539 Application Date 06/15/2000

http://estta.uspto.gov


No.

Registration Date 07/24/2001 Foreign Priority
Date

NONE

Word Mark ILLUMINA

Design Mark

Description of
Mark

NONE

Goods/Services Class 040. First use: First Use: 1999/02/00 First Use In Commerce: 1999/02/00
Developing, to the order and specification of others, biological and/or chemical
sensing systems which use random arraytechnology to identify [ inorganic and ]
organic molecules, compounds and substances

U.S. Registration
No.

2632507 Application Date 08/18/2000

Registration Date 10/08/2002 Foreign Priority
Date

NONE

Word Mark ILLUMINA

Design Mark

Description of
Mark

NONE

Goods/Services Class 001. First use: First Use: 2001/02/23 First Use In Commerce: 2001/02/23
chemicals, namely reagents for scientific or medical research use for analyzing-
cells, proteins, nucleic acids and other molecules of 50 to 10,000 daltons, se-
quencing DNA, genotyping, gene expressionprofiling and high through-put
screening
Class 042. First use: First Use: 2001/10/12 First Use In Commerce: 2001/10/12
scientific and medical research, namely, analysis of cells, proteins, nucleic acids
and other molecules of 50 to 10,000daltons, sequencing DNA, genotyping, gene
expression profiling and high through-put screening

U.S. Registration
No.

2756703 Application Date 08/18/2000

Registration Date 08/26/2003 Foreign Priority
Date

NONE

Word Mark ILLUMINA



Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2003/01/09 First Use In Commerce: 2003/01/09
Scientific equipment and instruments, namely scanners, hybridization stations
and fluidics delivery and computer systems sold as a unit and cassettes contain-
ing molecular sensing optical fiber bundles for analyzing cells, proteins, nucleic-
acids and other molecules of 50 to 10,000 Dalton, sequencing DNA, genotype,
gene expression profiling and high through-put screening

U.S. Registration
No.

4268307 Application Date 06/11/2012

Registration Date 01/01/2013 Foreign Priority
Date

NONE

Word Mark ILLUMINA

Design Mark

Description of
Mark

NONE

Goods/Services Class 001. First use: First Use: 2001/02/23 First Use In Commerce: 2001/02/23
Assays and reagents for use in genetic research; diagnostic reagents and pre-
parations, except for medical or veterinaryuse; diagnostic reagents for scienti-
ficor research use; diagnostic reagents for clinical or medical laboratory use; re-
agent kits comprised primarily of oligonucleotides, enzymes, antibodies, dyes
and buffers for nucleic acid detection in the fields of scientific, pharmaceutica-
land medical research
Class 009. First use: First Use: 2003/01/09 First Use In Commerce: 2003/01/09
Automated laboratory apparatus and computer systems for use in analysis of
biomolecules; nucleic acid sequencers, imaging devices, namely, electronic ima-
ging apparatus for detecting images and optical signals, and for processing im-
ages andoptical signals into data, for use in the analysis of biomolecules, and
analyzers for use in scientific research; laboratory equipment, namely, fluid con-
tainers, fluid mixers, fluid control valves and temperature-controlled incubators
for sample preparation, amplification, mixing, hybridization, incubation, and
washing; automated laboratory apparatus and systems, namely, sample loaders
and bar code readers; computer systems, namely, computer hardware, com-
puter software, and data files for collecting, storing, analyzing and reporting bio-
logical information, and for sample tracking and managingprojects, laboratory
workflow and data,all the foregoing for use in the fieldsof scientific research;
computer software for data collection, management, and analysis of genetic in-



formation for use in the field of scientific research
Class 040. First use: First Use: 1999/02/28 First Use In Commerce: 1999/02/28
Custom synthesis services, namely, custom synthesis of nucleotides, oligonuc-
leotides, and other nucleic acids, and labeled derivatives thereof and custom
nucleotide attachment to substrates
Class 042. First use: First Use: 2001/10/12 First Use In Commerce: 2001/10/12
Scientific research; medical research; DNA screening for scientific research pur-
poses; providing reagent sample testingservices for others in the fields of sci-
ence and research related thereto; computer services, namely, cloud hosting
provider services for storing, analyzing and sharing biological information;
providing an online network service that enables users to store, analyze and
share data in the fields of life science; technical support services, namely, infra-
structure management services for monitoring, administration and management
of cloud computing IT and application systems in the fields of life science; con-
sulting services in the field of cloud computing in the fields of life science; provid-
ing online non-downloadable software for thecustom design and ordering of as-
says and reagents; design and development of laboratory apparatus and instru-
ments and computer systems for use in analysis of biomolecules; installation
and maintenance of computer software and databases used in the field of ana-
lysis of biomolecules; consultancy, information and advisory services in the field
of analysis of biomolecules; product development, namely, developing equip-
ment for use in preparing, detecting, analyzing and sequencingnucleic acids and
other biological molecules, and automated laboratory equipment and systems,
and computer systems for collecting, storing, analyzing and reporting biological
information, and for sample tracking and managing projects, laboratory workflow
and data to the order and specification of others, all the foregoing in the fields of
scientific and clinical research

U.S. Registration
No.

4335004 Application Date 11/30/2012

Registration Date 05/14/2013 Foreign Priority
Date

NONE

Word Mark ILLUMINA

Design Mark

Description of
Mark

The mark consists of the wording "illumina" with the first "i" being in pumpkinor-
ange and the rest of the letters in grey.

Goods/Services Class 001. First use: First Use: 2009/10/20 First Use In Commerce: 2009/10/20
Assays and reagents for use in genetic research; diagnostic reagents for sci-
entific or research use; diagnostic reagents for clinical or medical laboratory use;
reagents and reagent kits comprised primarily of nucleic acids, naturally occur-
ring or modified nucleotides, enzymes, labels, and buffers, all for the purposeof
preparing, detecting, sequencing, and analyzing nucleic acids and other biolo-
gical molecules, samples of biological molecules, genes, genomes, nucleotide
sequence variants and modifications, regulation, transcription, and expression in
the fields of scientific, diagnostic andclinical research

U.S. Registration
No.

4502341 Application Date 06/11/2012

Registration Date 03/25/2014 Foreign Priority
Date

NONE



Word Mark ILLUMINA

Design Mark

Description of
Mark

NONE

Goods/Services Class 005. First use: First Use: 2010/10/14 First Use In Commerce: 2010/10/14
Medical diagnostic reagents; clinical diagnostic reagents; reagent kits and beads
with attached biomolecules, comprisedprimarily of oligonucleotides and other-
nucleic acids, natural and modified nucleotides, polypeptides, buffers, labels,and
substrates, for clinical diagnosticpurposes
Class 009. First use: First Use: 2010/10/14 First Use In Commerce: 2010/10/14
Computer systems, namely, computer hardware, computer software, and data
files for collecting, storing, analyzing and reporting biological information, and
forsample tracking and managing projects, laboratory workflow and data, all the
foregoing for use in the fields of diagnostic and clinical research and for clinical
diagnostic purposes; computer software for data collection, management, and
analysis of genetic information for use in the fields of diagnostic and clinical re-
search and for clinical diagnostic purposes
Class 010. First use: First Use: 2010/10/14 First Use In Commerce: 2010/10/14
Clinical diagnostic instruments, namely, nucleic acid sequencers, imaging
devices and analyzers
Class 042. First use: First Use: 2009/08/31 First Use In Commerce: 2009/08/31
Providing diagnostic services for others in the fields of science and research re-
lated thereto; clinical diagnostic services in preparing, amplifying, labeling, de-
tecting, analyzing and sequencing nucleic acids from human beings

Attachments 76072152#TMSN.png( bytes )
75982227#TMSN.png( bytes )
76112547#TMSN.png( bytes )
85648638#TMSN.png( bytes )
85791910#TMSN.png( bytes )
85648539#TMSN.png( bytes )
ILLUMISCULPT Opposition 2014-11-05.pdf(363054 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /lisa m martens/

Name Lisa M. Martens

Date 11/05/2014
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the matter of application Serial No. 86/198,139 
Filed on February 19, 2014 
For the mark ILLUMISCULPT 
Published in the Official Gazette on July 8, 2014 
 
 
ILLUMINA, INC. 
 
 Opposer, 
 
v. 
 
ILLUMISCULPT LLC, 
 
 Applicant. 
 

Opposition No.:  ______________ 
 

 
 
United States Patent and Trademark Office 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, Virginia 22313-1451 
 

NOTICE OF OPPOSITION 
 

Illumina, Inc. (“Opposer” or “Illumina”), a corporation duly organized and existing under 

the laws of Delaware, and having a principal place of business of 5200 Illumina Way, San 

Diego, California 92122, believes that it will be damaged by the registration of the mark that is 

the subject of application Serial No. 86/198,139 (the “Application”) and hereby opposes the 

Application, alleging as grounds for its opposition that: 

1. Illumina is a leading provider of scientific equipment and instruments for use by 

physicians, patients, and research clinics in the field of genomics.  

2. Since at least as early as February 1999, Illumina adopted and began to use 

ILLUMINA as a mark in connection with its scientific equipment and instruments, clinical 
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diagnostic instruments, and related goods and services and has used the ILLUMINA mark for 

such goods and services continuously since at least as early as that date. 

3. Illumina owns six federal trademark registrations for its ILLUMINA mark, three 

of which are incontestable, for a wide variety of goods and services, as shown in the table below. 

Registration No. Registration Date Class(es) of Goods/Services 

2,471,539 
Incontestable 

July 24, 2001 40 

2,632,507 
Incontestable 

October 8, 2002 1, 42 

2,756,703 
Incontestable  

August 26, 2003 9 

4,268,307 January 1, 2013 1, 9, 40, 42 
4,335,004 May 14, 2013 1 
4,502,341 March 25, 2014 5, 9, 10, 42 

 

True and correct copies of the Certificates of Registration for the above-referenced registrations, 

as well as printouts from the United States Patent and Trademark Office (“U.S.P.T.O.”) showing 

the current ownership and status of the registrations, are annexed hereto as Exhibit A.  

Illumina’s registrations are hereinafter collectively referred to as “Illumina’s Registrations” and 

the goods and services of Illumina’s Registrations are hereinafter collectively referred to as 

“Illumina’s Goods and Services.” 

4. Illumina’s United States Registration No. 4,502,341 for the ILLUMINA mark is 

used in connection with clinical diagnostic instruments and clinical diagnostic services and 

issued on March 25, 2014, with a priority date of June 11, 2012. 

5. Illumina’s United States Registration No. 2,756,703 for the ILLUMINA mark is 

used in connection with scientific equipment and instruments and issued on August 26, 2003, 

with a priority date of August 18, 2000. 
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6. Illumina also owns common law rights in the ILLUMINA mark, and through its 

exclusive and continuous use, Illumina has established valuable goodwill in the ILLUMINA 

mark in connection with Illumina’s Goods and Services.  The common law mark ILLUMINA 

and Illumina’s Registrations are referred to herein, collectively, as the “ILLUMINA Mark.” 

7. In addition to the ILLUMINA Mark, Illumina owns application Serial No. 

86/373,206 for ILLUMINOTES in connection with electronic newsletters for, among other 

things, medical diagnostics and research, with use dating back to April 20, 2006.  A true and 

correct copy of a printout from the U.S.P.T.O. showing the current ownership and status of the 

application is annexed hereto as Exhibit B. 

8. Illumina also owns common law rights in the ILLUMINOTES mark, and through 

its exclusive and continuous use, Illumina has established valuable goodwill in the 

ILLUMINOTES mark in connection with electronic newsletters relating to Illumina’s Goods and 

Services.  The common law mark ILLUMINOTES and Illumina’s application for registration of 

the ILLUMINOTES mark are referred to herein, collectively, as the “ILLUMINOTES Mark.” 

9. Illumisculpt LLC (“Applicant”) seeks to register the mark ILLUMISCULPT (the 

“ILLUMISCULPT Mark”) for the following goods and services: 

Medical apparatus and instruments for use in surgery, in International Class 10; 
and 

 
Medical clinic providing weight loss solutions, services and programs, nutrition 

counseling, hormone therapy, including, bioidentical hormone replacement, anti-ageing 
therapy, and natural hormone therapy, medical aesthetic procedures, including, laser hair 
removal, laser peels, botulinum toxin treatments, microdermabrasion, liposuction, vein 
treatments, vein therapy, cellulite treatments, body contouring treatments, injectable filler 
treatments, facials, and skin care, in International Class 44. 
 

The goods and services of the Application are hereinafter collectively referred to as “Applicant’s 

Goods and Services.” 
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10. Applicant filed the Application for the ILLUMISCUPLT Mark on February 19, 

2014 based upon its alleged bona fide intent to use the ILLUMISCULPT Mark in United States 

commerce under Section 1(b) of the Lanham Act, 15 U.S.C. § 1051. 

11. The priority dates of Illumina’s registrations of the ILLUMINA Mark, its 

application for the ILLUMINOTES Mark, and Illumina’s first use of the ILLUMINA Mark and 

ILLUMINOTES Mark in United States commerce, long pre-date Applicant’s filing date for the 

ILLUMISCULPT Mark, as well as any first use in commerce or other priority date that could be 

asserted by Applicant. 

12. The ILLUMISCULPT Mark is confusingly similar to the ILLUMINA Mark and 

ILLUMINOTES Mark in appearance, sound, and commercial impression, particularly when used 

in connection with Applicant’s medical apparatus and instruments, as identified in the 

Application.  Applicant’s ILLUMISCULPT mark nearly incorporates the entirety of the 

ILLUMINA Mark, and is likely to be confused with the ILLUMINA Mark.  Applicant’s 

ILLUMISCULPT mark also incorporates the “ILLUMI” prefix of the ILLUMINOTES Mark, 

and is likely to be confused with the ILLUMINOTES Mark.   

13. Applicant seeks to register the ILLUMISCULPT Mark in connection with 

medical apparatus and instruments and medical clinic services, which are the same type of 

products and services with which Illumina has registered and used its ILLUMINA Mark for over 

a decade. 

14. Upon information and belief, Applicant’s targeted consumer base overlaps with, 

or will overlap with, Illumina’s targeted consumer base. 

15. Applicant’s use of the ILLUMISCULPT Mark is likely to cause confusion, 

mistake or deception in the minds of prospective purchasers as to the origin, source, sponsorship 
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or association of Applicant’s Goods and Services, thereby causing loss, damage, and injury to 

Illumina.  The extent of potential confusion among consumers between Applicant’s 

ILLUMISCULPT Mark and Illumina’s ILLUMINA Mark and ILLUMINOTES Mark is 

substantial. 

16. Consumers familiar with the ILLUMINA Mark and ILLUMINOTES Mark are 

likely to mistakenly believe that the Applicant’s Goods and Services are sponsored, authorized, 

associated with, or otherwise approved by Illumina because the ILLUMISCULPT Mark is very 

similar to the ILLUMINA Mark and ILLUMINOTES Mark. 

17. Applicant’s use of the ILLUMISCUPLT Mark falsely suggest a relationship 

between Applicant’s Goods and Services and ILLUMINA’s Goods and Services and is likely to 

cause confusion, mistake, or deception with respect to the source or sponsorship of Applicant’s 

products.  Therefore, Applicant’s registration and use of the ILLUMISCULPT Mark is likely to 

result in Applicant’s trading off and benefiting from the goodwill associated with Illumina, the 

ILLUMINA Mark, and the ILLUMINOTES Mark. 

18. Registration of the ILLUMISCULPT Mark would be a further source of damage 

to Illumina because it would confer upon Applicant various statutory presumptions to which it is 

not entitled in view of Illumina’s prior use and registration of the ILLUMINA Mark and prior 

use and pending application for the ILLUMINOTES Mark. 

19. Upon information and belief, Applicant was aware of Illumina before adopting 

the ILLUMISCULPT Mark. 

20. Upon information and belief, Applicant was aware of the ILLUMINA Mark and 

the ILLUMINOTES Mark before adopting the ILLUMISCULPT Mark. 
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21. Applicant also had constructive knowledge of the ILLUMINA Mark and 

ILLUMINOTES Mark before it filed to register the ILLUMISCULPT Mark, given Illumina’s 

federal registrations of the ILLUMINA Mark and pending application for the ILLUMINOTES 

Mark with the U.S.P.T.O. 

22. Applicant applied for registration of the ILLUMISCULPT Mark without the 

consent or agreement of Illumina. 

23. For the foregoing reasons, the registration sought by Applicant is contrary to the 

provisions of Sections 2 and 43 of the Lanham Act, 15 U.S.C. §§ 1052 and 1125, and Illumina 

would be damaged thereby. 

24. In order to protect the public against confusion and deceit, and to protect the 

ILLUMINA Mark and ILLUMINOTES Mark from infringement, registration of the 

ILLUMISCULPT Mark should be refused under Sections 2(d) and 13 of the Lanham Act, 15 

U.S.C. §§ 1052(d) and 1063. 

WHEREFORE, Illumina respectfully prays for the following: 

a. a finding that the ILLUMINA Mark and ILLUMINOTES Mark has priority over 

Applicant’s application to register the ILLUMISCULPT Mark in connection with the goods and 

services listed in the Application; 

b. a finding that the ILLUMISCULPT Mark is likely to cause confusion with the 

ILLUMINA Mark and ILLUMINOTES Mark; and 

c. pursuant to Section 13 of the Lanham Act, 15 U.S.C. § 1063, that the opposition 

be sustained and the Application be denied and refused. 
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This Notice of Opposition is submitted electronically.  Please apply any fees and/or 

credits to Deposit Account No. 06-1050, making reference to 39319-0083PP1. 

Respectfully Submitted, 
 
 
 
Dated:  November 5, 2014   ____________________________ 

Lisa M. Martens 
Erin M. Hickey 
FISH & RICHARDSON P.C. 
P.O. Box 1022 
Minneapolis, MN 55440-1022 
Telephone: (858) 678-5070 
Facsimile: (858) 678-5099 
E-mail: tmdoctc@fr.com, martens@fr.com, 
ly@fr.com, dylan-hyde@fr.com 

 
Attorneys for Illumina, Inc. 

mailto:tmdoctc@fr.com
mailto:martens@fr.com
mailto:ly@fr.com
mailto:dylan-hyde@fr.com
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CERTIFICATE OF SERVICE 
 

The undersigned hereby certifies that a copy of the foregoing NOTICE OF 

OPPOSITION has this 5th day of November 2014, been mailed by pre-paid, first-class mail to 

the below-identified Attorney/Correspondent for the Applicant at his/her place of business:  

 
Joshua S. Schoonover 
Coastal Patent Law Group, P.C. 
P.O. Box 131299 
Carlsbad, CA 92103 
 

 

 

  
April R. Morris 



 

 

 

 

 

 

EXHIBIT A 
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 Please logout when you are done to release system resources allocated for you.

Record 1  out  of 1  

   ( Use the "Back" button of the Internet Browser to return to TESS) 

Word Mark ILLUMINA

Goods and
Services

IC 040. US 100 103 106. G & S: Developing, to the order and specification of others, biological and/or chemical

sensing systems which use random array technology to identify [ inorganic and ] organic molecules, compounds and

substances. FIRST USE: 19990200. FIRST USE IN COMMERCE: 19990200

Mark
Draw ing
Code

(1) TYPED DRAWING

Serial
Number

76072152

Filing Date June 15, 2000

Current
Basis

1A

Original
Filing Basis

1A

Published
for
Opposit ion

May 1, 2001

Registrat ion
Number

2471539

Registrat ion
Date

July 24, 2001

Ow ner (REGISTRANT) Illumina, Inc. CORPORATION CALIFORNIA 9390 Towne Center Drive, Suite 200 San Diego

CALIFORNIA 92121

(LAST LISTED OWNER) Illumina, Inc. CORPORATION DELAWARE 5200 Illumina Way San Diego CALIFORNIA

92122

Assignment
Recorded

ASSIGNMENT RECORDED

Attorney of
Record

Lisa M. Martens
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Type  of
Mark

SERVICE MARK

Register PRINCIPAL

Affidavit
Text

SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20110621.

Renew al 1ST RENEWAL 20110621

Live/Dead
Indicator

LIVE
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  Trademarks  > Trademark  Electronic Search System (TESS)
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 Please logout when you are done to release system resources allocated for you.

Record 1  out  of 1  

   ( Use the "Back" button of the Internet Browser to return to TESS) 

Word Mark ILLUMINA

Goods and
Services

IC 001. US 001 005 006 010 026 046. G & S: chemicals, namely reagents for scientific or medical research use for

analyzing cells, proteins, nucleic acids and other molecules of 50 to 10,000 daltons, sequencing DNA, genotyping,

gene expression profiling and high through-put screening. FIRST USE: 20010223. FIRST USE IN COMMERCE:

20010223

IC 042. US 100 101. G & S: scientific and medical research, namely, analysis of cells, proteins, nucleic acids and

other molecules of 50 to 10,000 daltons, sequencing DNA, genotyping, gene expression profiling and high through-

put screening. FIRST USE: 20011012. FIRST USE IN COMMERCE: 20011012

Mark
Draw ing
Code

(1) TYPED DRAWING

Serial
Number

75982227

Filing Date August 18, 2000

Current
Basis

1A

Original
Filing Basis

1B

Published
for
Opposit ion

June 5, 2001

Registrat ion
Number

2632507

Registrat ion
Date

October 8, 2002

Ow ner (REGISTRANT) Illumina, Inc. CORPORATION DELAWARE 5200 Illumina Way San Diego CALIFORNIA 92122

Attorney of
Record

Lisa M. Martens

Type  of
TRADEMARK. SERVICE MARK
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SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20120724.
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 Please logout when you are done to release system resources allocated for you.

Record 1  out  of 1  

   ( Use the "Back" button of the Internet Browser to return to TESS) 

Word Mark ILLUMINA

Goods and
Services

IC 009. US 021 023 026 036 038. G & S: Scientific equipment and instruments, namely scanners, hybridization

stations and fluidics delivery and computer systems sold as a unit and cassettes containing molecular sensing optical

fiber bundles for analyzing cells, proteins, nucleic acids and other molecules of 50 to 10,000 Dalton, sequencing

DNA, genotype, gene expression profiling and high through-put screening. FIRST USE: 20030109. FIRST USE IN

COMMERCE: 20030109

Mark
Draw ing
Code

(1) TYPED DRAWING

Serial
Number

76112547

Filing Date August 18, 2000

Current
Basis

1A

Original
Filing Basis

1B

Published
for
Opposit ion

June 5, 2001

Registrat ion
Number

2756703

Registrat ion
Date

August 26, 2003

Ow ner (REGISTRANT) Illumina, Inc. CORPORATION DELAWARE 5200 Illumina Way San Diego CALIFORNIA 92122

Assignment
Recorded

ASSIGNMENT RECORDED

Attorney of
Record

Lisa M. Martens

Type  of
Mark

TRADEMARK

Logout

http://www.uspto.gov/index.html
http://www.uspto.gov/index.html
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/main/sitesearch.htm
http://www.uspto.gov/main/faq/index.html
http://www.uspto.gov/main/glossary/index.html
http://www.uspto.gov/main/definitions.htm
http://www.uspto.gov/main/contacts.htm
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/helpdesk/status/status.htm
http://www.uspto.gov/main/newsandnotices.htm
http://www.uspto.gov/web/menu/feedback.html
http://www.uspto.gov/main/trademarks.htm
http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4810:uii4oy.4.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchss&state=4810:uii4oy.4.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchstr&state=4810:uii4oy.4.1
http://tmsearch.uspto.gov/bin/gate.exe?f=search&state=4810:uii4oy.4.1
http://tmsearch.uspto.gov/bin/gate.exe?f=brwsidx&state=4810:uii4oy.4.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchst&state=4810:uii4oy.4.1
http://tmsearch.uspto.gov/bin/gate.exe?f=help&state=4810:uii4oy.4.1
http://tsdr.uspto.gov/#caseNumber=76112547&caseType=SERIAL_NO&searchType=statusSearch
http://assignments.uspto.gov/assignments/q?db=tm&qt=sno&reel=&frame=&sno=76112547
http://ttabvue.uspto.gov/ttabvue/v?qs=76112547


Trademark Electronic Search System (TESS)

http://tmsearch.uspto.gov/bin/gate.exe?f=doc&state=4810:uii4oy.4.1[11/5/2014 9:32:25 AM]

Register PRINCIPAL
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SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20120905.

Renew al 1ST RENEWAL 20120905
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 Please logout when you are done to release system resources allocated for you.

Record 1  out  of 1  

   ( Use the "Back" button of the Internet Browser to return to TESS) 

Word Mark ILLUMINA

Goods and
Services

IC 001. US 001 005 006 010 026 046. G & S: Assays and reagents for use in genetic research; diagnostic reagents

and preparations, except for medical or veterinary use; diagnostic reagents for scientific or research use; diagnostic

reagents for clinical or medical laboratory use; reagent kits comprised primarily of oligonucleotides, enzymes,

antibodies, dyes and buffers for nucleic acid detection in the fields of scientific, pharmaceutical and medical

research. FIRST USE: 20010223. FIRST USE IN COMMERCE: 20010223

IC 009. US 021 023 026 036 038. G & S: Automated laboratory apparatus and computer systems for use in

analysis of biomolecules; nucleic acid sequencers, imaging devices, namely, electronic imaging apparatus for

detecting images and optical signals, and for processing images and optical signals into data, for use in the analysis

of biomolecules, and analyzers for use in scientific research; laboratory equipment, namely, fluid containers, fluid

mixers, fluid control valves and temperature-controlled incubators for sample preparation, amplification, mixing,

hybridization, incubation, and washing; automated laboratory apparatus and systems, namely, sample loaders and

bar code readers; computer systems, namely, computer hardware, computer software, and data files for collecting,

storing, analyzing and reporting biological information, and for sample tracking and managing projects, laboratory

workflow and data, all the foregoing for use in the fields of scientific research; computer software for data collection,

management, and analysis of genetic information for use in the field of scientific research. FIRST USE: 20030109.

FIRST USE IN COMMERCE: 20030109

IC 040. US 100 103 106. G & S: Custom synthesis services, namely, custom synthesis of nucleotides,

oligonucleotides, and other nucleic acids, and labeled derivatives thereof and custom nucleotide attachment to

substrates. FIRST USE: 19990228. FIRST USE IN COMMERCE: 19990228

IC 042. US 100 101. G & S: Scientific research; medical research; DNA screening for scientific research purposes;

providing reagent sample testing services for others in the fields of science and research related thereto; computer

services, namely, cloud hosting provider services for storing, analyzing and sharing biological information; providing

an online network service that enables users to store, analyze and share data in the fields of life science; technical

support services, namely, infrastructure management services for monitoring, administration and management of

cloud computing IT and application systems in the fields of life science; consulting services in the field of cloud

computing in the fields of life science; providing online non-downloadable software for the custom design and

ordering of assays and reagents; design and development of laboratory apparatus and instruments and computer

systems for use in analysis of biomolecules; installation and maintenance of computer software and databases used

in the field of analysis of biomolecules; consultancy, information and advisory services in the field of analysis of
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biomolecules; product development, namely, developing equipment for use in preparing, detecting, analyzing and

sequencing nucleic acids and other biological molecules, and automated laboratory equipment and systems, and

computer systems for collecting, storing, analyzing and reporting biological information, and for sample tracking and

managing projects, laboratory workflow and data to the order and specification of others, all the foregoing in the

fields of scientific and clinical research. FIRST USE: 20011012. FIRST USE IN COMMERCE: 20011012

Standard
Characters
Claimed

Mark
Draw ing
Code

(4) STANDARD CHARACTER MARK

Serial
Number

85648638

Filing Date June 11, 2012

Current
Basis

1A

Original
Filing Basis

1A

Published for
Opposit ion

October 16, 2012

Registrat ion
Number

4268307

Registrat ion
Date

January 1, 2013

Ow ner (REGISTRANT) Illumina, Inc. CORPORATION DELAWARE 5200 Illumina Way San Diego CALIFORNIA 92122

Attorney of
Record

Lisa M. Martens

Prior
Registrat ions

2471539;2632507;2756703

Descript ion
of Mark

Color is not claimed as a feature of the mark.

Type  of Mark TRADEMARK. SERVICE MARK

Register PRINCIPAL

Live/Dead
Indicator

LIVE
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Record 1  out  of 1  

   ( Use the "Back" button of the Internet Browser to return to TESS) 

Word Mark ILLUMINA

Goods and
Services

IC 001. US 001 005 006 010 026 046. G & S: Assays and reagents for use in genetic research; diagnostic reagents

for scientific or research use; diagnostic reagents for clinical or medical laboratory use; reagents and reagent kits

comprised primarily of nucleic acids, naturally occurring or modified nucleotides, enzymes, labels, and buffers, all for

the purpose of preparing, detecting, sequencing, and analyzing nucleic acids and other biological molecules,

samples of biological molecules, genes, genomes, nucleotide sequence variants and modifications, regulation,

transcription, and expression in the fields of scientific, diagnostic and clinical research. FIRST USE: 20091020.

FIRST USE IN COMMERCE: 20091020

Mark
Draw ing
Code

(5) WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM

Serial
Number

85791910

Filing Date November 30, 2012

Current
Basis

1A

Original
Filing Basis

1A

Published for
Opposit ion

February 26, 2013

Registrat ion
Number

4335004

Registrat ion
Date

May 14, 2013

Ow ner (REGISTRANT) Illumina, Inc. CORPORATION DELAWARE 5200 Illumina Way San Diego CALIFORNIA 92122

Attorney of
Record

Lisa M. Martens

Prior
Registrat ions

2471539;2632507;2756703;AND OTHERS

Descript ion The color(s) pumpkin orange and grey is/are claimed as a feature of the mark. The mark consists of the wording
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of Mark "illumina" with the first "i" being in pumpkin orange and the rest of the letters in grey.

Type  of Mark TRADEMARK

Register PRINCIPAL

Live/Dead
Indicator

LIVE
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Record 1  out  of 1  

   ( Use the "Back" button of the Internet Browser to return to TESS) 

Word Mark ILLUMINA

Goods and
Services

IC 005. US 006 018 044 046 051 052. G & S: Medical diagnostic reagents; clinical diagnostic reagents; reagent kits

and beads with attached biomolecules, comprised primarily of oligonucleotides and other nucleic acids, natural and

modified nucleotides, polypeptides, buffers, labels, and substrates, for clinical diagnostic purposes. FIRST USE:

20101014. FIRST USE IN COMMERCE: 20101014

IC 009. US 021 023 026 036 038. G & S: Computer systems, namely, computer hardware, computer software, and

data files for collecting, storing, analyzing and reporting biological information, and for sample tracking and

managing projects, laboratory workflow and data, all the foregoing for use in the fields of diagnostic and clinical

research and for clinical diagnostic purposes; computer software for data collection, management, and analysis of

genetic information for use in the fields of diagnostic and clinical research and for clinical diagnostic purposes.

FIRST USE: 20101014. FIRST USE IN COMMERCE: 20101014

IC 010. US 026 039 044. G & S: Clinical diagnostic instruments, namely, nucleic acid sequencers, imaging devices

and analyzers. FIRST USE: 20101014. FIRST USE IN COMMERCE: 20101014

IC 042. US 100 101. G & S: Providing diagnostic services for others in the fields of science and research related

thereto; clinical diagnostic services in preparing, amplifying, labeling, detecting, analyzing and sequencing nucleic

acids from human beings. FIRST USE: 20090831. FIRST USE IN COMMERCE: 20090831

Standard
Characters
Claimed

Mark
Draw ing
Code

(4) STANDARD CHARACTER MARK

Serial
Number

85648539

Filing Date June 11, 2012

Current
Basis

1A

Original
Filing Basis

1B
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Published for
Opposit ion

September 25, 2012

Registrat ion
Number

4502341

Registrat ion
Date

March 25, 2014
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