ESTTA Tracking number: ESTTA1442384
Filing date: 06/13/2025

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding no.

91218879

Party

Plaintiff

ESP Shibuya Enterprises, Inc. and Cordoba Music Group, Inc., Collings Guitars,
Inc., Roman Guitars, LLC, by substitution for Ed Roman Enterprises, Inc., Arma-
dillo Distribution Enterprises, Inc., Schecter Guitar Research, Inc., Westheimer
Corporation,

Correspondence RONALD S BIENSTOCK
address SCARINCI & HOLLENBECK LLC
1100 VALLEY BROOK AVE
PO BOX 790
LYNDHURST, NJ 07071-0790
UNITED STATES
Primary email: rbienstock@sh-law.com
Secondary email(s): bdavis@sh-law.com, bamato@sh-law.com, jman-
ak@sh-law.com, lvarghese@sh-law.com
201-896-4100
Submission Response to Board Order/Inquiry
Filer's name Ronald Bienstock
Filer's email rbienstock@sh-law.com, zklein@sh-law.com, Iguerin@sh-law.com
Signature /Ronald S. Bienstock/
Date 06/13/2025
Attachments Opposers Response to Board Inquiry 6.13.2025.pdf(4159108 bytes )




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD
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Guitars, Inc., Roman Guitars LLC,
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Enterprises, Inc., Schecter Guitar
Research, Inc., Westheimer
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Guitars Inc., JS Technologies, Inc., and
Sadowsky Guitars, Ltd.

Opposition No. 91218879

Opposers,
v.
Gibson Inc.,

Applicant.
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OPPOSERS UPDATE CONCERNING PENDING CIVIL ACTION

Opposers, pursuant to the Board’s Inquiry on June 2, 2025, concerning the status of the civil
action which occasioned the suspension of this proceeding, confirm that the final judgment in Civil
Action No. 4:19-cv-00358-ALM (“Civil Action’) has not been issued by the court.

Opposers hereby notify the board that the Civil Action trial concluded on March 21, 2025 and
the parties await final judgment from the Court; however, a jury verdict in the Civil Action has been
reached. On March 21, 2025, the Court issued the jury Verdict Form [Dkt. 754], a copy of which is

attached hereto as Exhibit “A.” According to the Verdict Form, at page 12 Section 8 “Cancellation,”



the jury answered “Yes” that the registration for the “ES Body Shape,” the mark at issue in this
proceeding, “should be cancelled because [it is] generic,” since 1996.

Opposers acknowledge the Civil Action remains pending and expects this proceeding may
remain suspended subject to 37 C.F.R. § 2.117. Opposers take this opportunity to note, however, that
this proceeding has been ongoing for nearly 11 years and Opposers have been prejudiced by the
continued delay. While Opposers continue to wait for a final determination, Applicant has now had
the benefit of more than ten additional years to claim ownership of its supplemental registration.

Opposers contend that the foregoing information regarding the jury verdict in the Civil Action
is directly applicable to this proceeding and may be beneficial to the Board’s decisions regarding this
proceeding now and in the future.

Dated: June 13, 2025
Respectfully submitted,
SCARINCI & HOLLENBECK, LLC
By:/s Ronald S. Bienstock, Esq.
Ronald S. Bienstock, Esq.
150 Clove Road, 9™ Floor
Little Falls, NJ 07424

Phone: (201) 896-4100
rbienstock@sh-law.com

COUNSEL FOR OPPOSERS



CERTIFICATE OF MAILING

I, Ronald S. Bienstock, Esq., hereby certify that the foregoing Update Concerning
Pending Civil Action has been served electronically, to counsel for Applicant on this 13%

day of June, 2025, addressed to:

Andrea E. Bates
abates(@bates-bates.com
Bates & Bates, LLC
1890 Marietta Blvd NW
Atlanta, Georgia 30318

June 13, 2025
Date

s/ Ronald S. Bienstock, Esq.
Ronald S. Bienstock, Esq.

SCARINCI & HOLLENBECK, LLC
150 Clove Road, 9" Floor

Little Falls, NJ 07424

Phone: (201) 896-4100
rbienstock@sh-law.com


mailto:abates@bates-bates.com

EXHIBIT A



Case 4:19-cv-00358-ALM  Document 754  Filed 03/21/25 Page 1 of 15 PagelD #:
28243

United States District Court
EASTERN DISTRICT OF TEXAS
SHERMAN DIVISION

GIBSON, INC.,
Plaintiff,

Civil Action No. 4:19-CV-358
Judge Mazzant

V.

ARMADILLO DISTRIBUTION
ENTERPRISES, INC., and CONCORDIA
INVESTMENT PARTNERS, LLC,

CLON LON LN LON LON LON LD LoD LON O LOn

Defendants.

VERDICT FORM

SECTION 1
Infringement — Armadillo

Question No. 1

Do you find, by a preponderance of the evidence, that Armadillo infringed an
alleged Gibson trademark and engaged in unfair competition in a manner that creates
a likelihood of confusion as to the source, affiliation, or sponsorship of Gibson’s
products?

Answer “Yes” or “No” for each trademark listed below:
The Flying V Body Shape: \/ ()6

The Explorer Body Shape: /\/ €5

The ES Body Shape: N O ’

The SG Body Shape: \l/ 5

The Dove Wing Headstock: ‘\b

The HUMMINGBIRD: \!‘F -
The FLYINGV: ~\J7$
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If you answered “Yes” for any trademark, please proceed to Question No. 2.
If you answered “No” for each trademark, please proceed to Section 8.

Question No. 2

Do you find, by a preponderance of the evidence, that Armadillo sold or
marketed a counterfeit of any alleged Gibson trademark?

Answer “Yes” or “No” for each trademark listed below. You should only

provide an answer for those trademarks which you answered “Yes” in Question No.
L

The Flying V Body Shape: \/ ¢ 5

The Explorer Body Shape: \/ + 5
The SG Body Shape: \[/ {75
The Dove Wing Headstock:

The HUMMINGBIRD: \1/ £5

The FLYING V: \[/ 2.5

If you answered “Yes” to Question No. 2, please proceed to Question No. 3.
Otherwise, please proceed to Section 2.

Question No. 3

Do you find, by a preponderance of the evidence, that Armadillo intentionally
infringed an alleged Gibson trademark?

Answer “Yes” or “No” for each trademark listed below. You should provide
an answer for those trademarks which you answered “Yes” in Question No. 2.

The Flying V Body Shape: \l/() g
The Explorer Body Shape: \'I:’/j g
The ES Body Shape:
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The SG Body Shape:  \ ‘z €5

The Dove Wing Headstock:

The HUMMINGBIRD: N/ €S

R
The FLYING V: \[{ 5

/
/

If you answered “Yes” to Question No. 2, please proceed to Question No. 4.
Otherwise, please proceed to Section 2.

Question No. 4

Do you find, by a preponderance of the evidence, that Armadillo willfully
infringed an alleged Gibson trademark?

Answer “Yes” or “No” for each trademark listed below. You should provide
an answer for those trademarks which you answered “Yes” in Question No. 2.

The Flying V Body Shape: N 0
The Explorer Body Shape: N 0
The ES Body Shape:

The SG Body Shape: “\)D

The Dove Wing Headstock:

The HUMMINGBIRD: N v

The FLYING V: N v

Please proceed to Section 2.

SECTION 2
Laches — Armadillo

If you answered “Yes” for any of the trademarks in Question No. 1, please
answer Question No. 5. Otherwise, please proceed to Section 8.

3
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Question No. 5

Do you find, by a preponderance of the evidence, that Gibson delayed in
asserting its trademark right(s) against Armadillo?

Answer “Yes” or “No” for each trademark listed below. You should only

provide an answer for those trademarks which you answered “Yes” in Question No.
L.

The Flying V Body Shape: \!(D\S
The Explorer Body Shape: \}F 6
The ES Body Shape:

The SG Body Shape: \l] o 6
The Dove Wing Headstock:

The HUMMINGBIRD: \115-(’ G

The FLYING V: ¢ S

If you answered “Yes” for any trademark in Question No. 5, answer Question
No. 6. Otherwise, please proceed to Section 3.

Question No. 6

Do you find, by a preponderance of the evidence, that there was a lack of
excuse for Gibson’s delay in asserting its trademark right(s) against Armadillo?

Answer “Yes” or “No” for each trademark listed below. You should only

provide an answer for those trademarks which you answered “Yes” in Question No.
B

The Flying V Body Shape: \”FS

[ .
The Explorer Body Shape: \/{) g

The ES Body Shape:
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The SG Body Shape: \ll t g

The Dove Wing Headstock:

The HUMMINGBIRD:  N\J¢€.S

b5
The FLYING V: '\[H’

If you answered “Yes” for any trademark in Question No. 6, please proceed
to Question No. 7. Otherwise, please proceed to Section 3.

Question No. 7

Do you find, by a preponderance of the evidence, that the delay caused undue
prejudice to Armadillo?

Answer “Yes” or “No” for each trademark listed below. You should only

provide an answer for those trademarks which you answered “Yes” in Question No.
6.

The Flying V Body Shape: \/Tt i
The Explorer Body Shape: \’["/ 5
The ES Body Shape:

The SG Body Shape: \f/'f?—s

The Dove Wing Headstock:

The HUMMINGBIRD: \/C/CP
The FLYING V: '\l{\f9 .

If you answered “Yes” for any trademark in Question No. 7, please proceed
to Question No. 8. Otherwise, please proceed to Section 3.

Question No. 8

What is the earliest approximate date (year is fine) that Gibson should have
known that Armadillo was using its trademarks?
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You should only provide an answer for those trademarks which you answered
“Yes” in Question No. 5, Question No. 6, and Question No. 7.

The Flying V Body Shape: \ C\ 7 7
The Explorer Body Shape: , a 7/43
The ES Body Shape:

The SG Body Shape: ;D\ <
The Dove Wing Headstock:

The HUMMINGBIRD: ¢ 6O &

The FLYING V: 2 0\ C\

Please proceed to Question No. 9.

Question No. 9

Has Gibson proven, by a preponderance of the evidence, that Armadillo at any
point had “unclean hands” in connection with their use of an alleged Gibson
trademark?

Answer “Yes” or “No.”

Answer:  \ Zf 5

Please proceed to Section 3.

SECTION 3
Contributory Infringement — Concordia

If you answered “Yes” for any of the trademarks in Question No. 1, answer
Question No. 10. Otherwise, please proceed to Section 8.

Question No. 10

Do you find, by a preponderance of the evidence, that Concordia contributed

6
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to Armadillo’s conduct in infringing and/or counterfeiting of the alleged Gibson’s
trademarks?

Answer “Yes” or “No.”

Answer: WD

If you answered “Yes” to Question No. 10, please proceed to Section 4.

If you answered “No” to Question No. 10, but answered “Yes” for any of the
trademarks in Question No. 1, please proceed to Section 5.

If you answered “No” to Question No. 10, and if you answered “No” for all
of the trademarks in Question No. 1, please proceed to Section 8.

SECTION 4
Laches — Concordia

If you answered “Yes” for any of the trademarks in Question No. 1, and if you
answered “Yes” to Question No. 10, please answer Question No. 11. Otherwise,
please proceed to Section 5.

Question No. 11

Do you find, by a preponderance of the evidence, that Gibson delayed in
asserting its trademark right(s) against Concordia?

Answer “Yes” or “No” for each trademark listed below. You should only

provide an answer for those trademarks which you answered “Yes” in Question No.
1.

The Flying V Body Shape:

The Explorer Body Shape:

The ES Body Shape:

The SG Body Shape:

The Dove Wing Headstock:
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The HUMMINGBIRD:

The FLYING V:

If you answered “Yes” for any trademark in Question No. 11, answer the
question below. Otherwise, please proceed to Section 5.

Question No. 12

Do you find, by a preponderance of the evidence, that there was a lack of
excuse for Gibson’s delay in asserting its trademark right(s) against Concordia?

Answer “Yes” or “No” for each trademark listed below. You should only
provide an answer for those trademarks which you answered “Yes” in Question No.
11.

The Flying V Body Shape:

The Explorer Body Shape:

The ES Body Shape:

The SG Body Shape:

The Dove Wing Headstock:

The HUMMINGBIRD:

The FLYING V:

If you answered “Yes” for any trademark in Question No. 12, please proceed
to Question No. 13. If you answered “No” for each trademark, please proceed to
Section 5.

Question No. 13

Do you find, by a preponderance of the evidence, that the delay caused undue
prejudice to Concordia?
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Answer “Yes” or “No” for each trademark listed below. You should only
provide an answer for those trademarks which you answered “Yes” in Question No.
12.

The Flying V Body Shape:

The Explorer Body Shape:

The ES Body Shape:

The SG Body Shape:

The Dove Wing Headstock:

The HUMMINGBIRD:

The FLYING V:

If you answered “Yes” for any trademark in Question No. 13, please proceed
to Question No. 14. Otherwise, proceed to Section 5.

Question No. 14

Has Gibson proven, by a preponderance of the evidence, that Concordia at
any point had “unclean hands” in connection with their use of an alleged Gibson
trademark ?

Answer “Yes” or “No.”
Answer:
Please proceed to Section 5.

SECTION 5
Armadillo’s Profits

If you have found liability for the infringement of any of the Gibson
Trademarks, you are instructed that the parties have agreed that the amount of
profits Armadillo earned from sales of products accused of infringing each specific
mark from October 1, 2017, to the present is the amount indicated below.
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The Flying V Body Shape: $66,621.49
The Explorer Body Shape: $76,391.69
The ES Body Shape: $3,123.03
The SG Body Shape: $19,905.47
The Dove Wing Headstock: $1,395,437.33
The Hummingbird Wordmark: $4,551.80
The Flying V Wordmark: $928.77

You are further instructed that you may award damages for the portion of
Armadillo’s profits you attribute to the trademark, as contrasted with other
attributes and features of the guitars, but only for a shape corresponding to a
trademark for which you answered “Yes” in Question No. 1.

Question No. 15

What sum of Armadillo’s profits, if paid now in cash, would fairly and
reasonably compensate Gibson, if any?

Answer in dollars and cents, if any.

' 60
Answer: *EH ‘

Please proceed to Section 6.
SECTION 6
Statutory Damages

If you answered “Yes” for any trademark in Question No. 2, and if you
answered “Yes” for any trademark in Question No. 5 and Question No. 6, and if
you answered “No” for Question No. 9, answer the question below. Otherwise,
please proceed to Section 8.

Question No. 16

What sum of money, if paid now in cash, do you find Gibson has proven by
a preponderance of the evidence in counterfeiting statutory damages, if any, per
counterfeit trademark per type of goods sold, offered for sale, or distributed?

Answer in dollars and cents, if any.

Answer:

10
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Please proceed to Section 7.

SECTION 7
Exemplary Damages

If you answered “Yes” to Questioh No. 16, answer Question No. 17.
Otherwise, please proceed to Section 8.

Question No. 17

Do you find, by clear and convincing evidence, that the harm to Gibson
resulted from malice?

Answer “Yes” or “No” for each Defendant listed below. But only answer for
Concordia if you answered “Yes,” to Question No. 10, and if you answered “Yes”
for any trademarks in Question No. 11 and Question No. 12, and if you answered
“No,” for Question No. 14.

Armadillo:
Concordia:

If you answered “Yes” for either Defendant in Question No. 17, please
proceed to Question No. 18. Otherwise, please proceed to Section 8.

Question No. 18

What sum of money, if paid now in cash, should be assessed against
Armadillo and awarded to Gibson as exemplary damages, if any, for the conduct
found in response to Question No. 17?

Answer in dollars and cents, if any.
Answer:

If you answered “Yes” for either Defendant in Question No. 17, please
proceed to Question No. 19. Otherwise, please proceed to Section 8.

Question No. 19

What sum of money, if paid now in cash, should be assessed against

11
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Concordia and awarded to Gibson as exemplary damages, if any, for the conduct
found in response to Question No. 17?

Answer in dollars and cents, if any.
Answer:
Please proceed to Section 8.

SECTION 8
Cancellation

If you answered “No” for any alleged Gibson trademark listed in Question
No. 1, please proceed to Question No. 20. Otherwise, please proceed to Section 9.

Question No. 20

Do you find, by a preponderance of the evidence, that any of the Gibson
trademark registrations should be cancelled because they are generic?

Answer “Yes” or “No” for each trademark listed below:

The Flying V Body Shape: MO

The Explorer Body Shape: N 0

The ES Body Shape: \]| ‘ﬁ S

The SG Body Shape: e

If you answered “Yes” for a trademark in Question No. 20, please proceed to
Question No. 21. Only answer Question No. 21 for those trademarks which you
answered “Yes” to Question No. 20. Otherwise, if you answered “No” for all the
trademarks in Question No. 20, please proceed to Section 9.

Question No. 21

What year did the shape become generic?

The Flying V Body Shape:

12
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The Explorer Body Shape:

The ES Body Shape: \ C\Ol é

The SG Body Shape:

Please proceed to Section 9.

SECTION 9
Tortious Interference

Question No. 22

Do you find, by a preponderance of the evidence, that Gibson tortiously interfered
with Armadillo’s prospective business relation(s)?

Answer “Yes” or “No.”

Answer: \ ! f )

If you answered “Yes” to Question No. 22, answer Question No. 23.

If you answered “No” to Question No. 22, do not answer any other questions.
Please proceed to the last page to sign and date the Jury Verdict.

Question No. 23

Do you find, by a preponderance of the evidence, that Gibson justifiably
interfered with Armadillo’s prospective business relation(s)?

Answer “Yes” or “No.”

Answer: >f"ﬁ(9 )

If you answered “No,” to Question No. 23, please proceed to Question No.
24. If you answered “Yes,” do not answer any other questions. Please proceed to
the last page to sign and date the Jury Verdict.

13
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Question No. 24

What sum of money, if any, if paid now in cash, has Armadillo proven, by a
preponderance of the evidence, would fairly and reasonably compensate Armadillo
for its actual damages, if any, that proximately resulted from Gibson’s conduct?

Answer in dollars and cents, if any.
Answer:

If you answered “Yes” to Question No. 24, please proceed to Question No.
25. Otherwise, do not answer any other questions. Please Proceed to the last page
to sign and date the Jury Verdict.

Question No. 25

Do you find, by clear and convincing evidence, that the harm to Armadillo
resulted from malice?

Answer “Yes” or “No.”
Answer:
If you answered “Yes” to Question No. 25, please proceed to Question No.

26. Otherwise, do not answer any other questions. Please proceed to the last page
to sign and date the Jury Verdict.

Question No. 26

What sum of money, if any, if paid now in cash, should be assessed against
Gibson and awarded to Armadillo as exemplary damages, if any, for the conduct
found in response to Question No. 257

Answer in dollars and cents, if any.

Answer:

Please proceed to the last page to sign and date the Jury Verdict.

14
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