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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Trademark Application Serial No:  86/168,793 

Filed on January 17, 2014 

Published on June 24, 2014 

 
         

        ) 

ARMADILLO ENTERPRISES, INC .,   ) 

COLLINGS GUITARS, INC.,    ) 

CORDOBA MUSIC GROUP, INC., ED ROMAN   ) Opposition No.:  91218879 

ENTERPRISES, INC., E.S.P. SHIBUYA    ) 

ENTERPRISES, INC., JAMES TRUSSART  ) Application Serial No: 

GUITARS, INC., JOHN HORNBY SKEWES &   ) 86/168,793 

CO., LTD, JS TECHNOLOGIES, INC., PEAVEY   ) 

ELECTRONICS CORPORATION, PREMIER  ) 

BUILDERS GUILD, LLC, SADOWSKY   ) 

GUITARS, LTD., SCHECTER GUITAR   ) 

RESEARCH, INC., U.S. MUSIC CORPORATION, ) 

WARWICK GMBH & CO. MUSIC    ) 

EQUIPMENT KG, AND WESTHEIMER    ) 

CORPORATION,      ) 

Opposers,    )  

        ) 

v.    )    

        )                                      

GIBSON BRANDS, INC.,     ) 

        ) 

   Applicant.    ) 

        ) 

__________________________________________ ) 

 

APPLICANT GIBSON BRANDS, INC.’S REPLY BRIEF IN SUPPORT OF ITS 

MOTION TO SUSPEND PROCEEDINGS PENDING RESOLUTION OF  

A CIVIL ACTION 

 

As the Board did in Cancellation Proceedings No. 92058944 involving 

Gibson’s ES Body Design
®
 Registration on the Supplemental Registry, the Board 

should suspend this proceeding pending resolution of the prior pending action 

between Gibson and Opposer John Hornby Skewes (“JHS”), civil action 

2:14-cv-00609-DDP-SS, as that case involves the same mark and the same issues 
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presently before this Board.   The granting of the Motion to Suspend Proceeding 

will reserve this Board’s resources while avoiding a potential for conflicting 

rulings.  Gibson cannot think of a better example of a Board proceeding that 

should be suspended pending resolution of a civil action.  

In Opposers’ Opposition to the Motion to Suspend Proceedings, they are 

wrong on two important fronts.  First, whether the Prior Pending Action would be 

completely dispositive of the issues before the Board is not the test: “Suspension 

of a Board case is appropriate even if the civil case may not be dispositive of the 

Board case, so long as the ruling will have a bearing on the rights of the parties 

in the Board case.”  See Kearns-Tribune, LLC, OPPOSITION 151,843, 2003 WL 

22134916 (Trademark Tr. & App. Bd. Sept. 11, 2003) (citing Martin Beverage 

Co. Inc. v. Colita Beverage Company., 169 USPQ 568, 570 (TTAB 1971) 

[Emphasis added.]  Second, the issue of secondary meaning will be resolved in 

the Prior Pending Action, as Gibson bears the burden of proving in the Prior 

Pending Action that its ES Body Design Registration on the Supplemental 

Registry (Reg. No. 2007277) has gained secondary meaning.    

Thus, while Opposers accuse Gibson of being cavalier for filing an eight  

(8) paragraph Motion to Suspend, the truth is that Gibson’s Motion was brief 

because the issue is straightforward:  Gibson is simply asking that this Board stay 

this proceeding regarding Gibson’s Application to register its ES Body Design on 

the Principal Registry while it litigates the threshold question of whether Gibson’s 

ES Body Design® on the Supplemental Registry is not generic and has acquired 
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secondary meaning.  In other words, why litigate whether a mark should be on the 

principal registry at the same time another tribunal is deciding if the mark should 

remain on the supplemental registry? 

If the Board does not grant Gibson’s Motion to Suspend (as Opposers 

urge), then two different tribunals will be deciding at the same time whether 

Gibson’s ES Body Design is not generic and has acquired secondary meaning.  

The potential for conflicting decisions on those issues warrants the Board granting 

Gibson’s Motion to Suspend this Proceeding.  

I. Factual Background 

Gibson filed the Prior Pending Action against JHS on January 27, 2014, 

based on JHS’ unauthorized use of six Gibson Trademarks, including Gibson’s ES 

Body Shape Design® on the Supplemental Registry. To prevail in the Prior 

Pending Action, Gibson must prove that the ES Body Shape Design has acquired 

secondary meaning.  The firm of Bienstock & Michael, LLC represents JHS in the 

Prior Pending Action, wherein JHS has counterclaimed to cancel the ES Body 

Shape Design based on genericness and has denied liability based on the ES Body 

Shape Design lacking secondary meaning.    

The ES Body Shape Design is the same as the ES Body Shape Design that 

Gibson presently seeks to register on the Principal Registry. 
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Gibson’s ES BODY Design on the 

Supplemental Registry Reg. No. 

2007277 

Gibson’s ES BODY Design Application 

on the Principal Registry 86/168,793  

  

 

Not only are the marks the same, but the same attorneys that represent JHS 

in the Prior Pending Action represent all Opposers in this action:  

Beinstock & Michaels, LLC.  Gibson is confident that the firm of 

Beinstock & Michaels, LLC, as experienced trademark attorneys, merely 

overlooked the issues in the Prior Pending Action when they italicized and bolded 

throughout their Opposition that secondary meaning is not an issue in the Prior 

Pending Action.  Gibson is confident that it is merely oversight because Beinstock 

& Michaels, LLC have raised the issue of lack of secondary meaning numerous 

times in the Prior Pending Action:   

The claims made in the Complaint are barred, in whole or in part, on 

the basis that any marks and use of marks at issue are generic, or 

otherwise unprotectable as said marks lack secondary meaning 

and/ or do not serve as a source identifiers.   

[See Exhibit A of the Declaration of Kurt Schuettinger] [Emphasis added.] 

 

One or more of the asserted trade dresses are invalid because the 

alleged designs are generic, and/or have not acquired secondary 

meaning.   

[See Exhibit A of the Decl. of Kurt Schuettinger] [Emphasis added.] 
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When Gibson sought to strike these affirmative defenses as they were 

redundant to JHS’ Answer to the Complaint, JHS, through Beinstock & Michael, 

LLC, argued these “affirmative defenses all deal with the asserted trademarks 

being generic, lacking secondary meaning and not serving as source identifiers . . 

. Clearly, this is relevant and material to a trademark infringement action.”  

[See Exhibit “C” of the Decl. of Kurt Schuettinger] [Emphasis added.] The Court 

ultimately struck these affirmative defenses as redundant to JHS’ denials in 

paragraphs 10-15 and 54-55 of its Answer.  [See Exhibit “D” of the Decl. of Kurt 

Schuettinger] 

Thus, not only have Opposers’ attorneys successfully raised the issue of 

lack of secondary meaning in the Prior Pending Action, they were unnecessarily 

redundant in their efforts to do so.  Consequently, when Opposers’ attorneys 

represented to this Board in their Opposition to Gibson’s Motion to Suspend 

Proceedings is that “lack of secondary meaning is not at issue at all in the Prior 

Pending Action,” it was presumably a misstatement rather than an attempt to 

mislead this Board.  [See Exhibit “E” of the Decl. of Kurt Schuettinger]  

[Italicized in the original.]  

 Given the Prior Pending Action involves the same body shape, the same 

core issues and the same attorneys, this Board should grant Gibson’s Motion to 

Suspend this Proceeding.  

II. Legal Standard 
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It is the Board’s well-settled policy to suspend proceedings when one or 

both parties are involved in a civil action that may be dispositive of or have a 

bearing on the Board case.  See Trademark Rule 2.117 (a); see also General 

Motors Corp. v. Cadillac Club Fashions Inc., 22 USPQ2d 1933 (TTAB 1992).  

“Suspension of a Board case is appropriate even if the civil case may not be 

dispositive of the Board case, so long as the ruling will have a bearing on the 

rights of the parties in the Board case.”  See Kearns-Tribune, LLC, OPPOSITION 

151,843, 2003 WL 22134916 (Trademark Tr. & App. Bd. Sept. 11, 2003) (citing 

Martin Beverage Co. Inc. v. Colita Beverage Company., 169 USPQ 568, 570 

(TTAB 1971) [Emphasis added.]   

As explained above, Opposers’ primary argument in Opposition to the 

Motion to Suspend Proceedings – i.e., “lack of secondary meaning is not at issue 

at all in the Prior Pending Action
1
,” was obviously a misstatement, as Opposers’ 

attorneys raised the issue so much in the Prior Pending Action that the Court 

ordered their efforts as redundant.  Consequently, the Board need not concern 

itself with Opposers’ misguided concern that “the cause of action of lack of 

secondary meaning would still need to be adjudicated by the Board” if the 

Board suspended this proceeding pending resolution of the Prior Pending Action.  

[See Exhibit “E” of the Decl. of Kurt Schuettinger]  [Emphasis in the Original.]   

                                                        
1 [See Exhibit “E” of the Decl. of Kurt Schuettinger]  [Italicized in the original.] 
2 See Martin Beverage Co. Inc. v. Colita Beverage Company., 169 USPQ 568, 570 
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In the same breath, the Board need not concern itself with Opposers’ issue 

preclusion argument, which Gibson finds somewhat out-of-place in a trademark 

context.  Specifically, Opposers argue that, if JHS fails in proving in the Prior 

Pending Action that Gibson’s ES Body Shape Design is not generic, the other 

Opposers cannot be stopped from asserting that defense in another case or here.  

But isn’t that how defenses to a valid trademark work in every case?  A party can 

always assert a mark has become generic, even incontestable marks.  More 

importantly, the Board suspends proceedings if resolution of the Civil Action will 

have “a bearing” on the rights of the parties in the Board case
2
 rather than only 

when the Civil Action will resolve a legal issue forever and against all foreseeable 

parties.   

 Lastly, Opposers’ argument that this Board should deny the Motion to 

Suspend Proceedings because some Opposers are being subpoenaed in the Prior 

Pending Action is without merit.  Regardless of whether this proceeding 

continues, Gibson will continue to subpoena Opposers because their attorneys, 

Beinstock and Michaels, LLC, have claimed in the Prior Pending Action that their 

clients’ guitar body shapes are substantially similar to Gibson’s guitar body 

shapes at issue in that case.  Notably, Opposers’ attorneys have claimed in the 

Prior Pending Action that Opposers’ guitars shapes are substantially similar to 

several of Gibson’s trademarks that are not at issue in this Board proceeding.  In 

                                                        
2 See Martin Beverage Co. Inc. v. Colita Beverage Company., 169 USPQ 568, 570 

(TTAB 1971). USPQ 861 (TTAB 1973); 
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others words, Opposers’ attorneys have made Opposers an issue in the Prior 

Pending Action for matters both related and unrelated to this Board Proceeding.  It 

is disingenuous now for Opposers’ attorneys to claim it is unfair that their clients 

are at issue in the Prior Pending Action based on their actions in the Prior Pending 

Action.  

 Furthermore, to the extent that Opposers object to receiving cease and 

desist letters, they should speak with their lawyers who represented in filings in 

the Prior Pending Action that their clients are using substantially similar 

trademarks in commerce without permission.   The only party that will suffer 

prejudice is Gibson if it is forced to litigate the same issue before two different 

tribunals at the same. 

Accordingly, in the interest of judicial economy and consistent with the 

Board's inherent authority to regulate its own proceedings to avoid duplicating the 

effort of the court and the possibility of reaching an inconsistent conclusion, this 

Court should suspend proceedings pending final disposition of the civil action 

involving Gibson and Opposer JHS.  See Kearns-Tribune, LLC, OPPOSITION 

151,843, 2003 WL 22134916, at *4 (Sept. 11, 2003). 

Respectfully submitted, this 24th day of April, 2015. 

       BATES & BATES, LLC 

 

       / Andrea E. Bates /       

       ANDREA E. BATES 

       Bates & Bates, LLC 
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       1890 Marietta Blvd., N.W. 

       Atlanta, Georgia 30318 

       Ph: (404) 228-7439 

       Fax: (404) 963-6231 

       ATTORNEY FOR APPLICANT 
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CERTIFICATE OF SERVICE 

The undersigned attorney hereby certifies that a true and correct copy of the 

forgoing Gibson Brands, Inc.’s Reply Brief in Support of its Motion to Suspend 

Proceedings Pending Resolution of a Civil Action has been served, via U.S. Postal 

Service first class mail, certified, postage pre-paid, on the 24th day of April 2015 

to: 

 

Ronald S. Bienstock, Esq. 

Bienstock & Michael, PC 

411 Hackensack Avenue 

Hackensack, NJ 07601 

Ph: 201-525-0300 

 

 

 

 

/ Andrea E. Bates / 

ANDREA E. BATES 
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CERTIFICATE OF FILING 

 

 I hereby certify that this correspondence, including all enclosures and 

attachments, is being transmitted to the United States Patent and Trademark 

Office, Trademark Trial and Appeal Board, via the TTAB’s ESTTA procedure on 

the 24th day of April 2015. 

 

/ Andrea E. Bates / 

ANDREA E. BATES 

 


















































































































































































