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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application Serial No: 86/168,793
Filed on January 17, 2014
Published on June 24, 2014

ARMADILLO ENTERPRISES, INC.,
COLLINGS GUITARS, INC.,

CORDOBA MUSIC GROUP, INC., ED ROMAN
ENTERPRISES, INC., E.S.P. SHIBUYA
ENTERPRISES, INC., JAMES TRUSSART
GUITARS, INC., JOHN HORNBY SKEWES &
CO., LTD, JS TECHNOLOGIES, INC., PEAVEY
ELECTRONICS CORPORATION, PREMIER
BUILDERS GUILD, LLC, SADOWSKY
GUITARS, LTD., SCHECTER GUITAR
RESEARCH, INC., U.S. MUSIC CORPORATION,
WARWICK GMBH & CO. MUSIC
EQUIPMENT KG, AND WESTHEIMER
CORPORATION,

Opposition No.: 91218879

Application Serial No:
86/168,793

Opposers,
V.
GIBSON BRANDS, INC,,

Applicant.

N N N N N N N N N N N N N N N N N N N N N N N N’

APPLICANT GIBSON BRANDS, INC.”’S MOTION TO SUSPEND
PROCEEDINGS PENDING RESOLUTION OF A CIVIL ACTION

Pursuant to 37 C.F.R. § 2.117(a), Gibson Brands, Inc. hereby files it
Motion to Suspend Proceedings Pending Resolution of a Civil Action between
Gibson Brands, Inc. and Opposer John Hornby Skewes & Co., Ltd. (“JHS”) that

may have bearing on this case, respectfully showing the Board as follows:



1. It is the Board’s well-settled policy to suspend proceeding when one or
both parties are involved in a civil action that may be dispositive of or have a
bearing on the Board case. See Trademark Rule 2.117 (a); see also General
Motors Corp. v. Cadillac Club Fashions Inc., 22 USPQ2d 1933 (TTAB 1992).

2. Suspension of a Board case is appropriate even if the civil case may not be
dispositive of the Board case, so long as the ruling will have a bearing on the
rights of the parties in the Board case. See Martin Beverage Co. Inc. v. Colita
Beverage Company., 169 USPQ 568, 570 (TTAB 1971). USPQ 861 (TTAB
1973); see also Kearns-Tribune, LLC, OPPOSITION 151,843, 2003 WL
22134916 (Trademark Tr. & App. Bd. Sept. 11, 2003).

3. Presently before the Board is Opposers’ Notice of Opposition to Gibson’s
application to register the ES Body Shape Design®”, Application No. 86/168,793,
on the principal registry.

4. Importantly, Gibson already owns a Supplemental Registration for the ES
Body Shape Design®, Reg. No. 2007277.

5. Currently, Gibson and Opposer JHS are involved in litigation before the
Central District of California, civil action 2:14-cv-00609-DDP-SS, wherein
Gibson has alleged that JHS is infringing on, among other things, the ES Body
Shape Design®.

6. Conversely, JHS has counterclaimed to cancel that mark based on the same
grounds that Opposers oppose Gibson’s application to register the mark on the

principal registry, i.e., it is generic or has not acquired secondary meaning.



Gibson filed that action before Opposers filed the present Notice of Opposition
(the “Prior Pending Civil Action™). [See Exhibit A to Kurt Schuettinger, Esq.’s
Declaration.]
7. As resolution of the Prior Pending Civil Action will resolve the issues
before the Board, Gibson respectfully requests of a stay of all proceedings before
the Board until a resolution of the Prior Pending Civil Action.
8. Notably, Gibson and Opposer JHS are also involved in another action
before the Board where JHS seeks to Cancel Gibson’s Supplemental Registration
for the ES Body Design®, Cancellation No. 92058944. On December 30, 2014,
the Board granted Gibson’s Motion to Suspend that proceeding pending
disposition of the Prior Pending Civil Action. [See Exhibit B to Kurt Schuettinger,
Esq.’s Declaration.]
WHEREAS, Gibson respectfully requests the Board grant its Motion to
Suspend these proceedings.
Respectfully submitted, this 1** day of April, 2015.
BATES & BATES, LLC
/ Andrea E. Bates/

ANDREA E. BATES

Bates & Bates, LLC

1890 Marietta Boulevard

Atlanta, Georgia 30318

(404) 228-7439
ATTORNEY FOR APPLICANT




CERTIFICATE OF SERVICE

The undersigned attorney hereby certifies that a true and correct copy of the
foregoing Gibson Brands, Inc.’s Motion to Suspend Proceedings Pending
Resolution of a Civil Action has been served, via US Postal Service first class

mail, certified, postage pre-paid, on the 1* day of April 2015 to:

Ronald S. Bienstock, Esq.
Bienstock & Michael, LLC
411 Hackensack Avenue
7" Floor
Hackensack, NJ 07601
Tel: 201-525-0300

/ Andrea E. Bates/

ANDREA E. BATES



CERTIFICATE OF FILING

I hereby certify that this correspondence, including all enclosures and
attachments, is being transmitted to the United States Patent and Trademark
Office, Trademark Trial and Appeal Board, via the TTAB’s ESTTA procedure on

the 1% day of April 2015.

/ Andrea E. Bates/

ANDREA E. BATES



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application Serial No: 86/168,793
Filed on January 17, 2014
Published on June 24, 2014

ARMADILLO ENTERPRISES, INC.,
COLLINGS GUITARS, INC,,

CORDOBA MUSIC GROUP, INC., ED ROMAN
ENTERPRISES, INC,, E.S.P. SHIBUYA
ENTERPRISES, INC., JAMES TRUSSART
GUITARS, INC., JOHN HORNBY SKEWES &
CO.,LTD, JS TECHNOLOGIES, INC., PEAVEY
ELECTRONICS CORPORATION, PREMIER
BUILDERS GUILD, LLC, SADOWSKY
GUITARS, LTD., SCHECTER GUITAR
RESEARCH, INC., U.S. MUSIC CORPORATION,
WARWICK GMBH & CO. MUSIC
EQUIPMENT KG, AND WESTHEIMER
CORPORATION,

Opposition No.: 91218879

Application Serial No:
86/168,793

Opposers,
v,
GIBSON BRANDS, INC.,

Applicant.
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KURT SCHUETTINGER’S DECLARATION IN SUPPORT OF
APPLICANT GIBSON BRANDS, INC.”’S MOTION TO SUSPEND
PROCEEDINGS PENDING RESOLUTION OF A CIVIL ACTION

I, Kurt W. Schuettinger, submit this Declaration in support of Applicant
Gibson Brands, Inc.’s (“Gibson”) Motion to Suspend Proceedings Pending

Resolution of a Civil Action.



I. My name is Kurt W. Schuettinger. I am over 21 years of age, have
personal knowledge of the facts stated below, and am competent to make this
Declaration.

2. I am an associate at the law office of Bates & Bates, LLC and
Counsel for Gibson. I have personally overseen the information collected in
support of this Motion.

3. Presently before the Board is Opposers’ Notice of Opposition to
Gibson’s application to register the ES Body Shape Design®, Application No.
86/168,793, on the principal registry. Importantly, Gibson already owns a
Supplemental Registration for the ES Body Shape Design®, Reg. No. 2007277.

4, Currently, Gibson and Opposer John Hornby Skewes & Co., Ltd. (“JHS”)
are involved in litigation before the Central District of California, civil action
2:14-cv-00609-DDP-SS, wherein Gibson has alleged that JHS is infringing on the
ES Body Shape Design® and wherein JHS has counterclaimed to cancel that mark.
Gibson filed that action before Opposers filed the present Notice of Opposition
(the “Prior Pending Civil Action™).

5. Attached collectively hereto as Exhibit “A” are Complaint and
Counterclaims filed in the Prior Pending Civil Action.

6. Notably, Gibson and Opposer JHS are also involved in another action
before the Board where JHS seeks to Cancel Gibson’s Supplemental Registration

for the ES Body Design®, Cancellation No. 92058944,



7. On December 30, 2014, the Board granted Gibson’s Motion to Suspend

that proceeding pending disposition of the Prior Pending Civil Action.

8. Attached hereto as Exhibit “B” is the Board’s December 30, 2014 Order

Suspending the Proceedings Pending Resolution of the Prior Pending Civil Action.
I declare under penalty of perjury under the laws of the United States of

America that the foregoing statements are true and correct.

Executed on April 1st, 2015 in Atlanta, Georgia.

B

/(urt W. Schuettinger, Declarant
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ANDREA E, BATES, ESQ. SBN 192491
Abates(@Bates-Bates,com

BATES & BATES, LLC

1890 Matietta Blvd

Atlanta, Georgia 30318

Phone (404) 228-7439

Fax  (404) 963-6231

Attorneys for
Plaintiff GIBSON BRANDS, INC.

GIBSON BRANDS, INC., a Delaware
corporation,

)

)

- )

Plaintiff, )

)

Vs, )

JOHN HORNBY SKEWES & CO. LTD., %
a United Kingdom cotpotation and DOES

1 through 10,

Defendants.
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COMPLAINT FOR:

(1) Trademark Infringement;

(2) Trademark Counterfeiting;

(3) False Designation of Otigin and Unfait
Competition Under the United States
Trademark Act;

(4) False Description of Fact and
Representations and False Advertising
Under the United States Tradematk Act;
(5) Trademark Dilution Under the United
States Trademark Act;

(6) Trade Dress Infringement Undet
Federal Law; (7) Trademark Dilution
Undex California State Law;

(8) Common Law Trademark
Infringement; (9) Unfair Competition;
Infringement; and

(10) Accounting
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1. Plaintiff Gibson Brands, Inc. (“Gibson”) for its Complaint against Defendant
John Hornby Skewes & Co. Ltd. (hereinafter referred to as “JHS”) alleges as follows:
Nature of Action

2, This i$ an action for trademark infringement, trade dress infringement,

trademark counterfeiting, unfair competition, trademark dilution, and other related causes of
action under federal, state and common law atising from Defendant JHS’ unauthorized use of
the SG Body Shape Design® Tradematk, Explorer Body Shape Design® Trademark, BS Body
Shape Design® Trademark, Flying V Body Shape Design® Trademark, Flying V Poghead
Design® Trademark and the Kramer Peghead Design® Tradematk in the United States.

The Parties

3. Gibson is a Delaware Corporation with a principal place of business at 309 Plus
Park Boulevard, Nashville, Tennessee 37217, Furthermore, Gibson is registered with the
Secretaty of State of California and has an office in California.

4, Upon information and belief, Defendant JHS is a United Kingdom Corporation
with a principal place of business at Salem House, Parkinson Approach, Garforth, Teeds
1.825 2HR, United Kingdom.

5. Upon information and belicf, Defendant JHS is engaged in the promotion and
sale of various products containing Gibson’s SG Body Shape Design® Trademark, Explorer
Body Shape Design® Trademark, ES Body Shape Design® Trademark, Flying V Body Shape
Design® Tradematk, Flying V Peghead Design® Trademark and the Kramer Peghead Design®
Trademark in the United States, including in this District, through LPD Music International
Cotporation, a US-based wholesale distributor of guitars, and thrpugh its website

www.lpdmusic.com, Aamp’s Electric Guitar store located in California at

www.aampselectricguitarstore.com, Sundae Times located in California at

stores,ebay.com/sundac-times, Megatone Music located in Georgia at

stores,ebay.com/megatone-tusic, Uncle Sam’s Jamms located in Kentucky at

hitp://vintageguitarsusa.com/vintageelectric.htm, as well as Jacks Music store in Michigan at

www.jacksmusicstore.com.

2
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0. Furthetmore, upon information and belief, on January 23-27, 2014,
representatives from JHS will be attending The National Association of Music Metchants
(“NAMM”) located in this district at Anaheim Convention Center, 800 West Katella Avenue,
Anaheim, CA 92802, wherein, upon information and belief, THS will advertise and offer for
sale its infeinging guitar products bearing JHS’ unauthorized use of the 8G Body Shape
Design® Trademark, Explorer Body Shape Design® Trademark, ES Body Shape Design®
Trademark, Flying V Body Shape Design® Trademark, Flying V Peghead Design® Trademark
and the Kramer Peghead Design® Trademark.

7. The true names and capacities of Defendants DOES 1 through 10 are unknown
to Plaintiff, who thetefote sues said Defendants by such fictitious names. Plaintiff is
informed and believes and thereon alleges that each of the Defendants designated hetein as a
fictitiously named Defendant is, in some manner, responsible for the events and happenings
herein reforred to, either contractually or tottuously, and caused damage to the Plaintiff as
hetein alleged. When Plaintiff ascettains the true names and capacities of DOES 1 through
10, it will ask leave of this Court to amend ifs Complaint by setting fotth the same.

Jurisdiction and Venue

8. Jurisdiction of this Court is based on 28 U.S.C. § 1331 (federal question), 28
U.S.C. § 1332 (diversity jurisdiction), 28 U.S.C. §1338(a) and (b) (Acts of Congress relating
to trademarks and related actions), Sections 39 and 43(a) and (c) of the United States
Trademark Act of 1946 (“Lanham Act”), as amended (15 U.8.C. §1121 and 1125(a)(c)), and
28 U.8.C. §1367 (Supplemental Jurisdiction), as well as the principles of pendent jurisdiction.

9. This action arises out of wrongful acts including: advertising, offering for sale,
selling and distributing infeinging products by JHS within this judicial district. This Court has
personal jurisdiction over Defendant JHS because it has purposefully availed itself of the
opportunity to conduct commercial activities in this forum, and this Complaint arises out of
those activities, Also, Defendant JHS maintains continuous and systematic contacts with the
forum such that the exetcise of jurisdiction over it would not offend traditional notions of fair

play and substantial justice. Likewise, personal jurisdiction is proper under the California

3
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Long-Arm Statute, Code Civ. Proc., § 410.10, because the exercise of jurisdiction is not
inconsistent with the Constitution of this state or of the United States, Venue is propet in this
district under 28 U.S.C. §1391(b) and (c), as Defendant is subject to personal jurisdiction in
this District and a substantial patt of the events giving rise to these claims occurred in this
District.

Gibson’s Use And Ownership Of Its Marks

10. Gibson is the sole owner of the distinctive design mark SG Body Shape Design®,
U.S. Tradematk Reg. No, 2215791, This Trademark was issued by the U.S. Patent and
Trademark Office on January 5, 1999, and has been continuously and exclusively used in
commetees by Gibson since 1961. A copy of the Trademarl’s registration is attached hereto
as Exhibit A,

11.  Gibson is the sole owner of the distinctive designh mark Explorer Body Shape
Design®, U.S, Trademark Reg, No. 2053805, This Trademark was issued by the U.S, Patent
and Trademark Office on Aptil 27, 1997, and has been continuously and exclusively used in
commetce by Gibson since 1958, A copy of the Trademark’s registration is attached hereto
as Exhibit B.

12.  Gibson is the sole owner of the distinctive design matk BS Body Shape
Design®, U.8. Trademark Reg, No, 2007277, This Trademark was issued by the U.S, Patent
and Trademark Office on the Supplemental Register on October 8, 1999, and has been

continuously and exclusively used in commerce by Gibson since 1958, A copy of the
Tradematk’s registration is attached hereto as Exhibit C.

13.  Gibson is the sole owner of the distinctive design mark Flying V Body Shape
Design®, U.S. Trademark Reg. No, 2051790, This Tradematk was issued by the U.S. Patent
and Trademark Office on November 3, 1989, and has been continuously and exclusively used
in commetce by Gibson since 1958. A copy of the Trademark’s registration is attached
hereto as Exhibit D, .

14.  Gibson is the sole owner of the distinctive design mark Flying V Peghead
Design®, U.S. Trademark Reg. No. 3976202, This Trademark was issued by the U.S. Patent

e
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and Trademark Office on the Supplemental Register on June 7, 2011, and has been
continuously and exclusively used in commerce by Gibson since 1958. A copy of the
Trademark’s registration is attached hereto as Exhibit I,

15.  Gibson is the sole owner of the distinctive design maik Kramer Peghead
Design®, U.S, Trademark Reg. No. 1567052, This Trademark was issued by the U.S. Patent
and Trademark Office on November 3, 1989, and has been continuously and exclusively used
in commetce by Gibson since 1958, A copy of the Trademark’s registration is attached
hereto as Exhibit F.

16.  Gibson has spent millions of dollars in the advertising and promotion of the SG
Body Shape Design® Trademark, Exploter Body Shape Design® Trademark, ES Body Shape
Design® Trademark, Flying V Body Shape Design® Trademark, Flying V Peghead Design®
Tyademark and the Kramer Peghead Design® Trademark (heteinafter collectively refetred to
as the “Gibson Trademarks”) which have been used in conjunction with vatious Gibson
stringed instruments.

17.  Asaresult of the quality of Gibson’s products and the extensive sales, licensing
and matketing, advertising and promotion of these products under the Gibson Trademarks,
the SG Body Shape Design® Trademark, Explorer Body Shape Design® Trademark, ES Body
Shape Design® Trademark, Flying V Body Shape Design® Trademark, Flying V Peghead
Design® Trademark and the Kramer Peghead Design® Trademark have become famous
trademarks that are widely and favorably known by consumets in the United States and
elsewhere as designating high quality and depeﬂdable produots otiginating exclusively from
Gibson and its related companies, The ES Body Shape Design® Trademark and the Flying V
Peghead Design® Trademark are distinctive designs owned exclusively by Gibson, achieving
secondary meaning for over 45 years with Gibson spending millions of dollars on promotion
of the Gibson Trademarks for over 50 years, Consumets are exposed to the Gibson’s ES
Body Shape Design® Trademark and Flying V Peghead Design® Trademark through
magazines, newspapers, television, and the Internet. As a result, Gibson’s ES Body Shape

Design® Trademark and Flying V Peghead Design® Trademark have become widely known

e
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and valuable trademarlk, possessing a strong secondary meaning among consumers, Gibson’s
RS Body Shape Design® Trademark and Flying V Peghead Design® Trademark are valuable
among consumer trademarks because they ate constantly exposed to consumers. As a result,
the Gibson’s BS Body Shape Design® Trademark and Flying V Peghead Design® Trademark
have come to symbolize the enotmous goodwill of Gibson’s business in the United States,
nationwide. No other manufacturer lawfully uses the Gibson’s ES Body Shape Design®
Tradematk and Flying V Peghead Design® Trademark or any other substantially similar
marks for simila types of goods.

18.  The Gibson Tradematks have been famous in the United States, nationwide,
and elsewhere since long prior to the acts complained of herein. The Gibson trademarks have
been used exclusively nationwide and have been used exclusively by Gibson.

19.  The tradematk tegistrations remain in full force and effect and are prima facie
proof of Gibson’s exclusive right to own and use the SG Body Shape Design® Trademark,
Explorer Body Shape Design® Trademark, Flying V Body Shape Design® Trademark and the
Ktamer Poghead Design® Trademark. Tn addition, the SG Body Shape Design® Tradematk,
Explorer Body Shape Design® Trademark, Flying V Body Shape Design® Trademark and the
Kramer Peghead Design® Trademark ate incontestable pursuant to Section 15 of the Lanham
Act (15 U.8.C. § 1065). Gibson has spent millions of dollars in its matketing and promotion
of its products which exclusively bear Gibson Trademarks on its distinctive designs for over
50+ years.

Misuse By JHS Of The Gibson Trademarks

20.  Upon information and belief, Defendant JHS offers for sale, sells and
distributes in the United States products using the SG Body Shape Design® Trademark,
Explorer Body Shape Design® Tradematk, BS Body Shape Desigh® Trademark, Flying V
Body Shape Design® Trademark, Flying V Peghead Design® Trademark and the Kramer
Peghead Design® Trademark by and through its exclusive United States distributor LPD

Music International Cotporation as well as its related distributors and resellets. (“JHS
Unauthorized Products”). [See Exhibit “G”].

-6~
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21, Upon information and belief, notwithstanding the lack of authorization fiom
Gibson and the fact that said JHS’ Unauthorized Products otherwise are not authotized to be
sold utilizing the Gibson Trademarks, JHIS has made repeated unauthorized use of the
Trademark in connection with said products, as described below, with the intent to mislead
and confuse consumets into believing that said JHS? Unauthorized Products are made ditectly
by Gibson putsuant to Gibson's strict quality control standards or that said JHS’ Unauthotized
Products ate otherwise authorized or licensed by Gibson and with the intent of
misappropriating, for their own benefit, the tremendous goodwill built up by Gibson in the
Gibson Trademarks. [See Exhibit “H”].

22, Inpatticular, THS has impropetly used the Gibson Trademarks in theit
advertising and promotional materials for said JHS® Unauthorized Products as well as on the

Internet at www.lpdmusic.com, www.aampselectricguitatstore.com, stores.cbay.com/sundae-

times, stores.ebay.com/megatone-music, hitp://vintageguitarsusa.com/vintageelectric htm,

and www jacksmusicstore.com and has thus falsely stated or otherwise implied that said JHS’

Unauthorized Products are made directly by Gibson pursuant to Gibson's strict quality control
standatds or that their use of the Gibson Trademarks is authorized or licensed by Gibson.

23, Plaintiffis informed and believes, and thereon alleges that, JHS is or has been
ditectly and indirectly advertising and selling the JHS’ Unauthorized Products bearing the SG
Body Shape Design® Tradematk, Explorer Body Shape Design® Trademark, ES Body Shape
Design® Trademark, Flying V Body Shape Design® Trademark, Flying V Peghead Design®
Trademark and the Kramer Peghead Design® Trademark through the US wholesale distributor
of guitars LPD Music Intetnational Corporation, a Michigan corporation as well as its
distributors and resellers.

24,  Plaintiff is informed and believes, and thereon alleges that, JHS has shipped the
JHS® Unauthorized Products to LPD Music Intetnational Corporation in the US and that LPD
has sold JHS’ Unauthorized Products to consumers in the United States, Notably, an agent
for Gibson purchased two guitats from LPD and/or its authorized distributors bearing the

THS’ Unauthorized Products.
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25.  Upon information and belief, the aforementioned misuse of the Gibson
Trademarks by JHS was done with the intent of deceiving or misleading customes into
mistakenly believing that said JIIS® Unauthotized Products were authorized Gibson products
otiginating from Gibson or its related companies and otherwise misappropriating the
goodwill built up by Gibson in the Gibson Trademarks and otherwise atiracting and
misdirecting consumers looking for genuine or authorized Gibson goods to the JHIS®
Unauthorized Products.

26.  Upon information and belief, JHS had constructive knowledge that JHS’
Unauthorized Products were infiinging the SG Body Shape Design® Trademark, Explorer
Body Shape Design® Tradematk, Flying V Body Shape Design® Trademark and the Kramer
Peghead Design® Trademark, The Gibson Trademarks are all registered in the United States,
one for over 30 years.

27,  JHS has actual knowledge of the infringement of the Gibson Tradematks by
JHS? Unauthorized Products. Gibson contacted Counsel for JHS on July 26, 2013, via a
cease and desist letter describing the infringement of JTHS’ Unauthorized Products. Fuithet,
Gibson and JHS have been in ongoing discussions regarding the misuse of the Gibson
Tradematks,

28, Despite its constructive and actual knowledge of the infiingement of the Gibson
Trademarks by JHS’ Unauthotized Products, JHS has continued to provide JIIS®
Unauthorized Products to distributors whom then sell JHS® Unauthorized Products to the end
consumet,

29,  Prior to commencing this lawsuit, Gibson and its representatives communicated
directly with JHS and their representatives in an attempt to resolve this matter without the
necessity of bringing this lawsuit, but JHS has failed to cease all upauthotized use of the
Gibson Trademarks as requested by Gibson and continues to deliberately and intentionally
use the Gibson Trademarks without the consent of Gibson.

30,  The misuse of the Gibson Tradematks by JEHS was intended to cause, has

caused, and is likely to continue to cause, consumer confusion, mistake or deception
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including the misleading of consumers into mistakenly believing that the JHS’ Unauthorized
Products ate made ditectly by Gibson pussuant to Gibson's strict quality conteol standards or
Gibson has authorized or licensed the use by JHS of the Trademark for those products.

31,  The aforementioned misuse of the Gibson Trademarks by JHS is damaging to
the reputation and goodwill of Gibson and the Gibson Tradematks.

32, Upon information and belief, the aforesaid acts of JHS have caused and, unless
enjoined, will continue to cause itreparable damage to Gibson and to the teputation of its
valuable Gibson Trademarks,

33,  Gibson has no adequate remedy at law,

COUNT I
Trademark Infringement Under The United States Trademark
Act (15 U,8.C. 1114 (1))
34,  Gibson repeats the allegations set forth in Paragraphs 1 through 33,

35, JHS’ use of a reproduction, countetfeit, copy, ot colorable imitation of the
famous Gibson Tradematks, withiout Gibson’s consent, in commerce in connection with the
sale, offering for sale, distribution, or advertising of their products or setvices is likely to
cause confusion, or to cause mistake, ot to deceive the public, and thus constitutes trademark
infringement pursuant to 15 U.S.C.§ 1114,

36.  The complained of acts constitute willful, deliberate and intentional
infringement of Gibson’s fedetally registered trademarks for the Gibson Trademarks in
violation of §32(1) of the Lanham Act (15 U.8.C. §1114(1)).

37.  JHS’ intentional and willful infringement of the Gibson Trademarks has caused,
and will continue to cause, damage to Gibson and is causing irreparable harm to Gibson. for
which there is no adequate remedy at law. JHS is directly liable for these actions.

COUNT II
Trademark Counterfeiting Under The United States Trademark
Act (15 U.8.C, 1114(1))
38,  Gibson repeats the allegations set forth in Paragraphs 1 through 33,

9~
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39, Upon information and belief, JHS intentionally used, without Gibson’s consent,
a counterfeit version of the Gibson Trademarks in commetrce, knowing that the marks were
counterfeit, THS used the counterfeit marks in connection with the sale, offering for sale, or
distribution of their goods and services, which is likely to cause confusion, or cause mistake,
ot deceive the public.

40.  The complained of acts constitute trademark counterfeiting in violation of
Section 32(1) of the Lanham Act (15 U.S.C. §1114(1)).

COUNT 11X
False Designation of Origin and Unfair Competition Under The United States
Trademark Act (15 U.S.C. 1125(a))
41,  Gibson repeats the allegations set forth in paragraphs 1 through 33,

42,  JHS’ use of the Gibson Trademarks, without Gibson’s consent, in commetrce to
promote, market, or sell their products or services in direct competition with Gibson’s
products and services constitutes False Designation of Origin and Unfair Competition
pursuant to 15 U.S.C. § 1125(a). JHS’ use of the Gibson Trademarks is a false designation of
origin, a false or misleading description of fact, and/or a false or misleading representation of
fact, which is likely to cause confusion, or cause mistake, or to deceive as to the affiliation,
connection, ot association of JHS with Gibson and/or as to the origin, sponsorship, or
approval of JHS’ productions and commercial activities with Gibson,

43,  The complained of acts constitute willful, deliberate and intentional false
designations of origin as to products made available by JHS and unfair competition in
violation of §43(a) of the Lanham Act (15 U.S.C. §1125(a)).

44,  JHS’ wrongful activities have caused - and unless enjoined by this Coutt - will
continue to cause itreparable injury and other damages to Gibson’s business and reputation,
and will continue to cause damage to the goodwill it has developed in its Gibson Trademaiks.

Gibson has no adequate remedy at law.,
COUNT 1V

10-
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Talse Descriptions of Fact and Representations
and False Advertising Under The United States
Trademark Act (15 U.S.C. 1125(a))
45,  Gibson repeats the allegatic;ns set forth in paragraphs 1 through 33.

46.  JHS’ use of the Gibson Trademarks, without Gibson’s consent, in commetcial

advertising ot promotion to promote, matket, or sell their products or setvices in direct
competition with Gibson’s products and services constitutes False Description of Fact and
Representation and False Adverting pursuant to 15 U.S.C. § 1125(a). JHS’ use of the Gibson
Trademarks in commercial advertising or promotion mistepresents the nature, chatacteristics,
qualities, or geographic origin of their goods, services, ot activities,

47,  The complained of acts constitute willful, deliberate and intentional false and
misleading descriptions of fact, and false advertising in violation of §43 (2) of the Lanham Act
(15 U.S.C. §1125(a)).

48.  JHS’ wrongful activities have caused - and unless enjoined by this Coutt - will
continue to cause itteparable injuty and other damages to Gibson’s business and reputation,
and will continue to cause itteparable injury to the goodwill it has developed in its the Gibson
Trademarks. Gibson has no adequate remedy at law.

COUNT V
Trademark Dilution Under The United States Trademark Act
(15 U.8.C. 1125(c))
49.  Gibson repeats the allegations set forth in paragraphs 1 through 33.

50,  JHS’ unauthorized use of the famous Gibson Trademarks is likely to dilute and

blur the distinctive quality of these marks and to tarnish the Gibson Trademarks.

51, The complained of acts have diluted and damaged the distinctive quality of
Gibson’s famous Gibson Trademarks and constitute ttademark dilution of the famous marks
in violation of §43(c) of the Lanham Act (15 U.8.C. §1125(c)).

52.  Upon information and belief, JHS willfully intended to trade on Gibson’s

teputation and/or cause dilution and tarnishment of Gibson’s famous Gibson Trademarlks.

e
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COUNT VI
Trade Dress Infringement Under Federal Law

53.  Gibson repeats the allegations set forth in paragraphs 1 through 33.

54,  Gibson has used in interstate commerce the inherently distinetive produet
designs in connection with the sale and marketing of its guitats, The Gibson designs, namely:
SG Body Shape Design® Tradematk, Explorer Body Shape Design® Tradematk, Flying V
Body Shape Design® Trademark and the Kramer Peghead Design® Tradematk contain
inherently distinctive, nonfunctional features that ate protected under the Lanham Act §43(a)
(15U.8.C. 1125(a)). In addition, all of these design marks have acquired distinctiveness and
signify Gibson as the manufacturer in the mind of the average consumer, The ES Body
Shape Design® Trademark and Flying V Peghead Design® Trademarlk are distinctive designs
owned exclusively by Gibson, achieving secondary meaning for over 45 years with Gibson
spending millions of dollats on promotion of the Gibson Trademarks for over 50 years and
consumers recognizing the ES Body Shape Design® Trademark and Flying V Peghead
Design® Trademark as having the quality and standatds that only Gibson can provide,

55.  JHS’ use of the inftinging trade dress has confused and is likely to continue to
cause confusion, or cause mistake, or deceive the consuming public into believing that JHS?
Unauthotized Products are authotized, sponsored or approved by Gibson,

COUNT VII
Trademark Dilution Under

California Business and Professions Code (Section 14330)

56.  Gibson repeats the allegations set forth in Paragraphs 1 through 33,

57.  The complained of acts are likely to cause injury to the business reputation of,
or otherwise dilute, the distinctive quality of the Gibson Tradematks in violation of §14330 of
the California Business and Professions Code,

COUNT VIII

Common Law Trademark Infringement and Unfair Competition

58.  Gibson repeats the allegations set forth in Patagraphs 1 through 33.

12-
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59.  The complained of acts constitute trademark infringement, palming off, and
unfait competition in violation of the common law of the State of California.
COUNT IX
Unfajr Competition Under
California Business and Professions Code (Section 17200)

60.  Gibson repeats the allegations set forth in Paragraphs 1 through 33.

61.  The complained of acts constitute unlawful acts of unfair competition and
unlawful, unfair and fraudulent business practices in violation of §17200, et seq, of the
Califotnia Business and Professions Code.

COUNT X
Accounting
Common Law

62,  Gibson repeats the allegations set forth in Paragraphs 1 through 33,

63.  JHS’ activities, as alleged above, have violated Plaintiff’s 1ights in the Gibson
Trademarks under common law.

64, Asadirect result of the inftinging activities, JHS has been unjustly enriched
through fraudulent conversion of Plaintif{’s goodwill and rights in its trademarks into their
own profits through the sale of infringing products and has caused Plaintiff to lose sales of its

genuine goods and services.
65, Asadirectresult of JHS’ misconduct, JHS has received substantial profits, to

which Plaintiff is entitled under common law.

66.  The amount of said profits is unknown to Plaintiff and cannot be ascertained

without an accounting,
PRAYER FOR RELIEF
WHEREFORE, Plaintiff Gibson Brands, Inc. prays for judgment as follows:
1. That judgment be entered in favor of Plaintiff on all causes of action set forth

herein,

13-
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2. That in accordance with Section 35 of the Lanham Act (15 U.S.C, §1117),
Plaintiff be awarded monetary damages sufficient to recover; (1) Defendants’ profits on JHS’
Unauthotized Products; (2) all damage suffered by Plaintiff; and (3) the costs of this action
and that said amount be trebled or otherwise multiplied to the extetit permitted by statute. In
addition, Plaintiff reserves the right to elect statutory damages up to and including $1,000,000
per counterfeit mark putsvant to 15 U.S.C, §1117(c).

3, That Plaintiff be awarded such other monetary damages, recovery and awards
as appropriate under the law.

4, That JHS® conduct violates the provisions of the California Business &
Professions Code sections 17200-17210 and constitutes trademark infringement and unfair
competition under the common law of the State of California.

5, That JHS, its officers, directors, principals, agents, setvants, affiliates,
employees, attorneys, representatives, successors and assigns, and all those in privy or acting
in concert or participation with JHS, and each and all of them, be preliminatily and
permanently enjoined and restricted from directly or indirectly:

(a)  claiming or representing that any products and/or services sold by JHS
are made directly by Gibson pursuant to Gibson’s strict quality control standards or Gibson
has authorized or licensed the use by JHS of the Gibson Trademarks for those products;

(b)  using, in any manner, or holding itself out as having rights to use the SG
Body Shape Design® Tradematlk, Explorer Body Shape Design® Trademark, ES Body Shape
Design® Trademarlk, Flying V Body Shape Design® Trademark, Flying V Peghead Design®
Tradematk and the Kramer Peghead Design® Tradematk or any ofher name, mark or design
confusingly similar to the Gibson Trademaiks to designate, describe or refer to themselves ot
in conjunction with any product or service, including any use in conjunction with any Intetnet
activities conducted by it or on its behalf such as any use as a domain name or in the text,
graphics and hypertext metatags of any Intetnet website;

(c¢)  requesting or inducing Internet search engines to display links to the

JHS’ website ot other websites displaying or promoting JIIS’ products or services when

14
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potential customers using those seatch engines seatch for terms containing variations of the
SG Body Shape Design® Trademark, Explorer Body Shape Design® Trademark, ES Body
Shape Design® Tradematlk, Flying V Body Shape Design® Trademark, Flying V Peghead
Design® Trademark and the Kramer Peghead Design® Trademark;

(d)  selling, offering for sale, promoting, advertising, disteibuting or
providing or offering to provide any goods or services in conjunction with the Gibson
Tradematks or any other name, mark or design confusingly similar to the Gibson Tradematks
in conjunction with any product or service; and

(e)  engaging in any course of conduct likely to cause confusion, deception
or mistake or injure Plaintiff’s business reputation or dilute the Gibson Trademarks or
appropriate the good will and reputation of said marks or lead to the passing off of JHS?
products and services as Gibson products and services,

6. That the Court issue an Order directing JHS to file with the Court and serve on
Plaintiff, within thirty (30) days after the service on JHS of such injunctions, a reportin -
writing and under oath, setting forth in detail the manner and form in which JHS has
complied with the injunction,

7, That the Court award judgment in favor of the Plaintiff in the amount of treble
damages.

8. That the Court award to Plaintiff punitive damages sufficient to deter JHS from
committing such willful acts of infringement in the future,

9, That the Court require a full and complete accounting of all monies recetved by
JHS as a result of the infringement,

10, That JHS be required to deliver to Plaintiff all merchandise, packaging, labels,
boxes, cartons, advertising, brochures, dooumegts, advertising and promotional materials and
other things, possessed, used or distributed by Defendant, or on its behalf, which use the

Gibson Trademarks or any other name, mark or design confusingly similar to the Gibson

Trademarks,

150
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11, That Plaintiff be awarded the costs of this action and its disbursements, and
reasonable attorneys’ and investigatory fees incurred, and as otherwise appropriate herein,
putsuant to 15 U,S.C. §1117 or other appropriate statute or law.

12.  For interest on all amounts found to be due to Plaintiff from JHS, at the
prevailing rate, from the date of said amounts or any patt thereof became ot becomes due.

13, That the Court require JHS to notify its commercial associates, dealers, master
distributors, suppliets and customers of this Order.

14, That Plaintiff be granted such other monetary, equitable and further relief, as
this Court may deem appropriate under federal, state and common law.

15.  That the Coutt retain jurisdiction of this action for the purpose of enabling
Plaintiff to apply to the Coutrt, at any time, for such further orders and directions as may be
necessaty or appropriate for the interpretation or execution of any Order entered in this
action, for the modification of any such Order, for the enforcement or compliance therewith
and for the punishment of any violation thereof,

DEMAND FOR JURY TRIAL

Gibson hereby demands a jury trial on all issues,

Respectfully submitted, thiQ&rd of Tanuary 2014,

BATES & BATES, LLC

P
éXﬁDREA E.BATES
California Bar No, 192491

1890 Marietta Boulevard
Atlanta, Georgia 30318
(404) 228-7439

Attorney for PLAINTIFF
GIBSON BRANDS, INC.

-16-~
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John K. Buche (Bar No. 239477)
jbuche@buchelaw.com

Lindsay D. Molnar (Bar. No. 275156)

Imolnar@buchelaw.com
BUCHE AND ASSOCIATES, P.C.

9100 Wilshire Blvd., Suite 445 East Tower

Beverly Hills, California 90212
(310) 459-9120
(858) 459-9120 fax

Brent M, Davis (Pro Hac Vice)
bdavis@musicesq.com
BIENSTOCK & MICHAEL, P.C.
Continental Plaza

411 Hackensack, NJ 07601

(201) 525-0300

(201) 525-0133 fax

Attorneys for Defendant and Counter-Plaintiff

JOHN HORNBY SKEWES & CO. LTD.

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA—WESTERN DIVISION

GIBSON BRANDS, INC., a Delaware
corporation,

Plaintiff,
V.
JOHN HORNBY SKEWES & CO,
LTD., a United Kingdom Corporation;
and DOES 1 throug% 10

Defendants,

JOHN HORNBY SKEWES & CO.
LTD, a United Kingdom Corporation,

Plaintiff,
V.

BANK OF AMERICA, a Delaware
corporation,

Defendant,

Case No. CV 2:14-00609-DDP-SS

Hon. Dean D. Pregerson

DEFENDANT JOHN HORNBY
SKEWES & CO. LTD.’S FIRST
AMENDED COUNTERCLAIMS
AND THIRD-PARTY COMPLAINT

Complaint filed: January 27, 2014
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John Hornby Skewes & Co. LTD. (“Counterclaimant” or “JHS”), by and
through its attorneys Buche and Associates, P.C. and Bienstock & Michael, P.C., sets
forth the following first amended counterclaims and third-party complaint against
Gibson Brands, Inc. (“Gibson” or “Counterdefendant”) and Bank of America
(“BOA” or “Third-Party Defendant”), and respectfully alleges as follows:

THE PARTIES

1. JHS is an United Kingdom corporation with a principal place of]
business at Salem House, Parkinson Approach, Garforth, Leeds 16 LS25 2HR,
United Kingdom.

2. Gibson is a Delaware Corporation with a principal place of business at
309 Plus Park Boulevard, Nashville, Tennessee 37217.

3. BOA is a Delaware Corporation with a principal place of business at
100 North Tryon Street, Charlotte, North Carolina 28255.

JURISDICTION

4. Jurisdiction of this Court is based on 28 U.S.C. § 1331 (federal
question), 28 U.S.C. §1338(a) and (b) (Acts of Congress relating to trademarks and
related actions), Sections 39 and 43(0) and (c¢) of the United States Trademark Act of]
1946 ("Lanham Act"), as amended (15 U.S.C. §1121 and 1125(a)(c)).

5. This Court has personal jurisdiction over Gibson because it has
purposefully availed itself by filing the Complaint in this District. This Court has

personal jurisdiction over BOA because it has purposefully availed itself of the
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opportunity to conduct commercial activities in this forum. Also, both Gibson and
BOA maintain continuous and systematic contacts with the forum such that the
exercise of jurisdiction over it would not offend traditional notions of fair play and
substantial justice.

FIRST COUNTERCLAIM

CANCELLATION OF U.S. TRADEMARK REGISTRATION NO. 2,215,791

6. Gibson claims it is the owner of U.S, Trademark Registration No.
2,215,791 (the “791 Registration”) for the two-dimensional body shape for an
electric guitar (the ““791 Body Shape”).

7. BOA is the owner of the ‘791 Registration.

8.  Inoraround 1961, Gibson began manufacturing, advertising, marketing
and selling electric guitars incorporating the ‘791 Body Shape under the model
designation “Les Paul,”

9.  Shortly thereafter, and continuing through the 1960’s, numerous other
companies began manufacturing, advertising, marketing and selling, in the United
States, electric guitars and basses bearing body shapes that are identical, or
substantially similar to, the ‘791 Body Shape, including, but not limited to, Domino,
Gretsch, Guild, Hagstrom, Kay, Magnatone, Micro-Frets, Ovation, Sekova, Standel,
Tele-Star and Vox.

10. In or around 1963, Gibson switched the model designation of the guitar

bearing the ‘791 Body Shape to the “SG.”
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Tokai, Vox, Warwick, Washburn and Yamaha.
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of Gibson or licensed the ‘791 Body Shape from Gibson.
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11.  In the 1970’s, even more companies were manufacturing, advertising,
marketing and selling, in the United States, electric guitars and basses bearing body
shapes that are identical, or substantially similar to, the ‘791 Body Shape, including,

but not limited to, Alembic, Ampeg, Electra, Godwin, Guild, Ibanez, Indy, Jaydee,

12, In the 1980’s, even more companies were manufacturing, advertising,
marketing and selling, in the United States, electric guitars and basses bearing body
shapes that are identical, or substantially similar to, the ‘791 Body Shape, including,
but not limited to, Alembic, Agile, Aria, Bond, Burny, Ed Clark, Edwards, GmP,

Greco, Guild, Hohner, Jaydee, Samick, Skylark, Tokai, Vantage, Westbury and

13.  Since the 1990’s to the present day, more companies are manufacturing,
advertising, marlceting and selling, in the United States, electric guitats and basses
bearing body shapes that are identical, or substantially similar to, the ‘791 Body
Shape, including, but not limited to, Aria, Arbor, Austin, Black Label, DBZ, De
Armond, Dean, Ed Clark, Electrical Guitar Company, Eric Joseph Electric Guitars,
ESP, Fender, First Act, Guild, Hdhner, Ibanez, Jay Turser, Jaydee, Kaman, LTD,

Pathmaker, Peavey, Reverend, Robin, Rock N Roll Relics, Samick, Schecter, Stagg,

14, Upon information and belief, none of these third parties are subsidiaties
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15.  Upon information and belief, advertising and sales of third-party guitars
bearing body shapes that are identical, or substantially similar to, the ‘791 Body
Shape equal or exceed the advertising and sales of Gibson guitars: bearing the the
“791 Body Shape.

16. As a result of the foregoing widespread and rampant use by third-
parties, the “791 Body Shape is a generic electric guitar body shape and does not
function as a source identifier.

17. Allowing Plaintiff trademark protection, and exclusive use, for the
generic ‘791 Body Shape puts Counterclaimant, and all other guitar manufacturers, at
a non-reputational disadvantage.

18. Allowing continued registration of the generic ‘791 Body Shape
interferes with Counterclaimant’s ability to advertise and creates unfair competition.

19.  Upon information and belief, Gibson was well aware of the rampant
third-party usage of the ‘791 Body Shape since the 1960’s.

20.  On or around April 10, 1997, Gibson filed an application for trademark
registration for the 791 Body Shape.

21.  In the that application, Lucian Wayne Beavers (“Beavers”), Vice-
President and General Counsel for Gibson, made knowingly false material
representations with the intent to deceive the USPTO by stating that “no other
person, firm, corporation, or association has the right to use the [791 Body Shape] in

commerce, either in the identical form thereof or in such near resemblance thereto,”
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despite Gibson’s and Beaver’s knowledge of rampant third-party usage.

22, On June 29, 1998, David H. Berryman (“Berryman’), President of]
Gibson, made knowingly false material representations with the intent to deceive the
USPTO by stating that Gibson had “substantially exclusive and continuous use” of]
the ‘791 Body Shape, despite Gibson’s and Berryman’s knowledge of rampant third-
party usage.

23.  As aresult of the foregoing, Gibson committed fraud upon the USPTO
when prosecuting the ‘791 Registration.

SECOND COUNTERCLAIM

CANCELLATION OF U.S. TRADEMARK REGISTRATION NO. 2,053,805

24.  Gibson claims that it is the owner of U.S. Trademark Registration No,
2,053,805 (the ““805 Registration”) for the two-dimensional body sﬁape for an
electric guitar (the “‘805 Body Shape™).

25. BOA is the owner of the ‘805 Registration.

26. In or around 1958, Gibson began manufacturing, advertising, marketing
and selling electric guitars incorporating the ‘805 Body Shape under the model
designation “Explorer.”

27.  Since the Explorer proved to be unsuccessfil, Gibson ceased production
of the Explorer in 1963.

28.  Upon information and belief, an extremely small number of guitars

incorporating the ‘805 Body Shape were manufactured.




Case 2:14-cv-00609-DDP-SS Document 30 Filed 09/05/14 Page 7 of 25 Page ID #:395

O o N3 N Lt AW e

DR N D N N N DN = e b e e e e e e
e I N U R WND = O C 0N Y DR W =D

29. In 1974, Hamer, a U.S. guitar company, began manufacturing,
advertising, marketing and selling guitars, in the United States, incorporating the
‘805 Body Shape.

30.  Rick Nielsen, guitarist for the band Cheap Trick, began playing Hamer
guitars incorporating the ‘805 Body Shape upon their introduction into the
marketplace and these Hamer guitars were featured prominently on Cheap Trick’s
album art.

31. In 1976, Music Man began running an advertisement for its amplifiers
featuring Eric Clapton playing a guitar bearing a body shape identical, or
substantially similar to, the ‘805 Body Shape.

32. Following Hamer’s lead and, in an attempt to capitalize on the public’s
interest in the ‘805 Body Shape because of the Eric Clapton/Music Man
advertisement, Gibson began manufacturing guitars incorporating the ‘805 Body
Shape again in 1976.

33. Shortly thereafter, and throughout the 1970’s, numerous other
companies began manufacturing, advertising, marketing and selling, in the United
States, electric guitars and basses bearing body shapes thét are identical, or
substantially similar to, the ‘805 Body Shape, including, but not limited to, Aria,
Dean, Electra, Ibanez, Memphis, Music Man, PRS and Rhyne.

34. In the 1980’s, even more companies were manufacturing, advertising,

marketing and selling, in the United States, electric guitars and basses bearing body
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shapes that are identical, or substantially similar to, the ‘805 Body Shape, including,

but not limited to, Alembic, Arbor, Aria, BC Rich, Charvel, Dean, Electra, Hamer,

35.  Since the 1990’s to the present day, more companies are manufacturing,
advertising, marketing and selling, in the United States, electric guitars and basses
bearing body shapes that are identical, or substantially similar to, the ‘805 Body

Shape, including, but not limited to, Aria, Charvel, Dean, ESP, Hamer, Ibanez,
36. Upon information and belief, none of these third parties are subsidiaries
37. Upon information and belief, advertising and sales of 'third-party guitars
bearing body shapes that are identical, or substantially similar to, the ‘805 Body

Shape equal or exceed the advertising and sales of Gibson guitars bearing the the

38.  As aresult of the foregoing rampant use by third-parties, the ‘805 Body

Shape is a generic electric guitar body shape and does not function as a source

39. Allowing Plaintiff trademark protection, and exclusive use, for the

genetic ‘805 Body Shape puts Counterclaimant, and all other guitar manufacturers, at

40. Allowing continued registration of the generic ‘805 Body Shape
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interferes with Counterclaimant’s ability to advertise and creates unfair competition.

41.  Upon information and belief, Gibson was well aware of the rampant
42.  On or around September 6, 1994, Gibson filed an application for
43.  Upon information and belief, Gibson made knowingly false material
representations with the intent to deceive the USPTO by stating that no other person,
firm, corporation, or association has the right to use the ‘805 Body Shape in
commerce, either in the identical form thereof or in such near resemblance thereto,
44,  Upon information and belief, Gibson made knowingly false material
representations with the intent to deceive the USPTO by stating that Gibson had

substantially exclusive and continuous use of the ‘805 Body Shape, despite Gibson’s

45.  As a result of the foregoing, Gibson committed fraud upon the USPTO

CANCELLATION OF U.S. TRADEMARK REGISTRATION NO. 2,007,277

NN
N N D)

dimensional body shape for an electric guitar (the “‘277 Body Shape™).

[\
(e <]

46,  Gibson claims that it is the owner of U.S. Trademark Registration No,

2,007,277 on the Supplemental Register (the “‘277 Registration™) for the two-
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47. BOA is the owner of the ‘277 Registration.

48, In 1958, Gibson began manufacturing, advertising, marketing and
selling electric guitars incorporating the ‘277 Body Shape under the model
designation “ES-335”

49, The ‘277 Body Shape was, and is, extremely similar to many other two-
dimension body shapes.

50. Shortly thereafter, and continuing throughout the 1960’s, numerous
other companies began manufacturing, advertising, marketing and selling, in the
United States, electric guitars and basses bearing body shapes that are identical, or
substantially similar to, the ‘277 Body Shape, including, but not limited to, Aria,
Baldwin, Coral, Custom Kraft, Danelectro, Fender, Framus, Gretsch, Guild,
Guitorgan, Hagstrom, Harmony, Hofner, Hohner, Ibanez, Kay, Micro-Frets, Mosrite,
National, Oahu, Ovation, St. Moritz, Standel, Strum & Drum, Supro, Teisco, Univox
and Vox.

51. In the 1970’s, even more companies were manufacturing, advertising,
marketing and selling, in the United States, electric guitars and basses bearing body
shapes that are identical, or substantially similar to, the ‘277 Body Shape, including,
but not limited to, Acoustic, Aria, BC Kingston, Danelectro, Fender, Framus,
Gretsch, Guild, Guitorgan, Hagstrom, Harmony, Hofher, Hohner, Ibanez, Kramer,’'

Micro-Frets, Mosrite, National, Ovation, Pearl, Standel, Travis Bean, Univox and

! Gibson did not purchase Kramer until in or around 1998,

10
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Vox.

52. In the 1980’s, even more companies were manufacturing, advertising,
marketing and selling, in the United States, electric guitars and basses bearing body
shapes that are identical, or substantially similar to, the ‘277 Body Shape, including,
but not limited to, Antoria, Aria, Benedetto Guitars, Conn-Selmer, Daion,
Danelectro, Fender, Fernandes, Gretsch, Guild, Hagstrom, Heritage, Hofher, Hondo,
Ibanez, Kramer, LAG, Moonstone, Ovation, Peavey, Teisco, Tom Holmes, Trayis
Bean, Valencia and‘Yamaha.

53. Since the 1990’s to the present day, even more companies are
manufacturing, advertising, matketing and selling, in the United States, electric
guitars and basses bearing body shapes that are identical, or substantially similar to,
the ‘277 Body Shape, including, but not limited to, Agile, Anderberg, Aria, Artinger,
Austin, AXL, Badwater, BiLT Guitar, Black Label, Bolin, Brian Kingston, Brian
May, Burly, Canvas, Carruthers, Carvin, Cobra, Collings, Crafter, Daisy Rock,
Danelectro, D’ Angelico, DBZ, De Armond, Delm Guitars, Devlin, DGN, Dismal,
David Thomas McNaught, Duesenberg, Eastman, Eastwood, Electrical Guitar
Company, ESP, Eternity Guitars, Falbo, Fender, First Act, Framus, Fritz Brothers,
Fryer Guitars, Gene Baker, Giannini, Gretsch, Guild, GZ Guitars, Hagstrom, Hamer,
Hanson, Harmony, Heritage, Highland, Hofner, Hutchins Guitars, Ibanez, Jarrett, Jay
Turser, JB Playér, J3, Jackson, Kasuga, Kona, LAG, Legends Guitar, M&M, Martyn

Booth, McCurdy, Michael Kelly Guitars, Navigator, OLP, Oscar Schmidt, Ovation,

11
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Peavey, PRS, RC Allen, Ribbecke, Samick, Schecter, Shergold, Slick Guitars,
Spatrow, Stromberg, SX, Thorn, Tony Cochran Custom, Tradition, Travis Bean,
Valencia, Venture, Vox, Wal Custom, Warwick, Washburn, Wilson, Xaviere,
Yamaha and Zimnicki.

54.  Upon information and belief, none of these third parties are subsidiaries
of Gibson or licensed the ‘277 Body Shape from Gibson, including Kramer at the
time it adopted the ‘277 Body Shape.

55.  Upon information and belief, advertising and sales of third-party guitars
bearing body shapes that are identical, or substantially similar to, the ‘277 Body
Shape equal or exceed the advertising and sales of Gibson guitars bearing the ‘277
Body Shape.

56. As aresult of the foregoing rampant use by third-parties, the ‘277 Body
Shape is a generic electric guitar body shape and does not function as a source
identifier.

57. Upon information and belief, Gibson was well aware of the rampant
third-party usage of the <277 Body Shape since the eatly 1960’s.

58. On or around September 6, 1994, Gibson filed an application for
trademark registration for the 277 Body Shape on the Principle Register.

59. The USPTO refused registration on the Principle Register stating that
the ‘277 Body Shape “comprises the standard characteristics of an electronic guitar

such as a broad based body, narrow mid section, and overall curvilinear design.”

12
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60. On or around Jul 23, 1996, Gibson amended its application to have the
‘277 Body Shape placed on the Supplemental Register, stating it “is in the process of]
gathering evidence which clearly‘ establishes the distinctiveness of Applicant's mark
and intends to ﬁle an application to register the mark on the Principal Register at a
later date once that process is complete.”

61. That process, apparently, took eighteen years, as Gibson filed an
application for registration of the ‘277 Body Shape on the Principle Register on
January 17, 2014,

62. In this new application, Andrea E. Bates, Esq. (“Bates”), counsel for
Gibson, made knowingly false material representations with the intent to deceive the
USPTO by stating that the Gibson had “exclusive use [of the ‘277 Body Shape] for
over 50 yeats,” despite Gibson’s and Bates’ knowledge of rampant third-party usage.

63. Relying on this knowingly false material representation, the USPTO
approved this new application for publication.

64. Upon publication, seventeen guitar companies have filed for extensions
of time to file opposition proceedings against this generic mark that has no secondaty
meaning for Gibson. The extensions have not expired.

65. These companies are U.S, Music Corporation (Washburn), ESP Shibuya
Enterprises, Inc., Cordoba Music Group, Inc. (Guild), Collings Guitars, Inc., Fender
Musical Instruments Corporation, Ed Roman Enterprises, Inc., Armadillo

Enterprises, Inc. (Dean), Schecter Guitar Research, Inc., Fred W. Gretsch

13
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Enterprises, Ltd., Westheimer Corporation (Harmony), Peavey Electronics
Corporation, Warwick GmbH & Co. Music Equipment KG, James Trussart Guitars,
Inc., JS Technologies, Inc., Premier Builders Guild, LLC, Sadowsky Guitars, Ltd.
and JHS.
66. As aresult of the foregoing, including the rampant use by third-parties,
the ‘277 Body Shape has not, and cannot, acquire secondary meaning for Gibson.
67. Allowing Plaintiff trademark protection, and exclusive use, for the
generic ‘277 Body Shape puts Counterclaimant, and all other guitar manufacturers, at
a non-reputational disadvantage.

68. Allowing continued registration of the generic ‘277 Body Shape
interferes with Counterclaimant’s ability to advertise and creates unfair competition.

FOURTH COUNTERCLAIM

CANCELLATION OF U.S. TRADEMARK REGISTRATION NO. 2,051,790

69, Gibson claims that it is the owner of U.S, Trademark Registration No.
2,051,790 (the ““790 Registration”) for the two-dimensional body shape for an
electric guitar (the ““790 Body Shape”).

70.  BOA is the owner of the ‘790 Registration,

71,  In or around 1958, Gibson began manufacturing, advertising, marketing
and selling electric guitars incorporating the ‘790 Body Shape under the model
designation “Flying V.”

72. Because the Flying V proved to be unsuccessful, Gibson ceased

14
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production of the Flying V in 1959.

73.  Upon information and belief, an extremely small number of guitars
incorporating the *790 Body Shape were manufactured.

74.  Gibson began manufacturing guitars incorporating the ‘790 Body Shape
again in 1967.

75.  Shortly thereafter and throughout the 1970’s, numerous other companies
began manufacturing, advertising, marketing and selling, in the United States,
electric guitars and basses bearing body shapes that are identical, or substantially
similar to, the 790 Body Shape, including, but not limited to, Aria, Dan Erlewine
Guitars, Electra and Ibanez.

76. In the 1980’s, even more companies were manufacturing, advertising,
marketing and selling, in the United States, electric guitars and basses bearing body
shapes that are identical, or substantially similar to, the *790 Body Shape, including,
but not limited to, Aria, Dan Erlewine Guitars, Dean, Hamer, Ibanez, Jackson,
Kramer, Moonstone, O’Hagan, Samson, Tokai and Washburn.

77. Since the 1990’s to the present day, even more companies are
manufacturing, advertising, marketing and selling, in the United States, electric
guitars and basses bearing body shapes that are identical, or substantially similar to,
the ‘790 Body Shape, including, but not limited to, Arpeggio, Arrowhead Vee, Attila
Custom Guitars, BC Rich, Blakhart, Carvin, Dan Erlewine Guitars, DBZ, Dean,

DHR, Dommenget, Electrical Guitar Company, ESP, Fernandes, Floyd Rose,

15
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Framus, GmP, Hamer, Hard Knocks, Ibanez, J ackson, Jay Turser, Kramer, Matk
Katzen Guitars, Oktober Guitars, Peavey, Rebel Guitars, Reverend, Samick,
Sandoval, Schecter, Sozo Guitars, Stagg, Stevens Electric Instruments, Washburn,
Wild West Guitars and Zemaitis.

78.  Upon information and belief, none of these third parties are subsidiaries
of Gibson or licensed the ‘790 Body Shape from Gibson, including Kramer at the
time it adopted the ‘790 Body Shape.

79.  Upon information and belief, advertising and sales of third-party guitars
bearing body shapes that are identical, or substantially similar to, the ‘790 Body
Shape equal or exceed the advertising and sales of Gibson guitars bearing the ‘790
Body Shape.

80. As aresult of the foregoing rampant use by third-parties, the ‘790 Body
Shape is a generic electric guitar body shape and does not function as a source
identifier.

81. Allowing Plaintiff trademark protection, and exclusive use, for the
generic ‘790 Body Shape puts Counterclaimant, and all other guitar manufacturers, at
a non-reputational disadvantage.

82. Allowing continued registration of the generic ‘790 Body Shape
interferes with Counterclaimant’s ability to advertise and creates unfair competition.

83. Upon information and belief, Gibson was well aware of the rampant

third-party usage of the ‘790 Body Shape since the 1970’s.

16
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84. On or around September 6, 1994, Gibson filed an application for
trademark registration for the “790 Body Shape.

85.  Upon information and belief, Gibson made knowingly false material
representations with the intent to deceive the USPTO by stating that no other person,
firm, corporaﬁon, or association has the right to use the ‘790 Body Shape in
commerce, either in the identical form thereof or in such near resemblance thereto,
despite Gibson’s knowledge of rampant third-party usage.

86. Upon information and belief, Gibson made knowingly false material
representations with the intent to deceive the USPTO by stating that Gibson had
substantially exclusive and continuous use of the 790 Body Shape, despite Gibson’s
knowledge of rampant third-party usage.

87. As aresult of the foregoing, Gibson committed fraud upon the USPTO
when prosecuting the ‘790 Registration,

FIFTH COUNTERCLAIM

CANCELLATION OF U.S. TRADEMARK REGISTRATION NO. 3,976,202

88.  Gibson is the owner of U.S. Trademark Registration No. 3,976,202 on
the Supplemental Register (the ““202 Registration”) for the three-dimensional shape
for the headstock of a guitar (the ““202 Headstock Shape™).”

89. In or around 1958, Gibson began manufacturing, advertising, marketing

* While the description of the mark is for three dimensions, the drawing of the mark
is only in two-dimensions.

17
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and selling electric guitars incorporating the ‘202 Headstock Shape under the model
designation “Flying V.”

90. Because the Flying V proved unsuccessful, Gibson ceased production of
the Flying V in 1959.

91. Upon information and belief, an extremely small number of guitars
incorporating the ‘202 Headstock Shape wetre manufactured.

92. Gibson began manufacturing guitars incorporating the 202 Headstock
Shape again in 1967.

93.  Shortly thereafter and throughout the 1970°s, numerous other companies
began manufacturing, advertising, marketing and selling, in the United States,
electric guitars and basses bearing headstock shapes that are identical, or
substantially similar to, the ‘202 Headstock Shape, including, but not limited to,
Aria, Electra, Ibanez and Rick Turnet.

94. In the 1980’s, even more companies were manufacturing, advertising,
marketing and selling, in the‘ United States, electric guitars and basses bearing
headstock shapes that are identical, or substantially similar to, the ‘202 Headstock
Shape, including, but not limited to, Acacia, Alembic, Alfredo Bugari, Brian May,
Carvin, Defil, Guild, Hamer, Ibanez, Karnak Isis, O’Hagan, Rockinger, Samson,
Solo Guitars and Tokai.

95. Since the 1990’s to the present day, even more companies are

manufacturing, advertising, marketing and selling, in the United States, electric

18
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guitars and basses bearing headstock shapes that are identical, or substantially similar
to, the ‘202 Headstock Shape, including, but not limited to, Alembic, AMG Guitars,
Arpeggio, Attila Custom Guitars, Brian May, Carvin, Casper, Framus, Fryer Guitars,
Fury, Guild, Hamer, Hard Knocks, Henman Guitars, Hohner, Ibanez, Jackson, Jay
Turser, Larkin, Mark Katzen Guitars, Mobius, Oktober Guitars, Rick Turner,
Samick, Shredneck, Steen Genesis and Stevens Electric Instruments.

96. Upon information and belief, none of these third parties are subsidiaries
of Gibson or licensed the ‘202 Headstock Shape from Gibson.

97.  Upon information and belief, advertising and sales of third-party guitars
bearing headstock shapes that are identical, or substantially similar to, the ‘202
Headstock Shape equal or exceed the advertising and sales of Gibson guitars bearing
the 202 Headstock Shape.

98. As a result of the foregoing rampant use by third-parties, the ‘202
Headstock Shape is a generic electric guitar headstock shape and does not function as
a source identifier.

99. As a result of the foregoing rampant use by third-parties, the 202
Headstock Shape has not, and cannot, acquire secondary meaning for Gibson.

100. Allowing Plaintiff trademark protection, and exclusive use, for the
generic ‘202 Headstock Shape puts Counterclaimant, and all other guitar
manufacturers, at a non-reputational disadvantage.

101. Allowing continued registration of the generic ‘202 Headstock Shape

19
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interferes with Counterclaimant’s ability to advertise and creates unfair competition.

102. Upon information and belief, Gibson was well aware of the rampant
third-party usage of the ‘202 Headstock Shape since the 1970’s.

103. On or around January 13, 2011, Gibson applied for registration of the
‘202 Headstock Shape to the Supplemental Register.

104. In that application, Bates, again, made knowingly false material
representations with the intent to deceive the USPTO by stating that “no other
person, firm, corporation, or association has the right to use the [202 Headstock
Shape] in commerce, either in the identical form thereof or in such near resemblance
thereto,” despite Gibson’s and Bates” knowledge of rampant third-party usage.

105. As a result of the foregoing, Gibson committed fraud upon the USPTO
when prosecuting the ‘202 Registration.

SIXTH COUNTERCLAIM

CANCELLATION OF U.S. TRADEMARK REGISTRATION NO. 1,567,052

106. Gibson claims that it is the owner of U.S. Trademark Registration No.
1,567,052 (the ““052 Registration”) for the two-dimensional shape for the headstock
of a guitar (the “‘052 Headstock Shape”).

107. BOA is the owner of the ‘052 Registration.,

108. In or around 1958, Gibson began manufacturing, advertising, marketing
and selling electric guitars incorporating the ‘052 Headstock Shape under the model

designation “Exploret.”

20




-

Case 2:14-cv-00609-DDP-SS Document 30 Filed 09/05/14 Page 21 of 25 Page ID #:409

O 00 13 O o AW e

NN DN NN N NN e e e b e e e e e
L NN bW NN = O Y NN R WO =

109. Gibson ceased production of the Explorer in 1963.

110. Upon information and belief, an extremely small number of guitars
incorporating the ‘052 Headstock Shape were manufactured.

111, In 1974, Hamer, a U.S. guitar company, began manufacturing,
advertising, marketing and selling guitars, in the United States, guitars incotporating
the ‘052 Headstock Shape.

112. Rick Nielsen, guitarist for the band Cheap Trick, began playing Hamer
guitars incorporating the ‘052 Headstock Shape upon their introduction into the
marketplace and these Hamer guitars were featured prominently on Cheap Trick’s
album art.

113, In 1976, Music Man began running an advertisement for its amplifiers
featuring Eric Clapton playing a guitar bearing a body shape identical, or
substantially similar to, the ‘805 Body Shape, the body shape associated with the
‘052 Headstock Shape.

114. Following Hamer’s lead and, in an attempt to capitalize on the public’s
interest in the ‘805 Body Shape because of the FEric Clapton/Music Man
advertisement, Gibson began manufacturing guitars incorporating the €052
Headstock Shape again -in 1976.

115. Shortly thereafter and throughout the 1970’s, numerous other companies
began manufacturing, advertising, marketing and selling, in the United States,

electric guitars and basses bearing headstock shapes that are identical, or

21
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substantially similar to, the ‘052 Headstock Shape, including, but not limited to,
Dean, Electra, Hamer, Ibanez, J. Frog, Kramer, Music Man, Rhyne and Roscoe.

116. Gibson admits that Kramer was using the ‘052 Headstock Shape by
referring to the ‘052 Headstock Shape in its Complaint as the “Kramer Headstock.”

117. In the 1980’s, even more companies were manufacturing, advertising,
marketing and selling, in the United States, electric guitars and basses bearing
headstock shapes that are identical, or substantially similar to, the ‘052 Headstock
Shape, including, but not limited to, Arbor, Carvin, Charvel, Electra, Hamer,
Jackson, Kramer, Ovation, Paul Cs, Robin Guitars, Roscoe, Tokai, Washburn and
Yamaha.

118. Since the 1990’s to the present day, even more companies are
manufacturing, advertising, marketing and selling, in the United States, electric
guitars and basses bearing headstock shapes that are identical, or substantially similar
to, the ‘052 Headstock Shape, including, but not limited to, Alvarez, Aria, Charvel,
ESP, Fernandes, Fury, Gary Kramer Guitar Company, Hamer, Jackson, Kramer,
LAG, Ormsby Guitars, Palermo, Peavey, Roscoe and Washburn.,

119. Upon information and belief, none of these third patties are subsidiaries
of Gibson or licensed the ‘052 Headstock Shape from Gibson.

120. Upon information and belief, advertising and sales of third-party guitars
bearing headstock shapes that are identical, or substantially similar to, the ‘052

Headstock Shape equal or exceed the advertising and sales of Gibson guitars bearing
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the ‘052 Headstock Shape.

121. As a result of the foregoing, the ‘052 Headstock Shape is a generic
shape for the headstock of a guitar and does not function as a source identifier.

122, Allowing Plaintiff trademark protection, and exclusive use, for the
generic ‘052 Headstock Shape puts Counterclaimant, and all other guitar
manufacturers, at a non-reputational disadvantage.

123. Allowing continued registration of the generic ‘052 Headstock Shape
interferes with Counterclaimant’s ability to advertise and creates unfair competition.

124. On or around October 3, 1988, Gibson filed an application for
trademark registration for the ‘052 Headstock Shape.

125. Upon information and belief, Gibson made knowingly false material
representations with the intent to deceive the USPTO by stating that no other person,
firm, corporation, or association has the right to use the ‘052 Headstock Shape in
commerce, either in the identical form thereof or in such near resemblance thereto,
despite Gibson’s knowledge of rampant third-party usage.

126. Upon information and belief, Gibson made knowingly false material
representations with the intent to deceive the USPTO by stating that Gibson had
substantially exclusive and continuous use of the ‘052 Headstock Shape, despite
Gibson’s knowledge of rampant third-party usage.

127. As a result of the foregoing, Gibson committed fraud upon the USPTO

when prosecuting the ‘790 Registration.
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PRAYER FOR RELIEF

WHEREFORE, Defendant and Counterclaimant and Third-Party Plaintiff]
JOHN HORNBY SKEWES & CO. LTD. prays for judgment as follows:

A, - Cancellation of U.S. Trademark Registration Nos, 2,215,791;
2,053,805, 2,007,277, 2,051,790, 3,976,202; and 1,567,052,

B. That JHS be awarded costs of suit incurred herein, including
attorneys’ fees and expenses; and

C. For such other and further relief as the Court deems just and proper.

DEMAND FOR JURY TRIAL

Defendant JOHN HORNBY SKEWES & CO. LTD. demands trial by jury on

all issues so triable.

Dated: September 5, 2014 BUCHE AND ASSOCIATES, P.C.

By:./s/ John K. Buche
John K. Buche (Bar No. 239477)
Lindsay D. Molnar (Bar. No. 275156)

BIENSTOCK & MICHAEL, P.C.
Brent M. Davis (Pro Hac Vice)

Attorneys for Defendant and Counter-

Plaintiff JOHN HORNBY SKEWES &
CO.LTD.
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of]
DEFENDANT JOHN HORNBY SKEWES & CO. LTD.’S FIRST AMENDED
COUNTERCLAIMS AND THIRD-PARTY COMPLAINT has been served on
this date to all counsel of record, if any to date, who are deemed to have consented to
electronic service via the Court’s CM/ECF system pet Civ. L.R.5-3.2. Any other
counsel of record will be served by electronic mail, facsimile and/or overnight
delivery upon their appearance in this matter.

I declare under penalty of perjury of the laws of the United States that the
foregoing is true and correct. Executed this 5th day of September, 2014 at La Jolla,

California,

Date: September 5, 2014 BUCHE AND ASSOCIATES, P.C.

By: /s/ John K. Buche
John K. Buche (Bar No. 239477)
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| UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

General Contact Number: 571-272-8500

CME A ' Mailed: December 30,2014
Cancellation No. 92058944
John Hornby Skewes & Co., Ltd
V.

Gibson Brands, Inc.

Christen M. English, Interlocutory Attorney:

This case now comes up for consideration of Respondent’ motion, filed
October 9, 2014, to suspend this proceeding in favor of a pending federal
court action between the parties (Gibson Brands, Inc. v. John Hornby Skewes
& Co. Ltd., Case No. 2:14-cv-00609-DDP-SS, pending in the U.S. District
Court for the Central District of California (“Federal Case”).! Petitioner
opposes the motion,

The Board has considered the parties’ arguments and presumes the
parties’ familiarity with the factual basis for the motion, and does not recount
the facts or arguments here, except as necessary to explain the decision,

The Board’s well-settled policy is to suspend proceedings when one or both
parties are involved in a civil action that may be dispositive of or have a

bearing on the Board case. See Trademark Rule 2.117(a); see also New

!'The Board notes Respondent’s answer, filed November 3,2014,




Cancellation No. 92058944

Orleans Louisiana Saints LLC v. Who Dat?, 99 USPQ2d 1550, 1552 (TTAB
2011) ([TThe civil action does not have to be dispositive of the Board
proceeding to warrant suspension, it need only have a bearing on the issues
before the Board.”); General Motors Corp. v. Cadillac Club Fashions Inc., 22
USPQ2d 1933, 1937 (TTAB 1992). After reviewing the pleadings in the
Federal Case, the Board finds that a resolution of the issues raised in the
Federal Case may have a bearing on this proceeding as some of the
counterclaims that Petitioner has brought in the Federal Case are the same
as the claims it has brought here, namely, that the registrations involved in
this proceeding should be cancelled on the ground that the involved marks
are generic product configurations.?

Because the Federal Case “may have a bearing” on this one, proceeding
here prior to termination of the Federal Case would be inefficient and pose a
risk of inconsistent judgments, Indeed, “[t]he decision of the Federal district
court is often binding upon the Board, while the decision of the Board is not
binding on the court.,” TBMP § 510.02(a) (2014); see also The Other Telephone
Co. v. Connecticut Nat’l Telephone Co., Inc., 181 USPOQ 779 (Comzr. 1974);
Whopper-Burger, Inc. v. Burger King Corp., 171 USPQ 805 (TTAB 1971).

Accordingly, Respondent’s motion to suspend is GRANTED and
proceedings are suspended pending final disposition of the Federal Case.

Within TWENTY DAYS after the final determination of the Federal Case,

2 The district court denjed Respondent’s motion to dismiss these counterclaims. See
Reply, Exhibit A.
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the parties shall so notify the Board, including a copy of the court’s final
order, and call this case up for any appropriate action. During the suspension
period, the Board shall be notified of any address changes for the parties or

their attorneys.
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