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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Trademark Application Serial No:  86/168,793 

Filed on January 17, 2014 

Published on June 24, 2014 

 
         

        ) 

ARMADILLO ENTERPRISES, INC .,   ) 

COLLINGS GUITARS, INC.,    ) 

CORDOBA MUSIC GROUP, INC., ED ROMAN   ) Opposition No.:  91218879 

ENTERPRISES, INC., E.S.P. SHIBUYA    ) 

ENTERPRISES, INC., JAMES TRUSSART  ) Application Serial No: 

GUITARS, INC., JOHN HORNBY SKEWES &   ) 86/168,793 

CO., LTD, JS TECHNOLOGIES, INC., PEAVEY   ) 

ELECTRONICS CORPORATION, PREMIER  ) 

BUILDERS GUILD, LLC, SADOWSKY   ) 

GUITARS, LTD., SCHECTER GUITAR   ) 

RESEARCH, INC., U.S. MUSIC CORPORATION, ) 

WARWICK GMBH & CO. MUSIC    ) 

EQUIPMENT KG, AND WESTHEIMER    ) 

CORPORATION,      ) 

Opposers,    )  

        ) 

v.    )    

        )                                      

GIBSON BRANDS, INC.,     ) 

        ) 

   Applicant.    ) 

        ) 

__________________________________________ ) 

 

APPLICANT GIBSON BRANDS, INC.’S MOTION TO SUSPEND 

PROCEEDINGS PENDING RESOLUTION OF A CIVIL ACTION 

 

Pursuant to 37 C.F.R. § 2.117(a), Gibson Brands, Inc. hereby files it 

Motion to Suspend Proceedings Pending Resolution of a Civil Action between 

Gibson Brands, Inc. and Opposer John Hornby Skewes & Co., Ltd. (“JHS”) that 

may have bearing on this case, respectfully showing the Board as follows:  
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1. It is the Board’s well-settled policy to suspend proceeding when one or 

both parties are involved in a civil action that may be dispositive of or have a 

bearing on the Board case. See Trademark Rule 2.117 (a); see also General 

Motors Corp. v. Cadillac Club Fashions Inc., 22 USPQ2d 1933 (TTAB 1992).  

2. Suspension of a Board case is appropriate even if the civil case may not be 

dispositive of the Board case, so long as the ruling will have a bearing on the 

rights of the parties in the Board case.  See Martin Beverage Co. Inc. v. Colita 

Beverage Company., 169 USPQ 568, 570 (TTAB 1971). USPQ 861 (TTAB 

1973); see also Kearns-Tribune, LLC, OPPOSITION 151,843, 2003 WL 

22134916 (Trademark Tr. & App. Bd. Sept. 11, 2003). 

3. Presently before the Board is Opposers’ Notice of Opposition to Gibson’s 

application to register the ES Body Shape Design
®
, Application No. 86/168,793, 

on the principal registry.   

4. Importantly, Gibson already owns a Supplemental Registration for the ES 

Body Shape Design
®
, Reg. No. 2007277. 

5. Currently, Gibson and Opposer JHS are involved in litigation before the 

Central District of California, civil action 2:14-cv-00609-DDP-SS, wherein 

Gibson has alleged that JHS is infringing on, among other things, the ES Body 

Shape Design
®
.   

6. Conversely, JHS has counterclaimed to cancel that mark based on the same 

grounds that Opposers oppose Gibson’s application to register the mark on the 

principal registry, i.e., it is generic or has not acquired secondary meaning.  
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Gibson filed that action before Opposers filed the present Notice of Opposition 

(the “Prior Pending Civil Action”).  [See Exhibit A to Kurt Schuettinger, Esq.’s 

Declaration.] 

7. As resolution of the Prior Pending Civil Action will resolve the issues 

before the Board, Gibson respectfully requests of a stay of all proceedings before 

the Board until a resolution of the Prior Pending Civil Action. 

8. Notably, Gibson and Opposer JHS are also involved in another action 

before the Board where JHS seeks to Cancel Gibson’s Supplemental Registration 

for the ES Body Design
®
, Cancellation No. 92058944.  On December 30, 2014, 

the Board granted Gibson’s Motion to Suspend that proceeding pending 

disposition of the Prior Pending Civil Action.  [See Exhibit B to Kurt Schuettinger, 

Esq.’s Declaration.]  

WHEREAS, Gibson respectfully requests the Board grant its Motion to 

Suspend these proceedings. 

 Respectfully submitted, this 1
st
 day of April, 2015. 

      BATES & BATES, LLC 

         / Andrea E. Bates/   

       ANDREA E. BATES 

       Bates & Bates, LLC 

       1890 Marietta Boulevard 

       Atlanta, Georgia 30318 

       (404) 228-7439 

       ATTORNEY FOR APPLICANT 
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CERTIFICATE OF SERVICE 

 The undersigned attorney hereby certifies that a true and correct copy of the 

foregoing Gibson Brands, Inc.’s Motion to Suspend Proceedings Pending 

Resolution of a Civil Action has been served, via US Postal Service first class 

mail, certified, postage pre-paid, on the 1
st
 day of April 2015 to: 

 

Ronald S. Bienstock, Esq. 

Bienstock & Michael, LLC 

411 Hackensack Avenue 

7
th

 Floor 

Hackensack, NJ 07601 

Tel: 201-525-0300 

 

 

         / Andrea E. Bates/   

        ANDREA E. BATES 
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CERTIFICATE OF FILING 

 I hereby certify that this correspondence, including all enclosures and 

attachments, is being transmitted to the United States Patent and Trademark 

Office, Trademark Trial and Appeal Board, via the TTAB’s ESTTA procedure on 

the 1
st
 day of April 2015.  

   

/ Andrea E. Bates/   

        ANDREA E. BATES 

 




































































































