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M. Catherine Faint,
Interlocutory Attorney:

On April 1, 2015, Applicant filed a proposed amendment to its application Serial No.
86154636, via the USPTO’s TEAS electronic filing system. Opposer’s withdrawal of the

opposition, filed April 3, 2015 is noted.
By the proposed amendment Applicant seeks to amend the recitation of services
from:

Providing search marketing campaign services for non-profit organizations in
impoverished, developing nations featuring promoting the goods and services of
others by providing links to the websites of others, social media marketing, email
marketing, and pay per click advertising, and consultations and technical analysis
regarding same

to:
Providing search marketing campaign services for non-profit organizations in
impoverished, developing nations featuring promoting the goods and services of
others by providing links to the websites of others, social media marketing, email
marketing, and pay per click advertising, and consultations and technical
analysis regarding same. Provided however, that such goods and/or services are
not directly associated with charitable and humanitarian services or fundraising
in connection with medical or health care, international relief projects, or
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targeted to assisting victims of disasters and conflicts in underdeveloped
countries, or concerned with promoting public awareness of populations at risk

The amendment fails to include proof of service on Opposer as required by

Trademark Rule 2.119. In order to expedite this matter, a copy of the amendment

can be viewed using TTABVUE at http://ttabvue.uspto.gov. Notwithstanding, strict

compliance with Trademark Rule 2.119 is required by Applicant in all future papers

filed with the Board.

Insofar as this application is subject to the Board’s jurisdiction within the
context of the above-referenced opposition proceeding, Trademark Rule 2.133
applies and Applicant should have filed its amendment in accordance with the filing
procedures governing Board proceeding.

In accordance with the provisions thereof, an application which is the subject of a
Board inter partes proceeding may not be amended in substance, except with the
consent of the other party or parties and the approval of the Board, or upon motion.
See 37 CFR §2.133(a).

Further, the proposed amendment must also comply with all applicable rules
and statutory provisions. These include Trademark Rules 2.71 to 2.75. Thus, for
example, the Board will not approve a proposed amendment which is indefinite,
involves an addition to the recitation of services, or which materially alters the
character of the subject mark. See Trademark Rules 2.71(b), 2.72, 2.173(a) and
2.173(b); and Aries Sys. Corp. v. World Book Inc., 26 USPQ2d 1926 (TTAB 1993).

See also TBMP § 514.
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Trademark Act § 7(c), 15 U.S.C. § 1057(c), provides that the filing of any
application for registration on the Principal Register establishes constructive use
and nationwide priority contingent on issuance of the registration. Therefore, the
1dentification of goods and services in an application defines the scope of those
rights established by the filing of an application for the Principal Register. While an
application may be amended to clarify or limit the identification, additions to the
1dentification are not permitted. 37 C.F.R. § 2.71(a); TMEP §§ 804.09 and 804.09(a).

The proposed amendment of the recitation of services, however, is
unacceptable because it designates goods that are indefinite and/or outside of the
scope of the identification as published for opposition. The wording “Providing
search marketing campaign services for non-profit organizations in impoverished,
developing nations featuring promoting the goods and services of others by
providing links to the websites of others, social media marketing, email marketing,
and pay per click advertising, and consultations and technical analysis regarding
same. Provided however, that such goods and/or services are not directly associated
with charitable and humanitarian services or fundraising in connection with
medical or health care, international relief projects, or targeted to assisting victims
of disasters and conflicts in underdeveloped countries, or concerned with promoting
public awareness of populations at risk” is indefinite because it can encompass
services in other classes and/or is beyond the scope of the services originally
specified. A recitation such as,

Providing search marketing campaign services for non-profit
organizations in impoverished, developing nations featuring the
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promotion of the goods and services of others that are not directly
associated with charitable and humanitarian services or fundraising in
connection with medical or health care, international relief projects, or
targeted to assisting victims of disasters and conflicts in
underdeveloped countries, or concerned with promoting public
awareness of populations at risk by providing links to the websites of
others, social media marketing, email marketing, and pay per click
advertising, and consultations and technical analysis regarding same

may be acceptable, if accurate. See TMEP § 1402.07.

Such proposed amendment, if permitted, could well modify Applicant's
channels of trade, and affect other factors to be analyzed in determining likelihood
of confusion under Trademark Act § 2(d), 15 U.S.C. § 1052(d). See In re E. I. du
Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). Were the
Office to permit Applicant undue latitude in changing the recitation of services
during the course of prosecuting an application, it could well jeopardize the rights of
a third party (e.g., someone prepared to adopt a similar mark sometime who, after
the filing date of the involved application, had searched the records of the United
States Patent and Trademark Office and then made a decision on potential
instances of likelihood of confusion). Such a party might well rely to its detriment
upon the scope of the recitation of services as published for opposition.

In view thereof, Applicant’s motion to amend is denied without prejudice.

Decision on Opposer’s withdrawal of opposition is otherwise deferred pending
response to this order.
Proceedings are otherwise suspended for THIRTY DAYS to allow the parties

an opportunity to respond, failing which proceedings will be resumed.
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