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In the matter of Trademark Application Serial No. 86145407 :

ARY DIGITAL USA LLC,
Plaintiff/Opposer,
- against -
KHURSHID, ALAM
Defendant/Applicant.
.......................................... X
NOTICE OF OPPOSITION

OPPOSER’S INFORMATION

Name: ARY Digital USA LLC
Entity: Limited Liability Company
Address: 76 North Broadway Suite 3012
Hicksville, NY 11801
United States

Correspondence Information: Muhammad Salman Igbal
Member, ARY Digital USA LL.C
76 North Broadway Suite 3012
Hicksville, NY 11801
United States

usman@fastprofessional.com

Opposition No. 91218385

Serial No. 86145407

The above-named opposer believes that he will be damaged by registration of the mark
shown in the above-identified application, and hereby opposes the same.

The goods and services affected by the opposition are: the broadcasting of radio
programs; broadcasting of television programs; broadcasting programs via a global computer
network; broadcasting services and provision of telecommunication access to films and
television programs provided via avideo-on-demand service; cable television broadcasting;
Internet broadcasting services; Internet radio broadcasting services; radio broadcasting
consultation; radio broadcasting information; satellite television broadcasting; satellite
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ARY Digital USA, LLC (hereafter “ARY") was established in 1972 by its founder,
Abdul Razzouq Yaqoob. The company was named for Mr. Yaqoob. It began operations in 2000
in London and in 2004 in the United States. ARY owns and broadcasts television channels
worldwide, and owns media homes in the United Kingdom, Dubai and Pakistan. ARY broadcasts
on five channels: ARY Digital; ARY News; ARY Musik; ARY Zauq; and ARY QTV. The same
channels are broadcasted in 132 countries. ARY Digital is one of the fastest-growing providers
of South Asian entertainment in the world.

On or about December 2013, Applicant Alam Khurshid (hereafter “Mr. Khurshid” or
“Applicant”) filed a trademark application for ARY in December of 2013 and falsely informed
the board that ARY had “no meaning.” Thereafter, Mr. Khurshid took control of the rights for
radio, broadcasting, digital and Internet for himself. When ARY became aware of Mr.
Khurshid’s application, the company promptly filed a notice of opposition to the registration
sought by Mr, Khurshid. ARY Digital’s opposition stated that it opposes all goods and services
listed within the application, namely: broadcasting of radio programs; broadcasting of TV
programs; broadcasting programs via a global computer network; broadcasting services and
provision of telecommunication access to films and television programs provided via a video-on-
demand service; cable television broadcasting; Internet broadcasting services; Internet radio
broadcasting services; radio broadcasting consultation; radio broadcasting information; satellite
television broadcasting; satellite transmission services; television and radio broadcasting
services; and subscription television broadcasting.

The grounds for opposition are enumerated below.




Under Cunningham v. Laser Golf Corp., 222. F.3d 943, 55 USP2d 1842 (Fed. Cir. 2000),
“Standing...requires only that the party seeking cancellation believe that it is likely to be
damaged by the registration.”

In this case, Opposer believes that he is likely to be damaged by the registration because
if Defendant’s mark prevails on the market, Opposer will suffer financial harm. ARY Digital has
five channels, is broadcast on DISH Network and is broadcasted in 132 countries. If Defendant’s
mark prevails, ARY will lose a significant amount of business and their reputation will be
compromise.

(b)Valid grounds exist for opposing the subject registration.

Valid grounds exist herein which show that Defendant’s mark is likely to cause
confusion, which lead to financial harm and damage to Opposer.

The second step in determining whether an unregistered mark is entitled to protection is
the likelihood of customer confusion. In determining whether there is a likelihood of confusion,
most courts consider some, if not all, of the Polaroid factors: “the strength of the mark, the
degree of similarity between the two marks, the proximity of the products, the likelihood that the
prior owner will bridge the gap, actual confusion, and the reciprocal of the defendant’s good
faith in adopting its own mark, the quality of the defendant’s product, and the sophistication of
the buyer.” Polaroid Corp. v. Polaroid Electronics Corp., 287 F.2d 492, 495 (2d Cir. 1961).

The strength of the mark depends on whether the mark is inherently distinctive or
whether it has acquired distinctiveness. Virgin, 335 F.3d at 147. Inherently distinctive marks,
such as arbitrary or fanciful marks, are given broader protections under trademark law because if

“a mark is arbitrary or fanciful, and makes no reference to the nature of the goods it designates,




assume . . . that they all come from the same source.” Id. at 148. For example, if a manufacture
uses the mark “Gnome” for its laundry detergent, the mark is arbitrary because it makes no
reference to the goods it designates. Therefore, if a subsequent user were to sell a fabric softener
labeled “Gnome Softener,” then the consumers would likely assume that the laundry detergent
and fabric softener came from the same source. The arbitrariness of the mark heightens the
possibility of consumer confusion because the consumer is more likely to believe that the
products come from the same source.

Regarding marks with acquired distinctiveness, such as suggestive marks, consumers are
likely to recognize marks that have been “long, prominently and notoriously used in commerce.”
Virgin, 335 F.3d at 148. When a mark has garnered widespread recognition, it “increases the
likelihood that consumers will assume that it identifies the previously familiar user, and therefore
increases the likelihood of consumer confusion if the new user is in fact not related to the first.”
1d.

Since ARY Digital will be most probably be categorized as a suggestive or arbitrary
mark, it will most likely prevail on this factor. While ARY was established in 1972, ARY
Digital, the television channel, was started in 2000, and in the 14 years since it started this
venture, it has grown its operations and is broadcast in 132 countries. While an average TV
viewer in the United States may not associate ARY Digital with television programming, South
Asian television viewers associate the name with a television channel, Defendant’s trademark
name does not differ in any way from ARY’s name, resulting in confusion amongst consumers.
Applicant did not merely adopt a similar mark that would likely confuse the consumer; instead,

he registered the same mark that was being used by ARY Digital. Since the two marks are




marks is especially high, and this factor tilts heavily in ARY Digital’s favor because the marks
are identical. Given that ARY Digital can prove its long and prominent use of the mark, it is
likely that confusion will ensue if Defendant’s mark prevails.

(c) Opposer has priority of use over the trademark.

A “prior user” is a party who began use somewhere or applied for the mark prior to the
registrant’s application date. Section 22 of the Act provides that the registration itself creates
“constructive notice” of the registrant’s claim of ownership of the mark, thereby precluding
anyone else (including a prior user) from claiming good faith, innocent use or expanded use of
the same mark after the date of registration, regardless of where the registrant actually uses the
mark. See “Prior User v. Federal Registrant: Whose Mark is it Anyway?” Fish and Richardson,
February 18, 2009.

In this case, ARY Digital began in 2000 in London and started operations in the United
States in 2004. Thus, ARY Digital has been registered for several years prior to Applicant’s
attempted application of the trademark name. Applicant had constructive notice of the mark
through the several years of ARY Digital’s existence in media and as a preeminent Pakistani
television, radio and media provider.

(d) Applicant fraudulently applied for a trademark application by knowingly making a
false material representation of fact.

Applicant falsely indicated to the trademark board that ARY had “no meaning.”

Applicant knowingly and fraudulently made this statement; as stated herein, Applicant had
constructive notice of ARY Digital’s existence for several years before his application to the

board was made.




For the foregoing reasons, Opposer believes that he will be damaged by registration of
Applicant’s mark and opposes the same.

Dated: February 16, 2015

ﬂme%m, Esq.

Attorney for ARY Digital
118-21 Queens Blvd. Suite 409
Forest Hills, NY 11375




