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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
____________________________________
Epiq Systems, Inc.
)
Opposer

)

Opposition No. 91218072

v.

)

Trademark:

Epic River, LLC

)

App. No. 86/115,808

Applicant

)

____________________________________)
OPPOSER’S MOTION TO STRIKE APPLICANT’S AFFIRMATIVE DEFENSES
OF LACHES AND FRAUD AND MOTION TO SUSPEND

Opposer, Epiq Systems, Inc., hereby moves pursuant to Fed. R. Civ. P. 12(f) and TBMP
Section 503 to strike the affirmative defenses of laches and fraud set forth in the Answer of Epic
River, LLC (Applicant) as immaterial, irrelevant and insufficient claims. This motion is timely
pursuant to TBMP Section 506.02, n.2 and 37 C.F.R.2.119(c) (motion to strike may be filed 26
days after service of a pleading served by first class mail) and Trademark Rule 1.7.
Applicant’s defenses are irrelevant, immaterial, and insufficient as a matter of law and
have no bearing on the central issue of this case, namely whether Applicant violated the clear
and unequivocal terms of the 2011 Settlement, and which is easily resolvable either by
accelerated case resolution (“ACR”) or summary judgment.
Applicant’s affirmative defenses are simply transparent attempts to harass Opposer and
its counsel, to delay the case, and to encourage frivolous litigation. In particular, Applicant’s
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fraud defense, accusing “Opposer’s attorneys” of misconduct, is based on sheer speculation and
conjecture. Having no factual basis for this defense, Applicant has interposed this defense in a
vain attempt to intimidate Opposer, encourage frivolous litigation and potentially disqualify
Opposer’s outside counsel by naming them as witnesses. Further, even assuming arguendo that
the fraud allegations true, which they are not, the fraud defense fails to state any claim upon
which relief can be granted.
In the unlikely event the motion to strike is not granted, the Board should order that any
filings naming a specific individual attorney be under seal or require a redaction of individuals'
names, and impose other safeguards under Federal Rules of Civil Procedure 5.2(d)-(e) and 26(c),
and Rule 2.120. See Exergen (where fraud allegations are expressly directed against a party’s
attorneys, a district court may require that filings be made under seal, require redaction of
individuals' names, and impose other safeguards under Federal Rules of Civil Procedure 5.2(d)(e) and 26(c), or other sources of protective authority).
Additionally, Opposer in a separate paper filed of even date herewith, moves that the
Board attorney in charge of this case participate in the discovery conference. In that conference,
Applicant should be required to disclose the alleged factual basis for its spurious defenses,
remove them, or face sanctions.1
It is Opposer’s position that once the motion to strike is granted, the issues of this case
should be decided either through cross motions for summary judgment or accelerated case
1

Indeed, the allegations are so speculative, baseless, and transparently false that Opposer
has served Applicant with a notice that if Applicant does not remove them, Opposer will
proceed as required under Rule 11. Opposer has challenged Applicant to provide any
reasonable factual basis for such allegations, failing which Applicant must remove the
allegations or face sanctions. See, Wright & Miller, 5A Fed. Prac. & Proc. Section
1337.2 (3rd ed.)
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resolution. To the extent this motion is not decided by the discovery conference, Opposer moves
that the case be suspended pending disposition of this motion, as the Board’s ruling on this
motion will materially affect the scope of discovery in this case.
SUMMARY OF ARGUMENT
Rule 12, Federal Rules of Civil Procedure and Section 506.01 of the TBMP provide that
the Board may, upon motion or upon its own initiative strike “any insufficient defense or any
redundant, immaterial, impertinent, or scandalous matter.” (4th ed. 2014 ).
Opposer respectfully submits that this rule mandates that the Board strike the first
(unnumbered) Affirmative Defense of laches as immaterial. The laches defense set forth in the
first Affirmative Defense in the Answer is unavailable in an opposition proceeding, as an
Opposer cannot object to registration of a mark until that mark publishes.
A second reason to strike the laches defense (and to limit the remaining equitable
defenses of acquiescence, estoppel, and the Morehouse defense) is that these equitable defenses
are inapplicable where, as here, the opposition is based on fraud. In the Notice of Opposition,
based on known facts, Opposer plead that Applicant committed fraud by knowingly and willfully
filing an application that violated the 2011 Settlement Agreement between the parties, and failing
to disclose that information to the Examiner. Thus, these equitable defenses cannot be asserted
against Opposer’s fraud claim.
Finally, Opposer respectfully submits that Applicant’s fraud defense should be stricken as
insufficient under Fed. R. Civ. P. 9(b).

The defense consists of speculative statements, based

solely upon information and belief, without the factual allegations required for such a defense.
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Further, even accepting the allegations of fraud as true, which they are not, they fail to state the
elements of a fraud claim upon which relief may be granted.
A. Applicant’s First Affirmative Defense of Laches should be Stricken as
Immaterial
Applicant’s unnumbered first affirmative defense is laches. The alleged basis of this
defense is that Opposer first learned of the opposed mark when Applicant filed the application,
yet Opposer failed to object to the application until after the mark published for opposition.
Even assuming arguendo these allegations were true, as a matter of law, this type of
laches defense is unavailable in an opposition. The relevant time period for measuring laches
runs from the date that the application was published for opposition, not the date the application
was filed or knowledge of use was acquired. Therefore, any delay prior to publication is
irrelevant because the publication marks the first time that the Opposer could challenge the
registration of the mark. See TBMP Section 311.02(b) (“acquiescence” and “laches” start to run
from the time the mark is published for opposition, not from the time of knowledge of use); Nat’l
Cable Televison Assoc, Inc. v. Am. Cinema Editors, Inc. 937 F. 2d 1572, 1582, 19 USPQ2d 1424
(Fed. Cir. 1991) (measure for laches runs no earlier than publication for opposition, not from
knowledge of use).
In this case, the mark published for opposition on April 29, 2014, and Opposer timely
noticed its objections by extending its time to oppose and opposing. Under all relevant case law,
the short time period between the publication and the opposition cannot - as a matter of law constitute the necessary delay for laches. Id.
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B. Applicant’s Sixth Affirmative Defense/Counterclaim of Fraud should be
Stricken as Insufficient
Applicant’s unnumbered sixth Affirmative Defense/Counterclaim2 is fraud.
As the Board knows, in In re Bose, 580 F. 3d 1240, 1243 (Fed. Cir. 2009) and Exergen
Corp. v. Wal-Mart Stores, Inc., 575 F.3d 1312 (Fed Cir. 2009) the Federal Circuit clarified the
pleading requirements for fraud.
In Bose, supra, the Federal Circuit clarified the elements a party must plead and prove at
the USPTO to support a fraud claim. Bose requires that a party plead and prove that the
defendant: (1) made a material misrepresentation; (2) with knowledge of the falsity of the
material misrepresentation; and (3) had a specific intent to deceive the USPTO. Bose further
requires that the party plead and prove that the USPTO relied upon these representations in
issuing or maintaining a defendant’s registration. Id.
In Exergan, the Federal Circuit explained how Fed. R. Civ. P. 9(b) heightened the
requirements for pleading each of the above elements under Fed. R. Civ. P. 9 (b).
Before a party is permitted to unleash the mischief of a fraud defense at the TTAB,
Exergen, supra, identifies three requirements a pleading must satisfy under Fed. R. Civ. P. 9 (b).
Specifically, the fraud defense must:
(1) be based on known facts, rather than allegations based “on information and belief”;
2

While Applicant titles its affirmative representations as Affirmative Defenses and
Counterclaims, it is unclear whether Applicant is attempting to counterclaim for
cancellation. To the extent it is attempting a counterclaim, Applicant has neither satisfied
the elements of such a claim under Bose, nor has it paid the fees required for such claims.
Because Applicant has failed to satisfy the pleading and fee requirements for a
counterclaim, the word “Counterclaim” should be stricken from Applicant’s Answer.
5

(2) expressly plead intent to deceive the USPTO and state sufficient, objective, known
facts from which a court may reasonably infer intent; and
(3) name the persons alleged to commit the fraud and their individual acts allegedly
giving rise to fraud, with particularity.
Exergen, supra at 1325-1331.
Two reasons underlie Fed. R. Civ. P. 9(b): (1) to prevent a party from delaying a case and
hindering justice by unleashing the mischief of the fraud defense based on sheer speculation; (2)
and to protect those whose professional reputations could be harmed as a result of being subject
to fraud charges. Exergen, supra at 1329, n.6.; and See generally Wright & Miller, 5A, Fed.
Prac. & Proc. Section 1296
Exergen, supra, and Bose were expressly adopted into TTAB practice in Asian and
Western Classic B.V., 92 USPQ2d 1478 (TTAB 2009) where the Board stated:
Pleadings of fraud made on information and belief” when there is no allegation of
“specific facts upon which the belief is reasonably based” are insufficient.
Exergen v. Wal-Mart Store, Inc., 91 USPQ2d 1656, 167 (Fed. Cir. 2009)….A
pleading of fraud on the USPTO must also include an allegation of intent. In re
Bose, 91 USPQ2d at 1939-1940. Moreover, although Rule 9(b) allows that intent
may be alleged generally, the pleading must allege sufficient underlying facts
from which a court may reasonably infer that a party acted with the requisite state
of mind. Exergen Corp.,91 USPQ2d at 1667, n.4
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Applicant’s fraud claims should be stricken because they violate each of these rules set
forth in Bose, Exergen, and Asian and Western Classic B.V., supra.
The alleged basis for Applicant’s fraud defense/counterclaim is set forth in paragraphs
36-41 of Applicant’s Answer.
FRAUD
35. Applicant re-asserts and incorporates by reference paragraphs 1-34.
36. Opposer has never filed a trademark application for the Epiq Analytics
design depicted in paragraphs 6, 32, and 35 of the Amended Notice of Opposition and
has no federally protected trademark registration for that design.
37. Upon information and belief, Opposer never made any use of the Epiq
Analytics design depicted in paragraphs 6, 32, and 35 of the Amended Notice of
Opposition prior to the filing of the original Notice of Opposition.
38. Upon information and belief, the Epiq Analytics design depicted in
paragraphs 6, 32, and 35 of the Amended Notice of Opposition was never used by
Opposer, and in any event was not used by Opposer prior to the filing date or first use
date of Applicant’s mark.
39. Upon information and belief, Opposer deliberately copied Applicant’s mark
in an attempt to circumvent its prior statements and agreements contained in the 2011
Settlement Agreement.
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40. Upon information and belief, Opposer knew that it had given Applicant
permission to use the mark depicted in its Application and could not oppose this
application based on its other marks.
41. Upon information and belief, Opposer’s attorneys were complicit in these
activities and as such, those actions, including the filing of the present Opposition, also
constitute fraud.
As the Board will note, Paragraph 36 of the Answer is the sole paragraph in the fraud
claim allegedly based on known fact, rather than “belief” and “information.” Even if true, this
paragraph – that Epiq never filed an application for the EPIQ ANALYTICS logo - lacks any
bearing whatsoever on any issues in the case, let alone the fraud claim, and should be stricken as
impertinent. Epiq never pled that it had filed an application for the EPIQ ANALYTICS logo;
rather it expressly pled the EPIQ ANALYTICS logo as a common law mark in the opposition.
The remaining paragraphs 37-41 of the fraud complaint are based solely “on information
and belief.” As such, these allegations are purely speculative and violate Fed. R. Civ. P. 9(b).
This rule requires that a party plead fraud allegations based on known facts, rather than
conjecture asserted as “information and belief.”
Further, paragraphs 36-41 of Applicant’s Affirmative Defense violate Exergen, supra, in
that they fail to state with particularity the persons meant by the term “Opposer’s attorney” and
the “who, what, where, when, and how” of their alleged fraudulent actions. Exergen, supra at
1327.
Finally, paragraphs 36-41 do not state the elements of a fraud counterclaim at the USPTO
under Bose, supra.

Applicant has failed to allege that Opposer made any intentional
8

misrepresentations of material fact upon which the Examiner relied in issuing any of Opposer’s
registrations. Thus, Applicant has failed to state the elements of a fraud counterclaim upon
which relief can be granted.
Because this case is directly on point with Bose, Exergen, and Asian and Western
Classic B.V., supra, where the Federal Circuit and the Board struck fraud claims as insufficient,
Opposer attaches a copy of these decisions for the Board’s convenient reference.

These cases

mandate that the Board strike Applicant’s offensive pleading.
1. Applicant’s Fraud Defense Lacks Sufficient Particularity as Based
Solely on Allegations of Information and Belief
Fed. R. Civ. P. 9 governs the pleading of fraud. See 37 CFR 2.106(b)(1); TBMP
311.02(b). This rule requires that defenses based on fraud meet a heightened pleading standard
before the Board will entertain the complaint. See 37 CFR 2.106(b)(1); TBMP 311.02(b).
Fed. R. Civ. P. 9 (b) requires that the factual basis for such defenses be pled with
particularity. Fed. R. Civ. P. 9 (b). That is, one cannot plead fraud based solely upon allegations
of “information and belief.” See Asian and Western Classic B.V., 92 USPQ2d 1478 (TTAB
2009). (“allegations ... based solely upon information and belief … fail to meet the Fed. R. Civ.
P. 9 (b) requirements” unless they are supported “by … facts providing the information upon
which … the belief ... is founded”).
Where allegations of fraud are … based on information and belief, the complaint must set
forth “the source of the information and the reasons for the belief.” Exergen, 575 F.3d 1312, n. 7
(Fed. Cir. 2009), citing Romani v. Shearson Lehman Hutton, 929 F.2d 875, 878 (1st Cir 1991).
See also Media Online v. E Clasificado Inc., 88 USPQ2d 1285, 1287 (TTAB 2008).
9

Here, as it pleads fraud based solely on conjecture, speculation, and supposition,
Applicant violates Fed. R. Civ. P. 9(b). Applicant’s pleading provides no facts whatsoever for its
speculation that Opposer failed to use the pleaded mark or that Opposer and its attorneys
committed allegedly fraudulent activities.
Because Applicant fails to adduce any specific known facts in support of its fraud claim,
Exergen, supra, mandates that the Board strike the offending pleading.
2. Applicant’s Fraud Claim Lacks Both a Pleading of Intent and a
Reasonable Factual Basis to Plead Intent
A pleading of fraud on the USPTO must also include an express allegation of intent. In
re Bose 476 F.3d 1331 (Fed. Cir. 2007); and Asian and Western Classic B.V., 92 USPQ2d 1478
(TTAB 2009) The relevant "conditions of mind" for fraud include: (1) knowledge of the falsity
of the material misrepresentation; and (2) specific intent to deceive the USPTO. Id.
Further, Exergen, supra, made clear it will not infer intent to deceive from conclusory
allegations of “information and belief.” See, Exergen, supra at 1328 (“We decline to infer facts
to support a claim that must be pled with particularity.”) citing Ferguson Beauregard/Logic
Controls Div. of Dover Res., Inc. v. Mega Sys., LLC, No. 99-CV-437, slip op. at 10 (E.D. Tex.
Aug. 14, 2000).
Instead, to satisfy Rule 9(b) a pleading of deceptive intent must be: (1) drawn from a
pleading’s allegations of underlying fact; and (2) flow objectively and reasonably from those
facts, including any objective indications of candor and good faith. Exgrade, supra at 1329, n.5
citing N. Am. Catholic Educ. Programming Found., Inc. v. Cardinale, 567 F.3d 8, 13 (1st Cir.
2009) (“Rule 9(b) requires not only specifying the false statements and by whom they were made
10

but also identifying the basis for inferring scienter.”); and Tricontinental Indus., Ltd. v.
PricewaterhouseCoopers, LLP, 475 F.3d 824, 833 (7th Cir. 2007) .
As the Federal Circuit held in Exergen, supra, simply reciting the magic word “intent” is
not sufficient to unleash the mischief of the fraud defense, unless facts are alleged from which
the court may reasonably infer that the party acted with the requisite state of mind. Id. at 1328,
citing Ferguson Beauregard/Logic Controls Div. of Dover Res., Inc. v. Mega Sys., LLC, No. 99CV-437, slip op. at 10 (E.D. Tex. Aug. 14, 2000).
Further, whatever known facts are alleged “must … afford a basis for believing
that plaintiffs could prove scienter.” Exergen at 1327 n. 4, quoting DiLeo, 901 F.2d at
629)); Lerner v. Fleet Bank, N.A., 459 F.3d 273, 290 (2d Cir.2006) (“... plaintiffs must
allege facts that give rise to a strong inference of fraudulent intent.”) (quoting Acito v.
IMCERA Group, Inc., 47 F.3d 47, 52 (2d Cir. 1995)) (alterations in original). See also
Asian and Western Classic B.V., 92 USPQ2d 1478 (TTAB 2009) [although Rule 9(b)
allows that intent may be alleged generally, the pleading must allege sufficient
underlying facts from which a court may reasonably infer that a party acted with the
requisite state of mind.], citing Exergen, 575 F.3d 1312, n.4 (Fed. Cir. 2009).
Exergen defined a “reasonable inference” as one that is “plausible and that flows
logically from the objective facts alleged.” Exergen, supra at 1329, n.5.
As in the cases cited above, one searches the fraud claim in vain for any facts whatsoever
– let alone facts upon which the Board reasonably could infer intent. The entire claim is based
on Applicant’s unspecified information and speculative belief.
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The only allegation that even Applicant purports is a fact is that Epiq chose not to
file an application to register the mark EPIQ ANALYTICS in the specific logo form
pleaded in the Opposition. Even assuming this allegation were true, this fact is simply
insufficient to the meet the threshold level of deceptive intent required to support an
allegation of fraud. One cannot plausibly infer from this fact that Epiq was not using the
mark prior to the opposition, let alone that any individual deliberately mis-pled it.
4. Applicant’s Fraud Claim Fails to Identify the Specific Individuals Alleged to
have Committed Fraud

In addition to requiring that a fraud allegation be pled upon known facts, rather than
information and belief, and that it includes allegations of intent, Rule 9(b) requires that fraud
“must be pleaded in detail”. As Exergen held, “[t]his means the who, what, when, where, and
how” of the alleged fraud. Id. at 1327 (citing DiLeo v. Ernst & Young, 901 F.2d 624, 627 (7th
Cir.1990)).

Moreover, a pleading based on fraud under Rule 9(b) must include sufficient allegations
of underlying facts from which a court may reasonably infer that a specific individual (1) knew
of the withheld material information or of the falsity of the material misrepresentation, and (2)
withheld or misrepresented this information with a specific intent to deceive the USPTO.
Exergen, supra, at 1328-1329.

Again, this case is directly on point with Exergen. In Exergen, the defendant pled a fraud
defense against an infringement claim. As here, the defendant responded with a fraud defense.
This fraud defense specifically accused “Exergen and its attorneys” of inequitable misconduct, a
form of fraud, on the USPTO. The Federal Circuit expressly struck those allegations referring to
12

“Exergen’s attorneys” as failing to identify those persons with particularity. As the Federal
Circuit held in Exergen:

[T]he pleading refers generally to “Exergen, its agents and/or attorneys,"
Answer ¶¶ 40, 43, but fails to name the specific individual associated with
the filing or prosecution of the application issuing as the '685 patent, who
both knew of the material information and deliberately withheld or
misrepresented it. The pleading thus fails to identify the “who” of the
material omissions and misrepresentation. See 37 C.F.R. § 1.56(a) (“Each
individual associated with the filing and prosecution of a patent application
has a duty of candor and good faith in dealing with the [USPTO]....”
(emphasis added)).

Exergen, supra at 1328.
Here, as in Exergen, the pleading refers generally to “Opposer’s attorneys,” Answer ¶41,
but fails to name the specific individual(s) associated with the filing of the Opposition who both
allegedly knew of material information and deliberately misrepresented it. The pleading thus
fails to identify the “who” of the material omissions and misrepresentation, as well as the
specific acts alleged to be fraudulent.
4. Applicant’s Fraud Claim Fails to State the Elements of a Fraud Claim Upon
which Relief Can be Granted
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Finally, as Applicant’s fraud claim fails to state a claim upon which relief can be
granted, no useful purpose would be served by permitting Applicant an opportunity to replead.
In re Bose, 580 F. 3d 1240, 1243 (Fed. Cir. 2009) defined fraud on the USPTO as
“an Applicant knowingly mak[ing] false, material representations of fact in connection
with his application.” Applicant’s claim however has nothing whatsoever to do with such
a claim. Instead, Applicant appears to be using its Answer as a forum to attack Opposer’s
attorneys without any factual basis.
C. Applicant’s “Trademark Misuse” and Equitable Defenses Should Be Stricken
as they are Unavailable in an Opposition Based on Fraud
In addition to laches, Applicant also asserts the equitable defenses of unclean hands,
acquiescence3, and estoppel. See Answer, paragraphs 5-24 and 29-34.
Laches, unclean hands, acquiescence and estoppel are equitable defenses. It is well
settled that such defenses are unavailable in an opposition based on fraud. TBMP 311.02(b); and
Herbaceuticals Inc. v. Xel Herbaceuticals Inc., 86 USPQ2d 1572, 1575 n.3 (TTAB 2008) (laches
is unavailable as an affirmative defense against a claim of fraud).

3

Applicant’s Answer entitles its Acquiescence Defense as Acquiescence and Trademark
Misuse. Opposer is unaware of any doctrine known as Trademark Misuse, and unless
Applicant can assert precedent to support this, the words “Trademark Misuse” should be
stricken from the Answer. In any event it appears that the factual basis Applicant
attempts to plead is Acquiescence. While not permitted to bring matters outside the
pleadings to the Board’s attention on this motion, Opposer notes that Applicant’s
Acquiescence defense omits material facts fully within Applicant’s knowledge that
render this defense unavailable. In accordance with Board practice, Opposer respectfully
requests that the basis for this defense also be discussed in the discovery conference.
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Applicant also asserts the Morehouse defense. It is also well settled that the Morehouse
Defense is inapplicable where the opposition is based on fraud. TBC Corp. v. Grand Prix Ltd.,
12 USPQ2d 1311, 1313 (TTAB 1989) (Morehouse defense is unavailable where issue is
abandonment, descriptiveness, or fraud); and Bausch & Lomb Inc. v. Leupold & Stevens Inc., 1
USPQ2d 1497 (TTAB 1986) (Morehouse defense inapplicable where opposition based on claims
of ornamentation and fraud).
To the extent that Applicant seeks to re-assert these claims in an Amended Answer, the
Board, in its Order, should expressly bar Applicant from raising these equitable defenses against
Opposer’s fraud claims. See, Saint Gobain Abrasives, Inc. v. Unova Industrial Automation
Systems, Inc., 66 USPQ2d 1355 (TTAB 2003) [granting motion to strike to extent that defendant
barred from asserting equitable defenses against certain claims]
D. Failing to Grant This Motion Will Prejudice Opposer
Failing to strike or limit the affirmative defenses will prejudice Opposer.
Applicant’s affirmative defenses are simply transparent attempts to harass Opposer and
its counsel, to delay the case, and to encourage frivolous litigation. Applicant is hoping to
intimidate and potentially disqualify Opposer’s attorneys by naming them as witnesses. Further
the fraud defense fails to state a claim upon which relief can be granted.
As Exergen held, permitting a party to plead fraud based on purely speculative claims or
to interject affirmative defenses that can have no bearing on the case hinders justice by
encouraging frivolous litigation and allowing such incantations to devolve into “a magic
incantation” to be asserted against every Opposer. Exergen, supra at 1331 (citing FMC, 835
F.2d at 1415). See Burlington Coat Factory Sec. Litig., 114 F.3d at 1418 (Alito, J.) (“To allow
15

plaintiffs and their attorneys to subject companies to wasteful litigation … would be contrary to
the goals of Rule 9(b), which include the deterrence of frivolous litigation….”).

Further, one of the purposes of Rule 9(b) is “to protect those whose reputation would be
harmed as a result of being subject to fraud charges.” Exergen, supra, at 1329, n.6 (citing Kearns
v. Ford Motor Co., 567 F.3d 1120, 1125 (9th Cir. 2009)).

Permitting Applicant to attack Opposer’s attorneys unless it has specific, credible and
plausible facts, not suppositions, that Applicant can and will plead without violating its duty
under Fed. R. Civ.P. 9 and Fed R. Civ.11 violates all applicable precedent.

Further, in the unlikely event the motion to strike is not granted, Exergen requires that the
Board should order that any filings naming a specific individual attorney be under seal or require
a redaction of individuals’ names, and impose other safeguards under Federal Rules of Civil
Procedure 5.2(d)-(e) and 26(c), and Rule 2.120. See Exergen, supra, at 1329, n.6 (especially
where fraud allegations are expressly directed against a party’s attorneys, a district court may
require that filings be made under seal, require redaction of individuals' names, and impose other
safeguards under Federal Rules of Civil Procedure 5.2(d)-(e) and 26(c), or other sources of
protective authority).
E. Suspension
Epiq requests that this motion be ruled on at a discovery conference participated in by the
Interlocutory Attorney where among other things, Applicant is required to discuss the alleged
factual basis for its claims and defenses and the parties discuss ACR among other forms of case
resolution.
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To extent this motion is not resolved at the Discovery Conference, Opposer requests that
the Board suspend this case pending disposition of this Motion to Strike. The Board’s decision
on this Motion will materially affect the scope of discovery in this case.
CONCLUSION
Wherefore, Opposer requests that Opposer’s Motion to Strike be granted, that
Applicant’s affirmative defenses of laches and fraud be stricken, that the words “Counterclaim”
and “Trademark Misuse” be stricken, that Applicant be directed to plead the remaining
affirmative defenses as against only Opposer’s claim of likelihood of confusion and unlawful
use, and that the Commissioner take other such actions, including protective orders, as she deems
appropriate.
Respectfully submitted,
EPIQ SYSTEMS, INC.
Date: November 17, 2014

By: /Carla C. Calcagno/
Carla C. Calcagno, Esq.
Janet G. Ricciuti, Esq.
Attorneys for Opposer
CALCAGNO LAW, P.L.LC.
1250 24th Street, N.W., Suite 300
Washington D.C. 20037
Phone: (202) 466-0544
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CERTIFICATE OF SERVICE
The undersigned hereby certifies that on November 17, 2014 a true and accurate
copy of the foregoing Opposer’s Motion to Strike and to Suspend was served on
Applicant by mailing a copy thereof through the United States Postal Service, first class
mail, with sufficient postage, to the Applicant’s attorney at the following address:
Craig Neugeboren, Esq.
NEUGEBOREN O’DOWD PC
1227 Spruce Street, Suite 200
Boulder, CO 80302

/Carla Calcagno/
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