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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name HEAVY METAL MEDIA, LLC

Granted to Date 08/02/2014
of previous ex-
tension

Address 113 UNIVERSITY PLACE, 11TH FLOOR
NEW YORK, NY 10003
UNITED STATES

Correspondence Sarah Matz

information ADELMAN MATZ P.C.

1173A SECOND AVENUE, SUITE 153

NEW YORK, NY 10065

UNITED STATES

sarah@adelmanmatz.com Phone:6466502213

Applicant Information

Application No 86146073 Publication date 06/03/2014
Opposition Filing 08/04/2014 Opposition Peri- 08/02/2014
Date od Ends

Applicant Prantner, Harald

Clemens-Schultz-Str. 96
Hamburg, 20359
GERMANY

Goods/Services Affected by Opposition

Class 010. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Condoms

Class 016. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Postcards; Greeting cards; Pens and pen-
cils; Pen and pencil boxes

Class 018. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Athletic bags; Tote bags; Bags for school;
Beach bags; Sports bags; Billfolds; Wallets; Handbags

Class 021. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: cups, mugs and drinking glasses;
bottleopeners

Class 025. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: T-shirts, Polo shirts, Sweatshirts; Pullovers;
Tank tops; Bra tops; Boxer shorts; Swimwear; Headgear, namely, hats, Baseball caps; Knitted hats
and caps, aprons



http://estta.uspto.gov

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1453188 Application Date 01/28/1987

No.

Registration Date | 08/18/1987 Foreign Priority NONE
Date

Word Mark

HEAVY METAL

Design Mark

Description of
Mark

NONE

Goods/Services

Class 016. First use: First Use: 1977/03/00 First Use In Commerce: 1977/03/00
ILLUSTRATED FANTASY AND HUMOR MAGAZINE PUBLISHED FROM TIME

TO TIME IN SERIES

U.S. Registration | 1913445 Application Date 08/02/1994

No.

Registration Date | 08/22/1995 Foreign Priority NONE
Date

Word Mark

HEAVY METAL

Design Mark

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1977/03/00 First Use In Commerce: 1977/03/00

clothing, namely T-shirts

U.S. Registration | 2257400 Application Date 06/27/1995

No.

Registration Date | 06/29/1999 Foreign Priority NONE
Date

Word Mark

HEAVY METAL

Design Mark

Description of
Mark

NONE

Goods/Services

Class 009. First use: First Use: 1995/09/00 First Use In Commerce: 1996/09/00
prerecorded [ audio and ] video tapes [, motion picture films, compact discs and

laser discs featuring fantasy and humor material ]

U.S. Registration | 2382320 Application Date 10/28/1998

No.

Registration Date | 09/05/2000 Foreign Priority NONE
Date

Word Mark

HEAVY METAL

Design Mark

Description of
Mark

NONE




Goods/Services

Class 016. First use: First Use: 1992/08/00 First Use In Commerce: 1992/08/00

[Trading cards,] posters, stationary type portfolios[, stand-alone cardboard ac-
tion figure and trading card albums]

U.S. Registration | 2382319 Application Date 10/28/1998
No.
Registration Date | 09/05/2000 Foreign Priority NONE

Date

Word Mark

HEAVY METAL

Design Mark

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1982/09/00 First Use In Commerce: 1982/09/00
Clothing, namely, [jackets], caps, [bandannas,] tank tops, and sweat shirts

U.S. Registration | 2482477 Application Date 10/03/2000
No.
Registration Date | 08/28/2001 Foreign Priority NONE

Date

Word Mark

HEAVY METAL

Design Mark

Description of
Mark

NONE

Goods/Services

Class 016. First use: First Use: 1977/03/01 First Use In Commerce: 1977/03/01

PAPER GOODS AND PRINTED MATTER; NAMELY,ILLUSTRATED FANTASY
AND HUMOR MAGAZINE PUBLISHED FROM TIME TO TIME IN SERIES

U.S. Registration | 2648320 Application Date 12/14/2000
No.
Registration Date | 11/12/2002 Foreign Priority NONE

Date

Word Mark

HEAVY METAL

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2000/07/01 First Use In Commerce: 2000/07/01
[ computer game cassettes, programs, cartridges, CD-ROM's, ] DVD's and
tapes

U.S. Registration | 2650960 Application Date 04/27/1999

No.

Registration Date | 11/19/2002 Foreign Priority NONE

Date

Word Mark

HEAVY METAL

Design Mark

Description of
Mark

NONE

Goods/Services

Class 041. First use: First Use: 1995/09/00 First Use In Commerce: 1995/09/00

Providing entertainment information in the field of fantasy and humor related
subjects via a global computer networks




U.S. Registration | 3610303 Application Date 08/06/2004
No.

Registration Date | 04/21/2009 Foreign Priority NONE
Date

Word Mark HEAVY METAL

Design Mark

Description of NONE

Mark

Goods/Services Class 041. First use: First Use: 2000/03/03 First Use In Commerce: 2000/03/03

Film production; entertainment services, namely, providing a web site fea-
turingaction, fantasy, humor, drama, comedy, parody and satire via a global
computer network

U.S. Registration | 2480551 Application Date 04/23/1999

No.

Registration Date | 08/21/2001 Foreign Priority NONE
Date

Word Mark HEAVYMETAL.COM

Design Mark

Description of NONE

Mark

Goods/Services Class 041. First use: First Use: 2000/03/03 First Use In Commerce: 2000/03/03

Providing entertainment information in the field of fantasy and humor related
subjects via global computer networks
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /Sarah Matz/
Name Sarah Matz
Date 08/04/2014




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 86/146,073
Filed: December 17, 2013

For Mark: Heavy Metal

Published in the Official Gazette: June 3, 2014

______________________________________________________ X
HEAVY METAL MEDIA, LLC,
Opposition No.:
Opposer,
NOTICE OF OPPOSITION
-against-
HARALD PRANTNER,
Applicant.
______________________________________________________ X

Commissioner for Trademarks
Attn: Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

HEAVY METAL MEDIA, LLC (“Opposer”), a Delaware limited liability company
having an address at 113 University Place, 11" Floor, New York, NY, 10003, believes that it will
be damaged by registration of the Heavy Metal mark (“Applicant’s Mark™) as shown in
Application Serial Number 86/146,073 (the “Mark Application”), filed in the name of Applicant
HARALD PRANTNER (“Applicant”) for: (1) “Condoms” in International Class 10; (i1)
“Postcards; Greeting cards; Pens and pencils; Pen and pencil boxes” in International Class 16;
(111) “Athletic bags; Tote bags; Bags for school; Beach bags; Sports bags; Billfolds; Wallets;
Handbags” in International Class 18; (iv) “cups, mugs and drinking glasses; bottle openers” in

International Class 21; (v) “T-shirts, Polo shirts, Sweatshirts; Pullovers; Tank tops; Bra tops;

Boxer shorts; Swimwear; Headgear, namely, hats, Baseball caps; Knitted hats and caps, aprons”



in International Class 25, and having been granted an extension of time to oppose Applicant’s
Mark up and to and including August 2, 2014, (a Saturday) which is extended to August 4, 2014,
by virtue of 35 U.S.C. §21(b) and 37 C.F.R. §2.196, Opposer hereby opposes the same.

As grounds of opposition, Opposer alleges as follows:

I. As set forth in detail below, Opposer sells and offers goods and services under the
trade name, trademarks and service marks comprising or containing the term “HEAVY

METAL” either alone or combined in a design depicted as follows:

V]

(collectively “Opposer’s HEAVY METAL Marks”).

2. Since March of 1977, Opposer has sold, offered for sale, advertised and promoted
its goods and services bearing and/or promoted under its HEAVY METAL Marks in connection
with: (1) illustrated fantasy and humor magazine published from time to time in series; and (i1)
clothing.

3. Since that time Opposer has expanded use of its HEAVY METAL Marks to
include use in connection with: (i) prerecorded video tapes and DVD’s, featuring fantasy and
humor material; (i1) posters, and other paper goods; (ii1) clothing, including caps, tank tops and
sweat shirts; (iv) providing entertainment information in the field of fantasy and humor related
subjects via a global computer network; and (v) film production and other entertainment
services, including providing a website featuring action, fantasy, humor, drama, comedy, parody

and satire via a global computer network, among other things.



4.

Opposer owns the following federal registration and applications for Opposer’s

HEAVY METAL Marks:

a.

C.

d.

Federal Registration No. 1,453,188 for the “HEAVY METAL” trademark
consisting of the words and letters “HEAVY METAL” for “illustrated fantasy and
humor magazine published from time to time in series” which issued in
International Class 16 on August 18, 1987;

Federal Registration No. 1,913,445, for the mark “HEAVY METAL”, consisting
of an illustration drawing with word(s)/letter(s)/number(s) in stylized form for
“clothing, namely T-shirts”, which issued in International Class 25 on August 22,

1995, depicted as follows;

J LY ~ M/
Federal Registration No. 2,257,400, for the “HEAVY METAL” trademark

consisting of the words and letters “HEAVY METAL” for “prerecorded [audio
and] video tapes [, motion picture films, compact discs and laser discs featuring
fantasy and humor material]” which issued in International Class 009, on June 29,
1999;

Federal Registration No. 2,382,320, for the “HEAVY METAL” trademark
consisting of an illustration drawing with word(s)/letter(s)/number(s) in stylized

form for “[Trading cards,] posters, stationary type portfolios|, stand-alone



c.

cardboard action figure and trading card albums]” which issued in International

Class 16 on September 5, 2000, depicted as follows;

Federal Registration No. 2,382,319, for the “HEAVY METAL” trademark
consisting of an illustration drawing with word(s)/letter(s)/number(s) in stylized
form for “Clothing, namely, [jackets], caps, [bandannas,] tank tops, and sweat
shirts” which issued in International Class 025 on September 5, 2000, depicted as

follows:

P |
Federal Registration No. 2,482,477, for the “HEAVY METAL” trademark

consisting of an illustration drawing with word(s)/letter(s)/number(s) in stylized
form for “paper goods and printed matter; namely, illustrated fantasy and humor
magazine published from time to time in series”, which issued in International

Class 16 on August 28, 2001, depicted as follows:




g. Federal Registration No. 2,648,320, for the “HEAVY METAL” trademark
consisting of an illustration drawing with word(s)/letter(s)/number(s) in stylized
form for “[computer game cassettes, programs, cartridges, CD-ROM's,] DVD's
and tapes”, which issued in International Class 009 on November 12, 2002,

depicted as follows:

h. Federal Registration No. 2,650,960, for the “HEAVY METAL” trademark
consisting of an illustration drawing with word(s)/letter(s)/number(s) in stylized
form for “Providing entertainment information in the field of fantasy and humor

related subjects via a global computer networks”, which issued in International

Class 041 on November 19, 2002, depicted as follows:

1. Federal Registration No. 3,610,303 for the “HEAVY METAL” trademark
consisting of the words and letters “HEAVY METAL” for “Film production;
entertainment services, namely, providing a web site featuring action, fantasy,
humor, drama, comedy, parody and satire via a global computer network™ which
issued in International Class 041 on April 21, 2009; and

j. Federal Registration No. 2,480,551, for the “HEAVYMETAL.COM” trademark

consisting of the word(s)/letter(s)/number(s) “HEAVYMETAL.COM” for
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“Providing entertainment information in the field of fantasy and humor related
subjects via global computer networks” which issued in International Class 041
on August 21, 2001.

5. The above registrations are valid and subsisting, and are in full force and effect
and are owned by Opposer.

6. Each of the above registrations is at least prima facie evidence of the validity of
each registration, of Opposer’s ownership thereof, and of Opposer’s exclusive right to use each
registered mark on the goods or services set forth in its respective registration. These marks are
all active, and, were both in use and registered before Applicant filed his application for
Applicant’s Mark.

7. Opposer’s goods and services are offered, sold, advertised, promoted and
marketed by Opposer under Opposer’s HEAVY METAL Marks throughout the United States.
In fact Opposer’s website has received approximately 15 million visitors from all over the United
States and around the world.

8. Among other mediums Opposer advertises, markets and promotes its goods
services using Opposer’s HEAVY METAL Marks by marketing communications, including but
not limited to its magazine, social media outlets, such as Facebook, Twitter, Youtube, and trade
show exhibitions.

9. Opposer also operates a website used to promote, advertise and facilitate sales of
its goods and services under Opposer’s HEAVY METAL Marks. Opposer’s website is located

at www.heavymetal.com.

10. As a result of the use, over many years, of the HEAVY METAL Marks, Opposer

has developed exceedingly valuable goodwill with respect to its HEAVY METAL Marks.



11.  The services rendered using Opposer’s HEAVY METAL Marks have been
extremely successful and are sold to, promoted, marketed and advertised to millions of people in
the United States and around the world.

12. To this end Opposer has sold approximately 60 million copies of its magazine and
its film HEAVY METAL earned approximately $50 million dollars in revenue through its box
office and home video sales, and is still widely available.

13. Opposer has continuously and prominently used Opposer’s HEAVY METAL
Marks in connection with fantasy and humor magazines published from time to time in a series
since the adoption of the Mark in March of 1977. Opposer has extensively advertised and
promoted Opposer’s HEAVY METAL Marks in connection with its goods, including its
magazine, clothing arranged, pre-recorded tapes and DVD’s, posters, and other paper goods, and
entertainment services, specifically providing information in the field of fantasy humor and
related subjects via the internet, and has achieved significant sales, exposure and recognition in
connection with Opposer’s HEAVY METAL Marks.

14. In addition to the above Opposer has expanded its use of the HEAVY METAL
Marks to other goods and merchandise including but not limited to use in connection with toys,
guitars, figurines, statutes, video games, leather jackets, lighters, knives, posters, bags, calendars,
tin signs, watches, and trading cards.

15. By virtue of Opposer’s longstanding use, advertisement, promotion and
production of goods and services in connection with Opposer’s HEAVY METAL Marks and the
goods and services they designate, Opposer’s HEAVY METAL Marks have developed
enormous goodwill in the trade and among consumers and have become associated in the mind

of the public with Opposer’s well known services. In addition as a result of these efforts,



Opposer’s HEAVY METAL Marks are famous and were famous long prior to Applicant’s filing
of his application for the Mark.
16. On December 17, 2013, Applicant filed the Mark Application for the mark
Heavy Metal on an intent to use basis for:
a. “condoms” in International Class 10;
b. “Postcards; Greeting cards; Pens and pencils; Pen and pencil boxes” in
International Class 016;
c. ‘“Athletic bags; Tote bags; Bags for school; Beach bags; Sports bags; Billfolds;
Wallets; Handbags” in International Class 018;
d. “cups, mugs and drinking glasses; bottle openers” in International Class 021; and
e. “T-shirts, Polo shirts, Sweatshirts; Pullovers; Tank tops; Bra tops; Boxer shorts;
Swimwear; Headgear, namely, hats, Baseball caps; Knitted hats and caps, aprons”
in International Class 025.
17.  Upon information and belief, Applicant did not use Applicant’s Mark in the
United States in connection with the goods and services covered by the Mark Application prior
to its constructive first use date of December 17, 2013.
18.  Upon information and belief, to date Applicant has not used Applicant’s Mark in
the United States in connection with the goods and services covered by the Mark Application.

COUNT1

LIKELIHOOD OF CONFUSION
(LANHAM ACT §2(d); 15 U.S.C. §1052(d))

19. Opposer repeats and re-alleges each and every allegation made in paragraphs 1

through 18 above as if fully set forth herein.



20. By virtue of Opposer’s prior use (since March of 1977), promotion and
advertisement of, and registrations for, Opposer’s HEAVY METAL Marks, Opposer has rights
in Opposer’s HEAVY METAL Marks prior and superior to any alleged rights of Applicant in
Applicant’s Mark covered by the application for same.

21. The goods and services covered by Applicant’s Mark Application are identical
and/or closely related to the goods bearing and services offered in connection with Opposer’s
HEAVY METAL Marks. Opposer sells and promotes (1) illustrated fantasy and humor
magazine; (i1) clothing, including t-shirts, jackets, caps, bandanas, tank tops, and sweat shirts;
(i11) prerecorded audio and video tapes and other discs, dvds and tapes, featuring fantasy and
humor material; (iv) trading cards, posters, stationary portfolios, cardboard action figures and
trading card albums; (v) paper goods and other printed material; and (vi) other merchandise
including but not limited to toys, guitars, figurines, statutes, leather jackets, lighters, knives,
posters, bags, calendars, tin signs, watches, and trading cards.

22.  Opposer also provides other entertainment services i.e. providing entertainment
information in the field of fantasy and humor related subjects, film production; entertainment
services, namely, providing a web site featuring action, fantasy, humor, drama, comedy, parody
and satire via a global computer network and providing entertainment information in the field of
fantasy and humor related subjects via global computer networks.

23. Despite Opposer’s long-standing prior rights in its HEAVY METAL Marks,

Applicant field its trademark application on or about December 17, 2013, to register the Mark

Heavy Metal -



25.  Applicant uses the words “HEAV” (followed by a “y” shaped heart ¥)
“METAL”. The use of the “’y” shaped heart “ § “ at the end of “HEAV” is clearly meant to

evoke the impression of a “y” to create the word “HEAVY” as follows:

Opposer’s Word Mark Applicant’s Mark

WORD
ELEMENTS “HEAVY METAL” “HEAV Y METAL”

26. As 1s clear from the above chart, the use of the “y” shaped heart “ §* at the end
of “HEAV” does nothing to affect pronunciation and avoid confusion between the two marks. In
fact it appears intended to ensure that the two marks remain phonetically and visually the same.

27. The word elements of Applicant’s Mark are almost identical and confusingly
similar to the dominant “HEAVY METAL” element of Opposer’s HEAVY METAL Marks.

28.  Given the almost identical nature of the two marks, upon information and belief,
Applicant’s Mark is likely to and in fact appears as if it was designed to cause confusion,
mistake, deceive as to the affiliation, connection or association of Applicant with Opposer and to
create the impression that Applicant’s services are somehow associated with, sponsored by or
have the approval of Opposer.

29. Applicant’s advertising and intended use of its Mark will reach the same
consumers that Opposer’s HEAVY METAL Marks are advertised to.

30.  Applicant’s Mark so resembles Opposer’s HEAVY METAL Marks so as to be
likely, when used in connection with Applicant’s goods, many of which are in the same classes
as Opposer’s goods and services, to cause confusion, to cause mistake, and to deceive the trade
and public, who are likely to believe that Applicant’s services have their origin with Opposer

and/or that such services are approved, endorsed, or sponsored by Opposer or associated in some
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way with Opposer. Opposer would therefore be injured by the granting to Applicant of a
certificate of registration for Applicant’s Mark.
31. Thus, the registration and use by Applicant of Applicant’s Mark in connection
with the recited goods is likely to cause confusion, mistake, or deception in violation of 15
U.S.C. § 1052(d).
COUNT II

LIKELIHOOD OF CONFUSION
(LANHAM ACT §2(d); 15 U.S.C. §1052(d))

32. Opposer repeats and re-alleges each and every allegation made in paragraphs 1
through 31 above as if fully set forth herein.

33. Issuance of a registration to Applicant for Applicant’s Mark would also diminish
the distinctive quality of Opposer’s rights in its famous HEAVY METAL Marks and would blur
and otherwise impair the distinctiveness of the HEAVY METAL Marks, in violation of 15
U.S.C. §1125(c).

34.  Additionally, should the quality of Applicant’s products or services be lacking
Applicant’s Use of its Mark may also tarnish the good image of the HEAVY METAL Marks,
and thereby cause harm to Opposer’s reputation in violation of 15 U.S.C. 1125(c).

35. If a registration issued to Applicant for Applicant’s Mark, the confusion with
Opposer’s HEAVY METAL Marks would result in damage and injury to Opposer and the
public. Registration of this term would give Applicant an unqualified right to wrongfully
appropriate Opposer’s valuable goodwill and reputation associated with the HEAVY METAL
Marks; to benefit from the likely confusion among purchasers led to believe that Applicant’s
services are related in some fashion to Opposer; to dilute the distinctiveness of Opposer’s

HEAVY METAL Marks and harm its goodwill and reputation associated with its marks; to
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tarnish Opposer’s good name by offering confusingly similar goods and services not subject to
Opposer’s quality controls and to restrict the natural growth of Opposer’s HEAVY METAL
Marks, into additional classes of goods and services.

WHEREFORE, Opposer believes that it will be damaged by registration of Applicant’s
Mark and respectfully requests that its opposition be sustained and that the Application Serial
No.: 86/146,073 be refused registration in its entirety.

Please recognize as attorneys for Opposer in this proceeding Gary Adelman and Sarah M.
Matz and the firm Adelman Matz P.C., 1173A Second Avenue, Suite 153, New York, New York
10065.

Dated: New York, New York
August 4, 2014

ADELMAN MATZ P.C.

AP

By: Sarah M. Matz, Esq.

Gary Adelman, Esq.
1173A Second Avenue, Suite 153
New York, New York 10065
Tel: (646) 650-2207
Email: sarah@adelmanmatz.com
Email: gwadelmanmatz.com
Attorneys for Opposer
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