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Wendy Boldt Cohen, Interlocutory Attorney:

On January 13, 2017, Applicant filed a proposed amendment to its application
Serial No. 85869103, pursuant to the parties’ settlement agreement.!

By the proposed amendment Applicant seeks to amend the identification of goods
and services in International Classes 9 and 35 of the involved application.
Additionally, Applicant seeks to amend the description of the mark in the involved
application.

International Class 9

1 The Board notes that the above referenced proposed amendment to the involved application
was not served on Opposer’s counsel as required by the Trademark Rule 2.119. Strict
compliance with Trademark Rule 2.119 is required in all future filings. When a party filed a
document that is required to be served upon every other party to the proceeding, proof that
required service has been made must be submitted before the Board will consider the filing.
The referenced proposed amendment to the involved application can be viewed at:
http://ttabvue.uspto.gov/ttabvue/v?pno=91221028.
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By the proposed amendment Applicant seeks to amend the identification of goods

in International Classes 9 of the involved application as follows:

From:

To:

Software and software applications to enable transmission, access,
organization, and management of messaging, multimedia messaging,
online blog journals, text, weblinks, images, audio and video via the
Internet and other communications networks; computer software used
to enhance the capabilities and features of other software and non-
downloadable online software; software for accessing information on a
global computer network; downloadable software via the Internet and
wireless devices for accessing, sending, and receiving information on a
global computer network; downloadable software for computers,
portable handheld digital electronic communication devices, mobile
devices, and wired and wireless communication devices for facilitation
of communication and data transmission in the field of social
networking; downloadable software in the nature of a mobile application
for use with computers, portable handheld digital electronic
communication devices, mobile devices, and wired and wireless
communication devices for facilitation of communication; downloadable
software in the nature of a mobile application for social networking;
downloadable software in the nature of a mobile application for real-
time delivery of data, messages, location information, photographs,
weblinks, text, audio, video and other data related thereto;
downloadable software to facilitate online advertising, business
promotion, connecting social network users with businesses and for
tracking users and advertising of others to provide strategy, insight,
marketing, and predicting consumer behavior

Computer software and software applications to enable transmission,
access, organization and management of on-line blog journals that
include audio, video, photos, text, location, messaging, and web links via
the Internet and other communications networks, in Class 9.

International Class 35

By the proposed amendment Applicant seeks to amend the recitation of services

in International Class 35 of the involved application as follows:

From:

advertising and marketing; advertising services; online advertising and
marketing services; business data analysis; promotional services,
namely, promoting goods and services of others via computer networks
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and communication channels; business networking; online service for
connecting social network users with business and brand owners for the
purpose of promoting the goods and services of others; business
monitoring and consulting services, namely, tracking users and
advertising of others to provide strategy, insight, marketing guidance,
and for analyzing, understanding and predicting consumer behavior and
motivations, and market trends

To: Online advertising and marketing services via on-line blog journals that
include audio, video, photos, text, location, messaging and web links, in
Class 35.

Inasmuch as the amendment to Classes 9 and 35 are limiting in nature as
required by Trademark Rule 2.71(b), the amendment would be acceptable. However,
Applicant has not specifically noted that Opposer has consents to the amendments.
See Trademark Rule 2.133(a). The Board will not enter the proposed amendments

unless it is specifically indicated that Opposer consents to the amendments.

Amendment of description of Mark

The mark in the involved application currently includes the following required
description of the mark statement:

The mark consists of standard characters, without claim to any
particular font, style, size, or color.

By the proposed amendment Applicant seeks to amend the mark description in
the involved application to:

The mark is stylized mark formatted as a single word, in a single color,
and in all lower-case letters.

Applicant’s proposed amendment to the description of the mark in the involved
application claims the mark to be a “stylized mark...” in a “single color.” A review of

the record reveals that Applicant has not (1) submitted a claim for color in the mark
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and (2) has not provided a new drawing page for the stylized mark. If Applicant does
not intend to claim a color for the mark, he may delete the “a single color” language
from the proposed amendment.

In view thereof, the proposed amendment to the identification of goods and
description of mark is denied without prejudice.

Because the parties are attempting to resolve their difference through their
settlement negotiations, Applicant is allowed thirty days from the mailing date of
this order to provide the following (1) Opposer’s consent to the proposed amendments,
(2) a claim to color, or delete the color language from the description of the mark, and
(3) a new drawing page for the stylized mark. See Trademark Rules 2.72 and 2.133(a);
TBMP § 514.03.

Red-line required

As a final note, the Board notes that Applicant has not submitted a red-lined copy
of its proposed amendment. Any future motion to amend must include a red-lined
copy of the proposed amendment showing the proposed changes along with a clean
copy of the proposed amendment. See TBMP § 514.01.

Proceedings are otherwise suspended.



