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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Peer Bearing Company   )  Opposition No.: 91216123 

   ) 

           Opposer,   )  Application No.: 78/664,362 

   ) 

v.   ) Mark:   1621 

   ) 

Roller Bearing Company of America, Inc.  ) Published:  February 18, 2104 

   )  

           Applicant.   ) Atty. Docket No.: 1001-0021-1 

   )  

 

Middletown, Connecticut, July 8, 2014 

 

 

ANSWER AND AFFIRMATIVE DEFENSES TO NOTICE OF OPPOSITION 

 

 Applicant, Roller Bearing Company of America, Inc., a Delaware corporation, having 

offices at One Tribology Center, 102 Willenbrock Road, Oxford, Connecticut 06478, by its 

undersigned attorneys, Answers the Notice of Opposition herein as follows. 

 With regards to Opposer’s stated grounds for Opposition, Applicant answers as follows. 

 

1. In answer to paragraph 1 of the Notice of Opposition, Applicant admits that the 

description of goods of Applicant’s U.S. Trademark Application for Registration, Serial No. 

78/664,362, recites substantially as stated “machine parts, namely, thin section roller bearings,” 

however, Applicant submits that the remaining portion of paragraph 1 merely contains legal 

conclusions of Opposer’s counsel and, as such, Applicant is without knowledge or information 

sufficient to form a belief as to the truth of the conclusions made and, therefore, denies the same. 

 

2.  In answer to paragraph 2 of the Notice of Opposition, Applicant admits that the 1621 

mark is one of several trademarks within its 1600 SERIESTM and NICE® bearing product line, 

used in connection with roller bearings sold by Applicant and its predecessors-in-interest 

including the Nice Ball Bearing Company, at least as early as 1946, and that the 1621 mark is 

used on and in connection with recited goods include roller bearings having a 0.50 inch bore 

diameter, a 1.375 inch outside diameter, and a 0.437 inch width, however, Applicant denies that 
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the 1621 mark is a part number or model number used by Applicant or by any third party 

providing the recited goods, and Applicant further submits that the remaining portion of 

paragraph 2 merely contains legal conclusions of Opposer’s counsel and, as such, Applicant is 

without knowledge or information sufficient to form a belief as to the truth of the conclusions 

made and, therefore, denies the same. 

 

3.  In answer to paragraph 3 of the Notice of Opposition, Applicant admits that Exhibit 1 of 

the Notice of Opposition appears to be a printer’s proof of a portion of an undated, purported 

version of Opposer’s product catalog including the 1621 mark and several of Applicant’s related 

marks, including its 1600 SERIESTM mark, and Exhibit 2 of the Notice of Opposition appears to 

be a portion of a previously used one of Applicant’s product catalogs including Applicant’s 1621 

mark and several of its related marks including its 1600 SERIESTM mark, used in connection 

with roller bearings sold by Applicant, however, Applicant denies that the 1621 mark is a model 

number or size designation and asserts that the 1621 mark, like several other of its marks within 

its 1600 SERIESTM and NICE® bearing product lines, is a unique identifier of the source of 

Applicant’s goods that has been in continuous use by Applicant and its predecessors-in-interest 

at least since 1946, and Applicant further submits that the remaining portion of paragraph 3 

merely contains legal conclusions of Opposer’s counsel and, as such, Applicant is without 

knowledge or information sufficient to form a belief as to the truth of the conclusions made and, 

therefore, denies the same. 

 

4.  In answer to paragraph 4 of the Notice of Opposition, denied. Applicant submits that 

Opposer’s counsel merely presents evidence of third party distributors or resellers of Applicant’s 

and other manufacturers’ goods, evidence that was addressed during prosecution of the instant 

application and, when placed in proper context within the practice of the industry, was 

acknowledged by the Examining Division as being evidence of de minimis unauthorized uses, 

infringement, false marking and/or misappropriation of Applicant’s mark, or other acts of unfair 

competition and/or confusion that these third parties are introducing to the marketplace, which 

Applicant has been working to correct. 
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5. In answer to paragraph 5 of the Notice of Opposition, Applicant admits that, like its 1621 

mark, its 1630, 1635 and 1640 trademarks are additional marks within its 1600 SERIESTM and 

NICE® bearing product line, used in connection with roller bearings having stated sizes sold by 

Applicant and its predecessors-in-interest including the Nice Ball Bearing Company, at least as 

early as 1946, and that the consuming public recognizes the “16xx” characteristic of the 1621, 

1630, 1635 and 1640 marks, and of all other marks under Applicant’s 1600 SERIESTM and 

NICE® brand roller bearing product line, as the primary sign of Applicant’s goods that uniquely 

identify Applicant as the source of the roller bearings sold under the marks, however, Applicant 

denies that the 1621, 1630, 1635 and 1640 marks are model numbers or size designations, and 

Applicant further submits that the remaining portion of paragraph 5 merely contains legal 

conclusions of Opposer’s counsel and, therefore, Applicant denies the same. 

 

6. In answer to paragraph 6 of the Notice of Opposition, Applicant admits the filing of Civil 

Action No. 3:06-cv-01380-MRK in the United States District Court for the District of 

Connecticut, however, Applicant submits that the remaining portion of paragraph 6 merely 

contains legal conclusions of Opposer’s counsel and, as such, Applicant is without knowledge or 

information sufficient to form a belief as to the truth of the conclusions made and, therefore, 

denies the same. 

 

7. In answer to paragraph 7 of the Notice of Opposition, Applicant submits that paragraph 7 

merely contains legal conclusions of, or mischaracterizations of Applicant’s statements by, 

Opposer’s counsel and, as such, Applicant is without knowledge or information sufficient to 

form a belief as to the truth of the conclusions made and, therefore, denies the same. 

 

8. In answer to paragraph 8 of the Notice of Opposition, Applicant submits that paragraph 8 

merely contains legal conclusions of, or characterizations of the Court’s finding by, Opposer’s 

counsel and, as such, Applicant is without knowledge or information sufficient to form a belief 

as to the truth of the conclusions made and, therefore, denies the same. 

 

9. In answer to paragraph 9 of the Notice of Opposition, Applicant submits that paragraph 9 

merely contains legal conclusions of, or characterizations of the Court’s finding by, Opposer’s 
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counsel and, as such, Applicant is without knowledge or information sufficient to form a belief 

as to the truth of the conclusions made and, therefore, denies the same. 

 

10. In answer to paragraph 10 of the Notice of Opposition, Applicant admits the filing of a 

Demand for Arbitration against SKF USA, Inc. (American Arbitration Association Case No. 14 

152 01622 09; hereinafter the “Arbitration”), for which Opposer is a wholly-owned subsidiary 

thereof, however, Applicant denies that the Arbitration relates to the 1621 mark.  Even if the 

Board finds that the Arbitration does apply to the 1621 mark, as noted in Applicant’s Second 

Affirmative Defense by asserting this opposition, Applicant submits that Opposer has waived 

any rights it may have had as a result of a majority opinion of the Arbitration panel.  Moreover, 

Applicant submits that the remaining portion of paragraph 10 merely contains legal conclusions 

of, or characterizations of a majority decision of the Arbitration panel’s finding by, Opposer’s 

counsel and as such Applicant is without knowledge or information sufficient to form a belief as 

to the truth of the conclusions made and, therefore, denies the same.  Further, Applicant submits 

as Exhibit A hereof a dissenting opinion of Hon. George C. Pratt1 in the Arbitration stating that 

SKF USA, Inc. should be required to direct Opposer, its wholly owned subsidiary, to cease using 

the Series designations and to withdraw all of its oppositions to Applicant’s trademark 

applications, and dissenting with the majority opinion of the Arbitration panel in its denial of 

injunctive relief against SKF USA, Inc. 

 

11.  In answer to paragraph 11 of the Notice of Opposition, Applicant denies that the 1621 

mark is a model number, size or other designation of a bearing and asserts that the 1621 mark, 

like several other of its marks within its 1600 SERIESTM and NICE® bearing product line, is a 

unique identifier of the source of Applicant’s goods that has been in continuous use by Applicant 

and its predecessors-in-interest at least since 1946, and Applicant further submits that the 

remaining portion of paragraph 11 merely contains legal conclusions of Opposer’s counsel and, 

as such, Applicant is without knowledge or information sufficient to form a belief as to the truth 

of the conclusions made and, therefore, denies the same. 

                                                 
1 George Cheney Pratt, was a federal judge in the United States District Court for the Eastern 

District of New York and a federal appellate judge in the United States Court of Appeals for the 

Second Circuit. 
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12. In answer to paragraph 12 of the Notice of Opposition, Applicant denies that the 1621 

mark is a model number for any bearing products, and further, Applicant submits that paragraph 

12 merely contains legal conclusions of Opposer’s counsel and, as such, Applicant is without 

knowledge or information sufficient to form a belief as to the truth of the conclusions made and, 

therefore, denies the same. 

 

13. In answer to paragraph 13 of the Notice of Opposition, Applicant denies that Opposer 

would be damaged by the registration of the 1621 mark.  In addition, Applicant submits that 

paragraph 13 merely contains legal conclusions of Opposer’s counsel and, as such, Applicant is 

without knowledge or information sufficient to form a belief as to the truth of the conclusions 

made and, therefore, denies the same.  Further, Applicant submits that, as was demonstrated 

during prosecution of the instant application, its competitors have found legitimate ways of 

competing with Applicant by offering roller bearings of varying characteristics and sizes of their 

own without using the term 1621 to designate their goods.  See, for example, on-line product 

catalogs of General Bearing Corporation and Schatz Bearing Corporation offering similar sized 

bearings (e.g., 0.50” bore diameter x 1.375” outside diameter x 0.437 width bearings) under 

brand designations 22208 and BR 21, respectively (See Exhibit C of Applicant’s May 15, 2013 

Response).  As the Examining Division concluded, it is inappropriate to penalize Applicant by 

alleging that its well-known mark is a “common” name, when in fact, Applicant’s 1621 mark, 

like its other marks within its 1600 SERIESTM and NICE® bearing product line, is a unique 

identifier of the source of Applicant’s goods that has been in continuous use by Applicant and its 

predecessors-in-interest at least since 1946. 

 

14.  In answer to paragraph 14 of the Notice of Opposition, denied. Applicant submits that its 

competitors have found legitimate ways of competing with Applicant by offering roller bearings 

of varying characteristics and sizes of their own without using the term 1621 to designate their 

goods.  Moreover, the consuming public recognizes the “16xx” characteristic of Applicant’s 

1621 mark and of all other marks under Applicant’s 1600 SERIESTM and NICE® brand roller 

bearing product line as the primary sign of Applicant’s goods that uniquely identify Applicant as 

the source of the roller bearings sold under the marks. 
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15.  In answer to paragraph 15 of the Notice of Opposition, denied. Applicant submits that 

Opposer’s counsel merely restates an objection that was addressed during prosecution of the 

instant application and, when Applicant’s use was placed in proper context, was acknowledged 

by the Examining Division as being registerable on the Principle Register as a federal trademark.  

Applicant submits that its 1621 mark is not a “common designation” of a bearing of any size or 

type.  Moreover, Applicant submits that there is no relationship between the numerals of the 

1621 mark and an ingredient, quality, characteristic, function, feature, purpose or use of the 

goods recited in the instant application.  For example, as was asserted during prosecution of the 

instant application, the term “1621” used by Applicant in connection with the recited goods was 

arbitrarily chosen and no amount of creative interpretation of the term “1621” results in a thin 

section roller bearing of a particular dimension. That is, the numerals of the 1621 mark cannot be 

“decoded” by formula or otherwise interpreted to convey an ingredient, quality, characteristic, 

function, feature, purpose or use of the goods of the instant application, namely, thin section 

roller bearings.  This is true of all other “16xx” marks used in connection with Applicant’s 1600 

SERIESTM and NICE® brand roller bearings.  See, for example, the Declaration of Robert I. 

Balderston (appended to Applicant’s May 15, 2013 Response as Exhibit D, and noted by the 

Examining Attorney in a June 17, 2013 Office Action), outlining the facts surrounding the 

adoption of the 1621 mark and other marks used to uniquely identify ball bearing products as 

being made by Nice Ball Bearing Company (at paragraphs 11 to 18).  As Mr. Balderston’s 

Declaration attests, Applicant invented a series of marks having the “16xx” characteristic for its 

goods, in fact, inherently distinctive marks for its 1600 SERIESTM brand of roller bearings 

including its 1621 brand roller bearings.  Therefore, Applicant asserts that as created or “coined” 

terms for its goods, the 1621 mark and other “16xx” marks for its 1600 SERIESTM and NICE® 

brand of roller bearings were developed as inherently distinctive trademarks of Applicant and 

still perform the essential trademark function of identifying Applicant to the purchasing public as 

a unique source of the recited goods.  See, for example, further evidence submitted by Applicant 

during prosecution of the instant application, including Affidavits of third party bearing 

distributors that recognize Applicant as the source of bearings sold under the 1621 mark and 

other “16xx” marks with its 1600 SERIESTM and NICE® brand of roller bearings.  
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16. In answer to paragraph 16 of the Notice of Opposition, denied.  Applicant submits that 

its competitors have found legitimate ways of competing with Applicant by offering roller 

bearings of varying characteristics and sizes of their own without using the term 1621 to 

designate their goods.  See, for example, Applicant’s answer at paragraph 13 of this Answer And 

Affirmative Defenses To Notice of Opposition.  Moreover, Applicant submits that the 

consuming public recognizes the “16xx” characteristic of Applicant’s 1621 mark and of all other 

marks under Applicant’s 1600 SERIESTM and NICE® brand roller bearing product line, 

continuously used by Applicant and its predecessors-in-interest including the Nice Ball Bearing 

Company, at least as early as 1946, as the primary sign of Applicant’s goods that uniquely 

identify Applicant as the source of the roller bearings sold under the marks. 

 

17. In answer to paragraph 17 of the Notice of Opposition, Applicant denies that the 1621 

mark is a “common designation” for any bearing products, as asserted by Opposer’s counsel, and 

further, Applicant submits that paragraph 17 merely contains legal conclusions of Opposer’s 

counsel and, as such, Applicant is without knowledge or information sufficient to form a belief 

as to the truth of the conclusions made and, therefore, denies the same. 

 

18.  In answer to paragraph 18 of the Notice of Opposition, denied. 

 

19.  In answer to paragraph 19 of the Notice of Opposition, denied. Applicant submits that 

Opposer’s counsel merely restates objections that were addressed during prosecution of the 

instant application and, when Applicant’s use was placed in proper context, was acknowledged 

by the Examining Division as being acceptable such that the 1621 mark was registerable on the 

Principle Register as a federal trademark.  Applicant submits that its 1621 mark is not a 

“common descriptive or generic term” for a bearing of any size or type. As noted in Applicant’s 

answer at paragraph 15 of this Answer And Affirmative Defenses To Notice of Opposition, 

Applicant submits that there is no relationship between the numerals of the 1621 mark and an 

ingredient, quality, characteristic, function, feature, purpose or use of the goods recited in the 

instant application.  The term “1621” used by Applicant in connection with the recited goods was 

arbitrarily chosen and no amount of creative interpretation of the term “1621” results in a thin 

section roller bearing of a particular dimension. Applicant asserts that as created or “coined” 
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terms for its goods, continuously used by Applicant and its predecessors-in-interest including the 

Nice Ball Bearing Company, at least as early as 1946, the 1621 mark and other “16xx” marks for 

its 1600 SERIESTM and NICE® brand of roller bearings were developed as inherently 

distinctive trademarks of Applicant and still perform the essential trademark function of 

identifying Applicant to the purchasing public as a unique source of the recited goods. 

 

20. In answer to paragraph 20 of the Notice of Opposition, Applicant denies that Opposer 

would be damaged by the registration of the 1621 mark.  In addition, Applicant denies that the 

1621 mark is a “common designation,” as asserted by Opposer’s counsel, for any bearing 

products, and further, Applicant submits that paragraph 20 merely contains legal conclusions of 

Opposer’s counsel and, as such, Applicant is without knowledge or information sufficient to 

form a belief as to the truth of the conclusions made and, therefore, denies the same. 

 

21.  In answer to paragraph 21 of the Notice of Opposition, denied. 

 

22.  In answer to paragraph 22 of the Notice of Opposition, denied.  Applicant submits that 

Opposer’s counsel merely restates an objection that was addressed during prosecution of the 

instant application and, when Applicant’s use was placed in proper context, was acknowledged 

by the Examining Division as being acceptable trademark use such that the 1621 mark was 

registerable on the Principle Register as a federal trademark.  Applicant submits that its 1621 

mark is not a “common designation” for a bearing of any size or type.  As noted in Applicant’s 

answer at paragraph 15 of this Answer And Affirmative Defenses To Notice of Opposition, 

Applicant submits that there is no relationship between the numerals of the 1621 mark and an 

ingredient, quality, characteristic, function, feature, purpose or use of the goods recited in the 

instant application.  The term “1621” used by Applicant in connection with the recited goods was 

arbitrarily chosen and no amount of creative interpretation of the term “1621” results in a thin 

section roller bearing of a particular dimension. Applicant asserts that as created or “coined” 

terms for its goods, continuously used by Applicant and its predecessors-in-interest including the 

Nice Ball Bearing Company, at least as early as 1946, the 1621 mark and other “16xx” marks for 

its 1600 SERIESTM and NICE® brand of roller bearings were developed as inherently 
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distinctive trademarks of Applicant and still perform the essential trademark function of 

identifying Applicant to the purchasing public as a unique source of the recited goods. 

 

23.  In answer to paragraph 23 of the Notice of Opposition, denied. Applicant submits that 

Opposer’s counsel merely restates an objection that was addressed during prosecution of the 

instant application and, when Applicant’s use was placed in proper context, was acknowledged 

by the Examining Division as being acceptable trademark use such that the 1621 mark was 

registerable on the Principle Register as a federal trademark.  Applicant submits that its 1621 

mark is not being used as a “model number” or “part number” for a bearing of any size or type.  

For example, as was asserted during prosecution of the instant application, and as is evidenced 

from the product catalogs of record in the instant application, bearings sold under the 1621 mark 

vary depending on characteristics of use and/or manufacture.  For example, some 1621 roller 

bearings are single shield (SS) versus double shield (DS), single sealed (SC) versus double 

sealed (DC), have no shielding (NS), and/or may have components, e.g., balls or retainers, 

comprised of particular materials, e.g., a nylon ball retainer (TN) versus a steel ball retainer (J).  

Accordingly, Applicant asserts that it is only when the 1621 mark is used in connection with 

certain informational matter as a suffix thereto (e.g., the aforementioned SS, DS, SC, DC, NS, 

TN and J indicators) can this combination alphanumeric designation (e.g., 1621DCTN) even 

remotely be seen as a “make/model number” or “grade designation” identifying a specific type of 

thin section roller bearings sold under the 1621 mark and the 1600 SERIESTM and NICE® brand 

of roller bearings.  Accordingly, it is only when the mark is suffixed by such informational 

matter can the combined term (e.g., 1621DCTN) even remotely resemble a make/model number 

or grade designation, as is asserted by Opposer’s counsel.  In contrast, Applicant seeks 

registration of a “1621” trademark.  As previously submitted, the term “1621” used by Applicant 

in connection with the goods of the instant application was arbitrarily chosen and no amount of 

creative interpretation of the term “1621” results in a thin section roller bearing of a particular 

dimension.   

 

24. In answer to paragraph 24 of the Notice of Opposition, Applicant submits that paragraph 

24 merely contains legal conclusions of, or mischaracterizations of Applicant’s statements by, 
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Opposer’s counsel and, as such, Applicant is without knowledge or information sufficient to 

form a belief as to the truth of the conclusions made and, therefore, denies the same. 

 

25. In answer to paragraph 25 of the Notice of Opposition, Applicant submits that paragraph 

25 merely contains legal conclusions of, or mischaracterizations of Applicant’s statements by, 

Opposer’s counsel and, as such, Applicant is without knowledge or information sufficient to 

form a belief as to the truth of the conclusions made and, therefore, denies the same. 

 

26. In answer to paragraph 26 of the Notice of Opposition, Applicant denies that Opposer 

would be damaged by registration of the 1621 mark.  In addition, Applicant denies that the 1621 

mark is a “common designation,” as asserted by Opposer’s counsel, for any bearing products.  

As noted in Applicant’s answer at paragraph 13 of this Answer And Affirmative Defenses To 

Notice of Opposition, Applicant submits that its competitors have found legitimate ways of 

competing with Applicant by offering roller bearings of varying characteristics and sizes of their 

own without using the term 1621 to designate their goods.  Moreover, the consuming public 

recognizes the “16xx” characteristic of Applicant’s 1621 mark and of all other marks under 

Applicant’s 1600 SERIESTM and NICE® brand roller bearing product line as the primary sign of 

Applicant’s goods that uniquely identify Applicant as the source of the roller bearings sold under 

the marks.  Further, Applicant submits that paragraph 26 merely contains legal conclusions of 

Opposer’s counsel and, as such, Applicant is without knowledge or information sufficient to 

form a belief as to the truth of the conclusions made and, therefore, denies the same. 

 

27.  In answer to paragraph 27 of the Notice of Opposition, denied. 

 

28. In answer to paragraph 28 of the Notice of Opposition, Applicant submits that paragraph 

28 merely contains legal conclusions of, or mischaracterizations of Applicant’s statements by, 

Opposer’s counsel and, as such, Applicant is without knowledge or information sufficient to 

form a belief as to the truth of the conclusions made and, therefore, denies the same. 

 

29. In answer to paragraph 29 of the Notice of Opposition, Applicant submits that paragraph 

29 merely contains legal conclusions of, or mischaracterizations of Applicant’s statements by, 
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Opposer’s counsel and, as such, Applicant is without knowledge or information sufficient to 

form a belief as to the truth of the conclusions made and, therefore, denies the same.  Applicant 

also submits that during prosecution of the instant application evidence was introduced, 

including a number of Affidavits of third party bearing distributors, demonstrating that 

Applicant’s 1621 mark, and all other “16xx” marks for its 1600 SERIESTM and NICE® brand of 

roller bearings, were developed as inherently distinctive trademarks of Applicant and still 

perform the essential trademark function of identifying Applicant to the purchasing public as a 

unique source of the recited goods. 

 

30. In answer to paragraph 30 of the Notice of Opposition, Applicant submits that paragraph 

30 merely contains legal conclusions of, or mischaracterizations of Applicant’s statements by, 

Opposer’s counsel and, as such, Applicant is without knowledge or information sufficient to 

form a belief as to the truth of the conclusions made and, therefore, denies the same. 

 

31. In answer to paragraph 31 of the Notice of Opposition, Applicant submits that paragraph 

31 merely contains legal conclusions of, or mischaracterizations of Applicant’s statements by, 

Opposer’s counsel and, as such, Applicant is without knowledge or information sufficient to 

form a belief as to the truth of the conclusions made and, therefore, denies the same. 

 

32. In answer to paragraph 32 of the Notice of Opposition, Applicant submits that, as the 

record of the instant application illustrates, it has worked diligently to keep the Examining 

Division apprised of all substantive decisions involving the 1621 mark.  Applicant denies that, as 

Opposer appears to suggest, Applicant’s alleged failure to submit decisions of the District Court 

or Second Circuit Court of Appeal was done with deceptive intent.  In an abundance of caution, 

Applicant attaches hereto copies of the noted decisions, as Exhibit B and Exhibit C, respectively. 

 

33. In answer to paragraph 33 of the Notice of Opposition, Applicant admits the filing of 

August 11, 2011 Request for Suspension, however, Applicant submits that the remaining portion 

of paragraph 33 merely contains legal conclusions of, or mischaracterizations of Applicant’s 

statements by, Opposer’s counsel and, as such, Applicant is without knowledge or information 

sufficient to form a belief as to the truth of the conclusions made and, therefore, denies the same. 
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34. In answer to paragraph 34 of the Notice of Opposition, Applicant admits that on August 

26, 2011 the Examining Attorney suspended prosecution of the instant application, however, 

Applicant submits that the remaining portion of paragraph 34 merely contains legal conclusions 

of Opposer’s counsel and, as such, Applicant is without knowledge or information sufficient to 

form a belief as to the truth of the conclusions made and, therefore, denies the same. 

 

35. In answer to paragraph 35 of the Notice of Opposition, Applicant admits advising the 

Examining Attorney that the Arbitration against SKF USA, Inc., as noted in Applicant’s answer 

at paragraph 10 of this Answer And Affirmative Defenses To Notice of Opposition, was 

terminated and requesting removal of the suspension of prosecution of the instant application, 

however, Applicant submits that the remaining portion of paragraph 35 merely contains legal 

conclusions of, or mischaracterizations of Applicant’s statements by, Opposer’s counsel and, as 

such, Applicant is without knowledge or information sufficient to form a belief as to the truth of 

the conclusions made and, therefore, denies the same. 

 

36. In answer to paragraph 36 of the Notice of Opposition, Applicant admits advising the 

Examining Attorney that the Civil Action No. 3:06-cv-01380-MRK in the United States District 

Court for the District of Connecticut and the Arbitration against SKF USA, Inc., as noted in 

Applicant’s answers at paragraphs 6 and 10 of this Answer And Affirmative Defenses To Notice 

of Opposition, were terminated and requesting removal of the suspension of prosecution of the 

instant application, however, Applicant submits that the remaining portion of paragraph 36 

merely contains legal conclusions of, or mischaracterizations of Applicant’s statements by, 

Opposer’s counsel and, as such, Applicant is without knowledge or information sufficient to 

form a belief as to the truth of the conclusions made and, therefore, denies the same. 

 

37.  In answer to paragraph 37 of the Notice of Opposition, denied.  Applicant submits that 

paragraph 37 merely contains legal conclusions of, or mischaracterizations of the decision of the 

Arbitration Panel’s finding by, Opposer’s counsel.   
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38.  In answer to paragraph 38 of the Notice of Opposition, denied.  Applicant submits that 

paragraph 38 merely contains legal conclusions of, or mischaracterizations of the decisions of the 

Connecticut District Court of the Second Circuit Court of Appeals by, Opposer’s counsel.   

 

39. In answer to paragraph 39 of the Notice of Opposition, Applicant admits to the filing of 

May 15, 2013 Affidavit, however, Applicant denies that it made any statements that were 

directly contrary to any material facts.  In addition, Applicant submits that the remaining portion 

of paragraph 39 merely contains legal conclusions of, or mischaracterizations of Applicant’s 

statements by, Opposer’s counsel and, as such, Applicant is without knowledge or information 

sufficient to form a belief as to the truth of the conclusions made and, therefore, denies the same. 

 

40.  In answer to paragraph 40 of the Notice of Opposition, denied.  Applicant submits that 

paragraph 40 merely contains legal conclusions of Opposer’s counsel.   

 

41. In answer to paragraph 41 of the Notice of Opposition, denied.  Applicant submits that 

paragraph 41 merely contains legal conclusions of, or mischaracterizations of Applicant’s 

statements by, Opposer’s counsel. 

 

42. In answer to paragraph 42 of the Notice of Opposition, denied. 

 

Affirmative Defenses 

 

43. Without admitting any of the allegations of the Opposer’s claims other than those 

specifically admitted herein and, without prejudice to Applicant’s right to plead additional 

affirmative defenses as the facts may warrant, Applicant hereby asserts the following affirmative 

defenses. 

 

44. First Affirmative Defense 

 The Notice of Opposition fails to state a claim upon which relief can be granted in 

Opposition proceedings.  If Opposer, as is alleged by Opposer’s counsel in paragraph 9 of the 

Notice of Opposition, is “forever entitled to use” the 1621 mark for bearings “in a manner 
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substantially identical to the use by Applicant,” then Opposer is not damaged by registration of 

the 1621 mark.  Accordingly, following Opposer’s own reasoning, the Opposition is moot and 

without basis due at least to there being no possible injury to Opposer. 

 

45. Second Affirmative Defense 

 By submitting the Notice of Opposition and instituting the present Proceedings, Opposer 

is in violation of both an Interim Order and a Final Order of the Panel in the Arbitration between 

Applicant and SKF USA, Inc.  In particular, the majority of the Panel and the complete Panel in 

the Arbitration ordered SKF USA, Inc. to withdraw all oppositions against RBC’s trademarks 

and enjoined SKF USA, Inc. from initiating further oppositions against Applicant’s trademark 

applications.  See, an Interim Order and Award of the Panel in the Arbitration, dated March 25, 

2011 at Order Paragraph No 1, abridging pages 12 and 13 (included herein as Exhibit D), and a 

Final Order and Award of the Panel in the Arbitration, dated April 4, 2012 at Order Paragraph 

No 5 on page 25 (included herein as Exhibit E).  Opposer is a wholly owned subsidiary of SKF 

USA, Inc.  Applicant asserts that Opposer cannot participate in the present Opposition without 

inevitable disclosure or use of information provided by its patent company SKF USA, Inc. 

pursuant to a common interest privilege and without the aid, assistance and control of SKF USA, 

Inc.  As SKF USA, Inc. has been enjoined from initiating further oppositions against Applicant’s 

trademark applications, Opposer should also be enjoined.  Accordingly, this Opposition 

Proceeding should be terminated and withdrawn with prejudice. 

 

46. Third Affirmative Defense 

 Applicant’s 1621 mark is a unique identifier of the source of the recited goods.  The 1621 

mark does not describe a size or type of bearing, nor is the 1621 mark a make, model or part 

number, nor a grade designation, nor a common or generic descriptor of any type of bearing.  

Rather, the 1621 mark as used by Applicant in connection with the recited goods was arbitrarily 

chosen and no amount of creative interpretation of the term “1621” results in a thin section roller 

bearing of a particular dimension.  Applicant asserts that as a created or “coined” term for its 

goods, continuously used by Applicant and its predecessors-in-interest including the Nice Ball 

Bearing Company, at least as early as 1946, the 1621 mark and other “16xx” marks for its 1600 

SERIESTM and NICE® brand of roller bearings were developed as inherently distinctive 
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trademarks of Applicant and still perform the essential trademark function of identifying 

Applicant to the purchasing public as a unique source of the recited goods.  As was determined 

by the Examining Division during prosecution of the instant application, the 1621 mark has 

acquired distinctiveness and secondary meaning by its long use.   

 

 WHEREFORE, Applicant requests that the Board dismiss Opposer’s Notice of 

Opposition in its entirety with prejudice, that the instant application be passed to issuance, and 

that the 1621 mark be allowed registration on the Principle Register. 

 

 Applicant hereby appoints the law firm of MKG, LLC and the individual attorneys at 

such law firm, namely Michael K. Kinney, United States Patent and Trademark Office (USPTO) 

Registration No. 42,740; John H. Mutchler, USPTO Registration No. 53,362; Elizabeth A. 

Galletta, USPTO Registration No. 52,941; Robert L. Rispoli, USPTO Registration No. 43,884; 

and Christine W. Beninati, USPTO Registration No. 37,967; as its attorneys with full power of 

substitution and revocation to transact all business in and to receive all correspondence from the 

United States Patent and Trademark Office connected therewith. 

 

     Respectfully submitted, 

Date:  July 8, 2014    By: / Michael K. Kinney / 

      Michael K. Kinney 

      MKG, LLC 

  CenterPoint 

  306 Industrial Park Road, Suite 206 

  Middletown, CT 06457-1532 

   Tel: (860) 632-7200 

  Fax: (860) 632-8269 

 

  Attorney for Applicant 

   Roller Bearing Company of America, Inc.  

    and of the Bar of the State of Connecticut 
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CERTIFICATE OF SERVICE 

 

 The undersigned hereby certifies that a copy of the foregoing ANSWER AND 

AFFIRMATIVE DEFENSES TO NOTICE OF OPPOSITION has been served by First Class 

mail, this 8th day of July, 2014 upon the attorney for Opposer, at the following address: 

 

Thomas C. McDonough, Esq. 

NEAL, GERBER & EISENBERG LLP 

Two North LaSalle Street, Suite 1700 

Chicago, Illinois  60602 

 

With courtesy copy by email to: 

 Thomas C. McDonough at tmcdonough@ngelaw.com 

     /Michael K. Kinney/ 

     Michael K. Kinney 

     MKG, LLC 

 

 

Dated:     July 8, 2014       / Michael K. Kinney /  

       Michael K. Kinney 

       USPTO Reg. No. 42,749 

       MKG, LLC 

       306 Industrial Park Road, Suite 206 

       Middletown, CT  06457 

       Phone: (860) 632-7200  

       Fax: (860) 632-8269 

       Email:  kinney@mkgip.com 

       Attorney for Applicant and of the Bar 

     of the State of Connecticut�
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This case was not selected for publication in the Fed-
eral Reporter. 
 

United States Court of Appeals, 
Second Circuit. 

RBC NICE BEARINGS, INC., Roller Bearing 
Company of America, Plaintiffs–Counter–

Defendants–Appellants, 
v. 

PEER BEARING COMPANY, Defendant–Counter–
Claimant–Appellee. 

 
No. 10–0383–cv. 
Dec. 15, 2010. 

 
Background: Trademark holder brought federal 
trademark infringement action and related state claims 
against competitor, alleging that competitor had 
adopted the same “1600” series designation that 
holder had long used for its equivalent inch-based ball 
bearings more than three years before it filed suit. The 
United States District Court for the District of Con-
necticut, Vanessa L. Bryant, J., 676 F.Supp.2d 9, 
entered summary judgment in favor of competitor, and 
holder appealed. 
 
Holdings: The Court of Appeals held that: 
(1) trademark holder knew or should have know that 
competitor had adopted the same “1600” series des-
ignation that holder had long used for its equivalent 
inch-based bearings more than three years before it 
filed suit, and thus presumption of laches applied; 
(2) presumption of prejudice applied to support 
competitor's laches defense; 
(3) competitor did not act in bad faith; and 
(4) each alleged act of trademark infringement did not 
create a new limitations period for the state law 
claims. 

  
Affirmed. 

 
West Headnotes 

 
[1] Trademarks 382T 1612 
 
382T Trademarks 
      382TIX Actions and Proceedings 
            382TIX(C) Evidence 
                382Tk1601 Presumptions and Burden of 
Proof 
                      382Tk1612 k. Defenses, excuses, and 
justifications. Most Cited Cases  
 

Applying Connecticut's analogous three-year 
statute of limitations for fraud claims, trademark 
holder knew or should have know that its competitor 
had adopted the same “1600” series designation that 
holder had long used for its equivalent inch-based ball 
bearings more than three years before it filed suit, and 
thus presumption of laches applied and burden was on 
holder to demonstrate its inapplicability in its trade-
mark infringement action; allegedly infringing con-
duct had begun over 40 years earlier, and had holder 
made even the most limited inquiry about its compe-
tition, it would easily have discovered competitor's 
catalogs, which for many years had openly advertised 
its “1600” series bearings. 
 
[2] Trademarks 382T 1612 
 
382T Trademarks 
      382TIX Actions and Proceedings 
            382TIX(C) Evidence 
                382Tk1601 Presumptions and Burden of 
Proof 
                      382Tk1612 k. Defenses, excuses, and 
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justifications. Most Cited Cases  
 

Presumption of prejudice applied to support 
competitor's laches defense in trademark holder's 
infringement action, based on competitor's use of the 
same “1600” series designation that holder had long 
used for its equivalent inch-based ball bearings; 
competitor had used the same series designation for 
more than 40 years, and many of the individuals with 
knowledge regarding relevant issues were dead, in-
cluding the competitor's employee who participated in 
the naming of the “1600” series and had intimate 
knowledge of competitor's trademark practice. 
 
[3] Trademarks 382T 1534 
 
382T Trademarks 
      382TVIII Violations of Rights 
            382TVIII(D) Defenses, Excuses, and Justifi-
cations 
                382Tk1533 Delay in Assertion of Rights; 
Laches 
                      382Tk1534 k. In general. Most Cited 
Cases  
 

Trademark holder's competitor did not act in bad 
faith when it adopted the same “1600” series desig-
nation that holder had long used for its equivalent 
inch-based ball bearings, so as to preclude competitor 
from raising laches defense in holder's trademark 
infringement action; although competitor was aware 
of holder's trademark when it adopted its “1600” se-
ries designation, its catalogs and packaging always 
clearly and prominently labeled its bearings with its 
corporate name and logos, and there was no evidence 
that competitor acted to free-ride on holder's reputa-
tion or confuse customers about the origin of its 
product. 
 
[4] Limitation of Actions 241 58(1) 
 

241 Limitation of Actions 
      241II Computation of Period of Limitation 
            241II(A) Accrual of Right of Action or De-
fense 
                241k58 Liabilities Created by Statute 
                      241k58(1) k. In general. Most Cited 
Cases  
 
Limitation of Actions 241 95(7) 
 
241 Limitation of Actions 
      241II Computation of Period of Limitation 
            241II(F) Ignorance, Mistake, Trust, Fraud, and 
Concealment or Discovery of Cause of Action 
                241k95 Ignorance of Cause of Action 
                      241k95(7) k. Injuries to property. Most 
Cited Cases  
 

Under Connecticut's three-year limitations period 
applicable to state claims related to alleged trademark 
infringement, each alleged act of trademark in-
fringement did not create a new limitations period, 
where trademark holder knew or should have known 
of the alleged acts of infringement more than three 
years before filing suit. 
 
Trademarks 382T 1800 
 
 382T Trademarks 
      382TXI Trademarks and Trade Names Adjudi-
cated 
            382Tk1800 k. Alphabetical listing. Most Cited 
Cases  
 

1600 Series. 
 
*363 Appeal from the United States District Court for 
the District of Connecticut (Vanessa L. Bryant, 
Judge). 
UPON DUE CONSIDERATION, IT IS HEREBY 
ORDERED, ADJUDGED, AND DECREED that the 
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judgment of the district court is AFFIRMED.*364 
Joseph W. Martini (Aaron S. Bayer, on the brief), 
Wiggin and Dana LLP, New Haven, CT, for Appel-
lants. 
 
Thomas C. McDonough (James P. Muraff, Thomas E. 
Williams, and Stephen Fedo, on the brief), Neal, 
Gerber & Eisenberg, LLP, Chicago, IL, for Appellee. 
 
PRESENT: GERARD E. LYNCH, DENNY CHIN, 
Circuit Judges, EDWARD R. KORMAN, District 
Judge.FN* 
 

FN* Honorable Edward R. Korman of the 
United States District Court for the Eastern 
District of New York, sitting by designation. 

 
SUMMARY ORDER 

**1 Plaintiffs-counter-defendants-appellants 
RBC Nice Ball Bearing and Roller Ball Bearing 
Company of America (together, “Nice” ) appeal from 
that portion of an October 29, 2009 judgment of the 
United States District Court for the District of Con-
necticut (Bryant, J.) granting summary judgment on 
Nice's federal trademark claims to defend-
ant-counter-claimant-appellee Peer Bearing Company 
(“Peer” ) on the basis of laches and dismissing Nice's 
related Connecticut state law claims as barred by the 
applicable statutes of limitations. We assume the par-
ties' familiarity with the underlying facts and the 
procedural history of the case, which we reference 
only as necessary to explain our decision. 
 

DISCUSSION 
I. Trademark Claims 

Summary judgment is appropriate when, drawing 
all reasonable inferences in favor of the non-moving 
party, “ there is no genuine dispute as to any material 
fact and the movant is entitled to judgment as a matter 
of law.” Fed.R.Civ.P. 56(a); see also Miller v. Wolpoff 

& Abramson, L.L.P., 321 F.3d 292, 300 (2d Cir.2003). 
Though this Circuit has not yet settled on the appro-

priate standard to review a grant of summary judgment 
based on laches, compare Hermes Int'l v. Lederer de 

Paris Fifth Ave., Inc., 219 F.3d 104, 107 (2d Cir.2000) 
(applying de novo review), with Eppendorf–Netheler–

Hinz GMBH v. Nat'l Sci. Supply Co., 14 Fed.Appx. 
102, 105 (2d Cir.2001) (applying abuse of discretion 
review), in this case the precise standard is immaterial: 
we reach the same conclusions as the district court and 
so we would affirm its decision regardless of the ap-
plicable standard. 
 

Laches bars a claim for relief under federal 
trademark law where (1) the “plaintiff had knowledge 
of [the] defendant's use of its marks” and “ inexcusably 
delayed in taking action,” and (2) the “defendant will 
be prejudiced by permitting [the] plaintiff ... to assert 
its rights at this time.” Saratoga Vichy Spring Co. v. 

Lehman, 625 F.2d 1037, 1040 (2d Cir.1980) (internal 
quotation marks omitted). The “burden of proving or 
rebutting the defense [of laches]” is determined by 
reference to “analogous [state] statutes of limitation.” 
Conopco, Inc. v. Campbell Soup Co., 95 F.3d 187, 191 
(2d Cir.1996) (internal quotation marks omitted). 
“When a suit is brought within the time fixed by the 
analogous statute, the burden is on the defendant” to 
demonstrate the applicability of the laches defense. Id. 
(internal quotation marks omitted). “On the other 
hand, when the suit is brought after the statutory time 
has elapsed, the burden is on the complainant to aver 
and prove the circumstances making it inequitable to 
apply laches to his case.” Id. (internal quotation marks 
omitted). As the district court found, Connecticut's 
three-year statute of limitations for fraud determines 
*365 which party has the burden of proving the ap-
plicability or inapplicability of the laches defense in 
this case. RBC Nice Bearings, Inc. v. Peer Bearing 

Co., 676 F.Supp.2d 9, 25 (D.Conn.2009); see also 

Argus Res. Group, Inc. v. Argus Media, Inc., 562 
F.Supp.2d 260, 273 (D.Conn.2008), citing Conopco, 
95 F.3d at 191. Nice filed its complaint on September 
5, 2006 and so the pertinent date for laches purposes is 
September 5, 2003. 
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A. Knowledge of Peer's Use of 1600 Series Designa-

tion 
**2 [1] Nice's claims revolve around Peer's 

adoption of the same 1600 Series designation Nice had 
long used for its equivalent inch-based bearings. The 
only reasonable inference that can be drawn from the 
record is that Nice should have known of Peer's al-
legedly infringing conduct—which began no later 
than 1961—well before September 5, 2003. Nice's 
argument that it was “at most ... aware of Peer's sale of 
equivalent bearings ... and not Peer's infringing sale of 
bearings actually using the 1600 SERIES trademark” 
misses the point. Actual knowledge of Peer's allegedly 
infringing conduct is not required: the applicable lim-
itations period is triggered once Nice “should have 
known” about it. ProFitness Physical Therapy Ctr. v. 

Pro–Fit Orthopedic & Sports Physical Therapy P.C., 
314 F.3d 62, 70 (2d Cir.2002). “ [T]he law is well 
settled that where the question of laches is in issue the 
plaintiff is chargeable with such knowledge as he 
might have obtained upon inquiry, provided the facts 
already known by him were such as to put upon a man 
of ordinary intelligence the duty of inquiry.” Johnston 

v. Standard Min. Co., 148 U.S. 360, 370, 13 S.Ct. 585, 
37 L.Ed. 480 (1893); see also Polaroid Corp. v. Po-

larad Elecs. Corp., 182 F.Supp. 350, 356 
(E.D.N.Y.1960), aff'd, 287 F.2d 492 (1961). 
 

By 2002, Nice was aware that some of its largest 
customers had begun sourcing their 1600 Series 
bearings from Peer instead. (Indeed, Nice was aware 
of at least one such sale as early as 1997.) Nice was 
also aware that Peer was marketing its products as 
equivalent to Nice's 1600 Series bearings. Had Nice 
made even the most limited inquiry about its compe-
tition, as a reasonable business would have, it would 
easily have discovered Peer's catalogs, which for 
many years had openly advertised its 1600 Series 
bearings. We conclude, as did the district court, that 
any reasonable factfinder would be compelled to find 
that Nice should have known about Peer's allegedly 

infringing conduct well before September 5, 2003 and, 
as a result, the presumption of laches applies and the 
burden is on Nice to demonstrate its inapplicability to 
this case. 
 
B. Unreasonable Delay in Filing Suit 

Nice offers no evidence to rebut the presumption 
of unreasonable delay and therefore its more than 
five-year delay before filing suit was unreasonable as 
a matter of law. 
 
C. Prejudice 

[2] Peer strengthens the presumption of prejudice 
in its favor by noting its continuous use of the 1600 
Series designation for nearly half a century and the 
difficulties posed by defending this action after so 
many years have passed. Not only have memories 
faded and documents been lost, but, as the district 
court found, many of the “ individuals who would have 
knowledge regarding the issues relevant to this case 
are now dead,” RBC Nice Bearings, Inc., 676 
F.Supp.2d at 27, including Robert Balderston, a Nice 
employee from 1940 until 1972 who participated in 
the naming of the 1600 Series and had intimate 
knowledge of Nice's trademark practices, and *366 
died in 2008. Nice fails to adequately rebut this evi-
dence or to raise a material issue of fact that would 
undermine the presumption of prejudice in this case. 
 

D. Bad Faith as a Bar to Raising Laches Defense 
 

Nice argues that the district court erred in per-
mitting Peer to raise laches as a defense. As Nice 
points out, Laches cannot be raised by “one tainted 
with inequitableness or bad faith relative to the matter 
in which he seeks relief.” Precision Instrument Mfg. 

Co v. Auto. Maint. Mach. Co., 324 U.S. 806, 814, 65 
S.Ct. 993, 89 L.Ed. 1381 (1945). In the trademark 
context, bad faith requires a showing that the junior 
user “ inten[ded] to promote confusion or exploit [the 
senior user's] good will or reputation.” Star Indus., 

Inc. v. Bacardi & Co., 412 F.3d 373, 388 (2d 
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Cir.2005). As this Court stated in Hermes, the laches 
defense is inapplicable where the junior user “ inten-
tionally traded off the [senior user's] name and pro-
tected products.” 219 F.3d at 107. 
 

**3 [3] Nice cobbles together words and phrases 
from the deposition of Peer's founder, Laurence 
Spungen (“Spungen”)—who made the decision to 
adopt the 1600 Series designation as Peer's own—that 
it believes show bad faith. Spungen testified that, in 
adopting the 1600 Series designation, he was aware 
that Nice was using the same designation and that 
customers “ in some respect” associated Nice with 
1600 Series bearings. He also admitted that Nice's use 
of the 1600 Series designation “had some influence” 
on his decision to adopt the same designation. 
 

While Spungen's deposition demonstrates his 
knowledge of Nice's prior use of the mark, more than 
mere knowledge is required; to forestall the laches 
defense, there must be a finding of the infringer's 
intent “ to promote confusion or exploit [plaintiff's] 
good will or reputation.” Star Indus., 412 F.3d at 388. 
Nothing in the record contradicts Spungen's disavowal 
of such an intention, and much evidence corroborates 
it. For example, it is undisputed that Peer's catalogs 
and packaging always clearly and prominently labeled 
its bearings with Peer's corporate name and logos, 
which Nice does not claim are similar to its own. 
Moreover, “Spungen later testified that, at the time he 
adopted the 1600 Series designations, he did not be-
lieve that Nice bearings were good quality,” which the 
district court concluded “belie[d] any inference that 
[he] wanted customers to confuse or otherwise asso-
ciate his bearings with Nice bearings.” RBC Nice 

Bearings, 676 F.Supp.2d at 25–26. (In fact, it is un-
disputed that Peer's 1600 Series bearings met the ap-
plicable Annular Bearing Engineering Committee 
standard, while Nice's bearings did not.) Furthermore, 
Nice does not contest Peer's evidence that the sophis-
ticated purchasers who are both companies' customers 
independently test the quality of bearings they receive, 

so that the series number matters much less than 
whether the specific bearing purchased meets the 
customer's requirements. On this record, no factfinder 
could conclude that Spungen adopted the 1600 Series 
designation in order to free-ride on Nice's reputation 
or confuse customers about the origin of his product. 
Peer was therefore free to raise laches as a defense to 
Nice's claims of infringement. 
 
II. Connecticut State Law Claims 

[4] Nice alleges various state law causes of action 
predicated on the same factual assertions as its federal 
trademark claims. While conceding that a three-year 
limitations period applies to these claims and that the 
limitations period accrues on the date of infringement, 
Nice insists that each allegedly infringing action cre-
ates a new three-year limitations period and so *367 
its claims are not time-barred insofar as they reference 
allegedly infringing actions taken by Peer within three 
years of Nice's 2006 complaint. 
 

Nice fails to identify a single case applying 
Connecticut law in the manner it suggests to the 
causes of action at issue in this case. Nor could it. In a 
closely analogous case addressing a counterclaim 
alleging ongoing violations of the Connecticut 
Trademark Statute, fraud, unfair trade practices, tor-
tious interference, and breach of contract, a Connect-
icut state court held that “ to allow the defendants to 
now come forward and pursue these allegations ... 
after knowing of the violations for almost a decade 
would violate the purpose of a statute of limitations, 
which ‘ is to prevent the unexpected enforcement of 
stale claims.’ ” S. Pope Inc. v. Pope Exterminating, 
No. 66712, 1993 WL 489708, at *3 (Conn.Super.Ct. 
Nov. 17, 1993), quoting Vilcinskas v. Sears, Roebuck 

& Co., 144 Conn. 170, 174–75, 127 A.2d 814 (1956); 
see also Argus Research Group, 562 F.Supp.2d at 
279–81; Roberto's, Inc. v. Mirafrore, No. CV 
940312295S, 1996 WL 150379, at *2 (Conn.Super.Ct. 
Mar. 12, 1996). The same is certainly true here. Fur-
thermore, under Connecticut law, “ [t]he doctrine of 
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laches applies where a trademark owner has ignored a 
known infringer of his mark for a considerable length 
of time.” Roberto's, 1996 WL 150379, at *2, citing 
Polaroid, 287 F.2d at 492. But see P & S Contractors 

v. Tig HitCo, Inc., No. HHBCV085010760S, 2009 
WL 1424612, at *5 n. 9 (Conn.Super.Ct. Mar. 31, 
2009) (“As for whether laches may be a defense ... the 
law is unsettled.” ). We therefore affirm the district 
court's dismissal of Nice's state law claims as 
time-barred. 
 

CONCLUSION 
**4 We have considered all of Nice's remaining 

arguments and find them to be without merit. Ac-
cordingly, the judgment of the district court is AF-
FIRMED. 
 
C.A.2 (Conn.),2010. 
RBC Nice Bearings, Inc. v. Peer Bearing Co. 
410 Fed.Appx. 362, 2010 WL 5151233 (C.A.2 
(Conn.)) 
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