Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA639510

Filing date: 11/17/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91215850
Party Plaintiff
Saint-Gobain Abrasives, Inc.
Correspondence NICOLE K MCLAUGHLIN
Address DUANE MORRIS LLP
30 S 17TH STREET
PHILADELPHIA, PA 19103
UNITED STATES
nkmclaughlin@duanemorris.com
Submission Other Motions/Papers
Filer's Name Nicole K. McLaughlin
Filer's e-mail nkmclaughlin@duanemorris.com
Signature INKM/
Date 11/17/2014
Attachments Motiontodisqualify2.pdf(3954574 bytes )



http://estta.uspto.gov

EXHIBIT K



T2 Fann 1478 (Rew £2006)
QWS e 085710009 (Exp 12631/2014)

Trademark/Service Mark Application, Principal Register

Serial Number: 85871046
Filing Date: 03/08/2013

The table below presents the data as entered.

I SERIAL

| NUIV[BER 85871046
 MARK INFORMATION
AVARK \\T[CRS\EXPORTl 6\IMAG EOUT l 6\85 8\710\8587 1 046\xm| 1\

APPOOOZ JPG

SPECIAL FORM YE.S

USPTO-
GENERATED NO
lMAGE

COLUR MARK YES

COLDR(S)

' CLAIMED The color(s) blue is/are claimed as a feature of the mark.
(lf appllcable)

The mark conmsts of the color blue f‘cu the supporting sponge of the sanding |
*DESCRIPTION | Sponge identified as the goods. The matter in broken lines is not part of the |
OF THE MARK mark and serves only to show the position of the mark. The color blue is the

(and Color color of the interior sponge of a sanding block including an outer abrasive
L““:‘_““l'"lv F)f surface. The color BLUE, which is the mark for which registration is being
applicable

sought, is the color of the central member of the sanding sponge, and the
dr awmg deplcts this locatlcm in an cnd elevatlonal v:ew of the sponge.

PIXEL COUNT
ACCEPTABLE YES

PIXEL COUNT 940 X 250

REGISTER | Pr lntlpal

\ APPLICANT INFORJ\'MTION

[a s Wea i
MO;;I;I{ER oF ‘ Webb Manufacturing Corporation
*STREET I 1241 Carpenter Street

*CITY ' Philadelphia




*STATE

(Required for U.S.
| applicants)
 #*COUNTRY

*ZIP/POSTAL
CODE
(Required for U.S.

applicants only)

 LEGAL ENTITY INFORMATION

‘ TYPE

! STATE/COUNTRY

| OF
| INCORPORATION

ll GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL
| CLASS

|
IDENTIFICATION
| FILING BASIS

FIRST USE
| ANYWHERE
‘ DATE

' FIRST USE IN

|
Pennsylvania

|
| United States

119147

‘ corporation

Pennsylvania

1003
|
| sanding sponge

SECTION I(a)

Al least as early as 10/01/2003

' COMMERCE At least as early as 10/01/2003
| DATE ‘
\ SPECIMEN FILE NAME(S) ‘
ORIGINA <
PDF FILE SPEQ0-7241922-104840747 . blue use.pdf
CONVERTED |
| PDF FILE(S) WTICRS\EXPORT16\MMAGEOUT16\858\710\85871046\xmII\APP0003.JPG
! (2 pages)
‘ |\WTICRS\EXPORT16\IMAGEOUT16\858\710\85871046\xm!1\APP0004.JPG
! SPECIMEN a printout obtained from Applicant's website showing use of the design mark
DESCRIPTION in connection wtih sanding sponges

SECTION 2(f)
; Claim of Acquired
. Distinctiveness,
based on Use

 ADDITIONAL STATEMENTS SECTION

The mark has become distinctive of the goods/services through the applicant's |
substantially exclusive and continuous use in commerce that the U.S. '
Congress may lawfully regulate for at least the five years immediately before

the date of this statement. '

ATTORNEY INFORMATION

NAME

Manny D. Pokotilow



ATTORNEY
DOCKET
NUMBER

| FIRM NAME

| INTERNAL
| ADDRESS

S1REPI |
| ary

| STATE

| COUNTRY

ZIP/POSTAL
CODE

PHONE

’ FAX

' 215 751 1142

; W1005/30003 ‘
| CAESAR, RIVISE, BERNSTEIN, COHEN & POKOTILOW, LTD.

' 7 Penn Center - 12th Floor ‘

| 1635 Market Street

' Philadelphia
| Pennsylvania
Y

United States
‘ 19103-2212

215 567 2010

___,_. —— — = = —

| EMAIL ADDRESS | trademarks(,mbCp com

| AUTHORIZED TO
| COMMUNICATE

' VIA EMAIL

OTHER
APPOINTED
ATTORNEY

Yes ,

Stanley H. Cohen, Esq., Manny D. Pokotilow Barry A. Stein, Esq., Martin L.
Faigus, Esq., Eric S. Marzluf, Esq., Robert S. Silver, Esq., Michael J.
Berkowitz, Esq., Scott M. Slomowitz, Esq., David M. Tener, Esq., James J.
Kozuch, Esq.,Salvatore R. Guerriero, Esq.. Gary A. Greene, Esq., Michael
Cornellson Esq.,

‘ CORRESPONDENCE INFORMATION

NAME

FIRM NAME

INTERNAL
 ADDRESS
| STREET

| STATE

CITY

COUNTRY

ZIP/POSTAL
CODE

PHONE

FAX

Manny D Pokottlow |

‘CAESAR RIVISE, BERNS T'EIN, CDHEN& I’DKOIILOW LTD

|
‘ 1635 Mal ket Stl eet

} 7 Penn Center - 12th Floor [
i

Phlladelphla
Pennsylvania

United States
‘ 19103-2212

j 215-567-2010 ‘
215-751-1142 |



1| EMAIL ADDRESS

' AUTHORIZED TO

trademarks@crbep.com

| COMMUNICATE | Yes
| VIA EMAIL
FEE INFORMATION
NUMBER OF } 1
CLASSES
 FEEPERCLASS | 325
*TOTAL FEE DUE | 325
*TOTAL FEE
PAID 325
SIGNATURE INFORMATION
 SIGNATURE /steven krupnick/
i zlf;:éATORY's Steven Krupnick
SIGNATORY'S i
POSITION President
DATE SIGNED 03/08/2013
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Trademark/Service Mark Application, Principal Register

Serial Number: 85871046
Filing Date: 03/08/2013

To the Commissioner for Trademarks:

MARK: (Stylized and/or Design, see marl)
The color(s) blue is/are claimed as a feature of the mark. The mark consists of the color blue for the
supporting sponge of the sanding sponge identified as the goods. The matter in broken lines is not part of
the mark and serves only to show the position of the mark, The color blue is the color of the interior
sponge of a sanding block including an outer abrasive surface. The color BLUE, which is the mark for
which registration is being sought, is the color of the central member of the sanding sponge, and the
drawing depicts this location in an end elevational view of the sponge.
The applicant, Webb Manufacturing Corporation, a corporation of Pennsylvania, having an address of
1241 Carpenler Street
Philadelphia, Pennsylvania 19147
United States

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following;:

[nternational Class 003: sanding sponge

In International Class 003, the mark was first used by the applicant or the applicant's related company or
licensee or predecessor in interest at least as early as 10/01/2003, and first used in commerce at least as
early as 10/01/2003, and is now in use in such commerce. The applicant is submitting one(or mote)
specimen(s) showing the mark as used in commerce on or in connection with any item in the class of
listed goods and/or services. consisting of a(n) a printout obtained from Applicant's website showing use
of the design mark in connection wtih sanding sponges.

Original PDF file:
SPEQ-7241922-104840747 . blue use.pdf
Converted PDF file(s) (2 pages)
Specimen Filel

Specimen File2

The mark has become distinctive of the goods/services through the applicant's substantially exclusive and
continuous use in commerce that the U.S. Congress may lawfully regulate for at least the five years
immediately before the date of this statement.



The applicant's current Attorney Information:

Manny D. Pokotilow and Stanley H. Cohen, Esg., Manny D. Pokotilow Barry A, Stein, Esq., Martin L.
Faigus, Esq., Eric S. Marzluf, Esq., Robert §. Silver, Esq., Michael J. Berkowitz, Esq., Scott M.
Slomowitz, Esq., David M. Tener. Esq., James J, Kozuch, Esq.,Salvatore R. Guerriero, Esq., Gary A.
Greene, Esq., Michael Cornelison, Esq., of CAESAR, RIVISE, BERNSTEIN, COHEN & POKOTILOW,
L.TD.

7 Penn Center - 12th Floar
1635 Marlet Street
Philadelphia, Pennsylvania 19103-2212
United States
The attorney docket/reference number is W1005/30003.

The applicant's current Correspondence Information:
Manny D. Pokotilow
CAESAR, RIVISE, BERNSTEIN, COHEN & POKOTILOW, LTD.

7 Penn Center - 12th Floor
1635 Market Street

Philadelphia, Pennsylvania 19103-2212
215-567-2010(phone)
215-751-1142(fax)
trademarks(@crbep.com (authorized)

A fee payment in the amount of $325 has been submitted with the application, representing payment for |
class(es).

Declaration

The undersigned. being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or. if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce. either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/setvices of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Declaration Signature

Signature: /steven krupnick/ Date: 03/08/2013
Signatory's Name: Steven Krupnick
Signatory's Position: President

RAM Sale Number: 85871046

RAM Accounting Date: 03/11/2013



Serial Number: 85871046

Internet Transmission Date: Fri Mar 08 14:27:43 EST 2013
TEAS Stamp: USPTO/BAS-72.4.192.2-2013030814274365585
6-85871046-500c34e16710141493774914chalb
657413fdc80aa514c23818c7d3b68edMcelc-DA
-967-20130308111442623797
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Response to Office Action

The table below presents the data as entered.

Laput Fleld Kntered :
\ SERIAL NUMBER | 85871046
Bl . R
LAW OFFICE
l et LAW OFFICE 114
'MARK SECTION (no change)
 ARGUMENT(S)

Responsive to the Official Action dated July 2, 2013, Applicant states that Applicant is the owner of
' United States Certificate of Registration No. 3, 621,251.

Applicant gratefully acknowledges the Examining Attorney’s finding that there are no conflicting
marks that would bar registration.

With respect to Sections 1, 2 and 45 color refusal., Applicant states that as will be seen from the
requested information, Applicant’s mark has become distinctive of’ Applicant’s goods.

In response to the request for information and documents (set forth below), Applicant states as follows:

1. An explanation as to whether the identified color serves any purpose as used on the goods:
Applicant’s color blue serves only one purpose — to identify Applicant as the source of the
sanding sponge it makes which is a high quality sanding sponge.

2. An explanation as to whether the identified color is a natural by-product of the
manufacturing process for the goods: Applicant states it is not.

3. Any available advertising, promotional or explanatory literature concerning the goods,
particularly any material that relates specifically to the applied-for color mark: Applicant has
attached such literature to this Response.

4. An explanation as to whether any statutes, regulations. ordinances, codes or indusiry
standards require, regulate and/or standardize the use of the identified color on the goods:
Applicant states that there are no such standards, regulations, ordinances, codes or industry
standards regulating the use of the identified color on the goods.

5. An explanation as to whether the use of the identified color in applicant’s industry and any
other similar use of color in Applicant’s industry: Applicant states that except for a new entry
into the field of a competitor, which company has been advised of infringement, Applicant has
| been the exclusive user of blue for its sanding sponges since Applicant began using the mark in
' 2003.

|

6. An explanation describing any other similar use of color by Applicant: Applicant states that




it has not used any other color similarly with respect to any of its products.

\ 7. Any explanation as to whether competitors produce the goods in the identified color and in
colors other than the identified color: Applicant respectfully calls the Exaimining Attorney’s
attention to Response No. 5. [n addition, as is seen in the attached Exhibit FF which shows

‘ competitive goods, none of the competitors other than Norton, which use is very recent, uses a
blue sanding sponge.

8. Color photographs and color advertisements showing competitive goods in Applicant’s

industry: Applicant has attached as Exhibit F color prints retrieved from the internet of

competitive goods in Applicant’s industry. |

With respect to the Examining Attorney’s statement that five year’s use is insufficient to show
acquired distinctiveness, Applicant respectfully states that Applicant’s substantially exclusive and
continued use is now more than 10 years and during that period Applicant has spent at least
$1,246.668.00 promoting the color blue for its sanding sponge product. Applicant has spent such
amounts on promotional items such as hats and t-shirts, tradeshows and advertising all of which feature
the color blue for Applicant’s sanding sponge products. In addition, Applicants does promotional
! shows for approximately 50 of its 150 distributors using Applicant’s promotional materials.

In addition to the substantial amount of promotional material, which also include distributor’s |
brochures, Applicant utilizes on its advertising the phrase “THE BLUE BLOCK™ to further the
association between the color blue of the sanding sponge and Applicant as the source. Applicant has
also been orally advised by its distributors that it has customers that will only purchase Applicant’s
product with the blue block. In addition, an email showing this testimonial is attached as Exhibit C.
Until recently, Applicant has used the mark continuously without any competitors using such a color for
their sanding sponges. Only recently has a competitor named Norton begun using the blue color on a
sanding sponge and it has been sent a letter by counsel to cease and desist from doing so.

In support of the statements made herein, Applicant is attaching the following exhibits: |

Exhibit A — \

' A-1 aretail catalog of which over 58,000 were distributed to the entire customer base of Applicant and
prospective customers. [t was also distributed at tradeshows along with samples of Applicant’s

product.
|

' A-2 is a shelf talker used by Applicant displayed in 3,000 retail stores in the United States.

A-3 is Applicant’s sanding sponge brochure of which more than 58,000 copies were distributed to
Applicant’s customer base and prospective customers. ‘

A-4 is an Abrasive banner of Applicant which is displayed at 50 major industry trade shows across the
United States annually. |

' A-5 is a photograph of a floor display dump bin which is displayed in 3,000 paint retail stores in the ‘
| United States.

' A-6 is a collection of Applicant’s flyers which are sent to Applicant’s mailing and email list that
| consist of 58.000 customers.

A-7 shows representative advertisement for Applicant’s product on page 10 of the Magazine Paint |
Dealer.

|
A-8 is Applicant’s brochure which is wrapped around Applicant’s blue sponges and distributed to



 existing and prospective customers as samples.
A-9 is a photograph of Applicant’s shipping/display box for Applicant’s products. ‘
Exhibit B — sample of customer advertising ‘
B-1 is a copy of customer advertising of Hamilton Distributing Company

B-2 consists of online customer advertising for Applicant’s product at www.bigpaintstore.com,
www.builderdepot.com, www.walltools.com, www.sears.com, www.pcworld.com, wwiw.amazon.com,
www.all-wall.com, and www.heartlandhardwoods.com

' B-3 is a 2013 Wind-lock brochure featuring Applicant’s products.

Exhibit C is an email of one of Applicant’s customers, Wind-lock who referred to Applicant’s sanding
sponges as “the blue sponge™.

Exhibit D is a flyer of Toll Source Warehouse which specifically feature the fact that it was selling
- Applicant’s sponges again by stating “Blue Sponges Are Back™.

' Exhibit E — copies of two magazines showing Applicant’s product featured.
E-1 Cabinet Maker

E-2 PWC Paint & Wallcovering Contractor

Exhibit F is a printout of competitor advertising found on the internet showing that with the exception of
the recently introduced Norton product, there aren’t any sanding sponges on the market. other than
| Applicant’s which use the color blue.

Exhibit G is a photograph of Applicant’s promotional hat and t-shirt.

Applicant is verifying herewith with a signed Declaration that the foregoing information is true and
correct. ‘

In light of the foregoing, it is reﬁpecrfully submitted that the application is now in condition For
publication and such favorable action is respectfully requested.

EVIDENCE SECTION
EVIDENCE FILE NAME(S)

ORIGINAL PDF FILE | evi_7241922-114633781 . exhibit Al to A3.pdf
CONVERTED PDF 1

FILE(S) WTICRS\EXPORTI6MMAGEOQUT 16\858\710\85871046\xmI5\ROA0002 JPG
(28 pages)

\
\
WTICRS\EXPORTI6MMAGEOUTI6\858\710\85871046\xmIS\ROA0003, IPG l
\\'l ICRS\EXPORTIGIMAGEOUT 16\838\710\8‘1871 046\xmIS\ROA0004. JPG |

\\TICRS\EXPORTI ONMAGEOUT 16\838\710\85 871046\xmIS\ROA0005.J PG

5 \\TICRS\EXPORT 16\IMAGEOUT16\858\710\85871046\xmIS\ROA0006./PG
! WTICRS\EXPORT16MMAGEOUT16\858\710185871046\xmIS\ROAQ007.JPG




ORIGINAL PDF FILE

CONVERTED PDF
FILE(S)
(16 pages)

}\\'l [CRS\EXPOR[ lG\lMAGEOU T16\858\710\85871046\xmIS\ROAQ0! | JPG

\\T[C RS\EXPORT G\IMAG EO UT 1 6\85 8\71 0\83 87 | 046\\:1'1 I:\ROAOO 1 8. J PG

\\TI(L RS\EXPORT I 6\! MAGEOUT I 6\858\7 l 0\8587 1 O46\xm|5\RDA0024 JPG

' \\TILRS\EXPORTIS\IMAGEOUI 16\338\710\8587IO%\\{]HIS\ROAOOOS JPG |

| WTICRS\EXPORTI 6\1MAC:EOUT I 6\858\7 | 0\8587 l D46\xml§\ROA0009 JPG l

WTICRS\EXPORTIOMMAGEOUT 1 6\858\7 1018587 1 046\xmIS\ROA0010.JPG \

‘ WTIC RS\E‘{PORTM\IMAGFOU I'16\858\710\85 871046\x|11l:>\ROA00l2 PG

\ WIICRS\EX PDRT L6\l MAGEDU [16\858\710\85871 046\xn115\l{OA00] 3.JPG

‘ WTICRS\EXPORTISMMAGEOUT16\858\710\85871 O46\*{ml5\ROAOU 14. .IPG

\\TICRS\EXPORT]6\]MAGFOUTI(S\SSS\?’ID\SSS? 1046\xmIS\ROAQ015 JP(.: ‘

\\TICRS\EXPOM lﬁ\lMAGLOU F16\858\7] 0\85871046\xmi5\ROAOOI6.JPG
\\TlCRS\EXPORTl 6\1MAGEOU l"l 6\858\71 0\8587 | 046\?\11115\ROAO0I X JPG

\\TICRS\EXPORTI 6\[MAGEOUT | 6\858\7 I 0\35 871 D46\xmb\ROA00 1 9..[ PG

\\TICRS\EXPORTI 6\[ MAG EOUTI 6\83 8\710\85871 046\}{1\115\ROA0020 JPCr

\.\TICRS\EXPORT] 6\IMAGI:OUTI 6\858\7 1 0\85 87 | 046\x1nlS\ROAOO7 I .IPG |\

; \
\\TICRS\EXPORT] 6\IMAG E.OUTI 6\85 8\7] 0\85 87 1 046\x1nlS\ROAO 022 IPG |

\\T]C RS'\EXPORTI 6\IMAGE.OUT 16\858\710\85871 046\meS\ROAOO23 JPG

\\ l"lCRS\I:,"(POR'I 16\IMAGEOUT16\83 8\7 I0\85871046\\|11|5\ROA0025 JPG

\\T[CRS\FXPORT] 6\IMAC EDUT16\85 8\7] 0\85 87 l 046\:(11115\ROA0026 .IPG

\\T[CRS\F}{PORTIE\[MAGEOU I | 6\838\7 10\8587] 046\xm15\ROA0027 JPG

\\'l ICRS\LXPORT I G\IMAG EOUTI 6\858\7 10\85871 046\A111|5\RDA0029 JPG
evi 7241922-114633781 . exhibit A4 to A9.pdf

'WTICRS\EXPORTI6MMAGEOUT16\858V710\85871046\xmI5\ROA0030.JPG

'WTICRS\EXPORT16MMAGEOUT16\858\710185871046\xmIS\ROA003 1. IPG

| WTICRSAEXPORTI6MMAGEOUT16\858\710\85871046\xmIS\ROA0032.JPG |

! WTICRS\EXPORTIOMMAGEQUT16\858\710185871046\xmIS\ROA0033.1PG
| WIICRS\EXPORTI6MMAGEOUT16\858\710\85871046\xmIS\ROA0034.JPG |

‘ WTICRS\EXPORTIGMMAGEOUT16\858\710185871046\xmIS\ROA0035.1PG




i WTICRS\EXPORTI6MMAGEOUT 16\858\710\85871046\xmI5\ROA0036.1PG |

| ‘ WTICRS\EXPORTIMMAGEOUT16\858\710\85871046\xmI5\ROA0037.JPG ‘
| ' WTICRS\EXPORT I6MMAGEOUT [6\858\71M\85871046\xmIS\ROAD038.1PG

\\ FICRS\EXPOR [AMAGEOUT16\858\710\8587 1046\xm15\ROA0039 JPG

‘ WTICRS\EXPORT 16\[MA(JEOU1 16\858\710\8537 lO46\xmlS\RDAOO4O JPG

‘ ‘ \\TICRS\FX PORT l 6\1MAGLOUT16\858\7 10\8587 | 046\}{11115\ROA0041 IPG
‘ } \\TIC RS\EX PORTI 6\IMA(JEOU '16\858\71 0\8:871 046\‘{|11|5\RO/\0042 JPG

| { W FICRb\E}{PORrI lﬁ\lMAG EOQOUTI16\858\710\85 871046\x1nlb\ROA0043 JPG
\\TICRS\EXPORTIG\IMAG EOUTl 6'\858\7 1 0\8537 1046\xm[:\ROA0044 J PG

\\T[C R‘E\EXPORT‘] 6\[MAGEOUT1 6\858\7 10\8:}37 l 046\\11113\ROA0045 JPG \

ORIGINAL PDF FILE | evi 7241922- l]463378| : eM‘llblt BDdf

CONVERT['..D PDF

FILE(S) WTICRS\EXPORT16MMAGEOUT16\858\710\85871046\xmI5\ROA0046.JPG
( 14 pnges)

\\TICRS\EXPORT] 6\l MA(J EOUTI 6\858\7 | 0\8587 1 D46\mnl$\ROA0047 JPG

i \\ FICRS\EXPORT I 6\1MAGEOUT! 6\858\7 [ 0\8587 | 046\}&|11I5\ROA0048 JPG

‘ W I ICRS\LX PO RT I6\MMAGEOUT16\85 8\7 | 0\85 87 l D46\*<ml5\RDA0049 JPG

‘ \\TICRS\EXPOR Il 6\IMAGEOUT16\85 8\71 0\85 871 046\\111I5\ROA0050 .l PG

‘\\TICRS\E XPORTIG\IMAGEOU Tl6\858\7]0\8587lO46\xml5\ROAOOSl JPG |

‘ WTIC RS\I*XPDRTIG\[MAGEO[ ITI 6\858\71 D\BﬂSTlO%\xmlﬁ\ROAOOSZ JPG

‘ \\TICRS\EXPORT]6\!MAGEOUT16\858\7l0\85871046\Mn15\ROA005? JPG

‘ \\TIC‘RS\EXPORTIG\IMAGF OUT16\858\71 0\85 871 046\m1l5\ROA0054 IPG
‘ ‘ W FICRS\EXPOR [l 6\1MAGEOUT16\858\7l0\83871 046\\{11115\ROA0055 .IPG

‘ \\TILRS\EXFORT I6\MMAGEOUTI 6\858\? | 0\85 87 lO46\meS\ROA[)057J PG |
\

‘ WTICRS\EXPORTIGAMAGEOUTI16\858\710\85871046\xmIS\ROA0058.JPG

\\TICRS\EXPORT 16\1MAGEOUTI6\858\710\8587lO46\xmb\ROA0059 JPG \'

l
evi 7241922- 114633781 . exhibit Lpdf ‘

|
i - -DI-II_GlNAL PDF FILE
‘ :

FILE(S)
(2 pages)

|
|
CONVERTED PDF ‘
IWTICRS\EXPORTI16MMAGEOUTI16\858\710\85871046\xmIS\ROA0060.JPG




ORIGINAL PDF FILE

CONVERTED PDF
FILE(S)

(2 pages)

ORIGINAL PDF FILE

\ CONVER'[ ED PDF
FILE(S)
(5 pages)

‘ ORIGINAL PDF FILE

" CONVERTED PDF
FILE(S)
(30 pages)

\\TICRS\FXPOR I'l 6\1 MAGEOUTI 6\858\7 I 0\858?1046\\111 I5\ROA0074. JPO

| WTICRS\IEXPORTIOMMAGEOUT16\858\7101\85871046\xmIS\ROA0061.JPG

evi 7241922-114633781 . exhibit D.pdf
WTICRS\EXPORTI16\MMAGEQUT16\858\710\85871046\xmI5S\ROA0062.JPG \

\\1 ICRB\FXPOR Flﬁ\[MA(JEOU 16\858\710\85871046\xmIS\ROA0063. JP("

evi 7241922 114633781 . exhibitE.pdf

WTICRS\EXPORTIGIMAGEOUT16\858\710\85871046\xmIS\ROA0064.1PG .

\\TICRS\EXPORTl 6\MAGEOUTI 6\858\7 10\85871 046\x111 IS\ROAOOGS = PG |

\\TICRS\!:XPOR 1"1 6\[MAGEOUT16\858\7 l 0\8587| 046\xmlS\ROA0066 JPG

\\TICR.‘:\EXPO R I 16\l MAG EOU T | 6\85 8\7 1 0\85 87 l 046\};111 IS\ROA0067.1PG

\\TICRS\E XPOI?J 1 6\IMAGEOUT1 6\85 8\7 I 0\85 87 l046\hm I:\ROAOOGS JPG |

evi 7241922-114633781 . exlnbn‘.l.pdf }

WTICRS\EXPORT I6MIMAGEOUT 16\858\710\85871046\xmIS\ROA0069.JPG

‘ \\T[CRS\EXPORT 1 G\IMAGEOUT 1 6\858\7 1 0\85 371046\\111 IS\ROAOO'?O J PG

‘ Y flCRS\EXPORTI 6\IMAGEOUT16\858\710\85871046\x1nI5\ROA007I JPG

‘ \\TICRS\[‘.XPOR FIG\IMAGI:OU T16\858\7I0\8587I046\\111|5\ROA0077 JPG |
\\TICRS\EXP()RTI6\IMAGEOU Il 6\858\710\8587lO46\¥m]5\ROA0073 JPG }

\\TIC RS\EXPOR"I 1 G\IMAG EOUT | 6\858\71 0\8587 1046\xmIS\ROAQ0TS. JPG
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A-l a tetall catalog of Wthh over 58,000 were distributed to the entire
customer base of Applicant and prospective customers. It was also distributed
at tradeshows along with samples of Applicant's product. A-2 is a shelf talker
used by Applicant displayed in 3,000 retail stores in the United States. A-3 is |
Applicant's sanding sponge brochure of which more than 58,000 copies were
distributed to Applicant's customer base and prospective customers. A-4 is an
Abrasive banner of Applicant which is displayed at 50 major industry trade
' shows across the United States annually. A-5 is a photograph of a floor display
“dump bin which is displayed in 3,000 paint retail stores in the United States.

A-6 is a collection of Applicant's flyers which are sent to Applicant's mailing

and email list that consist of 58,000 customers. A-7 shows representative
! advertisement for Applicant's product on page 10 of the Magazine Paint

Dealer. A-8 is Applicant's brochure which is wrapped around Applicant's blue

sponges and distributed to existing and prospective customers as samples. A-9 |
is a photograph of Applicant's shipping/display box for Applicant's products.

Exhibit B - sample of customer advertising B-1 is a copy of customer

advertising of Hamilton Distributing Company B-2 consists of online

customer advertising for Applicant's product at www.bigpaintstore.com,

www.builderdepot.com, www.walltools.com, www.sears.com,




www.pcworld.com, www.amazon.com, www.all-wall.com, and

. www.heartlandhardwoods.com B-3 is a 2013 Wind-lock brochure featuring
Applicant's products. Exhibit C is an email of one of Applicant's customers,

‘ Wind-lock who referred to Applicant's sanding sponges as "the blue sponge”.
Exhibit D is a flyer of Toll Source Warehouse which specifically feature the

\ fact that it was selling Applicant's sponges again by stating "Blue Sponges Are

| Back". Exhibit E - copies of two magazines showing Applicant's product

featured. E-1 Cabinet Maker E-2 PWC Paint & Wallcovering Contractor

Exhibit F is a printout of competitor advertising found on the internet showing

| that with the exception of the recently introduced Norton product, there aren't

| any sanding sponges on the market, other than Applicant's which use the color

| ' blue. Exhibit G is a photograph of Applicant's promotional hat and t-shirt.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Coemmissioner far Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451
www.usplo.gov

Feb 12, 2014

NOTICE OF PUBLICATION

1. Serial No.: 2. Mark:
85-871.046 Miscellaneous Design
(STYLIZED/DESIGN)

3. International Class(es):

2
4. Publication Dale: 5. Applicant:
Mar 4, 2014 Webb Manufacturing Corporation

The mark of the application Identified appears to be entitled to registration. The mark will, in accordance with Section 12(2) of
the Trademark Act of 1946, as amended, be published in the Official Gazette on the date indicated above far the purpose of
opposition by any person who believes he will be damaged by the registration of the mark. If no opposition is filed within the
time specified by Section 13(a) of the Statute or by rules 2.101 or 2.102 of the Trademark Rules, the Commissioner of Patents
and Trademarks may issue a certificate of registration.

Copies of the trademark portion of the Official Gazette cantaining the publication of the mark may be obtained from:

The Superintendent of Documents
U.S. Gavernment Printing Office
PO Box 371954

Pittsburgh, PA 15250-7954
Phaone: 202-512-1800

By direction of the Commissioner.

Email Address(es):

trademarks@ecrbop.com
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UNITED STATES PATENT AND TRADEMARK QOFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: April 9, 2014

Cpposition No. 91215850
Serlal No. B5B71046

MANNY D POKOTILOW

CAESAR RIVISE BERNSTEIN COHEN & POKOT
1635 MARKET ST; FL 11

PHILADELPHTIA, PA 15103-221Z2 UNITED STATES

Saint-Gobain Abrasives, Inc.
V.
Webb Manufacturing Corporation

NICOLE K MCLAUGHLIN

DUANE MORRIS LLP

30 § 17TH STREET

PHILADELPHIA, PA 19103 UNITED STATES

Amy Matelski, Paralegal Specialist:

A notice of opposition to the registration sought by the above-
identified application has been filed. A service copy of the notice of
cpposition was forwarded to applicant (defendant) by the cpposer
(plaintiff). An electronic version of the notice of opposition is
viewable in the electronic file for this proceeding via the Board's

TTARBVUE system: httpi/ttabvue.uspto.gov/ttabvue/.

Proceedings will be conducted in accordance with the Trademark Rules of
Practice, set forth in Title 37, part 2, of the Code of Federal
Regulations ("Trademark Rules"). These rules may be viewed at the
USPTO's trademarks page: htipy//www.uspto.gov/trademarks/index.jsp. The Board's
main webpage (htip:/www.uspto.govitrademarks/process/appeal/index.jsp) includes
information on amendments to the Trademark Rules applicable to Board
proceedings, on Alternative Dispute Resolution (ADR), Freguently Asked
Questions about Beard proceedings, and a web link to the Board's manual
of procedure (the TBMP) .

Plaintiff must notify the Board when service has been ineffective,
within 10 days of the date of receipt of a returned service copy or the
date on which plaintiff learns that service has been ineffective,
BPlaintiff has no subseguent duty te investigate the defendant's
whereabouts, but if plaintiff by its own voluntary investigation or



Opposition No. 91215850

through any cther means discovers a newer correspondence address for the
defendant, then such address must be provided to the Board. Likewise,
if by veoluntary investigation or other means the plaintiff discovers
information indicating that a different party may have an interest in
defending the cage, such information must be provided to the Board. The
Board will then effect service, by publication in the Official Gazetle
if necessary. See Trademark Rule 2.118. In circumstances involving
ineffective service or return of defendant's copy of the Board's
ingtitution order, the Board may issue an order noting the proper
defendant and address to be used for serving that parlLy.

Defendant's ANSWER I8 DUE FORTY DAYS after the mailing date of thie
order. (See Patent and Trademark Rule 1.7 for expiration of this or any
deadline falling on a Saturday, Sunday or federal holiday.) Other
deadlines the partiss must docket or calendar are either set forth below
(if you are reading a mailed paper copy of this order) or are included
in the electronic copy of this institution order viewable in the Board's

TTABVUE system at the following web address: hitp:/ttabvue.uspto.gov/ttabvue/.

pefendant's answer and any other filing wade by any party must include
proof of gervice. See Trademark Rule 2.119. If they agree to, the
parties may utilize electronic means, e.g., e-mail or fax, during the
proceeding for forwarding of service copies. See Trademark Rule
2.119(b) (&) .

The parties also are referred in particular to Trademark Rule 2.126,
which pertains to the form of submissions. Paper submissions, including
but not limited to exhibits and transcripts of depositions, not filed in
accordance with Trademark Rule 2.126 may not be given consideration or
entered into the case file.

Time to Answer 5/19/2014
Deadline for Discovery Conference 6/18/2014
Discovery Opens 6/18/2014
Initial Disclosures Due 7/18/2014
Expert Disclosures Due 11/15/2014
Discovery Closes 12/15/2014
Plaintiff's Pretrial Disclosures 1/23/2015
Plaintiff's 30-day Trial Period Ends 3/15/2015
pefendant's Pretrial Discleosures 3/30/2015
Defendant's 30-day Trial Period Ends 5/14/2015
Plaintiff's Rebuttal Disclosures 5/29/2015
Plaintiff's 15-day Rebuttal Period Ends 6/28/2015

Az noted in the schedule of dates for this case, the parties are
required to have a conference to discuss: (1) the nature of and basis
for their respective claims and defenses, (2) the possibility of
settling the case or at least narrowing the scope of claims or defenses,
and (3) arrangements relating to disclosures, discovery and introduction
of evidence at trial, should the parties not agree tc settle the case.



Cpposition No. 91215850

Sée Trademark Rule 2.120(a)(2). Discussion of the first twe of these
three subjects should include a discussion of whether the parties wish
tc seek mediation, arbitration or scme other means for rescolving their
dispute. Discussion of the third subject should include a discussion of
whether the Board's Accelerated Case Resolution (ACR) process may be a
more efficient and economical means of trying the involved claims and
defenses. Information on the ACR process is available at the Board's
main webpage. Finally, if the parties chocse to procesd with the
digclosure, discovery and trial procedures that govern this case and
which are set out in the Trademark Rules and Federal Rules of Civil
brocedure, then they must discuss whether to alter or amend any such
procedures, and whether to alter or amend the Standard Protective Order
(further discussed below). Discussion of alterations or amendments of
otherwise prescribed procedures can include discussion of limitations on
disclosures or discovery, willingness to enter into stipulations of
Fact, and willingness to enter inte stipulations regarding more
efficient options for introducing at trial information or material
obtained threough disclosures or discovery.

The parties are required to conference in person, by telephone, or by
any other means on which they may agree. A Board interleocutory attorney
or administrative trademark judge will participate in the conference,
upon request of any party, provided that such participation is requested
no later than ten (10) days prior to the deadline for the conference.
Seé Trademark Rule 2.120(a) (2). The request for Board participatien
must be made through the Electronic System for Trademark Trials and
Appeals (ESTTA) or by telephone call to the interlocutory attorney
agsigned te the case, whose name can be found by referencing the TTABVUE
vecord for thils case at hitp:/ttabvue.uspto.govi/ttabvue/. The parties should
contact the assigned interlocutory attorney or file a request for Board
participation through ESTTA only after the parties have agreed on
possible dates and times for their conference. Subseguent participation
of @ Board attorney or judge in the conference will be by telephone and
the parties shall place the call at the agreed date and time, in the
absence of other arrangements made with the assigned interlocutory
attorney.

The Hoard's Standard Protective Order is applicable to this case, but
the parties may agree to supplement that standard order or substitute a
protective agreement of their choosing, subject to approval by the
Board. The standard order is available for viewing at:

http:// .uspto.gov/trademarks/process/appeal/puidelines/stndagmnt.isp.  Any party
without access ta the web may request a hard copy of the standard order
from the Board. The standard order does not automatically protect a
party's confidential information and its provisions must be utilized as
needed by the parties. See Trademark Rule 2.116(g) .

Information about the discovery phase of the Board proceeding is
available in chapter 400 of the TBMP. By virtue of amendments to the
Trademark Rules effective November 1, 2007, the initial disclosures and
expert disclosures scheduled during the discovery phase are required
only in cases commenced on or after that date. The TBMP has not yet
been amended to include information on these disclosures and the parties
are referred to the August 1, 2007 Notice of Final Rulemaking (72 Fed.
Reg, 42242) posted on the Board's webpage, The deadlines for pretrial
disclosures included in the trial phase of the schedule for this case
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also resulted from the referenced amendments to the Trademark Rules, and
also are discussed in the Notice of Final Rulemaking.

The parties must note that the Board allcws them to utilize telephone
conferences to discuss or resolve a wide range of interlocutory matters
that may arise during this case, In addition, the assigned
interlocutory attorney has discretion ko regquire the parties ta
participate in a telephone conference to resolve matters of concern to
the Board. Sege TBEMP § 502.06(a) (2d ed. rev. 2004).

The TBMP includes information on the introduction of evidence during the
trial phase of the case, including by notice of reliance and by taking
of testimony from witnesses. See TBMP E§ 703 and 704. Any notice of
reliance must be filed during the filing party's assigned testimony
period, with a copy served on all other parties. Any Lestimony of a
witness must be both noticed and taken during the party's testimony
period. A party that has taken testimony must serve on any adverse
party a copy of the transcript af such testimony, together with copies
of any exhibits introduced during the testimony, within thirty (30) days
afrer the completion of the testimony deposition. See Trademark Rule
2,125

Briefs shall be filed in accordance with Trademark Rules 2.128(a) and
(b). An oral hearing after briefing is not required but will be
gcheduled upon reguest of any party, as provided by Trademark Rule
2125

If the parties to this proceeding are (or during the pendency of this
proceeding become) parties in another Board proceeding or a civil actien
invelving related marks or other issues of law or fact which overlap
with this case, they shall notify the Board immediately, so that the
Board can ccneider whether conseclidation or suspension of proceedings is
appropriate.

ESTTA NOTE: For faster handling of all papers the parties need to file with
the Board, the Board strongly encourages use of electronic filing through the
Electronic System for Trademark Trials and Appeals (ESTTA). Various
electronic filing forms, some of which may be used ag is, and others which may
require attachments, are available at http:/estta.uspto.gov.



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Application Serial No. 85/871046
Filed: March 8, 2013

For the Mark: Miscellaneous Design — Color Blue

Published in the Official Gazette on March 4, 2014

SAINT-GOBAIN ABRASIVES, INC.,
Opposer

V.

WEBB MANUFACTURING CORPORATION,
A=SEMHE—O00000RE-B4tE7>  B57LAdPplicant.

& _——300.00-08

NOTICE OF OPPOSITION

TTAB

Saint-Gobain Abrasives, Inc., a Massachusetts corporation (“Opposer”), having an
address of One New Bond Street, Worcester, MA 016135, believes that it will be damaged by

registration of the Miscellaneous Design — Color Blue mark shown in Serial No. 85/871046, as

applied to sanding sponges. and hereby opposes registration of same,

As grounds for the opposition, Opposer, through its counsel, alleges the following:

1. Upon information and belief, Applicant Webb Manufacturing Corporation trading

as Webb Abrasives (hereinafter “Applicant”), is a Pennsylvania corporation having its principal

place of business at 1241 Carpenter Street, Philadelphia, PA 19147,

i Upon information and belief, Applicant is engaged in the business of selling

abrasives products, such as, sanding sponges, sandpaper and non-woven abrasives in the United

Siates.

3. Applicant is the owner of U.S. Registration No. 3621251, registered on the

Supplemental Register on May 12, 2009, for Miscellaneous Design — Color Blue for “sanding

sponge” with a date of first of Octaber 1, 2003 (herein referred to as “Prior Registration”).
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4, On March 8, 2013, Applicant filed Application Serial No. 85/871046 (the
“Application”) to register, on the Principal Register, the Miscellaneous Design — Color Blue for
“sanding sponge” (hereinafter, “the Goods™). The Miscellaneous Design - Color Blue mark
applied for consists of a claim for the color blue as a feature of the mark for the Goods. The
Miscellaneous Design — Blue mark applied for is hereinafter referred to as the “Blue Color
Sponge Mark.”

5 In the Application, Applicant claims October 1, 2003 as the date of first use of its
Blue Color Sponge Mark.

6. Applicant claimed its Blue Color Sponge Mark became distinctive through
Applicant’s substantially exclusive and continuous use in commerce for at least 5 years before
the filing date of the Application.

[ The U.S, Trademark Office refused registration of the Blue Color Sponge Mark,
based on a lack of distinctiveness, in an Official Action of July 2, 2013.

8. Applicant responded to the U.S. Trademark Office on January 2, 2014, claiming
its Blue Color Sponge Mark is distinctive and submitted evidence in support of such claim,

9. The U.S. Trademark Office accepted such response, and the Blue Color Sponge
Mark published for opposition on the Principal Register on March 4, 2014,

10.  Opposer is a leading U.S. manufacturer and seller of abrasives, including, bonded,
coated and superabrasives.

11.  Opposer’s abrasives products, such as its foam abrasives, are in competition in the
United States with the Goods marketed, distributed and sold by Applicant.

12.  Upon information and belief, parties in addition to Applicant and Opposer,
manufacture, promote, distribute and sell identical or related products to the Goods using the
color blue,

13.  Upon information and belief, abrasive pads and sponges and related products in
the color blue that are similar to, identical to, or indistinguishable in appearance to the Goods
sold by Applicant have been sold prior to and concurrently with Applicant’s first use of its Blue
Color Sponge Mark.

14,  The Goods sold by Applicant are the color blue.

APPLICANT’S MARK LACKS DISTINCTIVENESS

[IM2\4849023,1



15.  The averments of Paragraphs 1- 14 above are incorporated herein by reference.

16.  The Blue Color Sponge Mark does not constitute a valid and protectable
trademark because the color blue is not inherently distinctive and is ornamental and therefore
lacks distinctiveness, and does not serve as a source identifier.

17.  The Blue Color Sponge Mark is merely a decorative feature that does not identify
and distinguish the Goods and thus does not function as a trademark, and constitutes mere
ormamentation of the Goods.

18.  The Blue Color Sponge Mark has not acquired distinctiveness through
substantially exclusive and continuous use, as required under 15 U.S.C. 1052(f), because the
color blue on the Goods is commonly used throughout the industry and is merely decorative,
such that the Blue Color Sponge Mark is incapable of identifying a single source.

19.  Upon information and belief, others in the industry, including Opposer, have used
the color blue on sanding sponges and related abrasives goods prior to Applicant’s date of first
use.

20.  Opposer has used the color blue on sanding sponges and other related abrasives
products since at least as early as 2001.

21.  Evidence submitted by Applicant to the U.S. Trademark Office fails to
demonstrate acquired distinctiveness of the Blue Color Sponge Mark.

22, Upon information and belief, Applicant knew or should have known that its Blue
Color Sponge Mark was not used substantially exclusively by Applicant for the time period
alleged in the Application.

23.  If Applicant is granted the registration herein opposed, it would therefore obtain
al least a prima facie exclusive right to use of the color blue on the Goods, Such registration

would be a source of damage and injury to the Opposer.

APPLICANT’S MARK IS FUNCTIONAL

24.  The averments of Paragraphs 1- 23 above are incorporated herein by reference.
25.  Applicant's Blue Color Sponge Mark is functional and cannot serve as a

trademark as the blue color serves a purpose of the Goods,

DM2\4849021.)



26.  Upon information and belief, the abrasives industry uses different colors in
connection with abrasives products to identity and differentiate the grit size of the product.

27.  The color blue is used by the abrasives industry to identify a specific grit size, See
attached Exhibit F (grit guide of Opposer).

28.  Applicant’s Blue Color Sponge Mark comprises matter that, as a whole, is
functional, and is hence not registrable under 15 U.S.C. 1052(e)(5).

29, Granting the registration sought by Applicant for the functional color blue would

cause damage to Opposer and place Opposer at a competitive disadvantage in the industry.

APPLICANT HAS COMMITTED FRAUD ON THE
U.S. TRADEMARK OFFICE

30.  The averments of Paragraphs 1- 29 above are incorporated herein by reference.

31.  Applicant has committed fraud on the U.S. Trademark Office by knowingly
making false statements of material fact to the Examining Attorney, with an intent to deceive, as
evidenced in its January 2, 2014 response to Official Action of July 2, 2013, for which the
Examining Attorney relied on the false statements resulting in the publication of Applicant’s
Blue Color Sponge Mark on the Principal Register.

32, Inthe July 2, 2013, Office Action, the Examining Attorney correctly refused
Applicant’s Blue Color Sponge Mark as lacking distinctiveness and further requested Applicant
ta provide information/documentation to specific inquiries relating to acquired distinctiveness
and functionality.

33.  Inits response, Applicant stated that “it has been the exclusive user of blue for its
sanding sponges since Applicant began using the mark in 2003.” See attached Exhibit A,
Applicant’s January 2, 2014 response (without exhibits) (“Response”).

34, Applicant submitted a listing of competitive products to the Examiner, and stated
that “none of the competitors other than Norton, which use is very recent, uses a blue sanding
sponge.” See attached Exhibit B, Applicant’s Exhibit F from the Response.

35, Further, Applicant stated that “only recently a competitor named Norton begun

using the blue color on a sanding sponge.” See Response.

DM244849023 ]



36.  Applicant stated that the color blue on its goods, “serves only one purpose—to
identify Applicant as the source of the sanding sponge it makes which is a high quality sanding
sponge.” See Response.

37.  Upon information and belief, Applicant obtains its blue sanding sponges from the
manufacturer, sia Abrasives Industries AG (“Sia"). See attached Exhibit C, Applicant’s website
page depicting its blue sanding sponge with Sia logo.

38. Upon information and belief, Sia has been selling the blue sanding sponges prior
to any use by Applicant.

39.  Upon information and belief, Sia has concurrently sold its blue sanding sponges
during the same time period as Applicant alleges in its Application, and Sia continues to sell its
blue sanding sponges. See attached Exhibit I, website pages from Sia advertising its blue
sanding sponges.

40,  Upon information and belief, 3M has been selling blue sanding sponges during
the same time period as Applicant alleges in its Application, and it continues to sell its blue
sanding sponges. See attached Exhibit E, website pages from 3M advertising its blue sanding
sponges.

41.  Norton is a division of Opposer. Opposer has been selling its blue sanding
sponges since at least as early as 2001. Opposer has continuously sold its blue sanding sponges
since 2001 and continues to sell its blue sanding sponges. See attached Exhibit F, photographs
and advertisements of Opposer’s blue sponges and blue abrasives products.

42,  Upon information and belief, Applicant was aware of these other industry uses of
the color blue for sanding sponges during the same time period for which it claims exclusive use.

43, Upon information and belief, Applicant knew that it’s supplier, Sia, was also
selling blue sanding sponges during the same time period for which it claims exclusive use.

44, On January 12, 2007, Applicant stated, “[o]n information and belief, Applicant is
the only entity that employs a color foam in a sanding sponge and this color [blue] is employed
solely to identify Applicant as the source of the product and has no other functional attributes.™
See attached Exhibit G, a copy of Applicant’s response (without exhibits), dated January 12,
2007, from the trademark prosecution history of its Prior Registration (Reg. No. 3621251) for the

same mark as sought in the instant application.

IMZVARA0Z3 |



45.  Applicant is aware that the abrasives industry uses colors to identify and
differentiate grit size, as in January 2007, during the prosecution of its Prior Registration,
Applicant stated, “[e]ach color has a grit size which is different from the grit size of the other
colors. Thus, in the 3M and Norton products, the different color grits actually have a functional
purpose of identifying the relative size of the grit particles.” See Exhibits F and G.

46,  Applicant knowingly made false statements of material fact to the U.S,
Trademark Office with an intent to deceive, when it stated that its use of the Blue Color Sponge
Mark was used substantially exclusively by Applicant; was not functional; and served no
purpose, other than to identify Applicant as the source, for which the Examining Attorney relied
on these false statements resulting in the publication of the Application.

47.  Upen information and belief, Applicant’s own statements demonstrate the falsity
of the statements made. See Exhibits A-G.

48.  All statements made by Applicant to the U.S. Trademark Office are material, in
that the false statements are directly attributable to registrability, validity, strength and
exclusivity of Applicant’s Blue Color Sponge Mark. Had Applicant truthfully stated that its use
of the Blue Color Sponge Mark was not substantially exclusive, and that the abrasives industry
uses grit color for purposes of identifying and distinguishing grit size, the U.S. Trademark Office
would not have allowed the Application to be approved for publication on the Principal Register.

49,  If Applicant is granted the registration herein opposed, it would therefore obtain
at least a prima facie exclusive right to use the color blue on the Goods. Such registration would

be a source of damage and injury to the Opposer.
WHEREFORE, Opposer believes it will be damaged by registration of the Blue Color
Sponge Mark shown in Application Serial No, 85/871046, and respectfully requests that this

opposition be sustained and that the registration sought by Applicant be denied.

The U.S. Trademark Office is hereby authorized to charge all filing fees associated with

this Notice of Opposition to Deposit Account No, 04-1679.

DM2W 8400231



Respectfully submitied,

DUANE MORRIS LLP

By: /NKM/

Nicole K. McLaughlin

(215) 979-1191 telephone

(215) 689-4934 facsimile
NKMcLaughlin@duanemorris.com
Attorneys for Opposer

30 S. 17" Street

Philadelphia, PA 19103
nkmelaughlin@duanemorris.com

Dated: April 3,2014

CERTIFICATE OF MAILING

I hereby certify that this NOTICE OF OPPOSITION and Exhibits A-G are being
deposited with the United States Postal Service, first class mail, in an envelope addressed to
Trademark Trial and Appeal Board, U.S. Patent and Trademark Office, P.O. Box 1451,
Alexandria, VA 22313-1451 on this 3rd day of April, 2014,

Do §3 Biiei
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CERTIFICATE OF SERVICE

I hereby certify that this NOTICE OF OPPOSITION and Exhibits A-G are being
deposited with the United States Postal Service, first class mail, addressed to Applicant’s
attorney of record on this 3rd day of April, 2014:

Manny D. Pokotilow

Caesar, Rivise, Bernstein, Cohen & Pokotilow, Ltd.
1635 Market Street, Floor 11

Philadelphia, PA 19103

%mﬁﬁuw
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EXHIBIT O



Trademark Trial and Appeal Board Electronic Filing System. hitp:Veslta usplo. gov
ESTTA Tracking number: ESTTAG04529

Filing date: 05/15/2014

N THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Froceeding 91215850

FParty Defendant
Webb Manufacturing Corporation

Correspondence | MANNY D POKOTILOW

Address CAESAR RIVISE BERNSTEIN COHEN & POKOT
1635 MARKET ST, FL 11

PHILADELPHIA, PA 19103-2212

UNITED STATES

trademarks@crbecp.com

Submission Motion to Join/Substitute Party

Filer's Name Manny D. Pokotilow

Filer's e-mail mpokotilow@ecrbep.com, mlozada@crocp.com
Signature imdp/

Date 05/15/2014

Attachments W10054002 App Consent Motion to Substitute Party 5 15 2014.pdf(19323 bytes
)
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May 19, 2014
Duane Morris LLP
30 South 17th Street
Philadelphia, PA 19103-4196

Attention: Peter J. Cronk, Esq.

Re: Transfer of Avidity IP Files

Dear Peter:

Enclosed please find three discs enclosing ous fite each of the
following trademarks:

1. Trademark DYNAGRIP
Certificate of Registration No. 3,832,180

2. Trademark RESHAPING YOUR WORLD
Application Serial No. 86/020,696

3.  Trademark RESHAPING YOUR WORLD
Madrid Registration No. 1,198,347

| apologize for not getting these files to you seion
Cordially yours,
CAESAR, RIVISE, BERNSTEIN,
COHEN & POKOTILOW, LTD.

MDP:er By
encs. Manny D. Pokotilow

HAND DELIVERED
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