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By the Board:

Heidi Webb Inc. (“Applicant”) seeks to register the mark NOT SO SIMPLE
SYRUP in standard characters for “Syrups for making beverages; Non-alcoholic
drink and cocktail mixes” in International Class 32.1

Chef Sous LLC (“Opposer”) opposes registration of Applicant’s mark on the
ground of likelihood of confusion with its previously used and registered marks
KEEP IT SIMPLE SYRUP in standard characters? (“Opposer’s word mark”) and

.KIS.S .. .. SIMPLE SYRUP KEEP IT SIMPLE SYRUP and design in the

' Application Serial No. 85915409, filed April 26, 2013, based on an assertion of a bona fide
intent to use the mark in commerce under Trademark Act Section 1(b), 15 U.S.C. § 1051(b).
The application includes a disclaimer of SYRUP.

* Registration No. 3628573, issued May 26, 2009, and alleging July 29, 2008 as the date of
first use anywhere and March 29, 2009 as the date of first use in commerce. The
registration includes a disclaimer of SYRUP.
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keep it
simple

following form, 73 (“Opposer’s design mark”), both for “Flavoring syrup; Table
syrup; Topping syrup” in International Class 30 and “Syrup for making lemonade;
Syrups for beverages; Syrups for making beverages” in International Class 32 under
Trademark Act Section 2(d), 15 U.S.C. § 1052(d). Applicant, in its answer, denied
the salient allegations of the notice of opposition and provided amplifications of
those denials.

This case now comes up for consideration of Applicant’s motion (filed March 31,
2015) for summary judgment and Opposer’s cross-motion (filed May 5, 2015)4 on the
pleaded Section 2(d) claim. We note initially that the Board order suspending
proceedings herein pending disposition of Applicant’s motion for summary judgment
was not issued until April 10, 2015, after the opening of Opposer’s testimony period
under the schedule adopted by way of the December 2, 2014 order, which was
operative at the time of such issuance. However, we treat that suspension as
relating back to the March 31, 2015 filing of Applicant’s motion for summary
judgment. See Trademark Rule 2.127(d); Leeds Technologies Ltd. v. Topaz
Communications Ltd., 65 USPQ2d 1303, 1305-06 (TTAB 2002); TBMP § 510.03(a)
(2015). Accordingly, Opposer’s cross-motion for summary judgment is timely filed.

See Trademark Rule 2.127(e)(1).

> Registration No. 4178435, issued July 24, 2012. The registration includes a disclaimer of
SIMPLE SYRUP.

* Opposer incorporated a cross-motion for summary judgment into its brief in response to
Applicant’s motion for summary judgment. We have treated Applicant’s reply brief as a
combined reply brief in support of its motion and brief in response to Opposer’s cross-
motion.
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We now turn to the parties’ cross-motions for summary judgment. Summary
judgment is an appropriate method of disposing of cases in which there are no
genuine disputes as to any material fact, thus leaving the case to be resolved as a
matter of law. See Fed. R. Civ. P. 56(c). Each party moving for summary judgment
has the initial burden of demonstrating that there is no genuine dispute of material
fact remaining for trial and that it is entitled to judgment as a matter of law. See
Fed. R. Civ. P. 56(c); Celotex Corp. v. Catrett, 477 U.S. 317 (1987). In considering the
propriety of summary judgment, all evidence must be viewed in a light most
favorable to the nonmovant, and all justifiable inferences are to be drawn in the
nonmovant’s favor. The Board may not resolve issues of material fact; it may only
ascertain whether such issues are present. See Lloyd’s Food Products Inc. v. Eli’s
Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993); Opryland USA Inc. v. Great
American Music Show Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992); Olde
Tyme Foods Inc. v. Roundy’s Inc., 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir. 1992).

A determination of the issue of likelihood of confusion is based on an analysis of
all of the probative facts in evidence that are relevant to the factors set forth in In
re E. I. duPont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). Two
key factors are the degree of similarity of the parties’ marks and the degree of
similarity of their respective goods. See Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

After reviewing the parties’ arguments and evidence, we find that neither party

is entitled to entry of summary judgment in its favor in this case. We note initially
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that Applicant’s application and Opposer’s pleaded registrations include identical
goods, namely, “[s]yrups for making beverages.” When marks appear on identical
goods or services, the degree of similarity of marks necessary to support a
conclusion of likely confusion declines. See Century 21 Real Estate Corp. v. Century
Life of America, 970 F,2d 874, 23 USPQ2d 1698, 1700 (Fed. Cir. 1992).

We further note that, although Applicant has submitted evidence that the
parties sell their goods in different trade channels, Opposer has pleaded two
registrations and submitted status and title copies of those registrations. Therefore,
likelihood of confusion is determined by reference to the express wording of the
involved application and registrations and not by the parties’ actual use. See Stone
Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 110 USPQ2d 1157,
1161-62 (Fed. Cir. 2014); Octocom Sys. Inc. v. Houston Computers Svcs. Inc., 918
F.2d 937, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990). Where the goods identified in the
application and registrations at issue do not include limitations, the Board must
presume that those goods encompass all goods of the type identified, and that they
are or will be sold in all normal channels of trade and to all of the usual customers
for such goods. See Octocom Sys., Inc., supra; In re Elbaum, 211 USPQ 639, 640
(TTAB 1981). Because the parties’ goods are identified without limitation, we are
required to presume that they encompass all goods of the type identified, and that
they are or will be sold in all normal channels of trade and to all of the usual

customers for such goods.
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Applicant asserts that there is no genuine dispute that there is no likelihood of
confusion in this case, in large part because the marks at issue are sufficiently
dissimilar. In particular, Applicant contends that the marks at issue share only the
wording SIMPLE SYRUP, which Opposer disclaimed in its pleaded Registration No.
4178435 and which Applicant claims is generic or at best descriptive.> However,
even if we assume for purposes of this motion that the wording SIMPLE SYRUP is
generic or descriptive for any of the identified goods,® the mere inclusion of common
generic or descriptive wording does not warrant dismissal of a likelihood of

confusion claim; such inclusion “is simply a factor to be considered when viewing

> “The technicality of a disclaimer ... has no legal effect on the issue of likelihood of

confusion. The public is unaware of what words have been disclaimed during prosecution of
the trademark application at the PTO.” In re Nat’l Data Corp., 753 F.2d 1056, 224 USPQ
749 (Fed. Cir. 1985). We further note that, in Opposer’s pleaded Registration No. 3628573
and Applicant’s involved application, each party disclaimed only the word SYRUP.

In addition, although under In re E.I. DuPont de Nemours & Co., 476 F.2d 1357, 177
USPQ 563, 567 (CCPA 1973), the Board must consider “[t]he similarity or dissimilarity of
the marks in their entireties as to appearance, sound, connotation and commercial
impression” in determining whether there is likelihood of confusion, points of similarity can
outweigh differences between marks. See Brown Shoe Co. v. Robbins, 90 USPQ2d 1752,
1755 (TTAB 2009).

¢ Applicant submitted the registration files for Opposer’s pleaded registrations as exhibits
to its brief in support of its motion for summary judgment. See Applicant’s brief, declaration
of Lesley M. Grossberg, exhibits B and C. During ex parte examination of Opposer’s design
mark, the examining attorney put forth evidence of descriptive use of the wording SIMPLE
SYRUP in connection with syrup for making beverages. Such evidence includes the
following: (1) an excerpt from the online dictionary http:/dictionary.infoplease.com, which
includes the following definition of “simple syrup:” “a thick, sweet liquid, usually prepared
from sugar and water and used chiefly as a base for soda fountain flavors;” and (2) an
excerpt from Opposer’s website www.keepitsimplesyrup.com/about.html, where Opposer
states that “KEEP IT SIMPLE SYRUP® is all-natural spearmint-infused simple syrup. Use
it as a top-shelf mixer for cocktails, or a premium flavoring syrup for non-alcoholic
beverages and desserts.” Id. at exhibit B. Applicant also submitted evidence of third-party
use of the wording “simple syrup” in connection with the same or similar goods to those at
issue herein. See id., exhibits G through N.
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the mark as a whole.”” Opryland USA Inc., 23 USPQ2d at 1474 (in determining
likelihood of confusion claims, the Board must consider CAROLINA OPRY and
GRAND OLE OPRY in their entireties, notwithstanding prior decision that OPRY
is a generic term for country music entertainment). See also Juice Generation, Inc.
v. GS Enters. LLC, --- F.3d ---, --- USPQ2d --- (Fed. Cir., Case No. 2014-1853, July
20, 2015) (while the Board may give more or less weight to components of marks, it
must still consider generic words in deciding likelihood of confusion claims).

As Opposer notes, the word marks at issue consist of four words of identical
meter, i.e., two one-syllable words followed by two two-syllable words, and end in
SIMPLE SYRUP. Although Applicant asserts that the marks at issue are
distinguishable because its NOT SO SIMPLE SYRUP mark suggests complexity,
while Opposer’s KEEP IT SIMPLE SYRUP mark connotes simplicity, Applicant has
not presented any evidence which indicates that the relevant purchasing public so
distinguishes. Rather, prospective purchasers could view “[s]yrups for making
beverages” sold under Applicant’s NOT SO SIMPLE SYRUP mark as a higher-end
version of “[s]yrups for making beverages” sold under Opposer’s KEEP IT SIMPLE
SYRUP mark. At the same time, in view of Applicant’s submission of evidence of
generic or descriptive use of the wording SIMPLE SYRUP in connection with the

same or similar goods,® we find that Opposer has failed to establish that there is no

" However, as Applicant correctly notes, disclaimed terms may be given little probative
weight. See M2 Software Inc. v. M2 Comm’ns Inc., 450 F.3d 1378, 78 USPQ2d 1944, 1948-
49 (Fed. Cir. 2006).

8 Opposer submitted excerpts from its own website which show generic or descriptive use
of “simple syrup” in connection with its identified goods. See Opposer’s brief, declaration of
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genuine dispute that the marks are confusingly similar. See In re Merrill Lynch,
Pierce, Fenner, & Smith, Inc., 828 F.2d 1567, 4 USPQ2d 1141, 1142 (Fed. Cir. 1987)
(generic terms are incapable of indicating source).

Based on the foregoing, we find that, at a minimum, there is a genuine dispute
as to whether the marks at issue are confusingly similar when considered in their
entireties. We find in addition that there are genuine disputes as to the strength of
Opposer’s pleaded marks, and as to the scope of protection to which Opposer’s
pleaded marks are entitled.® Accordingly, Applicant’s motion for summary judgment
and Opposer’s cross-motion for summary judgment are both denied.10

Proceedings herein are resumed. Discovery is closed. Remaining trial dates are
reset as follows.11

Plaintiff's 30-day Trial Period Ends 9/30/2015

Martha A. Weis, exhibit F. However, those excerpts do not include the URL and/or date on
which the website was accessed. See Safer Inc. v. OMS Investments Inc., 94 USPQ2d 1031
(TTAB 2010). In addition, Ms. Weis does not aver in her declaration to having accessed the
website. See Raccioppi v. Apogee Inc., 47 USPQ2d 1368 (TTAB 1998). Accordingly, we have
not considered these excerpts.

° Although Applicant contends that Opposer’s pleaded marks are not famous, Opposer
need not establish the fame of those marks to prevail on its likelihood of confusion claim.
See Weider Publ'ns, LLC v. D&D Beauty Care Co., 109 USPQ2d 1347, 1353 n.18 (TTAB
2014).

1% The parties should not infer that the genuine disputes that we have identified in this
order are the only ones remaining for trial. Evidence submitted with the cross-motions for
summary judgment is of record only for consideration of those motions. To be considered at
final hearing, any such evidence must be properly introduced in evidence during the
appropriate trial period. See Levi Strauss & Co. v. R. Josephs Sportswear Inc., 28 USPQ2d
1464 (TTAB 1993); Pet Inc. v. Bassetti, 219 USPQ 911 (TTAB 1983); Am. Meat Inst. v.
Horace W. Longacre, Inc., 211 USPQ 712 (TTAB 1981).

' The cross-motions for summary judgment were filed after the March 18, 2015 due date
for Opposer’s pretrial disclosures. Opposer is reminded that it has an ongoing duty to
supplement or correct those disclosures as necessary. See Fed. R. Civ. P. 26(e).
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Defendant's Pretrial Disclosures Due 10/15/2015
Defendant's 30-day Trial Period Ends 11/29/2015
Plaintiff's Rebuttal Disclosures Due 12/14/2015
Plaintiff's 15-day Rebuttal Period Ends 1/13/2016

In each instance, a copy of the transcript of testimony, together with copies of
documentary exhibits, must be served on the adverse party within thirty days after
completion of the taking of testimony. Trademark Rule 2.125. Briefs shall be filed in
accordance with Trademark Rules 2.128(a) and (b). An oral hearing will be set only
upon request filed as provided by Trademark Rule 2.129. If either of the parties or
their attorneys should have a change of address, the Board should be so informed

promptly.



