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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Genesco Brands, LLC

Granted to Date 02/05/2014

of previous

extension

Address 300 Delaware Avenue9th Floor

Wilmington, DE 19801
UNITED STATES

Party who filed
Extension of time
to oppose

Genesco Brands, Inc.

Relationship to
party who filed
Extension of time
to oppose

Genesco Brands, Inc. has assigned unto Genesco Brands, LLC all right,
title,and interest of every kind and nature in the JOURNEYS trademarks,
including all registrations of the JOURNEYS trademarks that form the basis for
this opposition. The assignment from Genesco Brands, Inc. to Genesco Brands,
LLC includes an assignment of the business of Genesco Brands, Inc. pertaining
to the JOURNEYS trademarks and the registrations, as well as the goodwill
relating thereto. Genesco Brands, LLC is a successor in interest to the business
of Genesco Brands, Inc. associated with the JOURNEYS trademarks and
registrations, which is ongoing and existing, and Genesco Brands, LLC has
acquired all of Genesco Brands, Inc.'s rights in and to the JOURNEYS
trademarks and the registrations thereof.

Attorney
information

Nichole Davis Chollet

Kilpatrick Townsend & Stockton LLP

1100 Peachtree StreetSuite 2800

Atlanta, GA 30309

UNITED STATES

tlord@ktslaw.com, nchollet@ktslaw.com, jshanks@ktslaw.com,
tmadmin@ktslaw.com, Icrumbley@ktslaw.com, tibrown@ktslaw.com
Phone:404-815-6500

Applicant Information

Application No 85920646 Publication date 10/08/2013
Opposition Filing | 02/05/2014 Opposition 02/05/2014
Date Period Ends

Applicant Artisan Journey LLC
3544 Trails End Road
Wheatfield, NY 14120

NY

Goods/Services Affected by Opposition

Class 025. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: wearing apparel, namely, dresses, pants,



http://estta.uspto.gov

shirts, shorts, skirts, sleepwear, suits, sweaters, tank tops, and t-shirts; underwear; head wear,
namely, caps, ear muffs, hats and visors; outerwear, namely, coats, jackets, shawls and vests;
accessories, namely, belts, gloves, scarves,suspender, and ties

Class 035. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: catalog ordering services, mail order
services, retail store services, wholesale store services, on-line retail store services and on-line
wholesale store services, all featuring wearing apparel and food products

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1475093 Application Date 06/15/1987

No.

Registration Date | 02/02/1988 Foreign Priority NONE
Date

Word Mark JOURNEYS

Design Mark

Description of NONE

Mark

Goods/Services Class 025. First use: First Use: 1987/02/09 First Use In Commerce: 1987/02/09

SHOES

U.S. Registration | 1458854 Application Date 02/17/1987

No.

Registration Date | 09/22/1987 Foreign Priority NONE
Date

Word Mark JOURNEYS

Design Mark

Description of NONE

Mark

Goods/Services Class 042. First use: First Use: 1986/12/17 First Use In Commerce: 1986/12/17
RETAIL SHOE STORE SERVICES

U.S. Registration | 3099876 Application Date 08/11/2005

No.

Registration Date | 06/06/2006 Foreign Priority NONE
Date

Word Mark JOURNEYS

Design Mark

0K




Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1987/02/09 First Use In Commerce: 1987/02/09

footwear and apparel, namely, shoes, boots, hats, caps, hosiery, shirts,
sweatshirts, sweatpants, coats, jackets, t-shirts, gloves, scarves, shorts,
underwear,pants, and skirts

Class 035. First use: First Use: 1987/02/09 First Use In Commerce: 1987/02/09

retail store services in the fields of footwear, apparel, luggage, handbags, sports
bags, backpacks, jewelry and fashion accessories

U.S. Registration | 2501052 Application Date 04/04/2000

No.

Registration Date | 10/23/2001 Foreign Priority NONE
Date

Word Mark JOURNEYS ZAPCARD

Design Mark

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2001/06/21 First Use In Commerce: 2001/06/21

Providing prepaid payment cards redeemable for purchases in applicant's retalil
stores

U.S. Registration | 2620681 Application Date 06/13/2001

No.

Registration Date | 09/17/2002 Foreign Priority NONE
Date

Word Mark JOURNEYS ZAP CARD

Design Mark

JOURNEYS ZAP CARD

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2000/11/00 First Use In Commerce: 2000/11/00
financial services in connection with the issuance of stored value cards

U.S. Registration | 1558147 Application Date 01/23/1989

No.

Registration Date | 09/26/1989 Foreign Priority NONE
Date




Word Mark

JOURNEYS AN ATTITUDE YOU CAN WEAR

Design Mark

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1988/07/15 First Use In Commerce: 1988/07/15
SHOES

Class 042. First use: First Use: 1988/07/15 First Use In Commerce: 1988/07/15
RETAIL SHOE STORE SERVICES

U.S. Registration | 2957414 Application Date 12/06/2000

No.

Registration Date | 05/31/2005 Foreign Priority NONE
Date

Word Mark JOURNEYS KIDZ

Design Mark

f S

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 2000/08/00 First Use In Commerce: 2000/08/00

Footwear and apparel, namely, shoes, boots, hats, caps, hosiery, shirts,
sweatshirts, sweatpants, coats, jackets, t-shirts, gloves, scarves, shorts,
underwear,pants, and skirts

Class 035. First use: First Use: 2000/08/00 First Use In Commerce: 2000/08/00

Retail store services in the fields of footwear, apparel, backpacks, sports bags,
jewelry and fashion accessories

U.S. Registration | 2952068 Application Date 12/06/2000

No.

Registration Date | 05/17/2005 Foreign Priority NONE
Date

Word Mark JOURNEYS KIDZ

Design Mark

JOURNEYS KIDZ

Description of

NONE




Mark
Goods/Services Class 025. First use: First Use: 2000/08/00 First Use In Commerce: 2000/08/00

Footwear and apparel, namely, shoes, boots, hats, caps, hosiery, shirts,
sweatshirts, sweatpants, coats, jackets, t-shirts, gloves, scarves, shorts,
underwear,pants, and skirts

Class 035. First use: First Use: 2000/08/00 First Use In Commerce: 2000/08/00

Retail store services in the fields of footwear, apparel, backpacks, sports bags,
jewelry and fashion accessories

U.S. Registration | 3406723 Application Date 06/16/2005

No.

Registration Date | 04/01/2008 Foreign Priority NONE
Date

Word Mark SHI BY JOURNEYS

Design Mark

SHI BY JOURNEYS

Description of NONE
Mark

Goods/Services Class 025. First use: First Use: 2007/05/08 First Use In Commerce: 2007/05/08

FOOTWEAR AND APPAREL, NAMELY, SHOES, BOOTS, HOSIERY, COATS,
SCARVES

Class 035. First use: First Use: 2005/11/22 First Use In Commerce: 2005/11/22

RETAIL STORE SERVICES IN THE FILEDS OF FOOTWEAR, APPAREL,
HANDBAGS, JEWELRY ANDFASHION ACCESSORIES
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Nichole Davis Chollet/
Name Nichole Davis Chollet
Date 02/05/2014







IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

GENESCO BRANDSLLC

Opposer,
Serial No0.:85/920,646

V. Opposition No.

ARTISAN JOURNEY, LLG

N N N N N N N N N N N

Applicant.
NOTICE OF OPPOSITION

Opposer Genesco Brand4.C will be damaged by registration in International Césss
25 and 35o0f the markARTISAN JOURNEY & Designunderlying intento-use application
Serial N0.85/920,646and states the following grounds under 15 U.S.C. § 1063 and 37 C.F.R. 88
2.101 and 2.104 for its opposition to that application:

1. Opposer Genesco Brands, LLC is the owner and licensor of the trademark
JOURNEYS, alone and in conjunction with other words and designs, used in connection with a
well-known chain of over seven hundred JOURNEYS and JOURNEYS KIDZ retail stores
located in mayr shopping malls throughout the United States, which are owned and operated by
Opposer Genesco Brands, LLC’s predecessor and exclusive licensee, Genes(@plmaser
Genesco Brands, LLC, Genesco Inc., and their predecessors are collectieelydréo as
“Genesco”). The stores operating under the JOURNEYS trademarks sellearamige of
footwear, clothing, fashion accessories, novelties, bags, backpacks, and other goods in

connection with the JOURNEYS marks.



2. Genesco has validly and continuouslyedssthe JOURNEYS mark and other

marks incorporating the element JOURNEYS in connection with a variety of goddseevices

since at least as early as December 17, 1986.

3. Genesco owns the following federal registrations for marks comprised of or

incorpording the JOURNEYS mark (collectively the “JOURNEYS Marks”),

numerous design marks:

including

Name of Mark

Registration
No.

Goods/Services

First Use
Date

JOURNEYS*

1,475,093

“shoes” in International
Class 025.

02/09/87

JOURNEYS*

1,458,854

“retail shoe store services”
in International Class 042.

12/17/86

JOURNEYS and Design*

0k

3,099,876

“footwear and apparel,
namely, shoes, boots, hats
caps, hosiery, shirts,
sweatshirts, sweatpants,
coats, jackets;shirts,
gloves, scarves, shorts,
underwear, ants, and
skirts” in International
Class 025;

"retail store services in the
fields of footwear, apparel,
backpacks, sports bags,
jewelry and fashion
accessories” in
International Class 035.

02/9/1987

JOURNEYS ZAPCARD and Design*

S

\\,

},r‘

%s G

\_,I f:,»-

2,501,052

“providing prepaid paymen
cards redeemable for
purchases in Applicant’s
retail stores” in
International Class 036.

06/21/01

JOURNEYS
ZAP CARD*

2,620,681

“financial services in
connection with the
issuance of stored value
cards” in International
Class 036.

11/00/00

JOURNEYS AN ATTITUDE YOU CAN

1,558,147

“shoes” in International

07/15/88




WEAR* Class 025; and “retail shoe|
store services” in
International Class 042.

JOURNEYS 2,957,414 “footwear and apparel, 08/00/00
KIDZ and Design* namely, shoes, boots, hats,
caps, hosiery, shirts,
sweatshirts, sweatpants,
coats, jackets;shirts,
gloves, scarves, shorts,
underwear, pants, and
skirts” in International
Class 025;

"retail store services in the
fields of footwer, apparel,
backpacks, sports bags,
jewelry and fashion
accessories” in
International Class 035.

JOURNEYS 2,952,068 “footwear and apparel, 08/00/00
KIDZ* namely, shoes, boots, hats,
caps, hosiery, shirts,
sweatshirts, sweatpants,
coats, jackets;ghirts,
gloves, scarves, shorts,
underwear, pants, and
skirts” in International
Class 025;

"retail store services in the
fields of footwer, apparel,
backpacks, sports bags,
jewelry and fashion
accessories” in
International Class 035.

SHI BY JOURNEYS 3,406,723 “footwear and apparel, 11/22/05
namely, shoes, boots,
hosiery, coats, scarves” in
International Class 025;

“retail stores serges in the
fields of footwear, apparel,
handbags, jewelry and
fashion accessories” in
International Class 035.

The abovdisted registrations of the JOURNEYS aks are valid and subsisting, and

affidavits havebeen filed and accepted pursuant to Sections 8 and 15 of the Lanh#&on Act

the eight (§ registrations listed above that are marked with an asterisk (Reg. Nos. 1,458,854,



1,475,093, 1,558,147, 2,501,052, 2,620,681, 2,952,068, 2,957,414, and 3,0968é6ng
such registrations incontestable.

4, By virtue of continuous and extensive sales and advertising of the JOURNEYS
Marks in connection with Genesco’s retail stores and the products sold thedeihgaxtensive
sales of such goods for over 25 ye&gnesco’s JOURNEYS Marks are widely and favorably
known by the public throughout the United States.

5. Genesco has expended large amounts of money, time, and effort in advertising
and promoting its goods and services under the JOURNEYS Marks. By wfaG@mesco’s
extensive use and advertising of the JOURNEYS Marks and resulting favorable publi
recognition, Genesco’s JOURNEYS Marks uniquely identify Genesco andoitkigis and
services to the public. As such, Genesco has established extensive elawnghts in the
JOURNEYS Marks in connection with footwear, clothing, bags and other goods, | as Vil
retail store services.

6. Applicant Artisan Journey, LLC(“*Applicant”) filed intentto-use application
Serial N0.85/920,646 orMay 1, 2013to regster the markARTISAN JOURNEY & Design,

depicted below: (“Applicant’s Mark”):

*%

artisan journey

Applicant's Mark, which was published for opposition in B#icial Gazetteon October 8

2013, is to be useth connectionwith inter alia, “wearing apparel, namely, dresses, pants,
shirts, shorts, skirts, sleepwear, suits, sweaters, tank tops, and t-shirts, underwear; head wear,
namely, caps, ear muffs, hats and visors; outerwear, namely, coats, jackets, shawls and vests,

accessories, namely, belts, gloves, scarves, suspender, and ties’ in International Class 25 and



“catalog ordering services, mail order services, retail store services, wholesale store services,
on-line retail store services and on-line wholesale store services, all featuring wearing apparel
and food products” in International Class 35.

7. Genesco continuously has used its JOURNEYS Marks since long prior to
Applicant’s filing date an@nydate of first use, actual or constructive.

8. Applicant’'s Mark is closely similar in sight, sound and commercial impregsio
Genesco’s JOURNEYS Marks.

9. Applicant’'s Mark is to be used with goods arevices in International Class
25 and 35that are identical or closely related to the goods and services Genesco offats wit
JOURNEYS Marks

10. Genesco will be damaged by the registration of Applicant’s Mark imnatenal
Classe®25 and 35because the mark so resembles Genesco’s JOURNEYS Marks as to be likely
to cause confusion, mistake, and/or deception. Consumers familiar with GenescoNENC®&JR
Marks would be likely, erroneously, to believe the goald services International Class 25
and 35of Applicant’s application are goods of Genesco or are endorsed, sponsored)sadlice
by Genesco. Thus, registration of Applicant's Mark on Brencipal Register would be
inconsistent with Genesco’s rights in its JOURNEYS Marks.

11. The required opposition faed $600 for opposing Applicant’s Mark in connection
with International Classes 25 and 35being electronically processed in connectiwath this
Notice of Opposition. The Director is authorized to debit Kilpatrick Townsend &kios
Trademark Deposit Account No. 20-1430 for any deficiency in the required fee.

Opposer Genesco Brands, LLC therefore requests that application Sers&l/820,646

in InternationalClasse25 and 35 be refused registration.



Date:February 5, 2014

Respectfully Submitted:

[Nichole Davis Chollet/
Tywanda H. Lord
Nichole Davis Chollet
Jaclyn T. Shanks

KILPATRICK TOWNSEND&
STOCKTONLLP

1100 Peachtree Stre&uite 2800
Atlanta, GA 30309-4530

(404) 815-6500

Attorneys for Opposer

CERTIFICATE OF TRANSMISSION

| hereby certify that this correspondence is being filed electronidalbugh the U.S.
Patent and Trademark Office’s ESTTA system on Februa20H.

BY:

/Louie Crumbley/

KILPATRICK TOWNSEND& STOCKTON LLP
1100 Peachtree Street Suite 2800
Atlanta, Georgia 30309-4530

(404) 815-6500




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

GENESCO BRANDSLLC

Opposer,
Serial No0.:85/920,646

V. Opposition No.

ARTISAN JOURNEY, LLG

N N N N N N N N N N N

Applicant.

CERTIFICATE OF SERVICE

This is to certify that the foregoing NOTICE OF OPPOSITION weased on counsel
for Applicant by depositing true and correct copy the first class mail, postage praid,
addressed as follows:

Andrew A. Gonzalez
Gonzalez & Oberlander LLP
445 Hamilton Ave, Suite 1102
White Plains, New York 10601-1832

This 5th day ofFebruary 2014.

/Louie Crumbley/

KILPATRICK TOWNSEND& STOCKTON LLP
1100 Peachtree Street Suite 2800
Atlanta, Georgia 30309-4530

(404) 815-6500



