Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA584053

Filing date: 01/27/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name TOP SHOP/TOP MAN LIMITED
Granted to Date 01/26/2014

of previous

extension

Address Colegrave House, 70 Berners Street

London, W1T 3NL
UNITED KINGDOM

Attorney Floyd A. Mandell, Carolyn M. Passen

information Katten Muchin Rosenman LLP

525 West Monroe Street

Chicago, IL 60661

UNITED STATES

floyd.mandell@kattenlaw.com, carolyn.passen@kattenlaw.com

Applicant Information

Application No 85797449 Publication date 07/30/2013
Opposition Filing 01/27/2014 Opposition 01/26/2014
Date Period Ends

Applicants Card, Richard

26 W. 248 Tuckaway Ct.
Winfield, IL 60190
USX

Card, Jill

26 W. 248 Tuckaway Ct
Winfield, IL 60190

UsXx

Goods/Services Affected by Opposition

Class 035. First Use: 2009/08/24 First Use In Commerce: 2009/08/24
All goods and services in the class are opposed, namely: Retail store services featuring clothing and
clothing accessories

Grounds for Opposition

False suggestion of a connection Trademark Act section 2(a)
Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 3237860 Application Date 12/02/2002
No.



http://estta.uspto.gov

Registration Date | 05/01/2007 Foreign Priority NONE
Date

Word Mark TOPSHOP

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1964/12/31 First Use In Commerce: 1998/12/31
Women's clothing, namely skirts, dresses, pants, tops and jacket

U.S. Registration | 3524207 Application Date 05/17/2005

No.

Registration Date | 10/28/2008 Foreign Priority NONE
Date

Word Mark TOP SHOP

Design Mark

Description of NONE

Mark

Goods/Services

Class 009. First use: First Use: 0 First Use In Commerce: O

Sunglasses and accessories for sunglasses, namely, neck cords which restrain
sunglasses from movement on a wearer, and parts for the above goods

U.S. Registration | 3524208 Application Date 05/17/2005

No.

Registration Date | 10/28/2008 Foreign Priority NONE
Date

Word Mark TOP SHOP

Design Mark

Description of NONE

Mark

Goods/Services

Class 014. First use: First Use: 0 First Use In Commerce: 0
Jewelry, namely, necklaces, rings, earrings, bracelets, bangles and pendants




U.S. Registration | 3552730 Application Date 10/11/2007

No.

Registration Date | 12/30/2008 Foreign Priority NONE
Date

Word Mark TOPSHOP

Design Mark

TOPSHOP

Description of
Mark

NONE

Goods/Services

Class 018. First use: First Use: 2006/11/30 First Use In Commerce: 2006/11/30

Hand bags; shoulder bags; leather, canvas and mesh shopping bags; clutch
bags; tote bags; trolley bags for travel with wheels attached; envelope bags of
leather, namely, a bag having a closure flap for carrying personal articles;
holdalls;purses; wallets; satchels; leather pouches; vanity cases sold empty;
leather passport holders; and leather passport covers

U.S. Registration | 3655345 Application Date 09/12/2007

No.

Registration Date | 07/14/2009 Foreign Priority NONE
Date

Word Mark TOPSHOP

Design Mark

TOPSHOP

Description of
Mark

NONE

Goods/Services

Class 018. First use: First Use: 2009/04/02 First Use In Commerce: 2009/04/02

Luggage; carry-on luggage; tote bags; weekend bags; overnight bags;
backpacks; rucksacks; all purpose sports bags; duffel bags; kit bags; handbags;
clutch bags; shoulder bags; purses; wallets; fanny packs

U.S. Registration | 3673939 Application Date 04/04/2008
No.
Registration Date | 08/25/2009 Foreign Priority NONE




Date

Word Mark

FREEDOM AT TOPSHOP

Design Mark

FREEDOM AT TOPSHOP

Description of
Mark

NONE

Goods/Services

Class 014. First use: First Use: 2008/09/09 First Use In Commerce: 2008/09/09

Precious metals and their alloys; jewellery and imitation jewellery; horological
and chronometric instruments and partsthereof; watches; clocks; bracelets;
anklets; necklaces; rings; brooches; pins;earrings; pendants; bangles; tiaras

Class 026. First use: First Use: 2008/09/09 First Use In Commerce: 2008/09/09

Barrettes; hair slides; bobby pins; bonnet pins; clothing accessories - not
imitation jewelry, namely, brooches; false hair; hair accessories, namely, claw
clips, shap clips and jaw clips; hair bands; hair barrettes; hair bows; hair
buckles; hair clamps; hair clips; hair extensions; hair grips; hair ornaments; hair
ornaments in the nature of hair wraps; hair ornaments in the form of combs; hair
pieces; hair pieces and wigs; hair pins; hair pins and grips; hair ribbons; hair
rods; hair scrunchies; hair slides; oriental hair pins; ornamental bows of textile
for decoration; ornamental combs for hair styling; ornamental hair pins for hair
styling; ponytail holders; wigs; wigs, hairpieces, and add-in and add-on hair
accessories constructed primarily of synthetic and/or human hair

U.S. Registration | 3807075 Application Date 01/04/2006

No.

Registration Date | 06/22/2010 Foreign Priority NONE
Date

Word Mark T'S BY TOPSHOP

Design Mark

1T'S BY TOPSHOP

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 2001/08/00 First Use In Commerce: 2001/08/00
Women's apparel, namely, T-shirts and tops




U.S. Registration | 3810903 Application Date 05/17/2005

No.

Registration Date | 06/29/2010 Foreign Priority NONE
Date

Word Mark TOP SHOP

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 0 First Use In Commerce: O

Clothing for women and girls, namely, footwear, boots, shoes, slippers, sandals,
headwear, hats, caps, berets, coats, suits, jackets, bathing suits, robes, pants,
trousers, jeans, shorts, shirts, t-shirts, tank tops, pullovers, sweaters, jerseys,
cardigans, sweatshirts, fleeces,overalls, belts, underwear, socks and hosiery,
scarves, gloves, mittens, dinnerjackets, neck ties, cravats, dresses, blouses and
skirts

U.S. Registration | 4000555 Application Date 02/15/2010

No.

Registration Date | 07/26/2011 Foreign Priority 09/29/2009
Date

Word Mark TOPSHOP

o T O P S H O P

Description of NONE

Mark

Goods/Services

Class 003. First use: First Use: 0 First Use In Commerce: 0

Bleaching preparations and other substances for laundry use, namely, laundry
soap, detergent, conditioners, and fabric softeners; cleaning, polishing,
scouringand abrasive preparations; non-medicated preparations for the
application to, conditioning and care of hair, scalp, skin and nails; soaps;
perfumes; perfumery;eau de cologne; toilet waters; essential and herbal oils;
cosmetics; make-up preparations; lipsticks; nail varnishes; nail varnish
removers; non-medicated toilet preparations, namely, toilet soap andtoilet water;
hair lotions; hair spraysand hair gels; non-medicated preparations for use in the
bath or shower; bath and shower oils, gels, creams and foams; face and body
masks; face and body scrubs; facial washes; skin cleansers and non-medicated
preparations for hydrating the skin; skin toners; skin moisturizers; non-
medicated blemish creams and blemishgels; personal deodorants;
antiperspirants; preparations for use before shavingand after shaving; shaving
soaps; shaving creams; shaving gels; after-shave preparations; pre-shave
preparations; talcum powders; non-medicated toiletries; dentifrices; toothpastes




U.S. Registration | 4420216 Application Date 05/17/2005
No.

Registration Date | 10/22/2013 Foreign Priority NONE
Date

Word Mark TOP SHOP

Design Mark

TOP SHOP

Description of NONE
Mark

Goods/Services Class 035. First use: First Use: 0 First Use In Commerce: 0

Retail store services and online retailstore services featuring clothing, footwear,
hair accessories, bags, millinery,jewelry, imitation jewelry, watches, eyewear
and sporting clothing
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Carolyn M. Passen/
Name Floyd A. Mandell, Carolyn M. Passen
Date 01/27/2014




INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Applicants:  Jill Card and Richard Card
Serial No.:  85/797,449

Filing Date: December 7, 2012

Mark: JEANS & A CUTE TOP SHOP

Published in the OfficiaGazette on July 30, 2013

TOP SHOP/TOP MAN LIMITED, )
Opposer, : )

VS. )) Opposition No.
JILL CARD and RICHARD CARD, : )
Applicants. : )

NOTICE OF OPPOSITION

Opposer, Top Shop/Top Man Limited (“OppdYy, a company organized and existing
under the laws of the United Kingdom and havamgaddress at Colegrave House, 70 Berners
Street, London W1T 3NL, United Kingdom, believeattht would be damaged by issuance of a
registration for the trademark JEANS & A CUTIOP SHOP (“Applicants’ Mark”) as applied
for in Application Serial No. 85/797,449 (tHépplication”) by Jill and Richard Card (the
“Applicants”). Accordingly,Opposer, by and through its atteys, hereby opposes the same
and, as grounds for opposition, alleges as follows:

1. Opposer is the owner of the famoi® PSHOP and TOP SHOP marks (the
“TOPSHOP Marks”) in connection with clothindgpotwear, jewelry, sunglasses, accessories,
luggage, bags, soaps and detergents, househaltufe and textile goods, retail store and online
retail store services, and other goods (“Oppeséoods and Services”)Opposer, through its

predecessors-in-interest, begamggts TOPSHOP Marks in thdnited Kingdom no later than



1964, and began using the TOPSHOP Marks in the United States no later than 1998, and
continues to use such marks. On or abouilA&p 2009, the first stand-alone TOPSHOP store
was opened in the United States and therenave TOPSHOP retail stores in New York, Los
Angeles, Chicago and Las Vegas. Throughp&er's (and its predecessor-in-interest’s)
extensive sales, advertisingdapromotion activities, and thmgh the significanpublicity the
TOPSHOP brand receivaga the national and international press and the media, consumers
worldwide, including in the United States, hdweag had familiarity with Opposer's TOPSHOP
Marks and associate the TOPSHOP brand foheigt clothing sales, and fashion exclusively
with Opposer.

2. Opposer’'s Goods and Services are atibest and promoted extensively through
many forms of media, including, but not limited tmvertisements in internationally circulated
publications, in printed and electronic catgp and on the interneat topshop.com and
us.topshop.com. Opposer's TOPSHOP brand has been featured in negadipeurnals such
as Lucky, US Weekly, InStyle, Vogue, People, the New York Times, and the Wall Street
Journal, and is worn by celebrities such as Kate Bosworth, Nicole Richie, Cameron Diaz, Kelly
Osbourne, Selma Blaire, Amanda Bynes, Juliéttevis, Mariah Carey, Fergie, Lake Bell,
Ashlee Simpson, Mary-Kate Olsen, Kate Moss, Keira Knightly, and Sienna Miller.

3. Opposer and its predecessor-in-interkate expended consichble resources
towards establishing and protecting Opposar&duable TOPSHOP Marks worldwide and
Opposer owns trademark registrations foenthin, among others, the following countries:
Australia, Austria, Bahrain, Belgium, BrunBarussalam, Bulgaria, China, Croatia, Cyprus,
Czech Republic, Denmark, Estonia, Finlandariee, Germany, Gibraltar, Greece, Guernsey,

Hong Kong, Hungary, Iceland, Indasia, Ireland, Israel, ItalyJapan, Jersey, Jordan, Latvia,



Lebanon, Lithuania, Luxembourg, Malta, Monad#éorocco, Netherlands, New Zealand, Peru,
Poland, Portugal, Qatar, Republic of Koreanymaaia, Russian Federation, San Marino, Saudi
Arabia, Serbia, Singapore, Slovakia, SlovenatB Africa, Spain, Sweden, Taiwan, Thailand,
Tunisia, Turkey, Ukraine, United Arab Emirates, United Kingdom, United States and Yemen
(collectively, the “Foreign Registrations”). |Abf the Foreign Registtions are valid and
subsisting and in full force and effect in cection with clothing, accessories, retail store
services and related goods and services.

4. Opposer also owns many U.S. Registras for its TOPSHOP Marks, including,
but not limited to, U.S. Registration Nos. 3237860, 3524207, 3524208, 3552730, 3655345,
3673939, 3807075, 3810903, 4000555, and 4420216 (collectively “Opposer's US
Registrations”). Opposer’'s US Registrations\aakd, subsisting and in full force and effect and
some have achieved incontestable statuppo®er has also acquired significant common law
rights in its TOPSHOP Marks iconnection with Opposer's Goodsid Services. Opposer has
also diligently policed its trademark and service mark rights against others who have attempted
to register a confusingly similar mark.

5. On December 7, 2012, Applicants filecetiApplication to rgister Applicants’
Mark in the USPTO for “Retail store servicisaturing clothing and clothing accessories” in
International Class 35 (“ApplicarnitServices”) with a claimed fst use date of August 24, 20009.

6. Opposer’s rights in the TOPSHOP Mar&sose prior to any alleged rights of
Applicants in Applicants’ Mark.

7. Opposer obtained from this Board extensions of time to oppose the Application,

allowing Opposer until January 26, 20145{@nday) to oppose the Application.



COUNT |
(Likelihood of Confusion)

8. Opposer realleges and incorporates hetsinreference thematters alleged in
Paragraphs 1 through 7.

9. Applicants’ Mark wholly incorporas Opposer's TOPSHOP Marks and the
TOPSHOP Marks are a dominantgoonent of Applicants’ MarkTherefore, Applicants’ mark
is similar in sound and appearance to OppssTOPSHOP Marks and creates a similar
commercial impression.

10.  According to the Application, Applicantd¥ark is used with services that are
identical to services Opposer provides undefatsous TOPSHOP Marks, namely, retail store
services featuring clothing and accessorige e.g., us.topshop.com.

11. Given that Applicants’ services are thameaas Opposer’s, they are likely to be
marketed in the same channeldrafle to the same consumers.

12. Opposer's TOPSHOP Marks are stronglasonstrated by Opposer’s widespread
and continuous use of the marks, and thé&eresive promotion, advertising and sales of
Opposer's Goods and Services under Opp®sEOPSHOP Marks, substantial unsolicited
publicity Opposer receives, as well as other factors.

13. Applicants’ Mark, when applied to Afipants’ Services, is likely to cause
confusion, mistake or deception by causing phublic to believe that Applicants’ Services
originate from, or are otherwise sponsored or esetbby Opposer in violation of Section 2(d) of
the Lanham Act, 15 U.S.C. § 1052(d), with conseqjag@amage to Opposer and the public within

the meaning of 15 U.S.C. § 1063(a).



COUNT 11
(False Suggestion of Connection)

14. Opposer realleges and incorporates hetsinreference thenatters alleged in
Paragraphs 1 through 13.

15.  Applicants’ Mark so resembles OpposeFO®PSHOP Marks that when applied to
Applicants’ Services, Applicants’ Mark is likelto falsely suggest a connection with Opposer
and/or Opposer's Goods and Seedan violation of Section 2(af the Lanham Act, 15 U.S.C.

§ 1052(a), with consequent damage to Oppaseértize public within the meaning of 15 U.S.C. §
1063(a).

REQUEST FOR RELIEF

16. For the foregoing reasons, among othé&gposer believes that it would be
damaged by the registration Applicants’ Mark. Accordingly Opposer respectfully requests

that this opposition be sustained and st&rgtion of Applicants’ Mark be denied.

Dated: January 27, 2014 Respectfully submitted,

/sl CarolynM. Passen
Oneof the attorneydor Opposer

FloydA. Mandell

Garolyn M. Passen

KATTEN MUCHIN ROSENMAN LLP
525WestMonroeStreet
Chicagolllinois 60661

(312) 902-5200




CERTIFICATE OF SERVICE

I, Carolyn M. Passen, an attorney, herebyifyethat on today’s date | caused a copy of
the foregoing Notice of Opposition to be serugmbn Applicants’ counsel of record via First
Class Mail and e-mail, at the following address:

MarcusStepherHarris, Esq.
MARCUS STEPHENHARRISLLC
10 S. LaSalle Street Suite 3500

Chicagolllinois 60603
mharris@mshtechlaw.com

Dated: January 27, 2014 /Carolyn M. Passen/




