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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Passive House Institute U.S., Inc.
Granted to Date 01/08/2014

of previous

extension

Address 110 S Race St. Suite 202

Urbana, IL 61801
UNITED STATES

Attorney JOHN BOSTJANCICH

information SMART & BOSTJANCICH

30 W MONROE ST, STE 800

CHICAGO, IL 60603

UNITED STATES

bostjancich@hotmail.com, pattismart@hotmail.com Phone:312-857-2424

Applicant Information

Application No 85583360 Publication date 09/10/2013
Opposition Filing 01/08/2014 Opposition 01/08/2014
Date Period Ends

Applicant Dr. Wolfgang Feist

Carsonweg 82
64289 Darmstadt, DEX
DEX

Goods/Services Affected by Opposition

Class A. First Use: 1991/00/00 First Use In Commerce: 2006/04/18

All goods and services in the class are opposed, namely: Energy efficient building structures and
components therefor in the nature of walls, wall connections and wall systems;insulation and
insulation systems; balcony systems and associated connections; faA§ades and associated
connections; flueand chimney systems; roofing and roofing systems; flooring, foundations and
associated systems; doors; windows including glazing, associated framing, shading and connections;
HVAC and ERV units as well as other heat recovery systems; ventilation systems; heat pumps;
heating, cooling and dehumidification systems; compact units relating to ventilation with heat
recovery, space heating, hot water preparation, space cooling and dehumidification; devices enabling
the recovery of renewable energies; and energy storage devices

Class B. First Use: 1991/00/00 First Use In Commerce: 2006/04/18
All goods and services in the class are opposed, namely: Consulting, training, design, supervision,
and construction of energy efficientbuilding structures

Grounds for Opposition

| The mark is merely descriptive Trademark Act section 2(e)(1)



http://estta.uspto.gov

Genericness Trademark Act section 23

Other Lack of use in commerce, Trademark Act section
1
Attachments NoticeOfOpposition.pdf(33053 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /John Bostjancich/
Name JOHN BOSTJANCICH
Date 01/08/2014




INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application SN &3360: CERTIFIED PASSIVE HOUSE
Published in th©fficial Gazette dated September 10, 2013

PASSIVE HOUSE INSTITUTE U.S,, )
INC.

N N

Opposer, )
V. OppositiorNo.

DR. WOLFGANG FEIST,

N e e

Applicant.
NOTICE OF OPPOSITION

Opposer, Passive House IngdtW.S., Inc. (als&known as “PHIUS”),an lllinois not-for-
profit corporation located and doing business at 110 S Race St. Suite 202, Urbana, |LéiEx@%, b
it will be damaged by registration of the mahkown in Application SeridNo. 85583360 and hereby
opposes same.

As grounds for th opposition, it is alleged:

1. Opposer is and has been involved in redeeelating to energstandards for passive
houses, materials and componaigsd in the construction of ggve houses, and the design and
construction of passive howsse North America.

2. Opposer is and has been engaged in thification of consultants, builders and
energy raters involved in the dgsj construction and certification passive houses, the certification
of building components for use in constructionpaksive houses, and tbertification of passive

house plans, specificatioasd energy modeling.



3. Opposer currently certifies gsive houses atéhdesign and energy modeling stage
and, in connection therewith, also requires thirdypaft-site quality assuree inspections to help
assure that a building i®estructed as designed.

4. Opposer’'s PHIUS+ certified passive houaes recognized by the U.S. Department
of Energy and are quakf for tax credits.

5. Passive houses are buildingsich are designed to achieve an extremely low level of
energy consumption through use of constructiechniques and prodiscwhich include high
insulation values througlut the building envelope, a high degrof air-tightness)igh performance
windows, thermal bridge-free ustruction, and advanced heat-transfer ventilation systems.

6. The term “passive” in the ph@a&passive house” refers taetfact that energy used to
heat or cool the house is primaggined through passive measuynesulation, heat recovery, passive
use of solar energy and internabl sources) rather than active sesrsuch as furnaces, boilers and
air conditioners.

7. Applicant’'s Passive House Hlitate has written that: “Pase house is not a brand
name, but a construction ampt that can be aligd by anyone and that hasatl the test of time.”

8. The passive house concept was researdes@loped and docuniex by scientists
and building science innovatarsthe United States and Calaain the 1970s and 1980s.

9. In the 1990s, with fundindrom the German government, applicant adapted for
Germany the work of the early American and Camagiioneers ahe passive hoesconcept, and
he promoted the passive house emichere. Applicanhas stated that 20,0806 30,000 passive
houses have been built in central Europe.

10.  Prior to 2011, appdiant and opposer or opposer’'s Executive Director cooperated in a

relationship to spread knowledge of the passive hoarsegept in North America, but said relationship



terminated in 2011. Um information and belief, applicaias been aware of the use and
understanding of “passive housa$ a generic term in the Usut States, both during his prior
relationship with opposer and opposer's Exeeutivirector and after the termination of said
relationship.

11.  Applicant has no proprietary or exclusivght in or to any energy standard to which
passive houses perform.

12.  Applicant has applied teegister CERTIFIED PASSIE HOUSE for a csification
mark for energy efficient building structures andnponents therefor in the nature of walls, wall
connections and wall systems; insulation arstili&tion systems; balcony systems and associated
connections; facades and associated connecfiaesand chimney systems; roofing and roofing
systems; flooring, foundations and associaggdtems; doors; windows including glazing,
associated framing, shading and connections; HVACCERYV units as well as other heat recovery
systems; ventilation systems; heat pumps; hgatimoling and dehumidification systems; compact
units relating to ventilation with heat recovery, space heating, hot water preparation, space cooling
and dehumidification; devices &pling the recovery of renewa&bknergies; and energy storage
devices, and for consulting, tramg, design, supervigip and construction oénergy efficient
building structures, with the ter@ERTIFIED disclaimed and with a &®n 2(f) claim that applicant
acquired rights in #anphrase PASSIVE HOUSHBrough substantiand exclusive use.

13.  The terminology “passive house” or “cerii passive house” @®mmon descriptive
or generic terminology with respect to buildings which achieve extrelmelylevels of energy
consumption by means of certairsig and construction techniques,components thereof, their
plans, their designers, builders xaters, or the certification ainy of the aforesaid, and said

terminology cannot function as a mark.



14.  The terminology “passive house” or “certifipdssive house” is so highly descriptive
of buildings that achieve extrety low levels of energy consyation by means ofertain design
and construction techniques, or components thereaf, glans, their designers, builders or raters,
or the certification of any of thaforesaid, that said terminology is incapable of functioning as a
mark.

15.  The terminology “passive house” is desavipt as acknowledgealy applicant, and,
contrary to applicant’s allegation,wsthout acquired distinctiveness.

16. Upon information and belief, there hsen no use of CERTIFIED PASSIVE
HOUSE as a certification maby any party authared by applicant.

17. Registration of CERTIFIED PASSIVE HOWBS by applicant, with the term
CERTIFIED disclaimed and a Section 2(f) claim di$tinctiveness withrespect to the phrase
PASSIVE HOUSE for the seipes listed in the aflipation opposed hereimyould be damaging to
those involved in researdesting, construction drcertification of passive houses in North America,
including opposer and its network aértified consultants, buildersamaters, in thait would allow
applicant to claim exclusive rights in termiagly commonly used to fer to such low-energy
consumption houses orleertification of same.

WHEREFORE, registration by applicant of #feresaid mark for the aforesaid certification
services would be damaging to opposer.

Opposer has submitted the regaiéiling fee in the amount @& 600.00. Please charge any

additional fees to Account No. 19-2552.



Pleasaddressll correspondence tiohn Bostjancich, Smart & Bgancich, 30 West Monroe
Street, Suite 800, Chicago, liirs 60603; (31p857-2424.
Respectfullgubmitted,

MART & BOSTIANCICH

By: / John Bostjancich /
Ritricia S. Smart

Hhn Bostjancich
30WestMonroeStreet
Siite 800

Chicagolllinois 60603
B12) 857-2424

Attorneys for Opposer



CERTIFICATE OF SERVICE
I, John Bostjancich, an attorney fapposer, hereby certifyrat on this 8 day of January,
2014, a copy of the foregoing Notice Of Oppositiomeésng served upon Jason L. White, Esq.,
Michael D. Adams, Esq., Mayer Brown LLIPO Box 2828, Chicago, IL 60690-2828, by first class

mail, postage prepaid.

By: / JohnBostjancich/




