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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

______________________________ 

     ) 

SCANDINAVIAN TOBACCO ) 

GROUP LANE LTD.,  ) 

     ) Opposition No.: 91-214,349 

   Opposer ) 

     ) Serial No.:  85/898,370  

  v.   )  

     ) Trademark: 

IMPERIAL TOBACCO LTD., ) 

                              ) 

   Applicant. )  

______________________________) 

 

APPLICANT’S MOTION TO DISMISS THE OPPOSITION FOR  

FAILURE TO STATE A CLAIM 

 

 Pursuant to Federal Rule of Civil Procedure (FRCP) 12(b)(6) and TBMP § 503, 

IMPERIAL TOBACCO, LTD. (“Imperial” or “Applicant”) moves the Trademark Trial and 

Appeal Board (the “Board”) to dismiss the above-captioned proceeding for failure to state a 

claim upon which relief may be granted.  In the alternative, Applicant moves to strike those 

purported causes of action and bases which do not meet the applicable standards as set forth 

below. 

Introduction 

 On January 8, 2014, Scandinavian Tobacco Group Lane, Ltd. (“Scandinavian Tobacco” 

or “Opposer”) filed Opposition No. 91-214,349 against the trademark GOLDEN VIRGINIA & 

Design, Appln. No. 85/898,370, owned by Applicant Imperial.  The ESTTA cover sheet to the 

Notice of Opposition lists three grounds for the opposition: (1) Priority and Likelihood of 

Confusion; (2) Fraud; (3) Improper Priority Claim Under § 44.  However, Opposer’s Notice of 

Opposition does not provide an adequate legal basis or any facts, let alone sufficient facts, for 



any of the grounds that, if proven true, would entitle Opposer to the relief sought. 

 For the reasons set forth below, Applicant moves to dismiss the proceeding entirely for 

failure to state a claim upon which relief may be granted.  In the alternative, Applicant moves to 

strike those purported causes of action and bases which do not meet the applicable standards as 

set forth below. 

Argument 

“A motion to dismiss for failure to state a claim upon which relief can be granted is a test 

solely of the legal sufficiency of a complaint.”
1
  Under the Trademark Rules and precedent, a 

complaint must include a short and plain statement of a claim, the elements of the claim, and 

enough factual support to show that the pleader is entitled to relief and to give the defendant fair 

notice.
2
  Therefore, to survive a motion to dismiss, a complaint must state more than bare conclusory 

allegations, such that the facts in the complaint are sufficient enough to make any claim within it 

plausible on its face.3  Each and every allegation must be supported by at least a modicum of details. 

Id. Such details are necessary not only to give the defendant fair notice of the basis of each claim, but 

also to show the Board that a right to relief exists assuming all such facts and allegations are taken to 

be true.4  

The “detail” provided by Opposer in Opposer’s Notice does not meet the minimial pleading 

standards.  As the courts have held,  

While a complaint attacked by a Rule 12(b)(6) motion to dismiss does not need 

detailed factual allegations, a plaintiff’s obligations to provide the “grounds” of 

                                                 
1
 Petróleos Mexicanos v. Intermix S.A., 97 USPQ2d 1403 (TTAB 2010); Fair Indigo LLC v. Style Conscience, 85 

USPQ2d 1536, 1538 (TTAB 2007); TBMP §503.02. 
2
 Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 570 (2007); Fair Indigo LLC, 85 USPQ2d at 1538 (elements of each 

claim should be stated concisely and directly, and include enough detail to give the defendant fair notice); 

McDonnell Douglas Corp. v. National Data Corp., 228 USPQ 45, 48 (TTAB 1985) (petitioner's 

Trademark Act § 2(a), 15 U.S.C. § 1052(a) allegations were merely conclusory and unsupported by 

factual averments); Ashcroft v. Iqbal, 556 U.S. ___, 129 S.Ct. 1937 (2009), quoting Twombly, 550 

U.S. at 570; 37 C.F.R. §2.104(a); TBMP §309.03(a)(2); Fed. R. Civ. P. 8(a)(2). 
3
 Twombly, 550 U.S. at 570; TBMP §503.02. 

4
 See Fair Indigo LLC, 85 USPQ2d at 1538; TBMP §309.02(a)(2) (“A pleading should include 

enough detail to give the defendant fair notice of the basis for each claim”). 



his “entitle[ment] to relief” require more than labels and conclusion, and a 

formulaic recitation of a cause of action’s elements will not do. Factual 

allegations must be enough to raise a right to relief above the speculative level on 

the assumption that all the complaint’s allegations are true.
5
 

 
Here, Opposer’s Notice provides no legal basis, details or facts whatsoever upon which to base 

any of the three claims.  In fact, as explained below, the only facts presented within the 

complaint are claims regarding Opposer’s long since abandoned registration, cancelled as the 

result of an inter partes cancellation action based on the claim that Registrant abandoned Reg. 

No. 747146
6
, and facts surrounding Applicant’s foreign trademarks, which are wholly irrelevant 

to a U.S. Opposition proceeding before the Board, and should be disregarded.  Because Opposer 

has failed to provide any factual or legal basis for its claims, all three claims are legally 

insufficient to raise a right to relief, and the entire opposition should be dismissed. 

 In the alternative, under TBMP § 506.01, “the Board may order stricken from a pleading 

… any redundant, immaterial, impertinent or scandalous matter.”
7
  “The Board also has the 

authority to strike an impermissible or insufficient claim or portion of a claim from a pleading.”
8
  

Although motions to strike are not favored, they are permissible and will be granted when 

appropriate.
9
 As such, in the alternative, Applicant moves to strike all extraneous, irrelevant and 

legally impermissible allegations, and moves to entirely strike those claims for which Opposer 

Scandinavian Tobacco fails to provide a proper foundation. 

I. Opposer’s Claim that Applicant’s Priority Claim is Improper Is Insufficient and 

Lacks Any Legal or Factual Basis and Should be Dismissed 

Opposer’s Notice of Opposition attempts to re-write trademark law in an attempt to 

establish a legal basis for its claim that Applicant’s priority claim is invalid.  According to TBMP 

                                                 
5
 Twombly, 550 U.S. at 545 (emphasis added).   

6
 See Opposer’s Notice of Opposition (hereinafter “Notice”), Exhibit A ¶ 4. 

7
 Fed. R. Civ. P. 12(f); Ohio State Univeristy v. Ohio University, 51 USPQ2d 1289, 1292 (TTAB 1999); Internet Inc. v. Corp. for 

Nat’l Research Initiatives, 38 USPQ2d 1435, 1438 (TTAB 1996); TBMP § 506.01. 
8
 Ohio State Univeristy, 51 USPQ2d at 1293; TBMP § 506.01. 

9
 Id. 



§1003, an applicant may claim priority where this priority claim is made within six months of the 

filing date of a first-filed foreign application.   Here, it is uncontested that Applicant filed Appln. 

No. 85/898,370 on April 8, 2013
10

, claiming a priority date of December 24, 2012 based on CTM 

Appln. No. 011453156
11

.  Based on these uncontested facts, it is clear that Applicant filed Appln. 

No. 85/898,370 well within the 6-month timeframe set out in the TBMP.  Opposer, then, tries to 

back-up its baseless claim by bringing in information regarding Applicant Imperial’s foreign 

applications for the word mark GOLDEN VIRGINIA (alone, without any design)
12

.  Not only 

are these completely irrelevant in that this is a US proceeding, but these foreign applications and 

registrations are not even for the same trademark as the mark at issue (i.e. GOLDEN VIRGINIA 

& Design).   

Opposer goes even further to reach for anything that could possibly save its baseless 

claim by attempting to argue that, despite well-established trademark rules surrounding priority 

claims and trademarks in general, since Applicant has other previously-filed international 

applications for the word mark GOLDEN VIRGINIA, alone, the mark of Appln. No. 85/898,370 

should be dissected (i.e. separating the word mark GOLDEN VIRGINIA from the design 

element of the mark) and the priority claim should only extend to the design portion of the mark.  

Not only is this theory completely unsupported by trademark law, but it is well established that a 

trademark should be considered in its entirety and should not be dissected.  If Opposer’s theory 

were valid, which it is not, any design mark incorporating a previously-filed word mark would be 

refused as a duplicate mark, which is clearly not the case.  A word mark and design mark (i.e. 

GOLDEN VIRGINIA and GOLDEN VIRGINIA & Design) are two different trademarks. 

II. Opposer’s Fraud Claim Is Insufficient and Should Be Dismissed 

                                                 
10

 See Notice, Exhibit A ¶8. 
11

 See Notice, Exhibit A ¶12. 
12

 See Notice, Exhibit A ¶¶ 17-19. 



On the cover page of Opposer’s Notice of Opposition, “fraud” is listed as Opposer’s 

second basis for its opposition.  Opposer clearly labels the paragraphs of its Notice of Opposition 

that purport to allege fraud: 

Bad Faith – Fraud On the Trademark Office 

23. On information and belief, Applicant was well aware of [Opposer’s] longtime 

ownership and use of the mark GOLDEN VIRGINIA in the United States.
13

 

24. On information and belief, it was not a coincidence that Applicant filed a new 

application after the cancellation of Registration 747146.
14

 

25. On information and belief, Applicant’s CTM application, and the filing of the 

subject application, was done in bad faith with respect to [Opposer’s] reputation 

and residual goodwill with respect to its longtime GOLDEN VIRGINIA mark.
15

 

 

A fraud claim requires allegations that Applicant “knowingly [made] a false, material 

representation with the intent to deceive the USPTO.”
16

 Additionally, under Fed. R. Civ. P. Rule 

9(b), when alleging fraud, the pleadings must state the circumstances constituting the alleged 

fraud with particularity.
17

 The “circumstances” referred to in Fed. R. Civ. P. Rule 9(b) that must 

be stated specifically are the time, place and contents of the false representations, the facts 

misrepresented, and identification of what has been obtained for the particular application at 

issue in the opposition.
18

  Rule 9(b) requires that the pleadings contain explicit rather than 

implied expression of the circumstances constituting fraud.
19

  Here, as is clearly shown above, 

Opposer not only fails to allege that Applicant knowingly made any false representation with an 

intent to deceive the PTO, but fails to allege any facts that even remotely approach an assertion 

of any false material representation made by Applicant, at all.  

Even if Opposer attempts to argue that, while it clearly highlights its intent to allege fraud 

                                                 
13

 See Notice, Exhibit A ¶ 23. 
14

 See Notice, Exhibit A ¶ 24. 
15

 See Notice, Exhibit A ¶ 25. 
16

 In re Bose Corp., 580 F. 3d 1240, 91 USPQ2d 1938, 1941 (Fed. Cir. 2009) (emphasis added). 
17

 See DaimlerChrysler Corp. v. American Motors Corp., 94 USPQ2d 1088 (TTAB 2010).   
18

 E. & J. Gallo Winery v. Quala S.A., Opposition No. 91186763 (Nov. 7, 2009), citing W.R. Grace & Co. v. Arizona 

Feeds, 195 USPQ 670, 672 (Comm’r Pat. 1977); and Saks, Inc. v. Saks & Co., 141 USPQ 307 (TTAB 1964). 
19

 See King Automotive, Inc. v. Speedy Muffler King, Inc., 667 F.2d 1008, 212 USPQ 801 (CCPA 1981). 



both on the cover sheet of the Notice of Opposition and in the Notice itself, it actually meant to 

set forth a claim of bad faith, this claim is unfounded, as well, where Applicant clearly has 

priority.  In an attempt to establish some sort of priority again, Opposer makes a failed attempt at 

alleging residual goodwill based on its long since cancelled Reg. No. 747146 for the word mark 

GOLDEN VIRGINIA, which, as previously mentioned, was effectively cancelled as the result of 

Cancellation No. 92-056,177.  Cancellation No. 92-056,177 was filed by Philip Morris USA, Inc. 

on September 14, 2012, alleging Registrant’s abandonment of the mark of Reg. No. 747146.  On 

January 3, 2013, the Board granted Philip Morris USA, Inc.’s petition to cancel Reg. No. 

747146, entering judgment against Registrant.  Philip Morris USA, Inc.’s petition to cancel stated 

not only that Registrant had discontinued use of the mark of Reg. No. 747146 without the intent 

to resume and that it had ceased all manufacturing, advertising, selling and distributing of any 

tobacco products under this mark, but also that Registrant had abandoned any rights it had 

acquired within the meaning of 15 U.S.C. § 1127
20

.   

Based on the outcome of this cancellation proceeding, not only was Reg. No. 747146 

effectively abandoned, but all of Opposer’s goodwill was effectively terminated and, as such, all 

of Opposer’s attempts at claiming goodwill based on cancelled Reg. No. 747146 are completely 

invalid.  Additionally, Opposer’s pending applications, Appln. No. 85/836,728 for the mark 

GOLDEN VIRGINIA and Appln. No. 85/836,713 for the mark VIRGINIA GOLD, were filed 

based on Scandinavian Tobacco’s intent to use the marks (not use of the marks), an admission 

that use of these marks has not yet commenced on the respective goods in the US.   

Even discounting Opposer’s failed attempt at alleging residual goodwill to fill the void 

for its lack of priority, as Opposer has admitted in its Notice, Applicant has various applications 

                                                 
20

 See Petition to Cancel, Exhibit B ¶¶ 6-7. 



and registrations worldwide for the word mark GOLDEN VIRGINIA
21

.  Where Applicant has a 

well-established intent to use the word mark GOLDEN VIRGINIA worldwide, in addition to its 

intent to use the mark of Appln. No. 85/898,370, Opposer has no basis for its bad faith claim.  

III.  Opposer’s Likelihood Of Confusion Claim Is Insufficient and Lacks Any Legal 

or Factual Basis and Should Be Dismissed 

As is well established above, Opposer does not have priority and, as such, does not have  

a basis for its priority and likelihood of confusion claim.  Further, as also established above, 

Opposer cannot rely on residual goodwill in an attempt to establish priority where it does not 

have any valid claim of residual goodwill.  Where it is clear that Applicant has priority, and 

where Applicant’s mark at issue has been cited against Opposer’s pending trademark Application 

Nos. 85/836,728 and 85/836,713, Opposer’s likelihood of confusion claim does nothing other 

than to bolster the USPTO’s position that Opposer’s two suspended applications, Application 

Nos. 85/836,728 and 85/836,713, should be refused upon the registration of Applicant’s 

Application No. 85/898,370, which has priority. 

 Even if Opposer were to argue that it meant, both on the cover sheet of the Notice of 

Opposition and in the body of the Notice, to make a false association claim (otherwise known as 

false suggestion of a connection) instead of a likelihood of confusion claim, Opposer fails to 

meet the pleading requirements and, as such, even this claim should be dismissed.  In its Notice, 

Opposer clearly marks its “likelihood of confusion section”: 

 Likelihood of Confusion – False Association or Sponsorship 

26. On information and belief, consumers will be confused because of residual 

goodwill derived from [Opposer’s] longtime use of its mark, as to the association 

or sponsorship of [Opposer] with Applicant.
22

 

27. For example, many state regulatory offices continue to carry [Opposer’s] 

                                                 
21

 See Notice, Exhibit A ¶¶ 17-19. 
22

 See Notice, Exhibit A ¶26. 



GOLDEN VIRGINIA brand on their rosters of approved tobacco brands.
23

 

28. Opposer will be injured if the subject application is registered because the mark 

that is the subject of the application is so similar to the residual goodwill of 

[Opposer’s] GOLDEN VIRGINIA brand as to be likely to cause confusion as to 

the source or sponsorship by [Opposer] of Applicant’s goods.
24

 

29. [Opposer] is likewise injured because the subject application is interfering with 

the registration of [Opposer’s] Applications, and may interfere with [Opposer’s] 

use of same.
25

 

 

As is shown above, the Notice of Opposition contains no allegations purporting to 

support the ground of false suggestion of a connection, especially where it has already been 

established that Opposer has no residual goodwill in a cancelled and abandoned mark.  In 

University of Notre Dame du Lac v. J. C. Gourmet Food Imports Co., Inc., 703 F.2d 1372 (Fed. 

Cir.1983), the Federal Circuit stated that to succeed on a Section 2(a) false suggestion of a 

connection claim, a plaintiff must demonstrate that the name or equivalent thereof claimed to be 

appropriated by another must be unmistakably associated with a particular personality or “persona” 

and must point uniquely to the plaintiff.  In Buffett v. Chi-Chi's, Inc., 226 USPQ 428, 429 (TTAB 

1985), the TTAB required that four elements be satisfied to establish a false suggestion of a 

connection under Trademark Act Section 2(a): (1) the defendant's mark is the same or a close 

approximation of plaintiff's previously used name or identity; (2) the mark would be recognized as 

such; (3) the plaintiff is not connected with the activities performed by the defendant under the 

mark; and (4) the plaintiff's name or identity is of sufficient fame or reputation that when the 

defendant’s mark is used on the goods or services, a connection with the plaintiff would be 

presumed. 

While Opposer may try to argue that the Notice satisfies the first and second elements, 

this is not the case where it has been well established by the previously-discussed cancellation 

of its Reg. No. 747146 that Opposer has long-since abandoned this mark and any alleged 

                                                 
23

 See Notice, Exhibit A ¶27. 
24

 See Notice, Exhibit A ¶28. 
25

 See Notice, Exhibit A ¶29. 



goodwill associated with this mark, not to mention the fact that its pending Appln. No. 

85/836,728 for the mark GOLDEN VIRGINIA was filed based on an intent to use and, 

according to the TSDR records, use has not yet commenced.  Further, Opposer has failed to 

allege any facts supporting the other two elements.  None of the allegations, as shown above, 

support a claim that Applicant is unlawfully claiming a connection to Opposer.  Further, there 

are no facts allege that would amount to the requirement of the fourth element, which requires 

an allegation of sufficient fame or reputation.   

Moreover, as is the issue with Opposer’s likelihood of confusion claim, Opposer must 

demonstrate priority over any priority date on which Applicant can rely.
26

  As has been well 

established above, Opposer is unable to demonstrate priority.  Without priority, these claims 

must be dismissed for legal insufficiency, as an essential element of each claim is omitted.  As 

such, both Opposer’s likelihood of confusion claim and any attempt at a false suggestion of a 

connection claim are legally insufficient and, as such, should be dismissed. 

Conclusion 

 For the foregoing reasons, Applicant respectfully requests that Opposer’s Notice of 

Opposition be dismissed for failure to state a claim upon which relief may be granted.  In the 

alternative, Applicant moves to strike those purported causes of action and bases which fail to 

meet the applicable standards as set forth herein. 

 

 

 

 

 

                                                 
26

 15 U.S.C. §1052(d); 15 U.S.C. §1052(a)
2
; 15 U.S.C. §1125(c). 



          
Dated: December 15, 2014   Respectfully submitted, 

Martin R. Greenstein 

Angelique M. Riordan 

Leah Z. Halpert 

TechMark a Law Corporation    

      4820 Harwood Road, 2
nd

 Floor  

San Jose, CA 95124-5237 

Tel: 408-266-4700 Fax: 408-850-1955 

E-mail: MRG@TechMark.com 

By: /Martin R Greenstein/ 

Martin R. Greenstein 

  Attorneys for Applicant 
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I hereby certify that a true and correct copy of the foregoing APPLICANT’S MOTION TO 

DISMISS OPPOSITION FOR FALIURE TO STATE A CLAIM is being served on 

December 15, 2014, by deposit of same in the United States Mail, first class postage prepaid, in 

an envelope addressed to counsel for Applicant at:  

 

JANET F. SATTERTHWAITE 

VENABLE LLP 

PO BOX 34385 

WASHINGTON, DC 20043-4385 

UNITED STATES 

 

/Angelique M. Riordan/ 
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