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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name AmFirst Bank, N.A.

Entity National Banking
Association

Citizenship Nebraska

Address 602 West "B" Street
McCook, NE 69001
UNITED STATES

Attorney
information

Stephen J. Horace
LATHROP & GAGE LLP
950 Seventeenth Street, Suite 2400
Denver, CO 80202-2822
UNITED STATES
ipdocketing@lathropgage.com, shorace@lathropgage.com
Phone:720-931-3200

Applicant Information

Application No 85394861 Publication date 10/22/2013

Opposition Filing
Date

11/20/2013 Opposition
Period Ends

11/21/2013

Applicant AmFirst Holdings, Inc.
5722 I-55 North Frontage Road
Jackson, MS 39211
MONTSERRAT

Goods/Services Affected by Opposition

Class 036. First Use: 1998/12/30 First Use In Commerce: 1998/12/30
All goods and services in the class are opposed, namely: Insurance services, namely, underwriting,
issuance and administration of health, life, accident, vision and dental insurance policies where the
issuing companycontinues to assume all risks and payment of claims on the policies but with another
company assuming duties of paymentof claims, issuance of policies and other underwriting duties

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

4141673 Application Date 08/02/2011

Registration Date 05/15/2012 Foreign Priority
Date

NONE

Word Mark AMFIRST

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 1989/10/01 First Use In Commerce: 1989/10/01
Banking, investment services, namely, investment consultation and
management; and insurance agencies

U.S. Registration
No.

2305835 Application Date 09/18/1998

Registration Date 01/04/2000 Foreign Priority
Date

NONE

Word Mark AMFIRST BANK

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 1989/10/01 First Use In Commerce: 1989/10/01
Banking Services

U.S. Registration
No.

4141675 Application Date 08/02/2011

Registration Date 05/15/2012 Foreign Priority
Date

NONE

Word Mark 1 AMFIRST BANK N.A.



Design Mark

Description of
Mark

The mark consists of a stylized number "one" followed by the words "AmFirst
Bank N.A." in all upper case letters in a large font, with the "A" and "F" of
AmFirst and the "B" of Bank in a larger font,followed by "N.A." in a much smaller
font, all on a single horizontal line.

Goods/Services Class 036. First use: First Use: 2000/06/01 First Use In Commerce: 2000/06/01
Banking, investment services, namely, investment consultation and
management; and insurance agencies

U.S. Registration
No.

4141677 Application Date 08/02/2011

Registration Date 05/15/2012 Foreign Priority
Date

NONE

Word Mark 1 AMFIRST BANK N.A. SECOND TO NONE

Design Mark

Description of
Mark

The mark consists of a stylized number "one" followed by the words "AmFirst
Bank N.A." in all upper case letters in a large font, with the "A" and "F" of
AmFirst and the "B" of Bank in a larger font,followed by "N.A." in a much smaller
font, on the top horizontal line. The words "Second to NONE" appear in a
smaller font on the second line with the "S" of Second aligned under the "A" of
AmFirst. The word "Second" appears with an upper case "S" and the rest of the
word in lower case letters. The word "to" is in alllower case letters. The word
"NONE" appears in all upper case letters.

Goods/Services Class 036. First use: First Use: 1989/10/01 First Use In Commerce: 1989/10/01
Banking, investment services, namely, investment consultation and
management; and insurance agencies
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Stephen J. Horace/

Name Stephen J. Horace

Date 11/20/2013
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In Re:  Application Serial No. 85/394,861 

For the Mark:  AmFirst Insurance Company (and design)  

Filed:  August 10, 2011 

Published in the Official Gazette: October 22, 2013 

________________________________________________ 

       ) 

AmFirst Bank, N.A.      ) 

       ) 

 Opposer,     )  

       ) Opp. No.  _________ 

  v.     ) 

       )    

AmFirst Holdings, Inc.     ) 

       ) 

 Applicant.     ) 

        ) 

 

 

NOTICE OF OPPOSITION 
 

 AmFirst Bank, N.A. (“Opposer”), a national banking association organized and existing 

under the laws of the State of Nebraska, located at 602 West “B” Street, McCook, Nebraska  

69001, believes that it will be damaged by registration of the mark shown in Application Serial 

No. 85/394,861 and hereby opposes the same. 

 As grounds for opposition, Opposer alleges as follows: 

1. AmFirst Holdings, Inc., a Mississippi corporation, having an address of 5722 I-55 

North Frontage Road, Jackson, Mississippi 39211 ("Applicant"), filed an application to register 

the mark AF AMFIRST INSURANCE COMPANY (and design) (the "AMFIRST 

INSURANCE Mark") on August 10, 2011, for:   

Insurance services, namely, underwriting, issuance and 

administration of health, life, accident, vision and dental insurance 

policies where the issuing company continues to assume all risks 
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and payment of claims on the policies but with another company 

assuming duties of payment of claims, issuance of policies and 

other underwriting duties in International Class 36  

as shown in Application Serial No. 85/394,861 (the "INSURANCE Application"). 

 

The Opposer AMFIRST BANK Marks  

2. Opposer owns several federal trademark registrations for the mark AMFIRST and 

AMFIRST BANK (and design) (collectively, the "AMFIRST BANK Marks"), namely: 

AMFIRST (word mark) 

  

RN:4,141,673 

 

Registered 

May 15, 2012 

 

(Int'l Class: 36) Banking, investment services, 

namely, investment consultation and 

management; and insurance agencies 

1 AMFIRST BANK (and 

design) 

 

RN:  2,305,835 

Registered 

January 4, 2000 

(Int’l Class:  36) Banking services 

1 AMFIRST BANK N.A. 

(and design) 

 

RN:4,141,675 

 

Registered 

May 15, 2012 

 

(Int'l Class: 36) Banking, investment services, 

namely, investment consultation and 

management; and insurance agencies 

1 AMFIRST BANK N.A. 

SECOND TO NONE (and 

design) 

  

RN:4,141,677 

Registered 

May 15, 2012 

 

(Int'l Class: 36) Banking, investment services, 

namely, investment consultation and 

management; and insurance agencies 

 

Attached as Exhibit A are status reports from the United States Patent and Trademark Office 

(“USPTO”) Trademark Electronic Search System (“TESS”) system for the Opposer AMFIRST 

BANK Marks.   

3. Opposer first used the mark AMFIRST anywhere as early as October 1, 1989, and 

first used the mark AMFIRST in interstate commerce as early as October 1, 1989.   
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4. Each of the Opposer AMFIRST BANK Marks was filed with the USPTO before 

the filing date of the AMFIRST INSURANCE Application.  The earliest Opposer AMFIRST 

BANK Mark, including the AMFIRST Mark, was also registered or allowed well before the 

application date of the AMFIRST INSURANCE Application.   

5. Opposer has expended substantial sums in marketing, advertising and promoting 

the services sold under the Opposer AMFIRST BANK Marks, namely, "Banking, investment 

services, namely, investment consultation and management; and insurance agencies" 

(collectively, the "Opposer AMFIRST BANK Services") throughout the United States, and the  

AMFIRST BANK Marks have become a valuable asset of Opposer.  The AMFIRST BANK 

Marks symbolize the goodwill associated with the Opposer AMFIRST BANK Services, 

including Opposer's widespread recognition as a provider of high quality banking, investment 

and insurance services.   

6. Opposer's use of the Opposer AMFIRST BANK Marks, including the AMFIRST 

word Mark, has priority over and precedes any use by Applicant of the AMFIRST INSURANCE 

Mark or any other confusingly similar mark. 

The AMFIRST INSURANCE Application  

7. The USPTO records reflect that Applicant filed the AMFIRST INSURANCE 

Application on August 10, 2011, for the following goods:  

Insurance services, namely, underwriting, issuance and 

administration of health, life, accident, vision and dental insurance 

policies where the issuing company continues to assume all risks 

and payment of claims on the policies but with another company 

assuming duties of payment of claims, issuance of policies and 
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other underwriting duties in International Class 36 (the 

“AMFIRST INSURANCE Services”) 

 

8. The USPTO records reflect that Applicant alleged first use anywhere as early as 

December 30, 1998; and alleged first use in interstate commerce as early as December 30, 1998, 

with respect to the AMFIRST INSURANCE Application.   

9. The 1998 dates of first use alleged by Applicant are well after the 1989 date 

Opposer first began using the Opposer AMFIRST BANK Marks, including the AMFIRST word 

Mark, with the Opposer’s AMFIRST BANK Services. 

Priority of Use and Likelihood of Confusion 

10. The AMFIRST INSURANCE Mark so resembles the Opposer AMFIRST BANK 

Marks as to be likely to create consumer confusion, mistake and/or deception under § 2(d) of the 

Lanham Act, 15 U.S.C. § 1052(d).   

11. The AMFIRST INSURANCE Mark is confusingly similar in sound, appearance, 

meaning and commercial impression when compared to the Opposer AMFIRST BANK Marks.   

12. Applicant has merely added or substituted the term “INSURANCE COMPANY” 

to the Opposer’s AMFIRST BANK Marks, and added an “AF” design to the mark.   

13. The AMFIRST INSURANCE Services are identical or closely related to the 

Opposer AMFIRST BANK Services.   

14. The AMFIRST INSURANCE Services are, would, or could be offered or 

advertised through the same channels of trade and to the same consumers as the Opposer 

AMFIRST BANK Services offered and sold under Opposer’s AMFIRST BANK Marks.   
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15. Opposer’s use of the AMFIRST BANK Marks, including the AMFIRST word 

Mark, has priority over and precedes any use by Applicant of the AMFIRST INSURANCE 

Mark.   

16. Opposer has established substantial goodwill in connection with the AMFIRST 

BANK Marks, and is entitled to protection against use of a confusingly similar mark that would 

deprive Opposer of the benefit of that goodwill.   

17. If Applicant is permitted to register the AMFIRST INSURANCE Mark, consumer 

confusion resulting in damage and injury to Opposer is likely to result due to the similarity 

between the marks.  These marks share the identical dominant AMFIRST designation and are 

both used in connection with insurance services in International Class 36.  Persons familiar with 

the AMFIRST BANK Marks would be likely to purchase the AMFIRST INSURANCE Services 

erroneously assuming they were a service offered by Opposer, or would erroneously assume that 

the AMFIRST INSURANCE Services are associated with the Opposer’s AMFIRST BANK 

Services or are otherwise sponsored or endorsed by Opposer.  Any such confusion in trade 

inevitably would result in a wrongful appropriation of Opposer's valuable goodwill and 

reputation associated with the AMFIRST BANK Marks.  Furthermore, any defect, objection or 

fault found with the AMFIRST INSURANCE Services marketed under the AMFIRST 

INSURANCE Mark could tarnish the Opposer AMFIRST BANK Marks and the goodwill 

associated therewith.   

18. If Applicant were granted registration of the mark herein opposed, it would 

thereby obtain at least a prima facie exclusive right to the use of the AMFIRST INSURANCE 

Mark.  Such registration could result in damage and injury to Opposer’s exclusive right to use 
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the AMFIRST BANK Marks, including the AMFIRST word mark, with banking-, investment- 

and insurance-related services. 

  

 WHEREFORE, Opposer believes that it will be damaged by registration of the 

AMFIRST INSURANCE Mark and prays that the Trademark Trial and Appeal Board sustain 

this opposition and refuse registration of Application Serial No. 85/394,861 with prejudice. 

 

Date:  November 20, 2013     

       Respectfully submitted, 

LATHROP & GAGE LLP 

       

By:     /Stephen J. Horace/   

       Stephen J. Horace 

       950 Seventeenth Street, Suite 2400 

       Denver, Colorado  80202-2822  

       Telephone:  (720) 931-3200 

       E-mail:  ipdocketing@lathropgage.com,  

       shorace@lathropgage.com 

 

       ATTORNEYS FOR OPPOSER 

 

CERTIFICATE OF ELECTRONIC FILING 
 

 I hereby certify that the attached NOTICE OF OPPOSITION was filed electronically 

with the Trademark Trial and Appeal Board on November 20, 2013 using the ESTTA system. 

 

       By:     /Stephen J. Horace/   
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CERTIFICATE OF SERVICE 
 

 The undersigned hereby certifies that a copy of this NOTICE OF OPPOSITION was 

served by First Class U.S. Mail at the following address on November 21, 2013, such being the 

Applicant’s correspondence address listed in the TSDR system as of this date: 

  Stephen J. Carmody 

Brunini Law Firm 

PO Box 119 

Jackson, Mississippi 39205-0119  

        

       By:     /Stephen J. Horace/   

  



 

 

 

 

 

 

 

 

 

 

 

EXHIBIT A 


















