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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name HBI Branded Apparel Enterprises, LLC

Granted to Date 11/03/2013

of previous

extension

Address 1000 East Hanes Mill Road
Winston-Salem, NC 27105
UNITED STATES

Attorney Laura Miller

information Kilpatrick Townsend & Stockton LLP

1001 West Fourth Street

Winston-Salem, NC 27101

UNITED STATES

lamiller@kilpatricktownsend.com, wbryner@Kkilpatricktownsend.com,
jburns@Kkilpatricktownsend.com, tmadmin@kilpatricktownsend.com

Applicant Information

Application No 85825787 Publication date 05/07/2013
Opposition Filing 11/01/2013 Opposition 11/03/2013
Date Period Ends
Applicant Global Trademarks, Inc.
110 Commerce Way
Stockertown, PA 18083
NV
Goods/Services Affected by Opposition
Class 025. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Hosiery
Applicant Information
Application No 85825793 Publication date 05/07/2013
Opposition Filing 11/01/2013 Opposition
Date Period Ends

Applicant

Global Trademarks, Inc.
110 Commerce Way
Stockertown, PA 18083
NV

Goods/Services Affected by Opposition

Class 025. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Hosiery




Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)
Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 891626 Application Date 08/18/1969

No.

Registration Date | 05/26/1970 Foreign Priority NONE
Date

Word Mark L'EGGS

Design Mark

Description of NONE

Mark

Goods/Services Class 025. First use: First Use: 1969/08/08 First Use In Commerce: 1969/08/08
LADIES' HOSIERY AND PANTY HOSE

U.S. Registration | 917285 Application Date 12/03/1970

No.

Registration Date | 07/27/1971 Foreign Priority NONE
Date

Word Mark L'EGGS

Design Mark

Description of NONE
Mark

Goods/Services Class 025. First use: First Use: 1970/02/16 First Use In Commerce: 1970/02/16
LADIES' HOSIERY AND PANTY HOSE

Attachments 72377696#TMSN.gif( bytes )
MAGIC LEGS DREAM LEGS NOO.pdf(189192 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Laura Miller/
Name Laura Miller




Date 11/01/2013




In the matter of Application Serial Nos. 85/825,787 and 85/825,793
Published in the Official Gazette on May 7, 2013

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HBI BRANDED APPAREL )
ENTERPRISES, LLC, )
)
Opposer, ) Opposition No.
)
VS. )
) Marks: DREAM LEGS
GLOBAL TRADEMARKS, INC., ) MAGIC LEGS
)
)

Applicant.

CONSOLIDATED NOTICE OF OPPOSITION

Opposer HBI Branded Apparel Enterprises, LLC (“Opposer”), a limited liability
company organized and existing under the laws of the State of Delaware and having a place of
business at 1000 East Hanes Mill Road, Winston-Salem, North Carolina 27105, believes that it
will be damaged by registration to Applicant Global Trademarks, Inc. (“Applicant”), of the
marks DREAM LEGS (the “DREAM LEGS Mark”) and MAGIC LEGS (the “MAGIC LEGS
Mark”) for use in connection with “hosiery” in International Class 25, as shown in U.S.
Trademark Application Serial Nos. 85/825,787 (the “DREAM LEGS Application”) and
85/825,793, respectively (the “MAGIC LEGS Application”) and published in the Official
Gazette on May 7, 2013, and hereby opposes same.

As grounds for this opposition to registration of the DREAM LEGS Mark and MAGIC

LEGS Mark, Opposer alleges the following:



FACTS COMMON TO ALL GROUNDS FOR OPPOSITION

1. For many years, and since long before Applicant’s actual or constructive first use
of Applicant’s DREAM LEGS Mark or MAGIC LEGS Mark, Opposer, together with its
corporate affiliates and its predecessors-in-interest (collectively referred to hereinafter as “HBI”),
has been engaged in the manufacture, distribution and sale, in interstate commerce, of a wide
variety of apparel products, including, by way of example and without limitation, pantyhose,
hosiery, leggings, tights, socks, knee-highs, lingerie, and foundation garments.

2. For more than forty (40) years, and since long before Applicant’s actual or
constructive first use of Applicant’s DREAM LEGS Mark or MAGIC LEGS Mark, HBI has
continuously used, and presently uses, various trademarks consisting of the designation L’EGGS,
or incorporating the designation L’EGGS together with other word and/or design elements
(collectively the “L’EGGS Marks”), in interstate commerce throughout the United States in
connection with the advertising, promotion, distribution, and sale of its pantyhose, hosiery,
leggings, tights, and other items of apparel.

3. Opposer owns, inter alia, the following registrations for the L’EGGS Marks on
the Principal Register of the United States Patent and Trademark Office, together with all right,
title and interest in the marks shown therein, and all of the business and goodwill represented

thereby (collectively the “L’EGGS Registrations”):

Trademark Reg. No. Reg. Date Goods
L’EGGS 891,626 May 26, 1970 Ladies’ hosiery and
pantyhose
L’EGGS (Stylized) 917,285 July 27, 1971 Ladies’ hosiery and
pantyhose




4. Pursuant to 37 C.F.R. § 2.122(d)(1), current printouts of information from
electronic database records of the USPTO showing the current status and title of the above-listed

L’EGGS Registrations are attached hereto as Exhibits 1 and 2, respectively.

5. The above-listed L’EGGS Registrations are valid and subsisting and have been
registered on the Principal Register for more than five (5) years.

6. As a result of HBI’s long and continuous use of the L’EGGS Marks in connection
with its products, and as a consequence of HBI’s extensive advertising, promotion, distribution
and sale of such products under its L’EGGS Marks, the consuming public and the trade have
come to recognize, and do recognize, the L’EGGS Marks as being used by HBI or by a single
source, and associate and identify the goods offered and sold under the L’EGGS Marks with HBI
or with a single source. HBI consequently derives an invaluable goodwill from this recognition,
association, and identification by the consuming public and the trade.

7. Because of the high degree of inherent and acquired distinctiveness of the
L’EGGS Marks, the length of time and extent to which HBI has used the L’EGGS Marks, the
vast advertising and publicity of which the L’EGGS Marks have been the subject, the substantial
trading area in which the L’EGGS Marks have been and are used, and the high degree of
consumer recognition of the L’EGGS Marks, the designation L’EGGS is a well-known and
famous trademark, deserving of a broad scope of legal protection. Federal courts and the Board
have previously concurred in this conclusion. For instance, the United States Court of Appeals
for the Fourth Circuit has ruled that L’EGGS is a strong and well-known trademark. See Sara
Lee Corp. v. Kayser-Roth Corp., 81 F.3d 455 (4th Cir. 1996). Moreover, the Board has twice
determined, after trials on the merits, that L’EGGS is a famous trademark. See Sara Lee Corp. v.

Goldstone Hosiery Corp., 2001 WL 253616 (T.T.A.B. Mar. 7, 2001); Sara Lee Corp. v.



Mahmoud, Opp. No. 91162134 (T.T.A.B. Dec. 27, 2007) (“L’EGGS mark is a famous mark, and
we find it therefore is entitled to a very broad scope of protection™).

8. In the DREAM LEGS Application, Applicant seeks to register the DREAM
LEGS Mark, in standard character format, on the Principal Register for use in connection with
“hosiery” in International Class 25.

9. In the MAGIC LEGS Application, Applicant seeks to register the MAGIC LEGS
Mark, in standard character format, on the Principal Register for use in connection with
“hosiery” in International Class 25.

GROUND I — LIKELTHOOD OF CONFUSION AS TO THE DREAM LEGS MARK

10. Opposer hereby incorporates by reference the allegations of Paragraphs 1 through
9 above, as if fully set forth herein.

11.  Applicant’s DREAM LEGS Mark is confusingly similar in sight, sound, and
commercial impression to the previously used, well-known, and famous L’EGGS Marks.

12. The goods identified in the Application are identical to the goods on which the
L’EGGS Marks have been previously used.

13.  Applicant’s DREAM LEGS Mark, when used in connection with Applicant’s
goods as identified in the Application, so resembles Opposer’s previously used L’EGGS Marks
as to be likely to cause confusion, to cause mistake, and/or to deceive members of the public
concerning a sponsorship or endorsement of, or an affiliation, connection, or association with,
the source of goods and services sold under the L’EGGS Marks, in violation of Section 2(d) of
the Lanham Act, 15 U.S.C. § 1052(d), with consequent injury to Opposer, the public, and the
trade.

14.  Applicant’s DREAM LEGS Mark is confusingly similar in sight, sound, and



commercial impression to the previously registered, well-known, and famous marks shown in the
L’EGGS Registrations.

15. The goods identified in the DREAM LEGS Application are identical to the goods
identified in the L’EGGS Registrations, namely “hosiery.”

16.  Applicant’s DREAM LEGS Mark, when used in connection with Applicant’s
goods as identified in the Application, so resembles the marks shown in the previously registered
L’EGGS Registrations as to be likely to cause confusion, to cause mistake, and/or to deceive
members of the public concerning a sponsorship or endorsement of, or an affiliation, connection,
or association with, the source of goods and services sold under the L’EGGS Marks as shown in
the L’EGGS Registrations, in violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d),
with consequent injury to Opposer, the public, and the trade.

17. Pursuant to Section 13(a) of the Lanham Act, 15 U.S.C. § 1063(a), Opposer
believes it will be damaged by registration of Applicant’s DREAM LEGS Mark in that members
of the purchasing public and/or the trade are likely to be confused or mistaken that Applicant’s
goods offered under Applicant’s DREAM LEGS Mark originate from HBI, or from the same
source as goods sold under the famous L’EGGS Marks and/or the registered marks shown in the
L’EGGS Registrations, or that such goods of Applicant are sponsored by, endorsed by, or
affiliated with the source of goods sold under the L’EGGS Marks and/or the registered marks
shown in the L’EGGS Registrations. Such likelihood of confusion results in damage to the
goodwill among purchasers and the trade that the L’EGGS Marks symbolize. Registration of
Applicant’s DREAM LEGS Mark will support and assist Applicant in the confusing and
misleading use of Applicant’s DREAM LEGS Mark, and, in addition, will give color and

exclusive statutory right to Applicant in violation and derogation of the prior and superior rights



of Opposer.

GROUND IT - LIKELTHOOD OF CONFUSION AS TO THE MAGIC LEGS MARK

18. Opposer hereby incorporates by reference the allegations of Paragraphs 1 through
17 above, as if fully set forth herein.

19.  Applicant’s MAGIC LEGS Mark is confusingly similar in sight, sound, and
commercial impression to the previously used, well-known, and famous L’EGGS Marks.

20. The goods identified in the Application are identical to the goods on which the
L’EGGS Marks have been previously used.

21.  Applicant’s MAGIC LEGS Mark, when used in connection with Applicant’s
goods as identified in the Application, so resembles Opposer’s previously used L’EGGS Marks
as to be likely to cause confusion, to cause mistake, and/or to deceive members of the public
concerning a sponsorship or endorsement of, or an affiliation, connection, or association with,
the source of goods and services sold under the L’EGGS Marks, in violation of Section 2(d) of
the Lanham Act, 15 U.S.C. § 1052(d), with consequent injury to Opposer, the public, and the
trade.

22.  Applicant’s MAGIC LEGS Mark is confusingly similar in sight, sound, and
commercial impression to the previously registered, well-known, and famous marks shown in the
L’EGGS Registrations.

23. The goods identified in the MAGIC LEGS Application are identical to the goods
identified in the L’EGGS Registrations, namely “hosiery.”

24.  Applicant’s MAGIC LEGS Mark, when used in connection with Applicant’s
goods as identified in the Application, so resembles the marks shown in the previously registered

L’EGGS Registrations as to be likely to cause confusion, to cause mistake, and/or to deceive



members of the public concerning a sponsorship or endorsement of, or an affiliation, connection,
or association with, the source of goods and services sold under the L’EGGS Marks as shown in
the L’EGGS Registrations, in violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d),
with consequent injury to Opposer, the public, and the trade.

25. Pursuant to Section 13(a) of the Lanham Act, 15 U.S.C. § 1063(a), Opposer
believes it will be damaged by registration of Applicant’s MAGIC LEGS Mark in that members
of the purchasing public and/or the trade are likely to be confused or mistaken that Applicant’s
goods offered under Applicant’s MAGIC LEGS Mark originate from HBI, or from the same
source as goods sold under the famous L’EGGS Marks and/or the registered marks shown in the
L’EGGS Registrations, or that such goods of Applicant are sponsored by, endorsed by, or
affiliated with the source of goods sold under the L’EGGS Marks and/or the registered marks
shown in the L’EGGS Registrations. Such likelihood of confusion results in damage to the
goodwill among purchasers and the trade that the L’EGGS Marks symbolize. Registration of
Applicant’s MAGIC LEGS Mark will support and assist Applicant in the confusing and
misleading use of Applicant’s MAGIC LEGS Mark, and, in addition, will give color and
exclusive statutory right to Applicant in violation and derogation of the prior and superior rights
of Opposer.

GROUND III - DILUTION OF THE FAMOUS I’EGGS MARKS BY THE DREAM
LEGS MARK

26. Opposer hereby incorporates by reference the allegations of Paragraphs 1 through
25 above as if fully set forth herein.

27.  Because of the high degree of inherent and acquired distinctiveness of the
designation L’EGGS, the length of time and extent to which HBI has used the designation

L’EGGS, the vast advertising and publicity the designation L’EGGS has received, the national



and international trading area in which HBI has used the designation L’EGGS, the wide
recognition of the designation L’EGGS by the general consuming public, and the numerous
registrations incorporating the designation L’EGGS, including those identified above as the
L’EGGS Registrations, the designation L’EGGS is a famous mark pursuant to 15 U.S.C. §
1125(c)(1), and the designation L’EGGS became a famous mark long before Applicant’s first
use, actual or constructive, of Applicant’s DREAM LEGS Mark opposed herein.

28. Registration of Applicant’s DREAM LEGS Mark for use in connection with the
goods identified in the Application would whittle away, disperse, and blur in the mind of the
consuming public and the trade the identity of the designation L’EGGS in relation to HBI,
thereby lessening the capacity of the famous designation L’EGGS to identify and distinguish
HBI’s goods sold thereunder. Any use in commerce by Applicant of Applicant’s DREAM
LEGS Mark would suggest an association arising from the similarity between Applicant’s
DREAM LEGS Mark and the designation L’EGGS that would impair the distinctiveness of the
designation L’EGGS.

29.  Additionally, if the goods offered under Applicant’s DREAM LEGS Mark were
of poor quality, any use by Applicant of Applicant’s DREAM LEGS Mark would likely tarnish
the invaluable goodwill and reputation symbolized by the famous designation L’EGGS.

30.  Any use by Applicant of Applicant’s DREAM LEGS Mark would be likely to
cause dilution of the famous designation L’EGGS, in violation of 15 U.S.C. §§ 1052, 1125(c),
and 1127.

31. Pursuant to Section 13(a) of the Lanham Act, 15 U.S.C. § 1063(a), Opposer
believes it will be damaged by registration of Applicant’s DREAM LEGS Mark because such

registration will support and assist Applicant in its diluting use of Applicant’s DREAM LEGS



Mark sought to be registered, and will give color and exclusive statutory right to Applicant, in
violation and derogation of the prior and superior statutory and common law rights of Opposer.

GROUND IV — DILUTION OF THE FAMOUS L’EGGS MARKS BY THE MAGIC
LEGS MARK

32. Opposer hereby incorporates by reference the allegations of Paragraphs 1 through
31 above as if fully set forth herein.

33. Because of the high degree of inherent and acquired distinctiveness of the
designation L’EGGS, the length of time and extent to which HBI has used the designation
L’EGGS, the vast advertising and publicity the designation L’EGGS has received, the national
and international trading area in which HBI has used the designation L’EGGS, the wide
recognition of the designation L’EGGS by the general consuming public, and the numerous
registrations incorporating the designation L’EGGS, including those identified above as the
L’EGGS Registrations, the designation L’EGGS is a famous mark pursuant to 15 U.S.C. §
1125(c)(1), and the designation L’EGGS became a famous mark long before Applicant’s first
use, actual or constructive, of Applicant’s MAGIC LEGS Mark opposed herein.

34, Registration of Applicant’s MAGIC LEGS Mark for use in connection with the
goods identified in the Application would whittle away, disperse, and blur in the mind of the
consuming public and the trade the identity of the designation L’EGGS in relation to HBI,
thereby lessening the capacity of the famous designation L’EGGS to identify and distinguish
HBI’s goods sold thereunder. Any use in commerce by Applicant of Applicant’s MAGIC LEGS
Mark would suggest an association arising from the similarity between Applicant’s MAGIC
LEGS Mark and the designation L’EGGS that would impair the distinctiveness of the
designation L’EGGS.

35.  Additionally, if the goods offered under Applicant’s MAGIC LEGS Mark were of



poor quality, any use by Applicant of Applicant’s MAGIC LEGS Mark would likely tarnish the
invaluable goodwill and reputation symbolized by the famous designation L’EGGS.

36. Any use by Applicant of Applicant’s MAGIC LEGS Mark would be likely to
cause dilution of the famous designation L’EGGS, in violation of 15 U.S.C. §§ 1052, 1125(c),
and 1127.

37.  Pursuant to Section 13(a) of the Lanham Act, 15 U.S.C. § 1063(a), Opposer
believes it will be damaged by registration of Applicant’s MAGIC LEGS Mark because such
registration will support and assist Applicant in its diluting use of Applicant’s MAGIC LEGS
Mark sought to be registered, and will give color and exclusive statutory right to Applicant, in
violation and derogation of the prior and superior statutory and common law rights of Opposer.

WHEREFORE, Opposer requests that registration of Applicant’s DREAM LEGS Mark
and MAGIC LEGS Mark, as shown in Application Serial Nos. 85/825,787 and 85/825,793, be
refused.

The required fee for instituting this opposition proceeding is being submitted herewith.
Please charge any deficiency or refund in the filing fee to Deposit Account No. 20-1430 for
Kilpatrick Townsend & Stockton LLP.

Please recognize William M. Bryner, Laura C. Miller, and the law firm of Kilpatrick
Townsend & Stockton LLP as attorneys for Opposer in connection with this opposition
proceeding. Please address all correspondence regarding this proceeding to Laura Miller at
Kilpatrick Townsend & Stockton LLP, 1001 West Fourth Street, Winston-Salem, North Carolina

27101.
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This the 1 day of November, 2013.

/s/ Laura Miller

KILPATRICK TOWNSEND & STOCKTON LLP

William M. Bryner

Laura C. Miller

1001 West Fourth Street
Winston-Salem, North Carolina 27101
Telephone: 336-607-7300
wbryner@kilpatricktownsend.com
lamiller@kilpatricktownsend.com

Attorneys for Opposer
HBI Branded Apparel Enterprises, LLC
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HBI BRANDED APPAREL )
ENTERPRISES, LLC, )
)
Opposer, ) Opposition No.
)
VSs. )
) Marks: DREAM LEGS
GLOBAL TRADEMARKS, INC., ) MAGIC LEGS
)
)

Applicant.

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing NOTICE OF
OPPOSITION has been served on Applicant Global Trademarks, Inc., by mailing said copy on

November 1, 2013, via First Class Mail, postage prepaid, and addressed as follows:

Andrew B. Katz

Lisa London

BELLES KATZ LLC

721 Dresher Rd Ste 1100
Horsham, PA 19044-2216

/s/ Laura Miller
Laura Miller
Attorney for Opposer
HBI Branded Apparel Enterprises, LLC

KILPATRICK TOWNSEND &
STOCKTON LLP

1001 West Fourth Street
Winston-Salem, NC 27101
Telephone: 336-607-7466
lamiller@kilpatricktownsend.com
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EXHIBIT 1




Int. Ql.: 25
Prior USS. CL: 39

United States Patent and Trademark Office

10 Year Renewal

Reg. No, 891,626

Registered May 26, 1970
Renewal Approved Apr. 4, 1990

TRADEMARK
PRINCIPAL REGISTER

L’EGGS

SARA LEE CORPORATION (MARY-
LAND CORPORATION)

P.0. BOX 2760

470 HANES MILL ROAD

WINSTON-SALEM, NC 27102, ASSIGNEE
BY MESNE ASSIGNMENT AND
CHANGE OF NAME HANES CORPO-
RATION (NORTH CAROLINA CORPO-
RATION) WINSTON-SALEM, NC

FOR: LADIES’ HOSIERY AND PANTY
HOSE, IN CLASS 39 (INT. CL. 25).

FIRST USE 8-8-1969; IN COMMERCE
8-8-1969.

SER. NO. 72-335,572, FILED 8-18-1969.

In testimony whereof I have hereunto set my hand
and caused the seal of The Patent and Trademark
Office to be affixed on May 15, 1990,

COMMISSIONER OF PATENTS AND TRADEMARKS




EXHIBIT 2




United States Patent Office 917,285

Registered July 27, 1971

PRINCIPAL REGISTER
Trademark

Ser. No. 377,696, filed Dec. 3, 1970

Hanes Corporation (North Carolina corporation) For: LADIES’ HOSIERY AND PANTY HOSE, in
P.O. Box 1413 CLASS 39 (INT. CL. 25).
Winston-Salem, N.C. 27102 First use Feb. 16, 1970; in commerce Feb. 16, 1970.
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