UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: January 7, 2014
Opposition No. 91212921

The Co-Executors of the
Michael J. Jackson Estate

V.
Gourmetgiftbaskets.com, Inc.

Robert H. Coggins,
Interlocutory Attorney:

Pursuant to Fed. R. Civ. P. 26(f) and Trademark Rules
2.120(a) (1) and (2), the parties to this proceeding
conducted a discovery conference at 2:00 p.m. EST on January
7, 2014. Board participation was requested by opposers.
During the conference, opposers were represented by Joel R.
Feldman, applicant was represented by Daniel J. Bourque, and
participating for the Board was the above-signed
Interlocutory Attorney.

Stipulation for an Extension of Time

As an initial matter, the stipulation for an extension

of time to file an answer (filed November 20, 2013, by

applicant) was granted nunc pro tunc. In view thereof,
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applicant’s answer (filed December 19, 2013) was noted and
considered timely.
Nature of Board Proceedings

The parties stated that they were familiar with inter
partes proceeding before the Board.
Similar Proceedings

The parties stated that they are not involved in any
other Board proceeding or civil action involving the subject
or pleaded marks.
Settlement

The parties stated that they have previously discussed
settlement but appear to be at an impasse. The parties were
informed that the Board encourages settlement, and that the
Board is generous with periods of extension or suspension to
facilitate settlement discussions. After the deadline for
initial disclosures has passed, the parties may use the
“consent motions” option in ESTTA to automatically obtain an
extension or suspension of time.! The parties may also upload
a consented scheduling motion under the “general filings”

option, embedding the agreed-upon schedule in the motion.

' Parties should not use the “consent motions” option when the

next deadline is the due date for initial disclosures. Instead,
the parties should use the ESTTA “general filings” option and
attach a proposed schedule with the desired new initial
disclosure deadline (and all subsequent deadlines). See more
information at the following ESTTA Important User Guidelines URL:
http://www.uspto.gov/web/offices/dcom/ttab/ttab notification.pdf
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Service of papers

The parties agreed to accept service by email. In view
thereof, the five-day period allowed under Trademark Rule
2.119(c) will not apply. See McDonald's Corp. v. Cambrige
Overseas Development Inc., 106 USPQ2d 1339 (TTAB 2013).
Pleadings

Upon review of the notice of opposition, the Board noted
that opposers had sufficiently pleaded their standing and the
ground of false suggestion of a connection. See Bd. of Trs.
of the Univ. of Ala. v. Pitts, 107 USPQ2d 2001, 2025 (TTAB
2013) .

Upon review of the answer, the Board noted that the
answer fairly and clearly met the allegations in the notice of
opposition; that the first affirmative defense would not be
treated as a motion under Fed. R. Civ. P. 12(b) (6) (see
Alcatraz Media Inc. v. Chesapeake Marine Tours Inc., 107
UsSPQ2d 1750, 1753 n.6 (TTAB 2013)); that inasmuch as opposers
must prove their standing as an element of their claim, the
second “affirmative defense” would not be stricken (but see
Blackhorse v. Pro Football Inc., 98 USPQ2d 1633, 1637 (TTAB
2011)); and that the third and fourth “affirmative defenses”
were construed as amplifications of the denial of the false
suggestion claim (see Order of Sons of Italy in America V.

Profumi Fratelli Nostra AG, 36 USPQ2d 1221, 1223 (TTAB 1995)).
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Discovery

The parties stated that they do not expect to conduct
extensive discovery in this proceeding.

A. The Board’s Standardized Protective Order

The Board advised the parties that the Board’s standard
protective order was in place in this case and governs the
exchange of confidential and proprietary information and
materials. Trademark Rule 2.116(g). The parties were
informed that they could substitute a stipulated protective
agreement (signed by both parties) but that the Board
generally does not become involved in a dispute over any
substitution in view of the existence of the Board’s
standardized protective order. See TBMP § 412.02 (2013).

B. Scope of discovery

Under the current notice of opposition, discovery should
focus on false suggestion of a connection. See Bd. of Trs. of
the Univ. of Ala. v. Pitts, 107 USPQ2d at 2025. Opposers
stated that they would likely rely on publicly available
material to show the fame, reputation, and alleged association
of THE KING OF POP with Michael Jackson. Applicant stated
that it would likely rely on publicly available material to
defend against the claim.

The parties may, of course, serve discovery requests on
other matters to ascertain whether there may be additional

grounds for opposition (in opposers’ case) or for a compulsory
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counterclaim (in applicant’s case). However, if initial
responses do not indicate the existence of any such grounds,
discovery on those matters should not be pursued.

The parties stated that they were not, at present,
interested in limiting the use traditional discovery devices;
however, they agreed to reconsider this possibility and to
discuss Accelerated Case Resolution (see below) after initial
disclosures are served.

C. Electronically stored information

In general, production of electronically stored
information (“ESI”) is not an issue in Board cases, likely due
to the Board’s limited jurisdiction to determine only the
right to a registration and due to the public nature of
trademarks. However, if the parties anticipate or encounter a
problem, they should work together to resolve the matter.

D. Initial disclosures

Initial disclosures are: 1) the identity of witnesses
likely to have discoverable information and 2) the description
and location of documents and things having or containing
relevant information. More particularly, and as provided for
by Fed. R. Civ. P. 26(a) (1) (A) (i) & (ii), those disclosures
are:

(i) the name and, if known, the address and telephone

number of each individual likely to have discoverable

information — along with the subjects of that information

— that the disclosing party may use to support its claims

or defenses, unless the use would be solely for
impeachment;
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(ii) a copy — or a description by category and location —
of all documents, electronically stored information, and
tangible things that the disclosing party has in its
possession, custody, or control and may use to support
its claims or defenses, unless the use would be solely
for impeachment.

The deadline for initial disclosures was reset to
February 17, 2014.° The parties may serve initial disclosures
before the due date. A party seeking discovery, or a party
filing a motion for summary judgment, must serve initial
disclosures before serving discovery or a summary judgment
motion, except that a summary judgment motion may be filed in
connection with certain limited circumstances before initial
disclosures are served. See TBMP § 528.02. It does not
appear to the Board that any of the exceptions might apply to
the current opposition proceeding.

Accelerated Case Resolution (ACR)

The Board discussed the possibility of accelerated case
resolution (ACR) at length. Although the Board believed this
is a good case for ACR, the parties did not agree to pursue
ACR at this early stage. The parties stated that they would
reconsider the use of ACR after initial disclosures have been
served. If the parties agree to pursue ACR or other

efficiencies at a later date, the parties are to contact the

Board for further discussion and administration. The parties

2 See the “schedule” section of this order, infra.
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stated that they would confer again, and the Board agreed to
participate to discuss ACR and possibly limiting discovery.

Both parties must stipulate to an ACR proceeding and that
the Board may make findings of fact from the ACR record. The
parties are referred to TBMP § 702.04 for more information on
ACR. The usual models for ACR include: 1) conversion of a
currently pending summary judgment motion (usually the parties
elect ACR after the motion is fully briefed); 2) an
approximation of a summary bench trial using ACR briefs and
accompanying evidence, similar to summary judgment briefs and
evidence (usually the parties elect ACR prior to presenting
this ACR record and briefs); and 3) a stipulated record
submitted with the trial brief, where the parties extensively
use stipulations, with or without other evidence and with or
without testimony (thus the parties are not required to forgo
trial or the taking of testimonial depositions). As the
parties may perceive, there is substantial flexibility with
the ACR approaches in Board proceedings. The goal is to
reduce the time and expense to the parties of a full trial.
See TBMP § 702.04. As the parties move forward in this
proceeding, they should keep in mind that this case may have
opportunities for other efficiencies. See TBMP § 702.04(e).
Schedule

After a discussion with the parties, dates were reset

on the following schedule.
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Discovery Opens 1/18/2014
Initial Disclosures Due 2/17/2014
Expert Disclosures Due 6/17/2014
Discovery Closes 7/17/2014
Plaintiff's Pretrial Disclosures 8/31/2014
Plaintiff's 30-day Trial Period Ends 10/15/2014
Defendant's Pretrial Disclosures 10/30/2014
Defendant's 30-day Trial Period Ends 12/14/2014
Plaintiff's Rebuttal Disclosures 12/29/2014
Plaintiff's 15-day Rebuttal Period

Ends 1/28/2015

In each instance, a copy of the transcript of
testimony, together with copies of documentary exhibits,
must be served on the adverse party within thirty days after
completion of the taking of testimony. Trademark Rule
2.125. Briefs shall be filed in accordance with Trademark
Rules 2.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.129.



