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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name BCBSM, Inc.

Granted to Date
of previous
extension

09/25/2013

Address 3535 Blue Cross Rd
St Paul, MN 55122
UNITED STATES

Attorney
information

Erika S. Koster
Oppenheimer Wolff & Donnelly LLP
222 South Ninth Street Campbell Mithun Tower Suite 2000
Minneapolis, MN 55402-3338
UNITED STATES
ekoster@oppenheimer.com

Applicant Information

Application No 85705252 Publication date 05/28/2013

Opposition Filing
Date

09/18/2013 Opposition
Period Ends

09/25/2013

Applicant Ability Network Inc.
100 N. 6th Street, Suite 900A
Minneapolis, MN 55403
UNITED STATES

Goods/Services Affected by Opposition

Class 009.
All goods and services in the class are opposed, namely: (Based on Intent to Use) Computer
software for promoting the exchange of information and resources among healthcare organizations

Class 016.
All goods and services in the class are opposed, namely: (Based on Intent to Use) Printed matter,
namely, educational material in the field of healthcare consulting; printed signs, books, user guides,
manuals, curriculum, newsletters, informational cards and brochures in the field of healthcare
consulting

Class 035. First Use: 2011/03/00 First Use In Commerce: 2011/03/00
All goods and services in the class are opposed, namely: (Based on Use in Commerce) Healthcare
information exchange services, namely, promoting the exchange of information and resources among
healthcare organizations to achieve advances in the field of healthcare; Providing a web-based
system and online portals for promoting the exchange of information and resources among
healthcare organizations to achieve advances in the field of healthcare; Business collaboration
services, namely, providing a secure web-based network for health care professionals and providers
to connect with one another on healthcare information exchange

Class 042. First Use: 2011/03/00 First Use In Commerce: 2011/03/00

http://estta.uspto.gov


All goods and services in the class are opposed, namely: (Based on Use in Commerce) Providing an
internet website portal that features technology that enables the for secure exchange of health
information by users

Class 044. First Use: 2011/03/00 First Use In Commerce: 2011/03/00
All goods and services in the class are opposed, namely: (Based on Use in Commerce) Providing a
website via a global computer network featuring information and comprehensive content in the fields
of healthcare providers; Provision of health care and medical services by health care professionals
via the Internet or telecommunication networks

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1348499 Application Date 04/27/1984

Registration Date 07/09/1985 Foreign Priority
Date

NONE

Word Mark AWARE

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 1982/09/01 First Use In Commerce: 1982/09/01
Health Insurance Underwriting Services and Administering Insurance Plans for
Others
Class 042. First use: First Use: 1982/09/01 First Use In Commerce: 1982/09/01
Arranging Health Care Services for Others

U.S. Registration
No.

1361020 Application Date 03/11/1985

Registration Date 09/17/1985 Foreign Priority
Date

NONE

Word Mark AWARE GOLD

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 1984/09/01 First Use In Commerce: 1984/09/01
HEALTH INSURANCE UNDERWRITING SERVICES AND ADMINISTERING
INSURANCE PLANS FOR OTHERS
Class 042. First use: First Use: 1984/09/01 First Use In Commerce: 1984/09/01
ARRANGING HEALTH CARE SERVICES FOR OTHERS

Attachments AWARE Notice of Opposition.pdf(92422 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.



Signature /esk/

Name Erika S. Koster

Date 09/18/2013



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

________________________________ ) 
 
BCBSM, Inc.     ) Opposition No. _____________  
      )  
    Opposer ) Mark:  AWARE 
      )  
v.      ) Serial No.  85705252 
      )  
Ability Network Inc.    ) Filing Date:  Aug. 16, 2012 
      ) 
    Applicant ) Published:  May 28, 2013 
________________________________ ) 
  
 

NOTICE OF OPPOSITION 
 

 BCBSM, Inc., a Minnesota non-profit corporation with offices located at 3535 Blue 

Cross Rd. St. Paul, Minnesota 55122  believes it will be damaged by registration of the mark 

AWARE shown in trademark application Serial No. 85705252, filed Aug. 16, 2012, and 

published in the Official Gazette on May 28, 2013, and hereby opposes registration of the mark 

in International Classes 9, 16, 35, 42 and 44, pursuant to the previously-filed extensions of time 

to oppose.  The grounds for opposition are as follows: 

1. Opposer provides services in the field of health and health insurance. It has used 

the mark AWARE on its products and services in interstate commerce in the United States since 

at least as early as April 27, 1984. Opposer has used the mark AWARE GOLD on its products 

and services in interstate commerce in the United States since at least as early as March 11, 

1985.   

2. Opposer is the owner of Federal Reg. No. 1,348,499 of the mark AWARE with a 

priority date of Apr. 27, 1984. Vjg"octm"ku"tgikuvgtgf"hqt"ÐHealth Insurance Underwriting 

Services and Administering Insurance Plans for OthersÑ""kp"Kpvgtpcvional Class 36 and 

ÐÑArranging Health Care Services for OthersÑ""kp"Kpvgtpcvkqpcn"Elass 42. The registration is 

incontestable and was most recently renewed on September 13, 2005.  

3. Opposer is the owner of Federal Reg. No. 1,361,020 of the mark AWARE GOLD 

with a priority date of March 11, 1985. Vjg"octm"ku"tgikuvgtgf"hqt"ÐHealth Insurance 
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Underwriting Services and Administering Insurance Plans for OthersÑ"kp"Kpvgtpcvkqpcn"Encuu"58"

cpf"ÐÑArranging Health Care Services for OthersÑ""kp"Kpvgtpcvkqpcn"Encuu"640""Vhe registration is 

incontestable and was most recently renewed on October 12, 2005. 

4. On information and belief, Applicant Ability Network Inc. provides services in 

the field of health and health insurance. 

5. On Aug. 16, 2012, Applicant filed an application to register the designation 

AWARE as a trademark on the Principal Register for use with the following goods and services: 

ÐComputer software for promoting the exchange of information and resources among 
healthcare organizationsÑ in International Class 9;  

 ÐPrinted matter, namely, educational material in the field of healthcare consulting; 
printed signs, books, user guides, manuals, curriculum, newsletters, informational 
cards and brochures in the field of healthcare consultingÑ in International Class 16;  

ÐHealthcare information exchange services, namely, promoting the exchange of 
information and resources among healthcare organizations to achieve advances in the 
field of healthcare Healthcare information exchange services, namely, promoting the 
exchange of information and resources among healthcare organizations to achieve 
advances in the field of healthcare; Providing a web-based system and online portals 
for promoting the exchange of information and resources among healthcare 
organizations to achieve advances in the field of healthcare; Business collaboration 
services, namely, providing a secure web-based network for health care professionals 
and providers to connect with one another on healthcare information exchangeÑ" kp"
International Class 35;  

ÐProviding an internet website portal that features technology that enables the for 
secure exchange of health information by usersÑ in International Class 42; 

ÐProviding a website via a global computer network featuring information and 
comprehensive content in the fields of healthcare providers; Provision of health care 
and medical services by health care professionals via the Internet or 
telecommunication networksÑ in International Class 44;  

6. Opposer commenced commercial use of each of its marks is prior to the filing 

fcvg"qh"CrrnkecpvÓu"crrnkecvkqp0  

7. QrrqugtÓu"priority date of each of the federal registrations of its marks is prior to 

vjg"hknkpi"fcvg"qh"CrrnkecpvÓu"crrnkecvkqp0  

8. On information and belief, Opposer commenced commercial use of each of its 

marks prior to the date Applicant commenced commercial use of its mark. 

9. On information and belief, QrrqugtÓu"rtkqtkv{"fcvg"qh"gcej"qh"vjg"hgfgtcn"

registrations of its marks is prior to the date Applicant commenced commercial use of its  mark.. 
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10. On information and belief, Applicant was aware of or should have been aware of 

QrrqugtÓu"wug"and registration of the marks AWARE and AWARE GOLD for health and health 

insurance products and services prior to the filing of its Application No. 85705252 to register the 

mark AWARE.  

11. AppnkecpvÓu"CYCTG"octm"ku"kfgpvkecn"vq"QrrqugtÓu"AWARE  mark and is similar 

vq"QrrqugtÓu"AWARE GOLD  mark. 

12. CrrnkecpvÓu"ugtxkegu"ctg"enqugn{"tgncvgf"vq"QrrqugtÓu"ugtxkegu"qhhgtgf"wpfgt"kvu"

AWARE and AWARE GOLD  marks. 

13. The consumers and potential consumers for CrrnkecpvÓu"services are likely to be 

consumers and potential consumers of QrrqugtÓu"ugtxkegu"cpf"Applicant and Opposer are likely 

to market their services to many of the same consumers.   

14. The trademark proposed for registration by Applicant so nearly resembles 

QrrqugtÓu"octmu"uq"cu"vq"dg"nkmgn{"vq"ecwug"eqphwukqp"qt"okuvcmg."ikxgp"vjg"enqug"tgncvkqpujkr"

dgvyggp"vjg"rtqrqugf"hkgnf"qh"wug"cpf"vjg"hkgnf"qh"QrrqugtÓu"registered and actual use.  

CrrnkecpvÓu"octm"ku"fgegrvkxgn{"ukoknct"vq"QrrqugtÓu"octmu"uq"cu"vo cause confusion and to 

deceive consumers.  

12. Registration by Applicant of the mark AWARE for CrrnkecpvÓu services is likely 

to cause confusion or to cause mistake and deception among purchasers and potential purchasers 

with QrrqugtÓu"previously used marks and its previously registered mark,  resulting in damage to 

Opposer.  

13. Because of the similarity of the marks and the related nature of the services, 

registration of the AWARE mark by Applicant is likely to cause confusion, mistake or deception 

that CrrnkecpvÓu services are those of Opposer, or are otherwise endorsed, sponsored or approved 

by Opposer. 

14. Registration of the mark shown in application Serial No. 85705252 will result in 

damage to Opposer under the provisions of Section 2 of the U. S. Trademark Act, 15 U.S.C. § 

1052, pursuant to the allegations stated above.  

WHEREFORE, Opposer asks that its opposition to this application be sustained and that 

registration of AWARE be refused as to all services in the application. 
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The required fee of $1,500 ($300 for each of the five classes opposed) is submitted 

herewith. If for any reason the amount is insufficient, the Commissioner is authorized to charge 

any deficiency to Deposit Account 50-1901. 

Respectfully submitted, 

BCBSM, INC.  
 
By its Attorneys,  

 
Date:  September 18, 2013   ______/s/_____________________________ 

Erika S. Koster  
 
OPPENHEIMER WOLFF & DONNELLY LLP 
Campbell Mithun Tower Î Suite 2000 
222 South Ninth Street 
Minneapolis, MN 55402-3338  
 
612-607-7419 
 
EKoster@Oppenheimer.com 

 
 

2946887  v.1 


