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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
 
THE INSTITUTION OF ENGINEERING 
AND TECHNOLOGY 
 
 Opposer, 
 
 v. 
 
E2020, INC., 
 
 Applicant. 
 

Opposition No. 
    91211429 
 
Application S.N. 
    85/718,030 

  
APPLICANT’S MOTION TO STAY 

 
 Applicant hereby moves for an order staying this proceeding until Opposer’s application 

for the mark ENGENUITY either matures into a registration or is abandoned or rejected.1  

 In this Opposition, Opposer’s claim of priority is strictly contingent on the outcome of its 

pending application.  Consequently, even if the Opposition were meritorious, the Board cannot 

presently grant it.  Additionally, the USPTO has issued an office action requiring that Opposer 

modify its application’s description of the relevant services.  Adjudicating this matter now would 

therefore unfairly force Applicant to hit a moving target.  Indeed, the outcome of Opposer’s 

application is made particularly uncertain by the possibility that one or more third parties will 

successfully oppose it.  For example, eNGENUITY Technologies, Inc. is the owner of U.S. 

trademark registration No. 3310214 for ENGENUITY TECHNOLOGIES (plus design) 

(disclaiming TECHNOLOGIES).    

 Accordingly, as in other situations where the Board’s decision may be materially 

influenced by the outcome of a parallel proceeding, the Board should stay this case until 

                     
1 This motion was originally filed on August 9, 2013.  In the original filing, the text of several exhibits evidently 
became corrupted and illegible.  Applicant is therefore filing this corrected copy.  The signature block on this 
corrected copy is dated August 9, 2013, to reflect the original filing date of the motion.   
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Opposer’s pending application either matures into a registration or is abandoned or rejected. 

I. FACTUAL BACKGROUND 

Applicant is a United States corporation formed under the laws of Nevada.  See Ex. A 

(EDGENUITY application).  It operates a business in Arizona.  Id.  In August, 2012, Applicant 

filed U.S. trademark application 85/718,030 for the mark EDGENUITY in connection with 

services in class 41.  Id. 

Four months later, Opposer filed pending U.S. trademark application 85/807,837 for the 

mark ENGENUITY in connection with goods and services classes 9, 16, 41, and 42.  See Ex. B 

(ENGENUITY application).  In class 41, Opposer describes the services as “[p]roviding 

educational services and seminars in the field[s] [of] science, technology and engineering.”  Id.   

Opposer is a foreign entity doing business in the United Kingdom.  Id.  It has not alleged 

any prior use of the ENGENUITY mark in the United States.  Indeed, it alleges no activities in 

the United States of any kind, nor any particular plan to undertake such activities.   

However, under Section 44(d) of the Lanham Act, Opposer claims that its pending U.S. 

application is entitled to a priority filing date of June 25, 2012, based on the date of a European 

Community application for the same mark.2  Id.; Opp. ¶¶8-10.  Based solely on that assertion of 

priority for its pending U.S. application, Opposer brings a single count claiming a likelihood of 

confusion between the two applied-for marks under Section 2(d) of the Lanham Act.  Opp. ¶¶13-

20.  In other words, Opposer claims that its pending U.S. application should leapfrog back in 

time to preempt Applicant’s registration of its own mark.     

II. THE OPPOSITION SHOULD BE STAYED UNTIL OPPOSER’S APPLICATION 
MATURES INTO A REGISTRATION OR IS ABANDONED OR DENIED 
 
The Board may stay an opposition proceeding for good cause upon motion of the parties.  

                     
2 Opposer alleges that its European Community application later registered.  Opp. ¶11. 
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See 37 CFR § 2.117(c); TBMP § 510.01 (“Flowing from the Board’s inherent power to schedule 

disposition of the cases on its docket is the power to stay proceedings . . . .”).  Here, there is good 

cause to stay this matter because Opposer’s claim of priority is not yet perfected, may never be 

perfected, and relates to an application covering services that are, as yet, indeterminate.   

Opposer claims a likelihood of confusion between the two applications under Section 

2(d), which requires a showing of priority based on a U.S. registration or prior use of Opposer’s 

mark in the United States.  See 15 U.S.C. § 1052(d).  Because Opposer has not alleged 

ownership of a registration or actual prior use, its claim of priority for the purposes of Section 

2(d) depends entirely upon a finding of constructive prior use relating back to the priority date of 

its pending application.  See 15 U.S.C. § 1057(c); Spirits Int’l, B.V. v. S.S. Taris Zeytin, 99 

U.S.P.Q.2d 1545, 1549 (TTAB 2011); Larami Corp. v. Talk To Me Programs, Inc., 36 

U.S.P.Q.2d 1840, 1845 n.7 (TTAB 1995).  Such a finding of constructive prior use is strictly 

“contingent upon the ultimate issuance of a registration” to Opposer.  Larami, 36 U.S.P.Q.2d 

1845 n.7; see 15 U.S.C. § 1057(c) (stating that priority derived from an application is 

“[c]ontingent on the registration of a mark on the principal register provided by this Act”).  

Therefore, even if the Opposition were meritorious, the Board presently has no authority to enter 

a final judgment in Opposer’s favor.  See Larami, 36 U.S.P.Q.2d 1845 n.7.  As the Board 

explained in Spirits, “even if opposer could demonstrate likelihood of confusion, it cannot 

prevent the issuance of a registration to applicant on this ground until its own application is 

registered, thereby perfecting its priority.”  See 99 U.S.P.Q. 2d at 1549.    

Moreover, even if Opposer’s registration eventually issues, there is presently no way to 

know which services, if any, will be covered.  The USPTO’s most recent office action 

concerning Opposer’s application specifically directed Opposer to amend its description of 
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services in class 41, the very same class addressed by Applicant’s application.  See Ex. C. (Mar. 

25, 2013 Office Action, U.S. App. No. 85/807,837) (“The current wording used to describe the 

goods and services is unacceptable as indefinite and needs clarification because it is too 

broad….”).  There is no practical way to litigate this Opposition if Opposer’s purportedly similar 

services are not yet defined.  See Cunningham v. Laser Golf Corp., 222 F.3d 943, 948, 55 

U.S.P.Q.2d 1842, 1846 (Fed. Cir. 2000) (“[T]he identification of goods/services statement in the 

registration, not the goods/services actually used by the registrant, frames the issue.”); In re 

Dixie Restaurants, Inc., 105 F.3d 1405, 1407, 41 U.S.P.Q.2d 1531, 1534 (Fed. Cir. 1997) 

(“Likelihood of confusion must be determined based on an analysis of the mark as applied to the 

services recited in applicant’s application vis-à-vis the services recited in a registration, rather 

than what the evidence shows the services to be.” (internal quotation marks, ellipses, and 

brackets omitted)).   

Opposer’s success in obtaining a registration and the ultimate scope of registered services 

is particularly difficult to predict because third parties might successfully oppose Opposer’s 

pending application.  Opposer has applied for the mark ENGENUITY in connection with 

services in class 41, including “[p]roviding educational services . . . in the field[s] [of] of science, 

technology and engineering.”  See Ex. B (ENGENUITY application).  However, eNGENUITY 

Technologies, Inc. is the owner of U.S. Trademark Registration No. 3310214 for ENGENUITY 

TECHNOLOGIES (plus design) (disclaiming TECHNOLOGIES).  See Ex. D (ENGENUITY 

TECHNOLOGIES registration).  The ENGENUITY TECHNOLOGIES mark is also registered 

in connection with services in class 41, including “[t]raining services” for software and software 

development tools “use primarily in the fields of aerospace, defense, and automotive.”  See id.     

Entering a stay in this situation would also be consistent with the Board’s established 
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practice of staying cases where the outcome of a parallel proceeding is likely to materially 

influence the Board’s ultimate decision.  For example, the Board has often suspended its 

proceedings pending the final disposition of civil actions that bear on the issues before Board.3  It 

has also suspended Board proceedings pending the outcome of disputes in foreign courts and of 

ex parte proceedings in the USPTO.4  As in those cases, it is appropriate to suspend this matter 

until the USPTO has decided that, under Section 44(d), Opposer is entitled to an actual right of 

priority in the United States and has further decided the actual description to Opposer’s protected 

services.  The existence and scope of those actual rights is by no means a foregone conclusion.  

See, e.g., In re Rath, 402 F.3d 1207, 1214, 74 U.S.P.Q.2d 1174, 1179 (Fed. Cir. 2005) (holding 

Section 44 applications are subject to Section 2 bars to registration); In re Societe D’Exploitation 

de la Marque Le Fouquet’s, 67 U.S.P.Q.2d 1784, 1788 (TTAB 2003) (holding that “the 

provisions of Section 44 should be construed narrowly”).     

In summary, Opposer is effectively asking the Board to adjudicate its rights under a 

registration that does not exist and may never exist.  The scope of that inchoate registration is 

currently in flux.  The Board should not require Applicant to expend substantial resources to 

respond to an assertion of rights that may never vest, especially where Opposer’s shifting 

descriptions of its services will unjustly force Applicant to aim at a moving target.  The fair and 

sensible course is to suspend this proceeding until Opposer’s rights become fixed.  Such a stay 

                     
3 See New Orleans Louisiana Saints LLC v. Who Dat?, Inc., 99 U.S.P.Q.2d 1550, 1552 (TTAB 2011) (holding that 
“the civil action does not have to be dispositive of the Board proceeding to warrant suspension, it need only have a 
bearing on the issues before the Board”); see also 37 C.F.R.2.117(a); 6 J. Thomas McCarthy, McCarthy on 
Trademarks and Unfair Competition § 32:47 (“It is standard procedure for the Trademark Board to stay 
administrative proceedings pending the outcome of court litigation between the same parties involving related 
issues.”). 

4 See The Tamarkin Co. v. Seaway Food Town, Inc., 34 U.S.P.Q.2d 1587, 1592-93 (TTAB 1995) (suspending Board 
proceeding pending outcome of opposer’s prosecution of ex parte application); Marie Claire Album S.A. v. Kruger 
GmbH & Co., 29 U.S.P.Q.2d 1792, 1794 (TTAB 1993) (suspending Board proceeding pending outcome of foreign 
civil action to cancel foreign registration that was basis for U.S. application under Section 44). 
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could not possibly prejudice Opposer -- because Opposer alleges no current or planned activities 

in the United States, its interests in U.S. registration are, for now, purely academic. 

III. CONCLUSION 

For all the foregoing reasons, the Board should stay this matter until Opposer’s  

application matures to registration or is abandoned or denied. 

   

Dated: Aug. 9, 2013     Edgenuity, Inc. f/k/a E2020, Inc.5 
 

       /Julia Huston/ 
       Julia Huston 
       Daniel McFadden 
       Foley Hoag LLP 
       155 Seaport Boulevard 
       Boston, MA  02210 
       (617) 832-1000 
       Attorneys for Applicant 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

                     
5 Although the case caption names Applicant as E2020, Inc., Applicant has changed its name to Edgenuity, Inc., as 
reflected in February 14, 2013 Trademark Assignment filed in the underlying prosecution.  Applicant is filing 
concurrently herewith a motion for change of name to correct the caption of this proceeding. 
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CERTIFICATE OF SERVICE 
 

 I hereby certify that a true copy of this document was served upon Opposer’s counsel of 
record: 

Jeffrey H. Greger, Esq. 
2318 Mill Rd. Suite 1400 
Alexandria, VA 22314 
 
by e-mail and First Class Mail this date of August 12, 2013. 
 
       /Julia Huston/ 
       Julia Huston 
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

Serial Number: 85718030
Filing Date: 08/31/2012

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85718030

MARK INFORMATION

*MARK EDGENUITY

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT EDGENUITY

MARK STATEMENT
The mark consists of standard characters, without claim
to any particular font, style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK E2020, Inc.

*STREET 7303 E. Earll Drive

*CITY Scottsdale

*STATE
(Required for U.S. applicants) Arizona

*COUNTRY United States

*ZIP/POSTAL CODE
(Required for U.S. applicants only) 85020

LEGAL ENTITY INFORMATION

TYPE corporation

STATE/COUNTRY OF
INCORPORATION Nevada

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 041 

education in the field of core curricula subjects



*IDENTIFICATION

rendered through a computer-based intstructional
system consisting of an interactive computer system,
namely a computer using multi-media software and
featuring student recognition verification and auto trail
features; and computer services, namely providing
computer based education with online content to
customers using a multiprotocol label switching circuit
to function as an internet service provider to customers
where no internet connection is required on the
customer side

FILING BASIS SECTION 1(b)

ATTORNEY INFORMATION

NAME Laura J. Zeman-Mullen

ATTORNEY DOCKET NUMBER 59221.1800

FIRM NAME Zeman-Mullen & Ford, LLP

STREET 233 White Spar Road

CITY Prescott

STATE Arizona

COUNTRY United States

ZIP/POSTAL CODE 86303

PHONE 928-776-1516

FAX 928-776-1521

EMAIL ADDRESS lzemanmullen@zmfiplaw.com

AUTHORIZED TO COMMUNICATE
VIA EMAIL Yes

OTHER APPOINTED ATTORNEY Stuart J. Ford

CORRESPONDENCE INFORMATION

NAME Laura J. Zeman-Mullen

FIRM NAME Zeman-Mullen & Ford, LLP

STREET 233 White Spar Road

CITY Prescott

STATE Arizona

COUNTRY United States

ZIP/POSTAL CODE 86303

PHONE 928-776-1516



FAX 928-776-1521

EMAIL ADDRESS lzemanmullen@zmfiplaw.com;kbrown@zmfiplaw.com

AUTHORIZED TO COMMUNICATE
VIA EMAIL Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 325

*TOTAL FEE DUE 325

*TOTAL FEE PAID 325

SIGNATURE INFORMATION

SIGNATURE /laura zeman-mullen/

SIGNATORY'S NAME Laura J. Zeman-Mullen

SIGNATORY'S POSITION Attorney of Record, AZ State Bar Member

DATE SIGNED 08/31/2012



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

Serial Number: 85718030
Filing Date: 08/31/2012

To the Commissioner for Trademarks:

MARK: EDGENUITY (Standard Characters, see mark)
The literal element of the mark consists of EDGENUITY.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, E2020, Inc., a corporation of Nevada, having an address of
      7303 E. Earll Drive
      Scottsdale, Arizona 85020
      United States

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

       International Class 041:  education in the field of core curricula subjects rendered through a computer-
based intstructional system consisting of an interactive computer system, namely a computer using multi-
media software and featuring student recognition verification and auto trail features; and computer
services, namely providing computer based education with online content to customers using a
multiprotocol label switching circuit to function as an internet service provider to customers where no
internet connection is required on the customer side
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce on or in connection with the identified goods and/or services. (15
U.S.C. Section 1051(b)).

The applicant's current Attorney Information:
      Laura J. Zeman-Mullen and Stuart J. Ford of Zeman-Mullen & Ford, LLP
      233 White Spar Road
      Prescott, Arizona 86303
      United States
The attorney docket/reference number is 59221.1800.
The applicant's current Correspondence Information:

      Laura J. Zeman-Mullen

      Zeman-Mullen & Ford, LLP

      233 White Spar Road

      Prescott, Arizona 86303

      928-776-1516(phone)



      928-776-1521(fax)

      lzemanmullen@zmfiplaw.com;kbrown@zmfiplaw.com (authorized)

A fee payment in the amount of $325 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Declaration Signature

Signature: /laura zeman-mullen/   Date: 08/31/2012
Signatory's Name: Laura J. Zeman-Mullen
Signatory's Position: Attorney of Record, AZ State Bar Member
RAM Sale Number: 11905
RAM Accounting Date: 08/31/2012

Serial Number: 85718030
Internet Transmission Date: Fri Aug 31 11:27:46 EDT 2012
TEAS Stamp: USPTO/BAS-74.202.196.130-201208311127469
51097-85718030-49076087be7ea14eb4369b67b
bf7fa2853-CC-11905-20120831095752491913
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

Serial Number: 85807837
Filing Date: 12/20/2012

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85807837

MARK INFORMATION

*MARK ENGENUITY

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT ENGENUITY

MARK STATEMENT
The mark consists of standard characters,
without claim to any particular font, style,
size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK
The Institution of Engineering and
Technology

INTERNAL ADDRESS Michael Faraday House

*STREET 6 Hills Way

*CITY Stevenage, Herts

*COUNTRY United Kingdom

*ZIP/POSTAL CODE
(Required for U.S. applicants only) SG12AY

LEGAL ENTITY INFORMATION

TYPE company

STATE/COUNTRY UNDER WHICH
ORGANIZED United Kingdom

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 009 



*IDENTIFICATION

Downloadable electronic publications, and
CD's DVD's and electronic recording media
all pertaining to information in the fields of
science, technology and engineering

FILING BASIS SECTION 44(d)

       FOREIGN APPLICATION NUMBER 010991008

       FOREIGN APPLICATION
       COUNTRY European Community

       FOREIGN FILING DATE 06/25/2012

       INTENT TO
       PERFECT 44(d)

At this time, the applicant intends to rely on
Section 44(e) as a basis for registration. If
ultimately the applicant does not rely on
Section 44(e) as a basis for registration, a
valid claim of priority may be retained.

INTERNATIONAL CLASS 016 

*IDENTIFICATION

Printed publications and e-publications,
books, journals, magazines, reference and
technical manuals, and tests on subject
matters in the fields of science technology
and engineering

FILING BASIS SECTION 44(d)

       FOREIGN APPLICATION NUMBER 010991008

       FOREIGN APPLICATION
       COUNTRY European Community

       FOREIGN FILING DATE 06/25/2012

       INTENT TO
       PERFECT 44(d)

At this time, the applicant intends to rely on
Section 44(e) as a basis for registration. If
ultimately the applicant does not rely on
Section 44(e) as a basis for registration, a
valid claim of priority may be retained.

INTERNATIONAL CLASS 041 

*IDENTIFICATION
Providing educational services and seminars
in the field science, technology and
engineering

FILING BASIS SECTION 44(d)

       FOREIGN APPLICATION NUMBER 010991008

       FOREIGN APPLICATION
       COUNTRY European Community

       FOREIGN FILING DATE 06/25/2012



       INTENT TO
       PERFECT 44(d)

At this time, the applicant intends to rely on
Section 44(e) as a basis for registration. If
ultimately the applicant does not rely on
Section 44(e) as a basis for registration, a
valid claim of priority may be retained.

INTERNATIONAL CLASS 042 

*IDENTIFICATION

Providing services including consulting,
researching, advisory, developing engineering
electronic documents and digitizing, in the
fields of science, technology and engineering

FILING BASIS SECTION 44(d)

       FOREIGN APPLICATION NUMBER 010991008

       FOREIGN APPLICATION
       COUNTRY European Community

       FOREIGN FILING DATE 06/25/2012

       INTENT TO
       PERFECT 44(d)

At this time, the applicant intends to rely on
Section 44(e) as a basis for registration. If
ultimately the applicant does not rely on
Section 44(e) as a basis for registration, a
valid claim of priority may be retained.

ATTORNEY INFORMATION

NAME Jeffrey H. Greger

ATTORNEY DOCKET NUMBER 5440-004TM

FIRM NAME Lowe Hauptman Ham & Berner, LLP

INTERNAL ADDRESS Suite 300

STREET 1700 Diagonal Road

CITY Alexandria

STATE Virginia

COUNTRY United States

ZIP/POSTAL CODE 22314

PHONE 703-684-1111

FAX 703-518-5499

CORRESPONDENCE INFORMATION

NAME Jeffrey H. Greger

FIRM NAME Lowe Hauptman Ham & Berner, LLP



INTERNAL ADDRESS Suite 300

STREET 1700 Diagonal Road

CITY Alexandria

STATE Virginia

COUNTRY United States

ZIP/POSTAL CODE 22314

PHONE 703-684-1111

FAX 703-518-5499

FEE INFORMATION

NUMBER OF CLASSES 4

FEE PER CLASS 325

*TOTAL FEE DUE 1300

*TOTAL FEE PAID 1300

SIGNATURE INFORMATION

SIGNATURE /jeffreyhgreger/

SIGNATORY'S NAME Jeffrey H. Greger

SIGNATORY'S POSITION Trademark Counsel VA BAR

DATE SIGNED 12/20/2012



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

Serial Number: 85807837
Filing Date: 12/20/2012

To the Commissioner for Trademarks:

MARK: ENGENUITY (Standard Characters, see mark)
The literal element of the mark consists of ENGENUITY.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, The Institution of Engineering and Technology, a company organized under the laws of
United Kingdom, having an address of
      Michael Faraday House,
      6 Hills Way
      Stevenage, Herts SG12AY
      United Kingdom

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

       International Class 009:  Downloadable electronic publications, and CD's DVD's and electronic
recording media all pertaining to information in the fields of science, technology and engineering

Priority based on foreign filing: Applicant has a bona fide intention to use the mark in commerce on or in
connection with the identified goods and/or services and asserts a claim of priority based on European
Community application number 010991008, filed 06/25/2012. 15 U.S.C. Section 1126(d), as amended.
INTENT TO PERFECT 44(d) : At this time, the applicant intends to rely on Section 44(e) as a basis for
registration. If ultimately the applicant does not rely on Section 44(e) as a basis for registration, a valid
claim of priority may be retained.

       International Class 016:  Printed publications and e-publications, books, journals, magazines,
reference and technical manuals, and tests on subject matters in the fields of science technology and
engineering

Priority based on foreign filing: Applicant has a bona fide intention to use the mark in commerce on or in
connection with the identified goods and/or services and asserts a claim of priority based on European
Community application number 010991008, filed 06/25/2012. 15 U.S.C. Section 1126(d), as amended.
INTENT TO PERFECT 44(d) : At this time, the applicant intends to rely on Section 44(e) as a basis for
registration. If ultimately the applicant does not rely on Section 44(e) as a basis for registration, a valid
claim of priority may be retained.



       International Class 041:  Providing educational services and seminars in the field science, technology
and engineering

Priority based on foreign filing: Applicant has a bona fide intention to use the mark in commerce on or in
connection with the identified goods and/or services and asserts a claim of priority based on European
Community application number 010991008, filed 06/25/2012. 15 U.S.C. Section 1126(d), as amended.
INTENT TO PERFECT 44(d) : At this time, the applicant intends to rely on Section 44(e) as a basis for
registration. If ultimately the applicant does not rely on Section 44(e) as a basis for registration, a valid
claim of priority may be retained.

       International Class 042:  Providing services including consulting, researching, advisory, developing
engineering electronic documents and digitizing, in the fields of science, technology and engineering

Priority based on foreign filing: Applicant has a bona fide intention to use the mark in commerce on or in
connection with the identified goods and/or services and asserts a claim of priority based on European
Community application number 010991008, filed 06/25/2012. 15 U.S.C. Section 1126(d), as amended.
INTENT TO PERFECT 44(d) : At this time, the applicant intends to rely on Section 44(e) as a basis for
registration. If ultimately the applicant does not rely on Section 44(e) as a basis for registration, a valid
claim of priority may be retained.

The applicant's current Attorney Information:
      Jeffrey H. Greger of Lowe Hauptman Ham & Berner, LLP

      Suite 300
      1700 Diagonal Road
      Alexandria, Virginia 22314
      United States
The attorney docket/reference number is 5440-004TM.
The applicant's current Correspondence Information:

      Jeffrey H. Greger

      Lowe Hauptman Ham & Berner, LLP

      Suite 300
      1700 Diagonal Road

      Alexandria, Virginia 22314

      703-684-1111(phone)

      703-518-5499(fax)

A fee payment in the amount of $1300 has been submitted with the application, representing payment for
4 class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and



the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Declaration Signature

Signature: /jeffreyhgreger/   Date: 12/20/2012
Signatory's Name: Jeffrey H. Greger
Signatory's Position: Trademark Counsel VA BAR
RAM Sale Number: 1594
RAM Accounting Date: 12/21/2012

Serial Number: 85807837
Internet Transmission Date: Thu Dec 20 14:54:09 EST 2012
TEAS Stamp: USPTO/BAS-75.145.94.33-20121220145409510
644-85807837-4909233e2de7952eed8136ea32a
861033e9-CC-1594-20121220144415150748
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 

    U.S. APPLICATION SERIAL NO.           85807837

 

    MARK: ENGENUITY

 

 

        

*85807837*
    CORRESPONDENT ADDRESS:
          Jeffrey H. Greger

          LOWE HAUPTMAN HAM & BERNER, LLP

          Suite 1400

          2318 Mill Road

          Alexandria VA 22314

 
CLICK HERE TO RESPOND TO THIS LETTER:

http://www.uspto.gov/trademarks/teas/response_forms.jsp

 

 

 

    APPLICANT: The Institution of Engineering and Techn
ETC.

 

 

 

    CORRESPONDENT’S REFERENCE/DOCKET NO :
  

          5440-004TM

    CORRESPONDENT E-MAIL ADDRESS: 

          

 

 

 

OFFICE ACTION

 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.

 

ISSUE/MAILING DATE:

 



 

The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62, 2.65(a);
TMEP §§711, 718.03.

 

SEARCH OF OFFICE RECORDS
 
The trademark examining attorney has searched the Office’s database of registered and pending marks
and has found no conflicting marks that would bar registration under Trademark Act Section 2(d).  TMEP
§704.02; see 15 U.S.C. §1052(d).
 
SUMMARY OF ISSUES that applicant must address:

 

Requirement for Clarification of Identification of Goods & Services
Foreign Registration Information

 

 
IDENTIFICATION OF GOODS & SERVICES
The current wording used to describe the goods and services is unacceptable as indefinite and needs
clarification because it is too broad and could include goods or services classified in other international
classes. TMEP §§1402.01 and 1402.03.

In the identification of goods, applicant must use the common commercial or generic names for the goods,
be as complete and specific as possible, and avoid the use of indefinite words and phrases.  If applicant
uses indefinite words such as “accessories,” “components,” “devices,” “equipment,” “materials,”
“parts,” “systems” or “products,” such words must be followed by “namely,” followed by a list of the
specific goods identified by their common commercial or generic names.  See TMEP §§1402.01,
1402.03(a).

 

Applicant must use the common commercial or generic names for the services, be as complete and
specific as possible, and avoid the use of indefinite words and phrases.  If applicant uses indefinite words
and phrases such as “services in connection with,” “such as,” “including,” “and like services,”
“systems,” “products,” “concepts,” or “not limited to,” such wording must be followed by “namely,”
and a list of the specific services identified by their common commercial or generic names.  See TMEP
§§1402.01, 1402.03(a).

 

 

Applicant may adopt the following identification of goods, if accurate:  TMEP §1402.01.

 

Class 009:        “Downloadable electronic publications, namely, {applicant must specify the type of
publication, for example, “newsletters”} and pre-recorded CD's, DVD's, and electronic recording media



all featuring information in the fields of science, technology and engineering”;

 

Class 016:        “Printed publications, namely, books, journals, magazines, reference and technical
manuals, and tests on subject matters in the fields of science technology and engineering”;

 

Applicant may amend the identification of services to the following, if accurate:  TMEP section 1402.11.

 

Class 041:        “Providing educational services, namely, {applicant must specify the form of the services,
for example, “workshops”} and seminars in the field science, technology and engineering”;

 

Class 042:        “Providing services, namely, consulting, researching, advising, developing, engineering
and digitizing electronic documents in the fields of science, technology and engineering”;

 

For the applicant’s convenience, the Trademark Acceptable Identification of Goods and Services Manual
on the office’s website at http://tess2.uspto.gov/netahtml/tidm.html offers a searchable list of acceptable
identifications and classifications. The Manual is a useful resource and guide, but it is not an exhaustive
list of every acceptable identification.

 

Please note that, while an application may be amended to clarify or limit the identification, additions to the
identification are not permitted.  37 C.F.R. Section 2.71(a); TMEP section 804.09.  Therefore, the
applicant may not amend to include any goods or services that are not within the scope of the goods and
services recited in the present identification.

The application specifies Trademark Act Section 44(d) as the sole filing basis and indicates that applicant
intends to rely on Section 44(e) as a basis for registration; however no copy of a foreign registration was
provided.  See 15 U.S.C. §1126(d), (e). 

 

BASIS FOR REGISTRATION

 

An application with a Section 44(e) basis must include a true copy, photocopy, certification, or certified
copy of a foreign registration from an applicant’s country of origin.   15 U.S.C. §1126(e); 37 C.F.R.
§2.34(a)(3)(ii); TMEP §§1004, 1004.01, 1016.  In addition, the applicant’s country of origin must be a
party to a convention or treaty relating to trademarks to which the United States is also a party, or must
extend reciprocal registration rights to nationals of the United States by law.  15 U.S.C. §1126(b); TMEP
§§1002.01, 1004.

 

Therefore, applicant must provide a copy of the foreign registration from applicant’s country of origin
when it becomes available.  TMEP §1003.04(a).  A copy of a foreign registration must consist of a
document issued to an applicant by, or certified by, the intellectual property office in applicant’s country



of origin.  TMEP §1004.01.  If applicant’s country of origin does not issue registrations or Madrid
Protocol certificates of extension of protection, the applicant may submit a copy of the Madrid Protocol
international registration that shows that protection of the international registration has been extended to
applicant’s country of origin.   TMEP §1016.  In addition, applicant must also provide an English
translation if the foreign registration is not written in English.  37 C.F.R. §2.34(a)(3)(ii); TMEP
§1004.01(a)-(b).  The translation should be signed by the translator.  TMEP §1004.01(b).

 

If the foreign registration is not yet available, applicant should inform the trademark examining attorney
that the foreign application is still pending and request that the U.S. application be suspended until a copy
of the foreign registration is available.  TMEP §§716.02(b), 1003.04(a).

 

If applicant cannot satisfy the requirements of the Section 44(e) basis, applicant may amend the basis to
Section 1(a) or 1(b), if applicant can satisfy the requirements for the new basis.  See 15 U.S.C. §§1051(a)-
(b), 1126(e); TMEP §806.03.  Please note that, if the U.S. application satisfied the requirements of Section
44(d) as of the U.S. application filing date, applicant may retain the priority filing date under Section 44(d)
without perfecting the Section 44(e) basis, provided there is a continuing valid basis for registration.  See
37 C.F.R. §2.35(b)(3)-(4); TMEP §§806.02(f), 806.03(h).  

 

 

 

Request for Assistance

 

If applicant has questions about its application or needs assistance in responding to this Office action,
please telephone or email the assigned trademark examining attorney directly at the number below.

 

To expedite prosecution of this application, applicant is encouraged to file its response to this Office
action through the Trademark Electronic Application System (TEAS), available at
http://www.uspto.gov/teas/index.html.

 

 

 

/Kelly Trusilo/

Trademark Examining Attorney

Kelly Trusilo

Law Office 107

(571) 272-8976



kelly.trusilo@uspto.gov

 

 

TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.

 

All informal e-mail communications relevant to this application will be placed in the official
application record.
 

WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 

 

PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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