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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ARENA DISTRIBUTION S.A. )
Plaintiff, ) Serial No. 85701436
)
V. ) Opposition No. 91210580
)
AGUDELO, TITO, MATEUS )
Applicant. )

OPPOSER’S MOTION TO COMPEL RESPONSES TO FIRST REQUEST
FOR PRODUCTION OF DOCUMENTS AND THINGS TO APPLICANT

Opposer Arena Distribution S.A. (“Arena”) moves for an Order compelling
Applicant to produce documents in responseOpposer’s First Request for
Production of Documents and Things to Applicant pursuant to TBME&6d 37
CFR § 2.120(e).

INTRODUCTION

Arena manufactures swimwear and related apparel and accessories @nder th
ARENA mark. (Notice of Opposition { 1.) Arena has been sellsigwimwear
and related accessories in commerce in the United States sieestadd early as
1973. (d.) Arena owns four federal trademark registrations for ARENA cogexin
variety of swimwear, apparel, and related accessotwsf{ 2-6.) Applicant filed
an intentto-use application to register PALMARENA SWIMWEARIA( 1 9.)

Arena opposes this application on grounds of priority efafsthe ARENA mark



by Arena and on groundhat Applicant’s mark is likely to cause confusion with
Arena’s registered and common-law trademarks for ARENAI. 1910-13.)

In his Answer, Applicant denied having sufficient knowledgeespond to
every one of Arena’s allegations, including allegations concerning Applicant’s
own Application, the goods identified in the Application, &nel filing basis of the
Application. (Answer 1 9 (Dkt. No. 5).) After filing his Answerp@licant moved
to extend the discovery conference deadline and the openingsadvelry.
(Applicant’s Mot. To Extend Deadlines (Dkt. No. 6).) Applicant’s counsel stated
that Applicant, who resides in Colombia, had been unresgongd his
communications. I¢.) The Board granted Applicant’s motion and extended the
deadline for the discovery conference and the opening of discoveder(@ated
August 12, 2013 (Dkt No. 7).)

On January 31, 2014, Arena served on Applicant its First Redoes
Production of Documents and Things to Applicant contginimrty-nine requests
(A true and correct copy of Opposer’s First Request for Production of Documents
and Things to Applicant is attached as Exhibit A.) Apgolit served its objections
and responses on February, 2614. (A true and correct copy of Applicant’s
Objections and Responses to Oppsse€irst Set of Request for Productiors
attached as Exhibit B.) Applicant failed to produce a single meat in response

to any of Arena’s requests. Instead, Applicant responded to every request with



unsupported blanket objections. As set forth below, eaclhedet objections is
without merit.

Applicant also produced a privilege log purporting dentify privileged
communications. (A true and correct copy of Applicant’s Privilege Log 1s attached
as Exhibit C.) The privilege log contains entries that are protileged or
otherwise immune from discovery, and fails to provide enough imtom to
properly analyze the claim of privilege for the remaining entries.

Arena has made a good faith effort to resolve these issues. (Aariclie
correct copy of Arena’s March 3, 2014 correspondence to Applicant’s attorney of
record is attached as Exhibit D.) Arena pointed out the defieienwith
Applicant’s objections and responses. Applicant did not respond. Arena asks the
Board to compel Applicant to produce all responsive, nontpged documents,
and to serve an amended privilege log.

ARGUMENT

A. Applicant’s Objections and Responses are Baseless and Legally
Deficient.

Applicant raised boilerplate objections to every one of Arena’s requests.
Objections to discovery requests must be specific to the requetiat is,
Applicant must explain why the objection applies todiszovery request at issue.
David Escamilla and M2 Software, Inc. v. ModerngiiMedicine, Inc, Opposition

No. 91202450 at 5 (TTAB 2014). Applicant does not explaw its objections
3



apply to the specific requests. Therefore, these objections shatulsk given any
considerationld.

Every one of Arena's requests is directed to discoverable documents

Request No. directs Applicant to produce all documents Applicant
was required to identify in response to Arena’s First Set of Interrogatories to
Applicant, or from which Applicant obtained information preparing the
responses. Applicant objected on the grounds that the regueserly-broad,
vague, unduly burdensome, and ambiguous. Applicant also etjemt the
grounds that the request is not likely to lead to theodisry of admissible
evidence, and that it calls for privileged documents or deomsnunder attorney
work-product protection

This request does not seek privileged documents or documents irfromne
discovery. This request simply asks Applicant to provigedocuments he relied
upon in responding to Arena’s Interrogatories, all of which were directed towards
discoverable information. If Applicant relied on any pegéd documents in
preparing its responses to Arena’s Interrogatories, then Applicant should note these
documents separately in a privilege log and provide enaighmation for Arena
and the Board to evaluate the privilege claiscamillaat 7. The documents
requested are relevant, as they are the documents which Appkdadt on in

preparing responses to Arena’s Interrogatories.



Request No. 2directs Applicant to produce documents showing or
reflecting the business organization, management structure, gffitestors and
owners of Industrias Palmex S.A.S. Applicant objected on tleings that
documents requested are publicly available and equally accessilAeena.
Applicant further responded that he will produce relevant, noslgged
documents on a rolling basis as they become available.

This request seeks documents to which Applicant has acagsghéoh are
not equally accessible to Arena. If Applicant is referring todbrporate certificate
or entity information kept by the Florida Secretary of State or thien@man
Chamber of Commerce in asserting that the documents are equally accessible to
Arena, Applicant misconstrues this document request. Corpiofatenation that
is publicly available, such as the information that Aggolit produced in response
to certain interrogatories posed by Arengould not fully satisfy this request.
Additionally, Applicant’s response that he will produce documents as they become
available shows a complete lack of effort to satisfy Arena’s request. The
documents requested should be readily available to Applaanihey should be
maintained in the ordinary course of business.

Request No. 3directs Applicant to produce all documents referring to the
date and manner in which Applicant first learned of Arena’s use of its ARENA

mark. Applicant mde a blanket objection that the request is overly-broad, unduly



burdensome, vague, and not reasonably calculated to lead tlistowvery of
admissible evidence. Applicant also interposed objecti@s&ed on privilege and
attorney work-product. Additionally, Applicant also raisedddass objections that
the request calls for documents not within Appli¢arpossession, custody or
control.

Applicant fails to explain how Arena’s request is overly-broad, unduly
burdensome or vague. The documents requested are relevant tsubeofs
Applicant’s actual knowledge of Arena’s use of the ARENA mark and are
discoverable. TBMP § 414 (19).

Request No. 4directs Applicant to produce documents referring to the
conception, selection, adoption and registration of its MARENA mark.
Applicant interposed the blanket objections that the requeseitydwoad, unduly
burdensome, vague, and not reasonably calculated to leachisstdule evidence.
Applicant further obje@d on the basis of privilege and on the grounds that
documents requested may not be within the Applicant’s possession, custody, or
control. Applicant responded that he will produce nonmrgeld, responsive
documents as they become available.

This request is reasonably calculated to lead to the discofergmissible
evidence concerninghe issue of Applicant’s selection and adoption of his

involved mark. Such information is discoverable. TBMP § 414(4). idapt does



not explain how this request is vague, overly-broad, arsulynburdensome.
Applicant’s objection that the documents may not be within the Applicant’s
possession, custody or control is unfounded. Additipnathe requested
documents should be readily available to Applicant if Applicaoducted an
research regarding his involved mark before adopting it.

Request No. Sdirects Applicant to produce all documents relating to any
search or evaluation of any records conducted by or for Appltcadetermine
whether anyone had sought to register a mark similar to Applicant’s involved
mark, or whether Applicant’s use of his involved mark would conflict with the
rights of any person. Applicant raised boilerplate objectitvad the request is
overly-broad, unduly burdensome, vague, and not reasonablyatettto lead to
admissible evidence. Applicant also obgetbn the basis of privilege and on the
grounds that documents requested may not be within the Applicant’s possession,
custody, or control.

This request seeks documents relevant to the issue of Applicant’s adoption
of his involved mark, as well as his actual knowledgeAo¢na’s use of its
ARENA mark. Information and documents pertainingatparty’s selection and
adoption of its involved marlare discoverable. TBMP § 4144). Additionally,
documents concerning a defendant’s actual knowledge of plaintiff’s use of the

plaintiff’s involved mark are discoverable. TBMP 8§ (19). Applicant does not



explain how this request is vague, dydrroad, and unduly burdensome.
Applicant also fails to provide any support for his objectibat the requested
documents are not within the Applicant’s control.

Request Nos. 6, 7 and 8sk Applicant to produce samples of documents or
other materials which display Applicant’s mark, or on which Applicant’s mark is
intended to be displayed, all documents concerning the desgelopment and
printing or manufacture of any such material, and documents sufftoigtentify,
explain or describe the goods ever offered or intended to be ofterddr
Applicant’s mark in the United States. Applicant raised the blanket objections that
the requested documents or materials are privileged, and thaedbests are
overly broad, unduly burdensome, vague and not reasonablyatettto lead to
the discovery of admissible evidence. Applicant also raisedaseless objection
that the requested documents or materials may not be within Applicant’s control.

These requests do not seek privileged documents or informatmune
from discovery. The requested documents are relevant to the issieenafttire of
Applicant’s use of his involved mark, which is pertinent to the likelihood of
confusion analysis. As such, the requested documents and msataral
discoverableEscamillaat 8. Applicant does not explain the basis for his olgacti

that the requests are overly broad, unduly burdensome, aneé,vagr does he



provide any support for his objection that the requesta@mals are not within his
control.

Request No. 9directs Applicant to produce all documents referring to
Applicant’s first use of his involved mark in the United States. Applicant raised
boilerplate objections that the request is vague, ambiguoesbroad, unduly
burdensome, and not reasonably calculated to lead to thevelgaaf admissible
evidence. Applicant also interposed the blanket objectimaitsthe request calls for
privileged documents or documents tlaaé immune from discovery. Applicant
further objected on the basis that the request calls for dadsmmot within his
control. Applicant’s objections are baseless. Documents concerning a party’s first
use of its involved mark are discoverable. TBMP § 414 (5).

Request Nos. 10, 11, 12, and 1&sk Applicant to produce documents
relating to revenue from sales of Applicant’s goods under its involved mark and
documents reflecting advertising and marketing expenditutebusdble to the
promotion of Applicant’s goods under its involved mark in the United States.
Applicant asserted boilerplate and baseless objections hleatreiquest seeks
documents immune from discovery, that the requests are overly, hroddly
burdensome, vague and not reasonably calculated to lead wisttwrery of
admissible evidence, and that the requested documents mayenatithin

Applicant’s control.



Documents concerning a defendant’s annual sales and advertising figures are
discoverableTBMP § 414 (18).

Request Nos. 14 and 18sk Applicant to produce documents referring to
Applicant’s involved mark that were sent to or received from any advertising
agency, public relations or design firm and documents relaingarketing and
promotional plans, buisess plans or other strategic planning for Applicant’s
involved mark and the goods offered or to be offered under the ménk United
States. Applicant interposed blanket objections that tiatréquests are vague,
ambiguous, overbroad, unduly burdensome, and not reasonatijated to lead
to the discovery of admissible evidence. Applicant also intp the baseless
objections that the requests call for privileged documents omuaas that are
immune from discovery. Applicant further objected on thedbtsat the requests
call for documents not within his control.

These requests seeks document relating to Applicant’s channels of trade,
marketing and advertising. Such information is relevant to ikediHood of
confusion analysis and is discoveraliddlecamillaat 8.

Request Nos. 16, 17, 18 and 18&8sk Applicant to provide documents
concerning Arena, Arena’s involved mark, and Applicant’s knowledge of Arena
and Arena’s mark. Applicant raised boilerplate objections that the requests are

overly-broad, unduly burdensome, vague and not reasonablyatattto lead to

10



the discovery of admissible evidence. Applicant also interposgdtmns that the
requested documents are privileged or immune from discovery, and thad wi
Applicant’s control.

The requested documents relate to Applicant’s actual knowledge of Arena
and Arena’s use of its ARENA mark. Such information is discoverable. TBMP
8§ 414 (19). This request does not seek privileged or docunmantsine from
discovery. Applicant fails to provide any explanation to supip®objection on the
basis that the requested documents are not within Applicant’s control.

Request Nos. 20 and 2ldirect Applicant to produce all documents
concerning Applicant’s application to register its involved mark and all documents
received from or filed with any federal, state, or local government offaat or
agency, or foreign government office, court or agency concerning Applicant’s
involved Mark. Applicant raised boilerplate objections tihat requestarevague,
ambiguous, overbroad, unduly burdensome, and not reasonatijatzd to lead
to the discovery of admissible evidence. Applicant also insegbadhe blanket
objections that the requests call for privileged documents omuaas that are
immune from discovery. Applicant further objected on thesbtst the requests
call for documents not within his control.

These requestdo not seek privileged documents or information immune

from discovery. The documents requested are relevant to the fsapelaant’s
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selection and adoption of the PALMARENA mark and his applinatooregister
the mark, which is the subject of this opposition. This reagisealso reasonably
calculated to lead to the discovery of admissible evidence cangenotice to
Applicant concerning Arena’s involved mark. Information regardingApplicant’s
actual knowledgef Arena’s involved mark is discoverable under TBMP 414 (19).

Request No 22 asks Applicant to produce all documents relating to any
civil, criminal or administrate action or proceeding involving Applicant’s mark.
Applicant raised blanket objections that the request isrlyvbroad, unduly
burdensome, vague, and not reasonably calculated to leachissHdule evidence.
Applicant further objected on the basis of privilege and loe grounds that
documents requested may not be within the Applicant’s possession, custody, or
control. This request seeks documents relating to informé#tianis specifically
discoverable. TBMP § 414 (10).

Request Nos. 23, 24, 25, and 2firect Applicant to produced documents
relating to the class of purchasers for the goods offered under Applicant’s mark,
any press release, newspaper article, blog, website or other pohligatich
mentions Applicant’s Mark or any of the goods offered under the mark, documents
referring to the target audience for Applicant’s mark and the channels of trade
through which Applicant offers or intends to offer his goashgler the mark.

Applicant raised blanket and baseless objections thaetheests seek documents

12



immune from discovery, that the requests are overly broad, undutietisome,
vague and not reasonably calculated to lead to the disco¥endmissible

evidence, and that the requested documents may not be withlieahpp control.

These requests do not call for privileged documents or decisnimmune
from discovery. Information pertaining to the relevant class of purchaders
Applicant’s goods is discoverable. TBMP § 414(3). The information is also
discoverable because it relates to the likelihood of comniumnalysis Escamillaat
8;Inre E. I. Du Pont de Nemours & Cd.76 F.2d 1357, 1361 (C.C.P.A. 1973).

Request No. 27directs Applicant to produce documents referring to any
survey, poll or other research aeding Applicant’s mark or goods offered under
Applicant’s involved mark. Applicant interposed boilerplate objections that the
request is vague, ambiguous, overbroad, unduly burdensome, arehsonably
calculated to lead to the discovery of admissible evidence.licapp also
interposed the blanket objections that the request callsrifoleged documents or
documents that are immune from discovery. Applicant further objemethe
basis that the request calls for documents not within his control.

This request is reasonably calculated to lead to the discovegmissible
evidence concerning the issue of actual confusion, which is tar fat the
likelihood of confusion analysi$én re E. |. Du Pont de Nemours & Cat 1361. As
such, these documents are discoverdideamillaat 8.

13



Request No. 2&sks Applicant to produce documents evidencing the sale or
marketing of Applicant’s goods under his involved mark in interstate commerce.
Applicant raised blanket objections that the request iglyvaroad, unduly
burdensome, vague and not reasonably calculated to lead wisttevery of
admissible evidence. Applicant also raised objections thaethested documents
are privileged and immune from discovery, and that request geekisnents not
within Applicant’s control.

The documents sought through this request are relevanetessbes of
priority and channels of trade, which are considerations itikelihood of
confusion analysis. Such documents are discoverabtamillaat 13.

Request No. 29directs Applicant to produce documents concerning any
efforts to enforce Applicant’s involved mark against third parties. Applicant
interposed blanket objections that this request is oveogdy unduly burdensome,
vague and not reasonably calculated to lead to the disco¥endmissible
evidence. Applicant also objected on grounds of privilege, areftedsthat the
requested documents may not be within Applicant’s control.

The documents sought by this request pertaisst@ of Applicant’s right to
use his mark and exclude others from use his mark, which aeoatgon that is
relevant to the likelihood of confusion analysisre E. |. Du Pont de Nemours &

Co.at 1361 As such, the documents sought by this request are discoverable.
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Request No. 30directs Applicant to produce all documents concerning
communications between Applicant and any other person regafdamp, its
involved mark, or this dispute. Applicant raised blankeecipns that the request
Is overly-broad, unduly burdensome, vague, and not reasonahblyatatcto lead
to admissible evidence. Applicant further objected on the béagisvilege and on
the grounds that documents requested may not be within the Applicant’s
possession, custody, or control.

This request does not seek documents immune from discaoadngr, it is
reasonably calculated to lead to the discovery of admissibleneédegarding
“the identity and location of persons who know of any discoverable matter” andis
specifically discoverable under the Federal Rules. Fed. R. Civ. P. 26(b)(1).

Request No. 3lasks Applicant to produce documents referring to any
surveys or research Applicant has commissioned, performed ordemetsi
performing to determine whether any likelihood of confusios &asen or may
arise because of Applicant’s use of Applicant’s involved mark and the use of any
other mark, including Arena’s use of its mark. Applicant objected on the grounds
that the request is vague, ambiguous, overbroad, unduly nsame, and not
reasonably calculated to lead to the discovery of admissiblereed Applicant
also raised blanket objections that the request calls for gged documents or

documents that are immune from discovery. Applicant further objemtethe
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basis that the request calls for documents not withinpbssession, custody or
control.

This request is reasonably calculated to lead to the discovegmissible
evidence concerning the issue of actual confusion, which is tar fat the
likelihood of confusion analysi$n re E. I. Du Pont de Nemours & Cat 1361. As
such, these documents are discoverddeamillaat 8.

Request No. 32asks Applicant to produce copies of any licenses,
assignments, distributorship or other agreements relatedlpplicant’s mark.
Applicant raised blanket objections the request is oveodgdy unduly
burdensome, vague, and not reasonably calculated to leathissHdile evidence.
Applicant further objected on the basis of privilege and an dlounds that
documats requested may not be within the Applicant’s possession, custody, or
control.

This request does not request privileged information fornmation immune
from discovery. Licenses and agreements are discoveiddamillaat 9 Citing
Johnston Pump/General Valve Inc. v. Chromalloy Aosm Corp, 10
USPQ2d1671, 1675 (TTAB 1988)); TBMP § 414 (10).

Request No. 33directs Applicant to produce documents identifying all
prospective customers of its goods offered or intended to be dfterder its

involved mark in the United States, or to whom promotionatienials were sent,
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including addresses of all such persons. Applicant raiséerblaite objections that
the request is vague, ambiguous, overbroad, unduly burdensand not
reasonably calculated to lead to the discovery of admissiblereed Applicant
also interposed the blanket objections that the requess &adl privileged
documents or documents thate immune from discovery. Applicant further
objected on the basis that the request calls for documents hot kg control.

This request does not seek privileged documents. The requestadetus
are pertinent to the classes of customers for Applicant’s goods offered under his
involved mark, and the issue of prior use. As such, the requdstennents are
discoverable. TBMP 8414 (3).

Request Nos. 34 and 34irect Applicant to produce all documents
supporting Applicant’s contention that Applicant had a bona fide intention to use
his involved mark in commerce in connection with Applicant’s goods as of August
12, 2012, and currently has a bona fide intention to usmik in commerce in
connection with his goods. Applicant interposed boilerptigctions that the
requestarevague, ambiguous, overbroad, unduly burdensome, and noh et
calculated to lead to the discovery of admissible evidence. idgmpl also
interposed the blanket objections that the requestsaraghriivileged documents or
documents that are immune from discovery. Applicant further objemtethe

basis that the requests call for documents not withen dontrol. Applicant
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responded that he will produce all responsive and nongueil documents as
they become available.

The documents requested are not immune from discovery. These requests
seek informatiorpertinent to the issue of Applicant’s good faith in applying for
registration of his mark based on a bona fide intention tahesgvolved mark in
commerce. As such, these requests seek information pertainthg talidity of
the involved Application. Further, these requests seek daodantieat Applicant
should have in his possession and control.

Request No. 36directs Applicant to produce documents supporting his
contention that there is no likelihood of confusion. Applicasised blanket
objections that the request is overly broad, unduly burdemseague and not
reasonably calculated to lead to the discovery of admissibleraed Applicant
also raised boilerplate objections based on privilege angnait work-product.
Applicant further objected on the grounds that the requdistfoa documents not
within his control. Applicant responded that he will progwall responsive and
non-privileged documents as they become available.

This request does not seek documents immune from discovdrgy,réte
requested documents pertain to Applicant’s affirmative defense that Applicant’s
involved mark when used on Applicant’s goods is not likely to cause confusion.

(Answer 1 18.)

18



Request No.37 directs Applicant to produce documents concerning or
reflecting actual or prospective customer mistake or confusion hbetwee
Applicant’s mark and Arena’s mark. Applicant objected on the grounds that this
request is overly broad, unduly burdensome, vague and not abhscalculated
to lead to the discovery of admissible evidence. Applicant aiserposed
objections based on privilege and attorney work-product. pliéamt further
objected on grounds that the request calls for documemntwition his control.
Applicant responded that he will produce all responsive anupnweileged
documents as they become available.

This request is reasonably calculated to lead to the discovegmissible
evidence concerning the issue of actual confusion, which is tar fat the
likelihood of confusion analysi$n re E. I. Du Pont de Nemours & Cat 1361. As
such, these documents are discoverdideamillaat 8.

Request No. 38asks Applicant to produce documents concerning any
licenses or grant of permission to use Applicant’s mark. Applicant interposed
objections on grounds that the request is overly broad, yihdwtiensome, vague
and not reasonably calculated to lead to the discovery of sitlrisevidence.
Applicant further objected on the basis of privilege and an dlhounds that
documents requested may not be within #licant’s possession, custody, or

control.
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This request seeks documents pertaining to informationstlaécoverable.
Escamillaat 9 ¢iting Johnston Pump/General Valve Inc. v. ChromalAmerican
Corp, 10 USPQ2d1671, 1675 (TTAB 1988)BMP § 414 (10).

Request No0.39 asks Applicant to produce all documents concerning or
reflecting actual or prospective customers’ beliefs regarding a connection,
association, or affiliation between Applicant’s goods and Arena’s goods. Applicant
raised boilerplate objections on grounds that the requesterdydroad, unduly
burdensome, vague and not reasonably calculated to lead wisttovery of
admissible evidence. Applicant also raised blanket objectioat the request calls
for privileged documents or documents that are immune from disgofpplicant
further objected on the basis that the request calls for dadsnmnmot within his
control.

This request seeks documents concerning the issue of consumers’ belief as
to whether Applicant’s and Arena’s goods emanate from a single source. This is a
key question in a likelihood of confusion analysiee Paula Payne Prods. Co. v.
Johnson’s Pub’g Co., 473 F.2d 901, 902 (C.C.P.A. 1973) (statit{d;Jhe question
Is not whether people will confuse the marks, but rather weheatte marks will
confuse people into believing that the goods they idertiianate from the same
source.”); see alsdn re Majestic Distilling Cqg. 315 F.3d 1311, 1316 (Fed. Cir.

2003) (stating‘the...mistaken belief that [a good] is manufactured or sponsgred b

20



the same entity [as another good] ... is precisely the mistake82id} of the
Lanham Act seeks to prevent.”). As such, the requested documents are
discoverable.

B. Applicant’s Privilege Log is Incomplete and Includes Discoverable
Information.

In addition to interposing boilerplate objections, Applicarbduced a
privilege log that purports to identify privileged communizas responsive to
each request. Applicant’s privilege log is deficient for two reasons. First, the log
does not include sufficient details about each claim to engipeser to assess the
claim. Second, the log contains documents that are not subjacy torivilege or

immune from discovery.

1. Applicant’s Privilege Log Does Not Provide Enough Detail.

Applicant mus$ provide enough information regarding the nature of any
documents withheld on the basis of attorney-client prieileg attorney work-
product which would enable Arena to assess the validiteotlaim. Fed. R. Civ.

P. 26(b)(5)(ii). To assert a claim of privilege, Applicant mekbw that the
communication was made in confidence between Applicant and his attorneg for th
purpose of obtaining legal advide.re Spalding Sports Worldwide, In203 F.3d
800, 805 (Fed. Cir. 2000). If the Applicant claims thakesponsive documern

subject to attorney work-product protection, he must stiatthe document was
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prepared in anticipation of litigation or for trial by for Applicant or his attorney.
Fed. R. Civ. P. 26(b)(3)(A).

Many of the entries in Applicant’s Request for Production privilege log fail
to identify both the sender and the recipient of the conwatian or documents.
SeeExhibit C. In fact, it does not appear that the privilegeidmntifies individual
documents or communications at all. Instead, the log statesesagieategory of
documents for each request, and a general basis for why such etbsuane
iImmune from discovery. None of the entries identify both thieauand recipient
of a communication or document. Similarly, none of the entriesdesla date,
which would be relevant to any claim of work product immunity. Applicant’s
privilege log does not meet the Board’s requirements for asserting privilege.

Escamillaat 7.

2. Applicant’s Privilege Log Includes Non-Privileged Information.

Applicant’s privilege log also includes entries that are not privileged or
immune from discovery. The log includes entries that are classified as “Trade
Secret/Corporate and Attornéilient Privilege.” (Exhibit C, entries 6-15, 20-29
and 32-39.) Applicant generally may not withhold informatm documents on
the grounds that the information is confidential. The Board’s default protective
order is available to protect such informatiscamillaat 6.

CONCLUSION

22



For the foregoing reasons, Opposer respectfully requests thatotrel B
GRANT this Motion and compel Applicant (1) to produce mdin-privileged

documents responsive to each request, and (2) to serve an amended Privilege Log.

CERTIFICATION
The undersigned counsel for Opposer hereby certifies, in accerddath
Trademark Rule § 2.120(e)(1), that he has made a good faith effort by
correspondence to resolve with the other party’s attorney the issues presented
herein, but the parties were unable to resolve their differences.
Respectfully submitted April 2, 2014.

/Jeffrey B. Sladkus/

Jeffrey B. Sladkus

Georgia Bar No. 651220
Mark L. Seigel

Of Counsel

Georgia Bar No. 634617

THE SLADKUS LAW GROUP
1827 POWERS FERRY ROAD
BUILDING 6, SUITE 200
ATLANTA, GA 30339
PHONE: (404) 252-0900
FACSIMILE: (404) 252-0970
Attorneys for Opposer

23



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Arena Distribution S.A., )
Plaintiff, ; Serial No. 85701436
V. ; Opposition No. 91210580
Tito Mateus Agudelo, ) )
Applicant. ))

CERTIFICATE OF SERVICE

| hereby certify that a true and complete copy of the foregoOIPROSER’S
MOTION TO COMPEL RESPONSES TO FIRST REQUEST FOR
PRODUCTION OF DOCUMENTS AND THINGS TO APPLICANT has been
served on Christian Diaz, Attorney of Record and Correspondenipfaicant, by
mailing said copy on April 2, 2014, via First Class Mail, postage prejoaid,
Christian Diaz, Esq.
Alianza Law Firm

14100 Palmeto Frontage Road Ste 203
Miami Lakes, FL 33016

/Jeffrey B. Sladkus/
Jeffrey B. Sladkus
Attorney for Opposer

24



Exhibit A



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ARENA DISTRIBUTION S.A.,

Plaintiff, Serial No. 85701436
v. Mark: PALMARENA
TITO MATEUS AGUDELO,

Defendant.

N N N N N N N N N N N

OPPOSER’S FIRST REQUEST FOR PRODUCTION OF
DOCUMENTS AND THINGS TO APPLICANT

Jeffrey B. Sladkus, Esq.

The Sladkus Law Group
1827 Powers Ferry Road
Building 6, Suite 200
Atlanta, GA 30339
Phone: (404) 252-0900
Fax: (404) 252-0970



Pursuant to Rule 34 of the Federal Rules of Civil Procedure, Arena Distribution
S.A. (“Opposer”) requests that Aguedelo, Tito, Mateus (“Applicant”) produce the
following documents and things for inspection and copying at the offices of The
Sladkus Law Group, 1827 Powers Ferry Road, Building 6, Suite 200, Atlanta, GA
30339, within 30 days of being served.

INSTRUCTIONS AND DEFINITIONS

The instructions and definitions set forth in Opposer’s First Interrogatories to
Applicant are hereby incorporated by reference.

DOCUMENT REQUESTS

Request No. 1.

All documents that Applicant was required to identify in response to Opposer’s
First Interrogatories to Applicant, or from which information was obtained in
preparing the responses.

Request No. 2.

Documents sufficient to show or reflecting the business organization,
management structure, officers, directors, and owners of Industrias Palmex S.A.S.

Request No. 3.

All documents referring to the date(s) and manner in which you first learned of

Opposer’s use of Opposer’s Mark.



Request No. 4.

All documents referring to the conception, creation, selection, design,
availability, adoption, proposal to use, attempt to register, or registration of
Applicant’s Mark, including without limitation, any minutes or notes from any
meetings in which such topics were discussed.

Request No. 5.

All documents relating to any search or evaluation of any records conducted by
or on behalf of Applicant to determine whether other persons had used or sought
registration of any word or phrase similar to Applicant’s Mark, or whether your use of
Applicant’s Mark would conflict with the rights of any person.

Request No. 6.

Samples of all documents or other materials on which Applicant’s Mark has
been or is intended to be displayed, including without limitation, product packaging,
labels, hangtags, advertisements, brochures, marketing literature, signs, handbills,
stationery, business cards, decals, websites, or other materials.

Request No. 7.

All documents concerning the creation, design, development, printing or
manufacture of any materials on which Applicant’s Mark has ever been or is intended

to be displayed, including, without limitation, any correspondence, purchase orders,



records of payment or invoices sent to or received from any person involved in such
creation, design, development, or manufacture.

Request No. 8.

Documents sufficient to identify, explain or describe each of the goods ever
offered or intended to be offered under Applicant’s Mark in the United States.

Request No. 9.

All documents referring to the date and manner in which Applicant’s Mark was
first used in commerce in the United States, or if not yet in use, all documents
referring to the date and manner in which Applicant’s Mark will first be used in
commerce in the United States, in connection with each of the goods offered or
intended to be offered for sale under Applicant’s Mark.

Request No. 10.

All financial statements or other documents referring to the revenues Applicant
has derived from any goods sold in the United States under Applicant’s Mark.

Request No. 11.

Documents referring to the nature and amount of all advertising, development,
or promotional expenditures incurred in connection with the goods offered or planned

to be offered in the United States under Applicant’s Mark.



Request No. 12.

Documents sufficient to show Applicant’s total revenue earned from the sale of
goods bearing Applicant’s Mark for the past three (3) years.

Request No. 13

Documents sufficient to show Applicant’s total advertising and marketing
expenditures on goods bearing Applicant’s Mark for the past three (3) years.

Request No. 14

All documents referring to Applicant’s Mark that were sent to or received from
any advertising agency, public relations or media firm, or design firm.

Request No.1513.

All marketing plans, media plans, business plans or other strategic planning
documents referring to Applicant’s Mark or the goods offered, or intended to be
offered, under Applicant’s Mark in the United States.

Request No. 16

All documents concerning Opposer.

Request No. 17

All documents concerning Opposer’s Mark.

Request No. 18

All documents concerning Applicant’s knowledge of Opposer.



Request No. 19

All documents concerning Applicant’s knowledge of Opposer’s Mark.

Request No. 20

All documents concerning Applicant’s Application.

Request No. 21

All documents concerning Applicant’s Mark that Applicant has filed with or
received from any federal, state or local governmental office, court, or regulatory
agency, or foreign governmental office, court, or regulatory agency, including without
limitation, all documents filed or received in connection with any application to
register or use Applicant’s Mark.

Request No. 22

All documents referring to any civil, criminal or administrative action or
proceeding involving Applicant’s Mark, including without limitation any proceeding
before the United States Patent and Trademark Office or any state or federal court.

Request No. 23

All documents referring to any press release, newspaper article, blog, website,
or other publication which mentions Applicant’s Mark or any of the goods offered, or

intended to be offered, under Applicant’s Mark.



Request No. 24

All documents referring to the actual or intended target audience for
Applicant’s Goods.

Request No. 25.

All documents referring to the classes or types of purchasers to whom
Applicant has offered or intends to offer Applicant’s Goods under Applicant’s Mark.

Request No. 26

All documents referring to the channels of trade through which Applicant has
offered or intends to offer Applicant’s Goods under Applicant’s Mark.

Request No. 27

All documents referring to any survey, poll or other research referring to
Applicant’s Mark, or the goods that Applicant offers or intends to offer under
Applicant’s Mark.

Request No. 28

Documents that evidence the sale or marketing of Applicant’s Goods in
interstate commerce in the United States.

Request No. 29

All documents concerning any efforts to enforce Applicant’s Mark against third

parties.



Request No. 30

All documents concerning any communications between you and any other
person regarding Opposer, Opposer’s Mark, or this dispute.

Request No. 31

All documents referring to any surveys or research that you have
commissioned, performed or considered performing to determine whether any
likelihood of confusion has arisen or may arise because of your use of Applicant’s
Mark, and the use of any other name or mark, including Opposer’s use of Opposer’s
Mark.

Request No. 32

Copies of any licenses, assignments, distributorship, or other agreements related
to Applicant’s Mark.

Request No. 33

Documents sufficient to identify all prospective customers of Applicant’s
Goods offered or intended to be offered under Applicant’s Mark in the United States,
or to whom promotional materials were sent, including the addresses of all such

persons.



Request No. 34

All documents that support your contention that Applicant had a bona fide
intention to use Applicant’s Mark in commerce in the United States on or in
connection with Applicant’s Goods as of August 12, 2012.

Request No. 35

All documents that support your contention that Applicant currently has a bona
fide intention to use Applicant’s Mark in commerce in the United States on or in
connection with Applicant’s Goods.

Request No. 36

All documents that support your contention that there is no likelihood of
confusion between Opposer’s Mark and Applicant’s Mark.

Request No. 37

All documents concerning or reflecting any mistake or confusion between
Applicant’s Mark and Opposer’s Mark on the part of any actual or prospective
customers.

Request No. 38

All documents concerning any licenses or grants of permission to use

Applicant’s Mark.



Request No. 39

All documents concerning or reflecting any belief as to a connection,
association or affiliation between Applicant’s goods and Opposer’s goods on the part

of any actual or prospective customers.

Dated: January 31, 2014.

/Jeffrey B. Sladkus/ THE SLADKUS LAW GROUP

Georgia Bar No. 651220 1827 POWERS FERRY ROAD
BUILDING 6, SUITE 200
ATLANTA, GA 30339
PHONE: (404) 252-0900
FACSIMILE: (404) 252-0970

Attorneys for Opposer



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ARENA DISTRIBUTION S.A.,

Plaintiff, Serial No. 85701436
v. Mark: PALMARENA
TITO MATEUS AGUDELO,

Defendant.

N N N N N N N N N N N

CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing OPPOSER’S
FIRST REQUEST FOR PRODUCTION OF DOCUMENTS AND THINGS TO
APPLICANT has been served on Christian Diaz, Attorney of Record and
Correspondent for Applicant, by mailing said copy on January 31, 2014, via First

Class Mail, postage prepaid, to:

Christian Diaz, Esq.

Alianza Law Firm

14100 Palmetto Frontage Road
Suite 203

Miami Lakes, FL 33016

[Jeffrey B. Sladkus/
Jeffrey B. Sladkus
Attorney for Opposer
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Serial No. 85701436
ARENA DISTRIBUTION S.A.

Opposer Opposition No. 91210580

AGUDELO, TITO, MATEUS
Applicant.

/

APPLICANT’S OBJECTIONS AND RESPONSES TO OPPOSER’S FIRST
SET OF REQUEST FOR PRODUCTION

TO: Opposer ARENA DISTRIBUTION S.A. by and through its attorney of
record, Jeffrey B. Sladkus, Esq. The Sladkus Law Group 1827 Powersieauty
Building 6, Suite 200, Atlanta, Georgia 30339.

Tito Mateus Agudelo, (Applicant), serves these objectionsresgbnsesot
Opposer’s First Set of Request for Production under Fed. R. Civ. P. 34.

GENERAL OBJECTIONS

The inadvertent production or disclosure of any privilegedudents or
information shall not constitute or be deemed to be a waiver yofapplicable

privilege with respect to such document or informationtijercontents or subject



matter thereof) or with respect to any other such document coveis/ now or

hereafter requested or provided. Applicant reserves the righton@roduce

documents that are in part protected by privilege, except on a redasi®dhbd to

require the return of any document (and all copies thereof) inadthgpeoduced.

Applicant likewise does not waive the right to object, on amg all grounds, to
(1) the evidentiary use of documents produced in response t rimpsests; and
(2) discovery requests relating to those documents.

Applicant submits these responses and objections witbmuteding the
relevancy or materiality of the subject matter or any request or of any do¢uament
that any responsive materials exists.

Applicant’s responses and objections are not intended to be, and shall not be
construed as agreement with Applicant’s characterization of any facts,
circumstances, or legal obligations. Applicant reserves the right test@my such
characterization as inaccurate. Applicant also objects to the Redoi¢se exted
they contain any express or implied assumptions of fact or lasecoing matter
at issue in this proceeding.

The responses and objections contained herein are made on ihefbas
information now know to Applicant and are made without wegvany further
objections to or admitting the relevancy or materiality of anyhefinformation

requested. Applicant’s investigation, discovery and preparation for proceedings are



continuing and all answers are given without prejudice to Applicant’s right to
introduce or object to the discovery of any documents, factsxformation
discovered after the date hereof.

Applicant will provide its reponses based on the terms asatleegommonly
understood, and consistent with the Federal Rules of EBraeitedure. Applicant
objects to and will refrain from extending or modifying amyrds employed in the

request to comport with expanded definitions or instructions.

OBJECTIONS AND RESPONSES TO REQUEST FOR PRODUCTION

REQUEST FOR PRODUCTION NO. 1

All documents that Applicant was required to identify inpmase to
Opposer’s First Set of Interrogatories to Applicant, or from which information was
obtained in preparing the responses.

RESPONSE:

Applicant objects to this request as overly broad, unduly bundexsvague
and ambiguous. Applicant objects to the extent the regeeks the production of
documents that are not relevant or likely to lead to tkseosery of admissible
evidence. Applicant further objects to the extent that thimiest calls for the
production of documents subject to attorney-client priglegmd attorney work

product protection.



REQUEST FOR PRODUCTION NO. 2

Documents sufficient to show or reflecting the businessarorgtion,
management structure, officers, directors, and owners of Industrias Palmex S.A.S.

RESPONSE:

Applicant objects to this request on the ground thaudwnts showing the
information requested are publicly available and equally accessible ta€ppo

Subject to and without waiving the foregoing objectionspligant will
produce relevant, non-privilegedd documents that are respadiasthis request on
a rolling basis as they become available.

REQUEST FOR PRODUCTION NO . 3.

All documents referring to the date(s) and manner in whichfiyst learned

of Opposer’s use of Opposer’s Mark.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vag
and not reasonably calculated to lead to the discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 4.

All documents referring to the conception, creation, selectaesign,
availability, adoption, proposal to use, attempt to registeryegistration of
Appicant’s Mark, including without limitation, any minutes or notes from any

meetings in which such topics were discussed.



RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of siheisevidence.
Applicant also objects to the extent this request calistlie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithatalls for the
production of documents within the control of third pestiincluding documents
that are not within the Applicant’s possession, custody or control.

Subject to and without waiving the foregoing objectioR$aintiff will
produce relevant, non privileged documents that are respdosivis request on a
rolling basis as they become available.

REQUEST FOR PRODUCTION NO. 5.

All documents relating to any search or evaluation of any recordhicted
by or on behalf of Applicant to determine whether other per&aas used or
sought registration of any word or phrase similar to Applicant’s Mark, or whether

your use of Applicant’s Mark would conflict with the rights of any person.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu

and not reasonably calculated to lead to the discovery of sibheisevidence.



Applicant also objects to the extent this request callstie production of
documents subject to the attorney-client privilege or the a&yomwork-product
doctrine. Applicant objects to this request to the extent ithaialls for the
production of documents within the control of third pestiincluding documents

that are not within the Applicant’s possession, custody or control.

REQUEST FOR PRODUCTION NO. 6.

Samples of all documents or other materials on which Applicant’s Mark has
been or is intended to be displayed, including withouitéition, product
packaging, labels, hangtags, advertisements, brochures, matketamire, signs,
handbills, stationery, business cards, decals, websites or otheatsater

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of sihieisevidence.
Applicant also objects to the extent this request caltsthe production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithatlls for the
production of documents within the control of third pestiincluding documents

that are not within the Applicant’s possession, custody or control.



Subject to and without waiving the foregoing objectiofPlaintiff will
produce relevant, non privileged documents that are respdosives request on a
rolling basis as they become available.

REQUEST FOR PRODUCTION NO. 7.

All documents concerning the creation, design, development,ingriot
manufacure of any material on which Applicant’s Mark has ever been or is
intented to be displayed, including, without limitation,yaoorrespondence,
purchase orders, records of payments or invoices sent to or recewedfiy
person involved in such creation, design, development, or manufacture.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of sitleievidence.
Applicant also objects to the extent this request calistlie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithatalls for the
production of documents within the control of third pestiincluding documents
that are not within the Applicant’s possession, custody or control.

REQUEST FOR PRODUCTION NO. 8.

Documents sufficient to identify, explain or describe each@fQtiods ever

offered or intended to be offered under Applicant’s Mark in the United States.



RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of siheisevidence.
Applicant also objects to the extent this request calistiie production of
documents subject to the attorney-client privilege or thereyowork-product
doctrine. Applicant objects to this request to the extent ithatalls for the
production of documents within the control of third pestiincluding documents
that are not withi the Applicant’s possession, custody or control.

REQUEST FOR PRODUCTION NO. 9.

All documents referring to the date and manner in which Applicant’s Mark
was first used in commerce in the United States, or if not yetenall documents
referring to thedate and manner in which Applicant’s Mark will first be used in
commerce in the United States, in connection with each of thdsgoffered or
intended to be offered for sale under Applicant’s Mark.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdens@gue,
and not reasonably calculated to lead to the discovery of sileisevidence.
Applicant also objects to the extent this request calisttie production of
documents subject to the attorney-client privilege or the ayomwork-product

doctrine. Applicant objects to this request to the extent ithaialls for the



production of documents within the control of third pestiincluding documents

that are not within the Applicant’s possession, custody or control

REQUEST FOR PRODUCTION NO. 10.

All financial statements or other documents referring to thentmee
Applicant has derived from any goods sold in the United States under Applicant’s
Mark.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensogwe,va
and not reasonably calculated to lead to the discovery of sibieisevidence.
Applicant also objects to the extent this request caltstlie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithaialls for the
production of documents that do not exist or are withirctrol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 11.

Documents referring to the nature and amount of all advertising,
development, or promotional expenditures incurred in commegtith the goods
offered or planned to be offered in the United States under Applicant’s Mark.

RESPONSE:




Applicant objects to this request as overly broad, unduly burdensome, vag
and not reasonably calculated to lead to the discovery of sibieisevidence.
Applicant also objects to the extent this request calistiie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithaialls for the
production of documents that do not exist or are withirctvgrol of third parties,
including documents that are nafithin the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 12.

Documents sufficient to show Applicant’s total revenue earned from the sale
of goods bearing Applicant’s Mark for the past three (3) years.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensonue, vag
and not reasonably calculated to lead to the discovery of sibieisevidence.
Applicant also objects to the extent this request caltsthe production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithaialls for the
production of documents that do not exist or are withirctrrol of third parties,
including documents that are not within the Apgiit’s possession, custody or

control.

10



REQUEST FOR PRODUCTION NO. 13.

Documents sufficient to show Applicant’s total advertising and marketing
expenditures on goods bearing Applicant’s Mark for the past three (3) years.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensone, vag
and not reasonably calculated to lead to the discovery of sibheisevidence.
Applicant also objects to the extent this request calistiie production of
documents subject to the attorney-client privilege or thersyowork-product
doctrine. Applicant objects to this request to the extent ithatalls for the
production of documents that do not exist or are withirctrgrol of third parties,
including documents that are not within the Applicanfossession, custody or
control.

REQUEST FOR PRODUCTION NO. 14.

All documents referring to Applicant’s Mark that were sent to or received
from any advertising agency, public relations or media firm, or design firm.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensameg,v
and not reasonably calculated to lead to the discovery of sileisevidence.
Applicant also objects to the extent this request calistiie production of

documents subject to the attorney-client privilege or the ayomwork-product

11



doctrine. Applicant objects to this request to the extent ithatalls for the
production of documents that do not exist or are withirctverol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 15.

All marketing plans, media plans, business plan or otheegicaplanning
documents referring to Applicant’s Mark or the goods offered, or intended to be
offered under Applicant’s Mark in the United States.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of sileisevidence.
Applicant also objects to the extent this request calistiie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithatalls for the
production of documents that do not exist or are withirctrrol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 16.

All documents concerning Opposer.

RESPONSE:

12



Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery ofsaila evidence.
Applicant also objects to the extent this request calistlie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithaklls for the
production of documents that do not exist or are withirctverol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 17.

All docunents concerning Opposer’s Mark.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensonue, vag
and not reasonably calculated to lead to the discovery of sibieisevidence.
Applicant also objects to the extent this request callstiie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithaialls for the
production of documents that do not exist or are withircthwrol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 18.

13



All documents concerning Applicant’s knowledge of Opposer.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of siheisevidence.
Applicant also objects to the extent this request calistiie production of
documents subject to the attorney-client privilege or the a&yomwork-product
doctrine. Applicant objects to this request to the extent ithatalls for the
production of documents that do not exist or are withirctrrol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 19.

All documents concerning Applicant’s knowledge of Opposer’s Mark.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vag
and not reasonably calculated to lead to the discovery of sibieisevidence.
Applicant also objects to the extent this request calistlie production of
documents subject to the attorney-client privilege or the &yomwork-product
doctrine. Applicant objects to this request to the extent ithaialls for the

production of documents that do not exist or are withirctvgrol of third parties,

14



including documents that are nafithin the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 20.

All documents concerning Applicant’s Application.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of sibleisevidence.
Applicant also objects to the extent this request calistiie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithaklls for the
production of documents that do not exist or are withirctrgrol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 21.

All documents conaning Applicant’s Mark that Applicant has filed with or
received from any federal, state or local governmental office, court, oategul
agency, or foreign governmental office, court, or regulatory agencydinglu
without limitation, all documents filed or received in connectioithwany
application to register or use Applicant’s Mark.

RESPONSE:

15



Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of sibheisevidence.
Applicant also objects to the extent this request callsthier production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithaialls for the
production of documents that do not exist or are withencibntrol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 22.

All documents referring to any civil, criminal or adminisitvat action or
proceeding involving Applicant’s Mark including without limitation any
proceeding before the United States Patent and Trademark Offarey atate or
federal court.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of sitieievidence.
Applicant also objects to the extent this request calistiie production of
documents subject to the attorney-client privilege or the &yomwork-product
doctrine. Applicant objects to this request to the exteat th calls for the

production of documents that do not exist or are withirctvgrol of third parties,



including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 23.

All documents referring to any press release, newspaper article, blog,
website, or other publication which mentions Applicant’s Mark or any of the goods
offered, or intended to be offered, under Applicant’s Mark.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of sibieisevidence.
Applicant also objects to the extent this request caltstlie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithaialls for the
production of documents that do not exist or are withirctrol of third parties,
including documents that are not within the ApgiiCs possession, custody or
control.

REQUEST FOR PRODUCTION NO. 24.

All documents referring to the actual or intended target aodieior

Applicant’s Goods.

RESPONSE:

17



Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery ofsailia evidence.
Applicant also objects to the extent this request calistlie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithatlls for the
production of documents that do not exist or are withirctverol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION. 25.

All documents referring to the classes or types of purchasevghéomn
Applicant has offered or intends to offer Applicant’s Goods under Applicant’s
Mark.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vag
and not reasonably calculated to lead to the discovery of sibieisevidence.
Applicant also objects to the extent this request calistlie production of
documents subject to the attorney-client privilege or the &yomwork-product
doctrine. Applicant objects to this request to the extent ithaialls for the

production of documents that do not exist or are withirctvgrol of third parties,



including documents that are nafithin the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION. NO. 26.

All documents referring to the channels of trade through wAmplicant

has offered or intends to offer Applicant’s Goods under Applicant’s Mark.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensonus, vag
and not reasonably calculated to lead to the discovery of sibleisevidence.
Applicant also objects to the extent this request calistlie production of
documents subject to the attewrclient privilege or the attorney work-product
doctrine. Applicant objects to this request to the extent ithaialls for the
production of documents that do not exist or are withirctvgrol of third parties,
including documents that are not withile tApplicant’s possession, custody or
control.

REQUEST FOR PRODUCTION. NO. 27.

All documents referring to any survey, poll or other research refetwing
Applicant’s Mark, or the goods that Applicant offers or intends to offer under
Applicant’s Mark.

RESPONSE:
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Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of sibheisevidence.
Applicant also objects to the extent this request calistlie production of
documents subject to the attorney-client privilege or theretyowork-product
doctrine. Applicant objects to this request to the extent ithaialls for the
production of documents that do not exist or are withirctverol of third parties,
including documents thatre not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 28.

Documents that evidence the sale or marketing of Applicant’s Good in
interstate commerce in the United States.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of sibieisevidence.
Applicant also objects to the extent this request caltsthe production of
documents subject to the attorney-client privilege or the ayowork-product
doctrine. Applicant objects to this request to the extent ithaialls for the
production of documents that do not exist or are withircthrol of third parties,
including documents that are not within the Applicant’s possession, custody or

control.
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REQUEST FOR PRODUCTION NO. 29.

All documents concerning any efforts to enforce Applicant’s Mark against
third parties.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensonue, vag
and not reasonably calculated to lead to the discovery of sibleisevidence.
Applicant also objects to the extent this request calistiie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the exteat th calls for the
production of documents that do not exist or are withirctrgrol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 30.

All documents concerning any communications betweenayalany other
person regarding Opposer, Opposer’s Mark, or this dispute.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensonue, vag
and not reasonably calculated to lead to the discovery of sibieisevidence.
Applicant also objects to the extent this request calistiie production of

documents subject to the attorney-client privilege or the ayomwork-product
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doctrine. Applicant objects to this request to the extent ithatlls for the

production of documents that do not exist or are withirctverol of third parties,
including documents that are not within the Applicant’s possession, custody or

control.

REQUEST FOR PRODUCTION NO. 31.

All documents referring to any surveys or research that yawe h
commissioned, performed or considered performing to determineherhany
likelihood of confusion has arisen or may arise because of your use of Applicant’s
Mark, and the use of any other name or mark, including Opposer’s use of
Opposer’s Mark.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensonue, vag
and not reasonably calculated to lead to the discovery of sibieisevidence.
Applicant also objects to the extent this request caltsthe production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithaialls for the
production of documents that do not exist or are withirctrrol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 32.
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Copies of any licenses, assignments, distriborship, or @pesrements

related to Applicant’s Mark.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensames,
and not reasonably calculated to lead to the discovery of sileisevidence.
Applicant also objects to the extent this request calistiie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithatalls for the
production of documents that do not exist or are withirctrrol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 33

Documents sufficient to identify all prospective customers of Applicant’s
Goods offered or intended to be offered under Applicant’s Mark in the United
States, or to whom promotional materials were sent, includeg@ddresses of all
such persons.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensonue, vag
and not reasonably calculated to lead to the discovery of siheisevidence.

Applicant also objects to the extent this request caltstiie production of

23



documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithatalls for the
production of documents that do not exist or are withirctirerol of third parties,
including documents that are not within the Applicant’s possession, custody or

control.

REQUEST FOR PRODUCTION NO. 34.

All documents that support your contention that Applideadd a bona fide
intention to use Applicant’s Mark in commerce in the United States or in
connection with Applicant’s Goods as of August 12, 2012.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensonue, vag
and not reasonably calculated to lead to the discovery of sileievidence.
Applicant also objects to the extent this request caltsthe production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithaalls for the
production of documents that do not exist or are withirctrerol of third parties,
including documents that are not within the Applicant’s possession, custody or

control.
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Subject to and without waiving the foregoing objectioR$aintiff will
produce relevant, non privileged documents that are respotasthis request on a
rolling basis as they become available.

REQUEST FOR PRODUCTION NO. 35.

All documents that support your contention that Applicantently has a
bona fide intention to use Applicant’s Mark in commerce in the United States on or

in connection with Applicant’s Goods.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vag
and not reasonably calculated to lead to the discovery of siheisevidence.
Applicant also objects to the extent this request caltstifie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithatalls for the
production of documents that do not exist or are withirctmrol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

Subject to and without waiving the foregoing objectioR$aintiff will
produce relevant, non privileged documents that are respdodivis request on a
rolling basis as they become available.

REQUEST FOR PRODUCTION NO. 36.
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All documents that support your contention that theraoidikelihood of

confusion between Opposer’s Mark and Applicant’s Mark.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensonue, vag
and not reasonably calculated to lead to the discovery of siheisevidence.
Applicant also objects to the extent this request calistlie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithatalls for the
production of documents that do not exist or are withirctrrol of third parties,
including documents that are not withihe Applicant’s possession, custody or
control.

Subject to and without waiving the foregoing objectioR$aintiff will
produce relevant, non privileged documents that are respdosives request on a
rolling basis as they become available

REQUEST FOR PRODUCTION NO. 37.

All documents concerning or reflecting any mistake or confubietween
Applicant’s Mark and Opposer’s Mark on the part of any actual or prospective
customers.

RESPONSE:




Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of sibheisevidence.
Applicant also objects to the extent this request calistiie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithaialls for the
production of documents that do not exist or are withirctverol of third parties,
including documents that are not within the Applicant’s possession, custody or
control.

Subject to and without waiving the foregoing objectioR$aintiff will
produce relevant, non privileged documents that are respdnsivis request on a
rolling basis as they become available.

REQUEST FOR PRODUCTION NO. 38.

All documents concerning any licenses or grants of permisgouse
Applicant’s Mark.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of sileisevidence.
Applicant also objects to the extent this request calisttie production of
documents subject to the attorney-client privilege or the ayomwork-product

doctrine. Applicant objects to this request to the extent ithaalls for the
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production of documents that do not exist or are withirctvgrol of third parties,
including documents that are nafithin the Applicant’s possession, custody or
control.

REQUEST FOR PRODUCTION NO. 39.

All documents concerning or reflecting any belief as to conmecti
association or affiliation between Applicant’s goods and Opposer’s goods on the
part of any actual or prospective customers.

RESPONSE:

Applicant objects to this request as overly broad, unduly burdensome, vagu
and not reasonably calculated to lead to the discovery of siheisevidence.
Applicant also objects to the extent this request caltstlie production of
documents subject to the attorney-client privilege or the ayomwork-product
doctrine. Applicant objects to this request to the extent ithatalls for the
production of documents that do not exist or are withirctmrol of third parties,
including documents that are not within the Applicant’s possession, custody or

control.



Dated: February 26, 2014.
Respectfully Submitted,
ALIANZA LAW FIRM, P.L.

14100 Palmetto Frontage Rd.
Miami Lakes, Florida 33016
Phone: 305-4438®

Fax: 305-4249466

By: /s/ Christian S. Diaz
Christian S. Diaz, Esq.

Florida Bar No. 518131
christiandiaz@alianzalaw.com

CERTIFICATE OF SERVICE

| hereby certified that the present Notice of Appearance was sigezt" day of

February, 2014, via e-mail to The Sladkus Law Groupeéi@sladlaw.comand

by U.S. Priority mail to the following address:
THE SLADKUS LAW GROUP

1827 Powers Ferry Road
Building 6, Suite 200
Atlanta, Georgia 30339
Sincerely,

ALIANZA LAW FIRM, P.L.

14100 Palmetto Frontage Rd.
Miami Lakes, Florida 33016
Phone: 305-4438606

Fax: 305-4249466

By: /s/ Christian S. Diaz.
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Exhibit C



Trademark Trial and Appeal Board: Opposition No. 91210580: Arena Distribution S.A. V. Tito Mateus Agualo. Request for Production's Privilege Log.

Request for Production N

DOCUMENT

All documents that were either create by client and/or client's

AUTHOR

SUBJECT MATTER

PRIVILEGE

1 agent and that contain privilege corporate information Industrias Palmex, SAS Corporate information Attorney/Client Privilege
4 tcr:dmg:‘a"r'fa”"”_ between client and attorney regarding the Industrias Palmex, SAS Trademark Attorney/Client Privilege
5 Communication between client and attorney regarding the Industrias Palmex, SAS Trademark Attorney/Client Privilege

trademark apolication
6 Documents and other materials ias Palmex. SAS Trademark Trade Secret/Corporate and Attornev-Client Privileae
7 Documents and other materials Palmex. SAS Advertisement Trade Secret/Corporate and Attornev-Client Privileae
8 Documents and other materials Palmex. SAS Advertisement Trade Secret/Corporate and Attornev-Client Privileae
9 Documents and other materials Palmex. SAS Advertisement Trade Secret/Corporate and Attornev-Client Privileae
10 Balance Sheets/Books and Accountina Material Palmex. SAS Financial/Accountina Information Trade Secret/Corporate and Attornev-Client Privileae
11 Invoices/Documents and other materials Palmex. SAS Avertisina Trade Secret/Corporate and Attornev-Client Privileae
12 Balance Sheets/Books and Accountina Material Palmex. SAS Financial/Accountina Information Trade Secret/Corporate and Attornev-Client Privileae
13 Balance Sheets/Books and Accounting Material Palmex. SAS Marketin i Trade Secret/Corporate and Attornev-Client Privileae
14 Documents and other materials Palmex. SAS Marketin Trade Secret/Corporate and Attornev-Client Privileae
15 Documents and other materials Palmex. SAS Marketin Trade Secret/Corporate and Attornev-Client Privileae
18 Letter Alianza Law Firm. P.L. Trademark Litiaation Attornev/Client Privileae
19 Letter Alianza Law Firm. P.L. Trademark Litiaation Attornev/Client Privileae
20 Documents and other materials ias Palmex. SAS Trademark Trade Secret/Corporate and Attornev-Client Privileae
21 Documents and other materials Palmex. SAS Trademark Trade Secret/Corporate and Attornev-Client Pri
22 Documents and other materials Palmex. SAS Trademark Trade Secret/Corporate and Attornev-Client Pri
23 Documents and other materials Palmex. SAS Trademark Trade Secret/Corporate and Attornev-Client Pri
24 Documents and other materials Palmex. SAS Trademark Trade Secret/Corporate and Attornev-Client Privileae
25 Documents and other materials Palmex. SAS Business C ial Information Trade Secret/Corporate and Attornev-Client Privileae
26 Documents and other materials Palmex. SAS Business C ial Information Trade Secret/Corporate and Attornev-Client Privileae
27 Documents and other materials Palmex. SAS Business C ial Information Trade Secret/Corporate and Attornev-Client Privileae
28 Documents and other materials Palmex. SAS Business C ial Information Trade Secret/Corporate and Attornev-Client Privileae
29 Documents and other materials Palmex. SAS Business C ial Information Trade Secret/Corporate and Attornev-Client Privileae
30 Emails/Letters Alianza Law Firm. P.L. Trademark Litiaation Attornev/Client Privileae
31 Letters Alianza Law Firm. P.L. Trademark Litiaation Attornev/Client Privileae
32 Documents and other materials ias Palmex. SAS Business C ial Information Trade Secret/Corporate and Attornev-Client Privileae
33 Documents and other materials Industrias Palmex. SAS Business Confidential Information Trade Secret/Corporate and Attornev-Client Privileae
34 Documents and other materials Industrias Palmex. SAS Business Confidential Information Trade Secret/Corporate and Attornev-Client Privileae
35 Documents and other materials Industrias Palmex. SAS Business Confidential Information Trade Secret/Corporate and Attornev-Client Privileae
36 Documents and other materials Industrias Palmex. SAS Business Confidential Information Trade Secret/Corporate and Attornev-Client Privileae
37 Documents and other materials Industrias Palmex. SAS Business Confidential Information
38 Documents and other materials Industrias Palmex. SAS Business Confidential Information
39 Documents and other materials Industrias Palmex. SAS Business Confidential Information Trade Secret/Corporate and Attornev-Client Privileae
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JEFFREY B. SLADKUS*

HARVEY I SLADKUS, OF COUNSELY"
ERICA L. TRITT, ASSOCIATEH
THOMAS B. MCGURK, OF COUNSELH+
MARK L. SEIGEL, OF COUNSEL*

* ADMITTED TO GA AND NY BARS

++ ADMITTED TO NY AND CT BARS

++ ADMITTED TO GA BAR

H+ ADMITTED BEFORE THE USPTO
ADMITTED TO GA AND KY BARS

THE SLADKUS LAW GROUP
1827 POWERS FERRY ROAD
BUILDING 6, SUITE 200
ATLANTA, GA 30339
TELEPHONE: (404) 252 -0800

FACSIMILE: 1404) 252-0970
WEB: WWW.SLADLAW.COM

March 3, 2014

NEW YORK OFFICE
400 EAST 56™ STREET
SUITE 6F
NEW YORK, N.Y. 10022

TELEPHONE: {212) 893-818I
FACSIMILE: 1212) S83-1919

Jeffrey Sladkus
jeff@sladlaw.com

Via Email- secretary@alianzalaw.com; christiandiaz@alianzalaw.com

Confirmation Via U.S. Mail

Christian Diaz, Esq.
Alianza Law Firm

14100 Palmetto Frontage Road

Suite 203

Miami Lakes, FL 33016

Re: PALMARENA Opposition Proceeding

We have received Applicant’s objections and responses to Opposer’s first set of
interrogatories and document requests. We were very disappainted with the substance of
Applicant’s objections and responses, most of which are baseless. The objections are
particularly troubling given that information and documents sought by nearly all of
Opposer’s requests are specifically identified as discoverable in chapter 400 of the
Trademark Trial and Appeal Board Manual of Procedure (1BMP). Before we file a
motion to compel Applicant to fully answer the interrogatories and produce all non-
privileged responsive documents, we wanted to give you an ppportunity to review the
TBMP and revisit your objections and responses.

We also take issue with Applicant’s privilege logs. First, a party may not refuse to
disclose information on the grounds that it is confidential or a trade secret. The Board’s
default protective order, which is automatically applicable in all Board proceedings,
allows Applicant to designate information and documents for protection under the
protective order. (Order dated May 14, 2013.) Additionally, when asserting a claim of
privilege or protecting trial preparation materials, a party must describe the nature of the
documents, communications or tangible things in a manner that, without revealing
privileged or protected information, will enable other parties-io assess the claim.
Fed.R.Civ.P. 26(b)(5). Applicant’s privilege log does not ideniify the recipient of the
communications, which is a necessary piece of information for assessing the validity of



THE SLADKUS LAw GROUP

any claim of attorney-client privilege. We demand that Appiiéant serve a revised
privilege log and supplement its answers and document production accordingly.

This letter represents Plaintiff’s good faith effort to resolve these disputes before
filing a motion to compel pursuant to TBMP 523.02, 37 CFR § 2.120(e). Please let us
have your interrogatory answers, document production, and revised privilege log by no
later than close of business Friday, March 8. If you believe that any of your objections are
still valid after reviewing the relevant law, please specify why.

Very truly yours,
THE SLADKUS LAW GROUP

Jef ladkus

JBS/ms



