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Filing date: 05/14/2013

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Arena Distribution S.A.

Granted to Date 05/15/2013

of previous

extension

Address Impasse des Ecureuils 2
1763 Granges Paccot,
SWITZERLAND

Attorney Jeffrey B. Sladkus, Esq.

information The Sladkus Law Group

1827 Powers Ferry Road Building 6, Suite 200
Atlanta, GA 30339

UNITED STATES

jeff@sladlaw.com Phone:404-252-0900

Applicant Information

Application No 85701436 Publication date 01/15/2013
Opposition Filing 05/14/2013 Opposition 05/15/2013
Date Period Ends

Applicant Agudelo, Tito, Mateus

Parque Industrial Iderna-La Enea CIl 106 No. 28-61
Manizales-Caldas,
COLOMBIA

Goods/Services Affected by Opposition

Class 018.
All goods and services in the class are opposed, namely: Beach bags

Class 024.
All goods and services in the class are opposed, namely: Beach towels

Class 025.

All goods and services in the class are opposed, namely: Beach cover-ups; Beach coverups; Beach
footwear; Beachwear; Bikinis; Clothing, namely, wrap-arounds; Maillots; Monokinis; Sandals and
beach shoes; Swim suits; Swim trunks; Swim wear; Swim wear for gentlemen and ladies; Swimming
trunks; Swimwear; Tankinis

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

| U.S. Registration | 1063575 | Application Date | 06/30/1972



http://estta.uspto.gov

No.

Registration Date | 04/12/1977 Foreign Priority NONE
Date

Word Mark ARENA

Design Mark

Description of NONE

Mark

Goods/Services

Class U022 (International Class 028). First use:

NOSE CLIPS FOR SWIMMING AND CARRYING BAGS FOR SPORTS
EQUIPMENT

Class U039 (International Class 010, 025, 026). First use:

TRACK SUITS, SWIMMING SUITS FOR COMPETITION SWIMMING SUITS
FOR MEN, WOMEN AND CHILDREN [, BEACH ROBES] , TOWELS, TRAVEL
BAGS, T-SHIRTS [, RAIN JACKETS AND RAIN SUITS ] AND SPORT SHIRTS

U.S. Registration | 920759 Application Date 01/21/1971

No.

Registration Date | 09/21/1971 Foreign Priority NONE
Date

Word Mark ARENA

Design Mark

Description of NONE

Mark

Goods/Services

Class U039 (International Class 010, 025, 026). First use: First Use: 1947/04/11
First Use In Commerce: 1947/04/11

CLOTHING FOR MEN, WOMEN AND CHILDREN-NAMELY, [SWEATERS,]
SWIM TRUNKS, SWIM SUITS, POLO SHIRTS, SPORT SHIRTS, FABRIC
SPORT JACKETS, SLACKS, SUITS, T-SHIRTS, AND BEACH ROBES

U.S. Registration | 1255900 Application Date 03/01/1982

No.

Registration Date | 11/01/1983 Foreign Priority NONE
Date

Word Mark ARENA

Design Mark

Description of NONE

Mark

Goods/Services

Class 009. First use: First Use: 1974/09/00 First Use In Commerce: 1974/12/00
Swimming Goggles

Class 010. First use: First Use: 1974/12/00 First Use In Commerce: 1977/07/00
Nose Clips and Ear Plugs

Class 018. First use: First Use: 1974/12/00 First Use In Commerce: 1977/07/00
Sport Bags for General Use

Class 025. First use: First Use: 1974/12/00 First Use In Commerce: 1974/12/00

Swimming Caps, Bathing Suits, T-Shirts, Track Suits, Warm-Up Suits and
Sandals

Class 028. First use: First Use: 1974/09/00 First Use In Commerce: 1974/12/00
Hand Paddles and Kick Boards

U.S. Registration

2590182 Application Date 12/23/1998




No.

Registration Date | 07/09/2002 Foreign Priority NONE
Date

Word Mark ARENA

Design Mark

Description of NONE

Mark

Goods/Services

Class 003. First use:

[ COSMETICS, NAMELY, SOAPS, HAIR LOTIONS, PERFUMES, EAU DE
COLOGNE, PRE-SHAVE LOTIONS, AFTER-SHAVE LOTIONS, SHAVING
CREAMS, SHAMPOOS, TOOTHPASTES, PERSONAL DEODORANTS, ANTI-
PERSPIRANTS, MOUTHWASHES AND BODY LOTIONS ]

Class 009. First use:
[ EYEGLASSES AND SUNGLASSES |
Class 014. First use:

[ WATCHES, CHRONOMETRICAL INSTRUMENTS, JEWELRY, AND
PRECIOUS STONES ]

Class 028. First use:

SPORTS GLASSES FOR USE IN [ SKIING, ] SWIMMING AND DIVING
GOGGLES

U.S. Registration | 4206333 Application Date 12/22/2009

No.

Registration Date | 09/11/2012 Foreign Priority NONE
Date

Word Mark ARENA

Design Mark

Description of
Mark

The mark consists of the wording "ARENA".

Goods/Services

Class 009. First use: First Use: 1973/01/01 First Use In Commerce: 1984/07/28

EYEGLASS AND SUNGLASSES; ACCESSORIES FOR SWIMMING AND
DIVING, NAMELY, SWIMMING GOGGLES, MASKS, DIVING GLOVES,
DIVING HELMETS, SCUBA DIVING MASKS, DIVING SUITS, NOSE CLIPS
FOR DIVERS AND SWIMMERS, SNORKEL TUBES, EAR PLUGS; EYE
PROTECTION WEAR FOR SPORTS, NAMELY, GOGGLES FOR WATER
SKIING, SURFING, SAILING, BOARD SAILING, BOATING; CORRECTIVE
LENSES FOR EYE PROTECTION WEAR FOR SPORTS, NAMELY,
GOGGLES WITH CORRECTIVE LENSES FOR WATER SKIING, SURFING,
SAILING, BOARD SAILING, BOATING, EYEGLASS NECK CORDS;
PROTECTION AND SAFETY SWIMMING AIDS, NAMELY, INFLATABLE
FLOATATION DEVICES AND SWIMMING TRAINING LIFE BUOYS
INFLATABLE OR NOT, FLOTATION LIFE BELTS, SWIM FLOTATION VESTS;
SPORTS HELMETS, DIVING GLOVES; PROTECTIVE CLOTHING

Class 018. First use: First Use: 1973/01/01 First Use In Commerce: 1984/07/28

SPORT BAGS, TRUNKS, TRAVELLING BAGS, LEISURE BAGS, NAMELY,
ALL-PURPOSE CARRYING BAGS, ALL PURPOSE SPORTS BAGS AND
HANDBAGS, RUCKSACKS, CARRYING BAGS FOR BATHING TRUNKS

Class 025. First use: First Use: 1973/01/01 First Use In Commerce: 1984/07/28

CLOTHING FOR LEISURE WEAR, NAMELY, SWIMWEAR, BEACHWEAR,
TRACKSUITS, SHIRTS, SHORTS, POLO SHIRTS, SPORTS AND LEISURE
SHOES, SANDALS, SWIMMING CAPS, HATS, SWIMMING SUITS FOR
COMPETITION, SWIMMING SUITS FOR MEN, WOMEN AND CHILDREN,
SWIMMING TRUNKS, T-SHIRTS, SPORT SHORTS, WARM UP SUITS,




GYMNASTIC SUITS FOR WOMEN, SLIPPERS, BOOTS, LEGGINGS, SOCKS,
SWEAT SHORTS, SKIRTS, DRESSES, BATHING COSTUMES, BATHING
GARMENTS, NAMELY, BATHING SUITS, PANTS, BATH WRAPS, BEACH
ARTICLES, NAMELY, BEACH FOOTWEAR, DRESSING GOWNS, BATHING
CAPS; CAPS, BONNETS

Class 028. First use: First Use: 1973/01/01 First Use In Commerce: 1984/07/28

SWIMMING AND DIVING ACCESSORIES, NAMELY, FINS; GYMNASTIC AND
SPORTS ARTICLES, NAMELY, SMALL PADDLE BALLS, BALLS FOR WATER
POLO, VOLLEYBALL AND BEACH VOLLEYBALL; SCUBA FLIPPERS,
PADDLE BOARDS, KICK BOARDS, SWIMMING BOARDS, SWIMMING AND
DIVING DEVICES, NAMELY, FLIPPERS AND SWIMMING GLOVES,
CARRYING BAGS FOR SPORT EQUIPMENT; BAGS SPECIFICALLY
ADAPTED FOR SPORT

U.S. Registration | 3221522 Application Date 07/26/2005

No.

Registration Date | 03/27/2007 Foreign Priority NONE
Date

Word Mark ARENA WATER INSTINCT

Design Mark

Description of
Mark

NONE

Goods/Services

Class 009. First use:
Accessories for swimming and diving, namely swimming goggles and masks
Class 016. First use:

Printed matters, namely paper, printed paper cartons, posters, photographs,
paper stickers, diaries, calendars, paper and plastic bags for packaging

Class 025. First use:

Clothing, namely bathing suits, beachwear, sports clothes, namely tracksuits,
shirts, shorts, jumpers, footwear for sports and leisure, sandals, swimming caps
and caps

U.S. Application 85444777 Application Date 10/11/2011

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark ARENA

Design Mark

Description of
Mark

The mark consists of the stylized word "ARENA".

Goods/Services

Class 024. First use:

FABRICS AND FABRIC PRODUCTS NOT INCLUDED IN OTHER CLASSES,
NAMELY, KNITTED FABRICS, FELT AND WOVEN FABRICS, NON-WOVEN
FABRICS; TEXTILE GOODS, NAMELY, HAND TOWELS, BEACH TOWELS,
NAPKINS; TEXTILE FABRICS FOR THE MANUFACTURE OF CLOTHING,
TEXTILE FABRICS FOR THE MANUFACTURE OF SPORT AND
RECREATIONAL SWIMWEAR; TEXTILE FABRICS USED AS LINING FOR
CLOTHING

Attachments

Statement of Grounds NOO PALMARENA.pdf(29363 bytes )




Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Jeffrey B. Sladkus/
Name Jeffrey B. Sladkus, Esq.
Date 05/14/2013




Mark: PALMARENA
Application Serial No. 85701436

STATEMENT OF GROUNDS

Plaintiff Arena Distribution S.A. (‘“Plaintiff”’) will be damaged by the registration
of the mark shown in the above-identified application, and hereby opposes the
application.

The grounds for opposition are as follows:

1. Plaintiff began selling swimwear and swimming equipment in commerce
in the United States under the mark ARENA at least as early as 1973, has used the mark
continuously since that date, and has not abandoned its mark.

2. Plaintiff owns U.S. Trademark Registration No. 1063575 (“Plaintiff’s
Registrations”) for its mark ARENA for “nose clips for swimming and carrying bags for
sports equipment” in Class 028 and for “track suits, swimming suits for competition,
swimming suits for men, women and children, towels, travel bags, t-shirts, and sports
shirts” in Class 025. Plaintiff’s Registration issued on April 12, 1977 and was renewed
on April 12, 2007. Plaintiff’s Registration is valid and incontestable.

3. Plaintiff owns U.S. Trademark Registration No. 0920759 (“Plaintiff’s
Registrations”) for its mark ARENA “clothing for men, women and children namely
swim trunks, swim suits, polo shirts, sport shirts, fabric sport jackets, slacks, suits, t-
shirts, and beach robes” in Class 025. Plaintiff’s Registration issued on September 21,
1971 and was renewed on September 21, 2007. Plaintiff’s Registration is valid and
incontestable.

4. Plaintiff owns U.S. Trademark Registration No. 1255900 (“Plaintiff’s
Registrations”) for its mark ARENA for “swimming goggles” in Class 009, “nose clips

and ear plugs” in Class 010 and “sports bags for general use” in Class 018, for
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Mark: PALMARENA
Application Serial No. 85701436

“swimming caps, bathing suits, t-shirts, track suits, warm up suits and sandals” in Class
025 and for “hand paddles and kick boards” in Class 028. Plaintiff’s Registration issued
November 01, 1983 and was renewed November 01, 2003. Plaintiff’s Registration is
valid and incontestable.

5. Plaintiff owns U.S. Trademark Registration No 2590182 (“Plaintiff’s
Registrations”) for its mark ARENA for “sports glasses for use in swimming, and diving
goggles” in Class 028. Plaintiff’s Registration issued July 09, 2002 and was renewed
July 09, 2012. Plaintiff’s Registration is valid and incontestable.

6. Plaintiff owns U.S. Trademark Registration No. 4206333 (“Plaintiff’s
Registrations”) for its mark ARENA for “eyeglass and sunglasses; accessories for
swimming and diving, namely, swimming goggles, masks, diving gloves, diving helmets,
scuba diving masks, diving suits, nose clips for divers and swimmers, snorkel tubes, ear
plugs; eye protection wear for sports, namely, goggles for water skiing, surfing, sailing,
board sailing, boating; corrective lenses for eye protection wear for sports, namely,
goggles with corrective lenses for water skiing, surfing, sailing, board sailing, boating,
eyeglass neck cords; protection and safety swimming aids, namely, inflatable floatation
devices and swimming training life buoys inflatable or not, flotation life belts, swim
flotation vests; sports helmets, diving gloves; protective clothing” in Class 009, “sport
bags, trunks, travelling bags, leisure bags, namely, all-purpose carrying bags, all-purpose
sports bags and handbags, rucksacks, carrying bags for bathing trunks” in Class 018,
“clothing for leisure wear, namely, swimwear, beachwear, tracksuits, shirts, shorts, polo
shirts, sports and leisure shoes, sandals, swimming caps, hats, swimming suits for

competition, swimming suits for men, women and children, swimming trunks, t-shirts,

Page 2



Mark: PALMARENA
Application Serial No. 85701436

sport shorts, warm up suits, gymnastic suits for women, slippers, boots, leggings, socks,
sweat shorts, skirts, dresses, bathing costumes, bathing garments, namely, bathing suits,
pants, bath wraps, beach articles, namely, beach footwear, dressing gowns, bathing caps;
caps, bonnets” in Class 025 and “swimming and diving accessories, namely, fins;
gymnastic and sports articles, namely, small paddle balls, balls for water polo, volleyball
and beach volleyball; scuba flippers, paddle boards, kick boards, swimming boards,
swimming and diving devices, namely, flippers and swimming gloves, carrying bags for
sport equipment; bags specifically adapted for sport” in Class 028. Plaintiff’s
Registration issued September 11, 2012.

7. Plaintiff owns U.S. Trademark Registration No. 3221522 (“Plaintiftf’s
Registrations”) for its mark ARENA WATER INSTINCT for “Accessories for
swimming and diving, namely swimming goggles and masks” in Class 009, “printed
matters, namely paper, printed paper cartons, posters, photographs, paper stickers,
diaries, calendars, paper and plastic bags for packaging” in Class 016 and “clothing
namely bathing suits, beachwear, sports clothes, namely track suits, shirts, shorts,
jumpers, footwear for sports and leisure, sandals, swimming caps and caps” in Class 025.
Plaintiff’s Registration issued March 27, 2007. Plaintiff’s Registration is valid and
incontestable.

8. Plaintiff owns U.S. Application Serial No. 85/444,777 for the mark
ARENA (“Plaintiff’s Application”) for “fabrics and fabric products not included in other
classes, namely, knitted fabrics, felt and woven fabrics, non-woven fabrics; textile goods,
namely, hand towels, beach towels, napkins; textile fabrics for the manufacture of

clothing, textile fabrics for the manufacture of sport and recreational swimwear; textile
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Mark: PALMARENA
Application Serial No. 85701436

fabrics used as lining for clothing” in Class 024. A Notice of Allowance was issued in
connection with Plaintiff’s Application on March 12, 2013.

9. Defendant Tito Mateus Aguelo (“Defendant”) filed U.S. Trademark
Application Serial Number 85701436 for the mark PALMARENA for “beach bags” in
Class 018, for “beach towels” in Class 024 and for “Beach cover-ups; Beach cover-ups;
Beach footwear; Beachwear; Bikinis; Clothing, namely, wrap-arounds; Maillots;
Monokinis; Sandals and beach shoes; Swim suits; Swim trunks; Swim wear; Swim wear
for gentlemen and ladies; Swimming trunks; Swimwear; Tankinis” in Class 025 on
August 12, 2012 on the basis of a bona fide intent to use the mark in commerce.

10. Plaintiff first used its ARENA marks prior to the date Defendant filed its
application.

11.  Plaintiff’s Registrations issued prior to the date Defendant filed its
application to register PALMARENA.

12. Defendant’s pending PALMARENA mark so resembles Plaintiff’s
ARENA marks previously used and registered in the United States, as to be likely, when
applied to the goods of the Defendant, to cause confusion.

13.  Defendant’s application should be refused because Plaintiff has priority of
use and priority of registration.

WHEREFORE, Plaintiff requests that its opposition against application serial

number 85701436 be sustained.
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